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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

ESTTA1296123
07/10/2023

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Calanus AS

Granted to date 07/08/2023
of previous ex-

tension

Address POSTBOKS 2489, N-9272
TROMSA#, 0
NORWAY

Attorney informa- | JOHN P. MCCORMICK

tion FISH & RICHARDSON P.C.
P.O. BOX 1022

MINNEAPOLIS, MN 55440

UNITED STATES

Primary email: tmdoctc@fr.com

Secondary email(s): mccormick@fr.com, mcdowell@fr.com
6175425070

Docket no. 56771.0002PP

Applicant information

WALNUT, CA 91789
UNITED STATES

Application no. 97447886 Publication date 05/09/2023
Opposition filing 07/10/2023 Opposition period | 07/08/2023
date ends
Applicant XbanX Inc

20244 WYN TER

Goods/services affected by opposition

Class 005. First Use: Sep 27, 2020 First Use In Commerce: Sep 27, 2020

for babies

All goods and services in the class are opposed, namely: Anti-bacterial soap; Antibacterial cleaners;
Antibacterial hand lotions; Antibacterial hand soaps; Antibacterial handwash; Antibacterial liquid
soaps; Babies' diapers; Babies' diapers of paper; Babies' swim diapers; Diapers for dogs; Sanitary
knickers; Sanitary napkins; Sanitary pads; Sanitary pants; Sanitary tampons; Sanitary towels; Sanitiz-
ing wipes; Disposable sanitizing wipes; Disposable swim diapers for babies; Reusable swim diapers

Grounds for opposition

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Mark cited by opposer as basis for opposition



https://estta.uspto.gov

U.S. registration 7051159 Application date 09/20/2021
no.

Register Principal

Registration date | 05/16/2023 Foreign priority 04/06/2021
date

Word mark ZOOCA

Design mark

Description of NONE

mark

Goods/services Class 003. First use: First Use: None First Use In Commerce: None

Non-medical cosmetics; non-medicated dentifrices; perfumes, essential oils;
bleaching preparations for laundry use; cleaning, polishing, scouring and abras-
ive preparations

Class 005. First use: First Use: None First Use In Commerce: None

Sanitary preparations for medical purposes; food for babies; dietary supple-
ments for human beings and animals; vitamins; vitamin preparations; fish oils
and oils from marine animals for medical purposes; disinfectants; preparations
for destroying vermin; fungicides, herbicides

Class 029. First use: First Use: None First Use In Commerce: None

Meat, fish, poultry and game not live; meat extracts; preserved, frozen, dried
and cooked fruits and vegetables; jellies, jams, compotes; eggs; milk, cheese,
butter, oils and fats for food

Class 031. First use: First Use: None First Use In Commerce: None

Fresh fruits and vegetables, fresh herbs; natural plants and flowers; bulbs, seed-
lings and seeds for planting; live animals; foodstuffs and beverages for animals;
animal feed

Class 035. First use: First Use: None First Use In Commerce: None

Advertising; business management and business administration; office func-
tions; wholesale and retail store services and distributorship services in the field
of food supplements, vitamins and vitamin preparations, foodstuffs and bever-
ages for animals, animal feed, cosmetics, essential oils, edible oils and fats, fish
oils and oils from marine animals for medical purposes; online retail store ser-
vices featuring food supplements, vitamins and vitamin preparations, foodstuffs
and beverages for animals, animal feed, cosmetics, essential oils, edible oils
and fats, fish oils and oils from marine animals for medical purposes

Class 040. First use: First Use: None First Use In Commerce: None

Custom manufacture of pharmaceutical preparations; custom manufacture of di-
etary supplements, vitamins and vitamin preparations, foodstuffs and beverages
for animals, animal feed, cosmetics, essential oils, edible oils and fats, fish oils
and oils from marine animals for medical purposes

Class 042. First use: First Use: None First Use In Commerce: None

Scientific and technological services and research, namely scientific research,
analysis, testing in the field of food supplements, vitamins and vitamin prepara-
tions, foodstuffs and beverages for animals, animal feed, cosmetics, essential
oils, edible oils and fats, fish oils and oils from marine animals for medical pur-
poses and design relating thereto; Industrial analysis and industrial research
services relating to pharmaceutical preparations, dietary supplements, vitamins
and vitamin preparations; provision of information and data in connection with
medical and veterinary research and development

Attachments Notice of Opposition with Exhibit v. XbanX - ZOOCO Stylized.pdf(158044 bytes ) |




Signature

/John P. McCormick/

Name

John P. McCormick

Date

07/10/2023




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 97/447,886
For the Mark ZOOCO [Stylized]
Published in the Official Gazette on May 9, 2023

CALANUS AS,
Opposer,

v. Opposition No.

XBANX INC,

Applicant.

NOTICE OF OPPOSITION

In the matter of Application Serial 97/447,886 (“the ‘886 Application™), filed on June 8,
2023, by Applicant XbanX Inc (“Applicant”) for the mark ZOOCO [Stylized]: Calanus AS
(“Opposer™), believes that it will be damaged by registration of the mark shown in the above-
identified application, and hereby opposes the same in accordance with Section 13 of the Trademark
Act of July 5, 1946 (15 U.S.C. §1063). The grounds for this Opposition are as follows:

PARTIES AND STANDING

1. Opposer Calanus AS is an aksjeselskap organized under the laws of Norway with its
principal place of business in Tromse, Norway.

2. On information and belief, Applicant XbanX Inc is a corporation organized under the
laws of Colorado with a principal place of business in Walnut, California.

3. Opposer is the owner of U.S. Reg. No. 7,051,159 (“the ‘159 Registration”), a
registration for the mark ZOOCA, issued on May 16, 2023, for use in connection with the following

goods and services:



Class 3: Non-medical cosmetics; non-medicated dentifrices; perfumes, essential oils;
bleaching preparations for laundry use; cleaning, polishing, scouring and abrasive
preparations.

Class 5: Sanitary preparations for medical purposes; food for babies; dietary supplements for
human beings and animals; vitamins; vitamin preparations; fish oils and oils from marine
animals for medical purposes; disinfectants; preparations for destroying vermin; fungicides,
herbicides.

Class 29: Meat, fish, poultry and game not live; meat extracts; preserved, frozen, dried and
cooked fruits and vegetables; jellies, jams, compotes; eggs; milk, cheese, butter, oils and fats
for food.

Class 31: Fresh fruits and vegetables, fresh herbs; natural plants and flowers; bulbs, seedlings
and seeds for planting; live animals; foodstuffs and beverages for animals; animal feed.

Class 35: Advertising; business management and business administration; office functions;
wholesale and retail store services and distributorship services in the field of food
supplements, vitamins and vitamin preparations, foodstuffs and beverages for animals,
animal feed, cosmetics, essential oils, edible oils and fats, fish oils and oils from marine
animals for medical purposes; online retail store services featuring food supplements,
vitamins and vitamin preparations, foodstuffs and beverages for animals, animal feed,
cosmetics, essential oils, edible oils and fats, fish oils and oils from marine animals for
medical purposes.

Class 40: Custom manufacture of pharmaceutical preparations; custom manufacture of
dietary supplements, vitamins and vitamin preparations, foodstuffs and beverages for
animals, animal feed, cosmetics, essential oils, edible oils and fats, fish oils and oils from
marine animals for medical purposes.

Class 42: Scientific and technological services and research, namely scientific research,
analysis, testing in the field of food supplements, vitamins and vitamin preparations,
foodstuffs and beverages for animals, animal feed, cosmetics, essential oils, edible oils and
fats, fish oils and oils from marine animals for medical purposes and design relating thereto;
Industrial analysis and industrial research services relating to pharmaceutical preparations,
dietary supplements, vitamins and vitamin preparations; provision of information and data in
connection with medical and veterinary research and development.
Proof of registration is attached as Exhibit A.
4. Opposer and Applicant are both engaged in the marketing and sale of personal care
and cosmetic products, and are thus direct competitors.

5. As a competitor, and as the owner of record of a prior registration for a highly similar

mark for identical goods, Opposer has standing to bring his action.



FACTS

Opposer’s Mark

6. Opposer adopted and uses the ZOOCA mark in connection with a revolutionary bio
marine value chain focused on the sustainable harvesting and use of the Calanus finmarchicus.

7. Opposer’s U.S. trademark rights in the ZOOCA mark in connection with the goods
and services articulated in the ‘159 Registration date back to at least as early as April 6, 2021.

8. Opposer has invested considerable amounts of money, time, and effort in developing,
establishing, promoting, and selling its goods and services in connection with the ZOOCA mark.

9. As aresult of its efforts, Opposer has developed substantial goodwill in the ZOOCA
mark, and it is a valuable asset of Opposer.

Applicant’s Mark

10. Applicant filed the ‘886 Application on June 8, 2022, seeking registration of the mark
Z0O0CO [Stylized] for use in connection with “anti-bacterial soap; antibacterial cleaners;
antibacterial hand lotions; antibacterial hand soaps; antibacterial handwash; antibacterial liquid
soaps; babies' diapers; babies' diapers of paper; babies' swim diapers; diapers for dogs; sanitary
knickers; sanitary napkins; sanitary pads; sanitary pants; sanitary tampons; sanitary towels; sanitizing
wipes; disposable sanitizing wipes; disposable swim diapers for babies; reusable swim diapers for
babies” in Class 5.

11. The ‘886 Application was published for opposition on May 9, 2023.

12. Upon information and belief, Applicant fraudulently created the specimens of use
filed in connection with the ‘886 Application.

13. Upon information and belief, Applicant had not used the ZOOCO [Stylized] mark in
commerce in the United States on or in connection with the applied-for goods as of the June 8, 2022

filing date.



14. Upon information and belief, Applicant is not using the ZOOCO [Stylized] mark in
commerce in the United States on or in connection with the applied-for goods.
15. Upon information and belief, given Opposer’s long-standing and prominent use of
the ZOOCA mark, Applicant must have known of Opposer’s rights in this mark.
16. Given Opposer’s federal registration, Applicant had at least constructive notice of
Opposer’s prior rights in the ZOOCA mark.
FIRST GROUNDS FOR OPPOSITION:

PRIORITY & LIKELIHOOD OF CONFUSION
15 U.S.C. § 1052(d)

17. Opposer hereby repeats and re-alleges the allegations contained in paragraphs 1
through 16 as if fully set forth herein.

18. As described above, Opposer is the owner of registered trademark rights in the
ZOOCA mark.

19. Opposer’s priority in the ZOOCA mark predates any priority date which could be
claimed by Applicant for the ZOOCO [Stylized] mark.

20. The ZOOCO [Stylized] mark is confusingly similar to the ZOOCA mark.

21. The marks in question — Opposer’s ZOOCA and Applicant’s ZOOCO mark — are
highly similar as to sight and sound, with the only difference being the final letter of each mark.

22. The goods claimed in ‘159 Registration and the ‘886 Application are identical in part
and are otherwise highly similar — with both parties’ filings covering personal care and cosmetic
products.

23. As there are no restrictions set forth in the ‘886 Application as to the channels of
trade, it is presumed that Applicant’s goods will travel in, be promoted in, and/or be sold in the same
channels of trade and to the same class of customers as Opposer’s.

24, There is a likelihood that consumers and potential consumers of either Opposer or

Applicant will be confused or deceived into believing that the parties’ respective goods emanate from

4



the same source, or that one is sponsored by or affiliated with the other, all to the detriment of the
goodwill that Opposer has built in the ZOOCA mark.
25. As a result of this likely confusion, Opposer is likely to be irreparably harmed and
damaged by the registration of the ‘866 Application.
26. Opposer has not consented to and does not consent to Applicant’s use or registration
of the Applicant’s proposed mark in the United States.
WHEREFORE, Opposer respectfully requests that the Board sustain this Opposition, and
refuse registration of the ‘866 Application, and grant such other and further relief as the Board deems
just and proper.
Respectfully submitted,
CALANUS AS
By its Attorneys,

Date: July 10, 2023 /John P. McCormick/
John P. McCormick
FISH & RICHARDSON P.C.
Postal Address:

P.O. Box 1022
Minneapolis, MN 55440-1022

Courier Mail Address:
One Marina Park Drive
Boston, MA 02210

Telephone: (617) 542-5070

Facsimile: (617) 542-8906
tmdoctc@fr.com; mccormick@fr.com;
mcdowell@fr.com
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Generated on: This page was generated by TSDR on 2023-07-10 08:55:16 EDT

Mark: ZOOCA
US Serial Number: 79331514 Application Filing Sep. 20, 2021
Date:
US Registration 7051159 Registration Date: May 16, 2023
Number:
Register: Principal
Mark Type: Trademark, Service Mark
TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:

Status:

Status Date:

The trademark application has been registered with the Office.

Registered. The registration date is used to determine when post-registration maintenance documents are due.

May 16, 2023

Publication Date:Feb. 28, 2023

Mark Information

Mark Literal ZOOCA

Elements:

Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Claim:

Mark Drawing 4 - STANDARD CHARACTER MARK

Type:

Related Properties Information

International
Registration
Number:

International
Registration Date:

1639972

Sep. 20, 2021

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For:
International
Class(es):
Class Status:

Basis:

For:

International
Class(es):

Non-medical cosmetics; non-medicated dentifrices; perfumes, essential oils; bleaching preparations for laundry use; cleaning,
polishing, scouring and abrasive preparations

003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

ACTIVE
66(a)
Sanitary preparations for medical purposes; food for babies; dietary supplements for human beings and animals; vitamins; vitamin

preparations; fish oils and oils from marine animals for medical purposes; disinfectants; preparations for destroying vermin; fungicides,
herbicides

005 - Primary Class U.S Class(es): 005, 006, 018, 044, 046, 051, 052



Class Status:

Basis:

For:

International
Class(es):

Class Status:

Basis:
For:

International
Class(es):

Class Status:

Basis:

For:

International
Class(es):

Class Status:

Basis:

For:

International
Class(es):

Class Status:

Basis:

For:

International

ACTIVE

66(a)

Meat, fish, poultry and game not live; meat extracts; preserved, frozen, dried and cooked fruits and vegetables; jellies, jams, compotes;
eggs; milk, cheese, butter, oils and fats for food

029 - Primary Class U.S Class(es): 046

ACTIVE
66(a)

Fresh fruits and vegetables, fresh herbs; natural plants and flowers; bulbs, seedlings and seeds for planting; live animals; foodstuffs
and beverages for animals; animal feed

031 - Primary Class U.S Class(es): 001, 046

ACTIVE
66(a)

Advertising; business management and business administration; office functions; wholesale and retail store services and distributorship
services in the field of food supplements, vitamins and vitamin preparations, foodstuffs and beverages for animals, animal feed,
cosmetics, essential oils, edible oils and fats, fish oils and oils from marine animals for medical purposes; online retail store services
featuring food supplements, vitamins and vitamin preparations, foodstuffs and beverages for animals, animal feed, cosmetics, essential
oils, edible oils and fats, fish oils and oils from marine animals for medical purposes

035 - Primary Class U.S Class(es): 100, 101, 102

ACTIVE
66(a)

Custom manufacture of pharmaceutical preparations; custom manufacture of dietary supplements, vitamins and vitamin preparations,
foodstuffs and beverages for animals, animal feed, cosmetics, essential oils, edible oils and fats, fish oils and oils from marine animals
for medical purposes

040 - Primary Class U.S Class(es): 100, 103, 106

ACTIVE
66(a)

Scientific and technological services and research, namely scientific research, analysis, testing in the field of food supplements,
vitamins and vitamin preparations, foodstuffs and beverages for animals, animal feed, cosmetics, essential oils, edible oils and fats,
fish oils and oils from marine animals for medical purposes and design relating thereto; Industrial analysis and industrial research
services relating to pharmaceutical preparations, dietary supplements, vitamins and vitamin preparations; provision of information and
data in connection with medical and veterinary research and development

042 - Primary Class U.S Class(es): 100, 101

Class(es):
Class Status: ACTIVE
Basis: 66(a)
Basis Information (Case Level)
Filed Use: No Currently Use: No
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: Yes
Filed 66A: Yes Currently No Basis: No
Filed No Basis: No
Current Owner(s) Information
Owner Name: Calanus AS
Owner Address: Postboks 2489
N-9272 TROMSQ
NORWAY

Legal Entity Type:

State or Country NORWAY
Where Organized:

aksjeselskap (as)




Attorney/Correspondence Information

Attorney of Record

Attorney Name: Christian D. Abel Docket Number: T37342USIP
Attorney Primary christian.abel@onsagers.no Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent Christian D. Abel
Name/Address: Onsagers AS
PO Box 1813 Vika
Oslo NORWAY 0123

Phone: +47 24003700 Fax: 5714806498
Correspondent e- christian.abel@onsagers.no post@onsagers.no al Correspondent e- Yes
mail: exander.hallingstad@onsagers.no mette.loever@ mail Authorized:

onsagers.no
Domestic Representative - Not Found

Prosecution History

Proceeding
Number

Date Description
May 16, 2023 NOTICE OF REGISTRATION CONFIRMATION EMAILED
May 16, 2023 REGISTERED-PRINCIPAL REGISTER
Feb. 28, 2023 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
Feb. 28, 2023 PUBLISHED FOR OPPOSITION
Feb. 27, 2023 NOTIFICATION PROCESSED BY IB
Feb. 08, 2023 NOTIFICATION OF POSSIBLE OPPOSITION SENT TO IB
Feb. 08, 2023 NOTICE OF START OF OPPOSITION PERIOD CREATED, TO BE SENT TO IB
Feb. 08, 2023 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
Jan. 25, 2023 APPROVED FOR PUB - PRINCIPAL REGISTER
Jan. 25, 2023 EXAMINER'S AMENDMENT ENTERED 88888
Jan. 25, 2023 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED
Jan. 25, 2023 EXAMINERS AMENDMENT E-MAILED

Jan. 25, 2023 EXAMINERS AMENDMENT -WRITTEN 83280
Jan. 20, 2023 TEAS/EMAIL CORRESPONDENCE ENTERED 88889
Jan. 20, 2023 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jan. 20, 2023 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Aug. 17, 2022 REFUSAL PROCESSED BY IB
Jul. 24, 2022 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB

Jul. 24, 2022 REFUSAL PROCESSED BY MPU 71529
Jun. 28, 2022 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW

Jun. 27, 2022 NON-FINAL ACTION WRITTEN 83280
Jun. 22, 2022 ASSIGNED TO EXAMINER 83280

Jan. 25, 2022 APPLICATION FILING RECEIPT MAILED
Jan. 21, 2022 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED
Jan. 20, 2022 SN ASSIGNED FOR SECT 66A APPL FROM IB

International Registration Information (Section 66a)

International 1639972 International Sep. 20, 2021

Registration Registration Date:
Number:

Priority Claimed Yes Date of Section 67 Apr. 06, 2021
Flag: Priority Claim:

Intl. Registration REQUEST FOR EXTENSION OF PROTECTION Date of Jan. 20, 2022
Status: PROCESSED International
Registration
Status:

Notification of Jan. 20, 2022 Date of Automatic Jul. 20, 2023



Designation Date: Protection:

International Sep. 20, 2031
Registration
Renewal Date:

First Refusal Flag: Yes

TM Staff and Location Information

TM Staff Information - None
File Location
Current Location: PUBLICATION AND ISSUE SECTION Date in Location: May 16, 2023
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