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By the Trademark Trial and Appeal Board:

This case comes before the Board for consideration of Applicant’s motions to
compel discovery and test the sufficiency of responses to a request for admission as
well as Opposer’s motion seeking sanctions. The motions to compel and test the

sufficiency are fully briefed and the motion for sanctions is contested.!

I. Relevant Background

On December 31, 2024, Applicant served its Fourth Set of Interrogatories, Fourth
Set of Requests for Production of Documents, and First Set of Requests for Admission

and Related Interrogatory on Opposer. On January 30, 2025, Opposer served its

1 For purposes of this order, the Board presumes the parties’ familiarity with the arguments
submitted with respect to the motions. In deciding the motions, all of the parties’ arguments
were carefully considered, although the Board does not find it necessary to discuss all of them
in this order. See Guess? IP Holder L.P. v. Knowluxe LLC, Can. No. 92060707, 2015 WL
9702438, at *1-2 (TTAB 2015).
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responses to the requests. On February 7, 2025, Applicant sent Opposer a draft of its
motion to compel. 37 TTABVUE 21, 38 TTABVUE 28. On February 11, 2025 the
parties held a short, two-minute telephone call in which Opposer’s counsel conveyed
that it had yet to speak to Opposer and thus would not be able to discuss any
substantive issues. 37 TTABVUE 22, 38 TTABVUE 29. Opposer memorialized the
substance of the phone call in an email the next day. Id. On February 13, 2025, the
parties held an additional, short, one-minute phone call in which Opposer’s counsel
stated it would stand by its responses, and that no substantive discussions occurred
between the parties. Id. Applicant filed the motions to compel and test the sufficiency

that same day.

Shortly after Applicant filed the motions, the Board assigned the proceedings to
the Final Pretrial Conference Pilot Program. 39 TTABVUE. Briefing on the motions
was suspended until after the parties completed an orientation conference, and the
Board ordered Applicant to resubmit its discovery requests and responses thereto, in
a different format, to aid the Board in its review of the discovery motions. 40
TTABVUE. Applicant complied with the order on March 17, 2025. The following day,
Opposer moved for sanctions alleging Applicant violated the Board’s Standard
Protective Order (“SPO”) by including confidential materials in its March 17 filing.
Applicant responded to the sanctions motion the following day. The Board issued an
order following the orientation conference on March 26, 2025 and resumed briefing

on the motions to compel. On March 31, 2025, Applicant filed a submission with the
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Board with regards to the Board’s orientation conference order.2 Finally, Opposer

responded to and Applicant replied to the motions to compel as of April 16, 2025.

I1. Motion to Compel & Test Sufficiency Denied Without Prejudice

A motion to compel discovery and a motion to test the sufficiency of a response to
a request for admission both must be supported by a written statement and a showing
from the moving party that it has made a good faith effort to resolve the dispute with
the other party and has been unable to resolve the dispute though said good faith
effort. Trademark Rules 2.120(f)(1), 2.120(1)(1), 37 C.F.R. §§ 2.120(f)(1), 2.120G)(1);
Hot Tamale Mama ... and More, LLC v. SF Invs., Inc., Opp. No. 91209030, 2014 WL
1390527, at *1 (TTAB 2014); TBMP §§ 523.02, 524.02. “[I]t is generally the policy of
the Board to intervene in disputes concerning discovery, by determining motions to
compel, only where it is clear that the parties have in fact followed the aforesaid [meet
and confer| process and have narrowed the amount of disputed requests for discovery,
if any, down to a reasonable number.” Sentrol, Inc. v. Sentex Sys., Inc., 1986 WL

83726, at *2 (TTAB 1986).

Opposer argues that Applicant in this case did not satisfy its requirement to make

a good faith effort to meet and confer on the outstanding issues between the parties

2 In its March 31, 2025 submission, Applicant states that the Board’s March 26, 2025 order
“misstates the position of Applicant in the captioned opposition” and goes on to make
arguments regarding the merits of the case. 47 TTABVUE 2. As Applicant does not seek any
relief, the Board does not construe the filing as a motion for reconsideration of the orientation
conference order. See generally TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF
PROCEDURE (TBMP) § 518 (2025). In view thereof, the submission will receive no further
consideration. As a reminder, the issues in this case are controlled by the pleadings and
any subsequent orders that alter the pleadings. The Board’s orientation order merely
recounts the conversation the parties and the Board had and does not alter the pleadings.
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in discovery. 48 TTABVUE 5-8. Specifically, “Applicant’s counsel made no effort to
explain why Applicant believes Opposer’s responses are wanting or why Applicant
believes Opposer has ‘evaded discovery, as the Motion would have it.” Id. at 7.
Applicant counters by arguing that the required good faith effort was made and that
the aforementioned phone conversations were short because counsel “declined to

discuss or to supplement Opposer’s discovery responses.” 50 TTABVUE 3.

Considering the parties’ arguments and the documentation provided as to the
meet and confer process, Applicant’s motions to compel and test sufficiency are not
supported by a sufficient showing that efforts were made to resolve the parties’

dispute prior to seeking Board intervention. The Board has made clear that:

mere dissatisfaction with the adversary’s answer to an
initial inquiry, in itself, does not discharge the duty to
undertake a good faith effort to resolve the dispute, ....
Rather, the point is to investigate the possibility of
resolving the dispute. ... [T]he good faith efforts of the
parties should be directed to understanding differences
and actually investigating ways in which to resolve the
dispute. Where it is apparent that the effort toward
resolution is incomplete, establishing the good faith effort
that is a prerequisite for a motion to compel necessitates
that the inquiring party engage in additional effort toward
ascertaining and resolving the substance of the dispute.

Hot Tamale Mama ... and More, LLC, 2014 WL 1390527, at *2. Although Applicant
initiated the meet and confer process via the February 7, 2025 email with the draft
compel motion attached, Applicant made no additional, substantive attempts at
inquiring as to the underlying issues articulated by Opposer. On February 12, 2025,
five days after Applicant’s email, the parties held a two-minute phone call which

Opposer characterizes, in an email, as the parties “not substantively discuss[ing] the
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alleged issues Paragon had with Implant Direct’s responses to Paragon’s most recent
discovery requests” as Opposer had not spoken to its client. 37 TTABVUE 22, 38
TTABVUE 29. The next day, the parties had an even shorter, one-minute, phone call,
which Opposer, again in an email, describes the parties as “not substantively
discuss[ing] Paragon’s alleged issues as I stated that Implant Direct will stand by its
responses. You said that was fine as you noted something to the effect that most
attorneys don’t take the meet and confer process seriously anyway.” Id. These phone
calls between the parties are insufficient to meet the required good faith effort toward
ascertaining and resolving the substance of the dispute as articulated in Hot Tamale
Mama as the subject of the discovery impasse was, at best, merely acknowledged but

not substantively discussed by the parties.

As a result, Applicant has failed to satisfy the good faith effort requirement of
Trademark Rules 2.120(f)(1), 2.120(1)(1) prior to filing its motions. In view of the
foregoing, Applicant’s motions to compel and test the sufficiency of admissions are
denied without prejudice as to its ability to file a renewed motion. The parties
must review the discovery guidelines below in advance of any further efforts to meet
and confer and Applicant’s refiling of the motion(s), if necessary. See Amazon Techs.
Inc. v. Wax, Opp. No. 91187118, 2009 WL 5874857, at *3 (TTAB 2009) (“In order for
the meet and confer process to be meaningful and serve its intended purpose, the

parties must present to each other the merits of their respective positions with the
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same candor, specificity, and support during informal negotiations as during the

briefing of discovery motions.”) (internal citation omitted).3

III. Discovery Guidelines

The Board expects the parties to cooperate in the discovery process and looks with
extreme disfavor on those who do not. See Chavakula v. Praise Broad., Can. No.
92071482, 2020 WL 4365810, at *6 (TTAB 2020); Cadbury UK Ltd. v. Meenaxi Enter.,
Inc., Can. No. 92057280, 2015 WL 4763659, at *6 (TTAB 2015) (parties expected to
demonstrate good faith and cooperation during discovery). Failing to cooperate in the
discovery process only serves to waste the parties’ and the Board’s time and resources.
Amazon Techs. Inc., 2009 WL 5874857, at *3-4. The parties must review the
discovery guidelines provided herein before engaging in additional discussions
regarding Opposer’s responses. Moreover, Opposer should promptly further
supplement its discovery responses to the extent that they do not comply with the

Board’s rules and precedent.

Fed. R. Civ. P. 26(b) governs the scope of discovery, and provides that “[p]arties
may obtain discovery regarding any nonprivileged matter that is relevant to any
party’s claim or defense and proportional to the needs of the case,” and that

“[i]nformation within this scope of discovery need not be admissible in evidence to be

3 Should Applicant find that another motion to compel is necessary the Board requires that
copies of the discovery requests and the answers thereto need to accompany the motion and
not be embedded therein. See Fidelity Prescriptions, Inc. v. Medicine Chest Discount Centers,
Inc. 1976 WL 20889, at *1 (TTAB 1976); see also Trademark Rules 2.120(f)(1), 2.120(1)(1);
TBMP §§ 523.02, 524.02. The following is an example of a properly formatted motion:
https://ttabvue.uspto.gov/ttabvue/v?pno=92080405&pty=CAN&eno=14. The Board only
offers the example as an aid in formatting a motion properly not as to its substance.
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discoverable.” The requirement of relevancy is generally construed liberally and
discovery generously allowed unless it is clear that the information which i1s sought
can have no possible bearing on the issues involved in the particular proceedings. See,
e.g., Johnston Pump/General Valve Inc. v. Chromalloy Am. Corp., Opp. No.
91076991, 1988 WL 252400, at *3 (TTAB 1988); Varian Assocs. v. Fairfield-Noble
Corp., 1975 WL 20871, at *2 (TTAB 1975). The parties should review TBMP § 414 for
additional information regarding relevancy, namely, selected categories of

information previously found to be discoverable in Board proceedings.

With specific regards to the requests for admission, disagreements regarding the
veracity of responses to requests for admission are matters to be determined at trial
and are not properly the subject of a motion to test their sufficiency. Hewlett Packard
Enter. Dev. LP v. Arroware Indus., Inc., Can. No. 92067494, 2019 WL 1970877, at *6
(TTAB 2019) (“The Board does not determine the accuracy, or factual support, of an
admission or a denial of a request for admission.”); see TBMP § 524.01 (“Generally, if
there is an admission or a denial, the Board will not find the response to be
insufficient even if the responding party included an explanation or clarification of

the admission or denial, or admitted after first denying.”).

IV. Lesser Sanctions Granted

As discussed further herein, because the Board finds that less drastic remedies
will be effective, the Board will not consider Opposer’s requested sanction of judgment
at this time. See M.C.1. Foods, Inc. v. Bunte, Can. No. 92046056, 2008 WL 449834, at

*4 (TTAB 2008) (“under the circumstances presented here we believe that at this



Opposition No. 91285714

point this ultimate sanction would go too far.”). Nevertheless, in light of Applicant’s
repeated failures to properly file confidential information under seal the Board
sanctions Applicant as set forth below.

Under Trademark Rule 2.116(g), 37 C.F.R. § 2.116(g), the Board’s SPO is
automatically in place to govern the exchange of information between the parties. See
Revolution Jewelry Works, Inc. v. Stonebrook Jewelry, LLC, Opp. No. 91248007, 2022
WL 714786, at *1 (TTAB 2022); TBMP § 412. There are two levels of confidentiality
by which parties can designate disclosed information: “Confidential” can be applied
to material to be shielded from public access, and “Confidential — Attorneys’ Eyes
Only (Trade Secret/Commercial Sensitive)” (“AEO”) can be applied to material to be
shielded from public access as well as restricted from access by the parties but
available for review by outside counsel for the parties. TBMP § 412.01(a). Consistent
with past practice, the Board notified both parties about the SPO in the June 26, 2023
institution order.

The alleged breach of the SPO stems from Applicant filing with the Board AEO
information as publicly viewable and clearly labeled as “confidential — for attorneys’
eyes only.” 43 TTABVUE 4. The information was part of a filing Applicant made to
comply with a Board order that the discovery requests at issue in the motions to
compel and test sufficiency, and the answers thereto, be made of record in a specific
way to in order to aid the Board in its decision. See 40 TTABVUE. Applicant admits

to filing the submission without the necessary redactions. 44 TTABVUE 3, 49 5-7.
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Under Trademark Rule 2.120(h), 37 C.F.R. § 2.120(h), if a party fails to comply
with an order of the Board relating to discovery, including a protective order, the
Board may order appropriate sanctions including those set forth in Fed. R. Civ. P.
37(b)(2), such as prohibiting the offending party from supporting or opposing
designated claims or defenses or from introducing matters in evidence, striking
pleadings, or entering judgment against the party.4 Revolution Jewelry Works, Inc.,
2022 WL 714786, at *3; see also Baron Philippe de Rothschild S.A. v. Styl-Rite Optical
Mfg. Co., Opp. No. 91095170, 2000 WL 1300412 at *7 (TTAB 2000); TBMP § 527.01.
The question of the proper sanction is left to the sound discretion of the Board. See
Ingalls Shipbuilding, Inc. v. United States, 857 F.2d 1448, 1450-51 (Fed. Cir. 1988).

Under the factual circumstances of this case, the Board finds the sanctions set
forth below as sufficiently effective and appropriate for the violation. Although there
was a violation of the SPO stemming from the unredacted filing of AEO information
produced in discovery, Applicant and its counsel have not willfully ignored orders of
the Board, rather the information was inadvertently included in a broader tranche of
information and Applicant’s counsel attempted to remedy the error upon being
notified. 44 TTABVUE 3. The sanctions set forth below are adequate to address the
nature and seriousness of the violation while still allowing for a decision on the merits
in this proceeding, and therefore are appropriate under the circumstances.

Accordingly, Opposer’s motion for discovery sanctions in the form of judgment is

4 The Board will not hold a party in contempt or award expenses to any party. Trademark
Rule 2.120(h). The Board may refer matters of attorney misconduct to the USPTO’s Office of
Enrollment and Discipline.
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denied to the extent that the Board declines to enter judgment at this time and
exercises its discretion to enter the following lesser sanction.
It is hereby ORDERED:
Applicant’s counsel must now include a signed statement with every
submission to the Board certifying that the submission and the information
therein complies with the Board’s Standard Protective Order.

+ All further improper disclosures of confidential or AEO designated documents
or information is strictly prohibited unless the designation is first sufficiently
and properly challenged.

The Board may not consider submissions by Applicant that do not include the signed
statement regarding SPO compliance. Applicant is further cautioned that the Board
will not tolerate any future violations of the SPO or of this order and will consider
further violations of the SPO as evidence that Applicant is either unwilling or unable
to comply with the Board’s rules and lesser sanctions will not be effective in resolving
1ts violations. If there are any further violations of the SPO, or of this order, additional
sanctions, including judgment, may be strongly considered. See, e.g., SFM, LLC v.
Corcamore, LLC, Can. No. 92060308, 2018 WL 6929684, at *2 (TTAB 2018), affd, 978
F.3d 1298, (Fed. Cir. 2020), cert. denied, 141 S. Ct. 2671 (2021) (motion for judgment
under Trademark Rule 2.120(h)(1) granted as sanction for discovery abuses and

egregious conduct; upheld on appeal).

V. Proceeding Schedule

Proceedings are resumed and the close of Discovery is now set for August 25,
2025. Upon the close of discovery, to the extent the parties have not already decided

to adopt Accelerated Case Resolution (“ACR”), see 45 TTABVUE, proceedings will be

10
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automatically suspended and the Board will contact the parties to schedule the
Orientation Conference as explained in the Final Pretrial Conference Assignment

Order. 39 TTABVUE.

11



