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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opposition No. 91285695

Estefan Enterprises
Petitioner Mark: MIAMI SOUND MACHINE

Serial Number: 97490213
\'

Retrobrands America LLC

Applicant
/

OPPOSER’S RESPONSE TO APPLICANT’S MOTION TO DISMISS
AND INCORPORATED MEMORANDUM OF LAW

Opposer, Estefan Enterprises, Inc. (“Plaintiff,” “Opposer,” or “Estefan Enterprises”), by
and through undersigned counsel, hereby responds to Applicant Retrobrands America LLC’s
(“Applicant”), Motion to Dismiss Notice of Opposition as follows:

1. As this tribunal is aware, all of the allegations of Plaintiff’s Notice of Opposition
must be taken as true for present purposes. See TBMP 503.02 (a complaint need only allege
facts which, if proved, establish that plaintiff is entitled to the relief sought). Further, it is
inappropriate for the Board to consider evidence or matters outside the pleadings in order to
decide a motion to dismiss. /d. (purpose of motion to dismiss is only to test sufficiency of what
has been pled).

2. Plaintiff has unambiguously pled the following with respect to its mark MIAMI
SOUND MACHINE:

4. Estefan is the owner of the trademark MIAMI SOUND MACHINE, a mark that

has been used continuously in interstate commerce since at least January 1, 1979 in
connection with audio and video recordings featuring musical and artistic
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performances and entertainment services, including live and recorded
performances.

Plaintiff has further alleged:

12. Estefan Enterprises, Inc has never legally abandoned its MIAMI SOUND

MACHINE mark, which can be easily verified by a quick internet search. Products

featuring the mark are still very much being distributed in interstate commerce.

3. Yet, despite these allegations, Applicant’s entire Motion to Dismiss is premised
on the notion that Estefan Enterprises has “abandoned” its MIAMI SOUND MACHINE mark
based solely on the status of the mark on the USPTO Registry. Specifically, Applicant
characterizes Plaintiff’s failure to renew its registration(s) as the mark itself having been
“abandoned, cancelled and dead.” See Motion to Dismiss at Para. 6.

4. However, Applicant clearly misperceives the difference between, or has
intentionally conflated, the concepts of legal abandonment and the failure to maintain
registration requirements. In order to establish abandonment of a mark, as to which Applicant
has the burden, Applicant must show that Estefan Enterprises has discontinued the use of the
mark with no intent to resume use. See, e.g., Sands, Taylor & Wood Co. v. Quaker Oats, Co.,
978 F.2d 947, 955 (7" Cir. 1992). Allowing a federal registration to expire does not per se prove
abandonment. Jean Patou, Inc. v. Aristrocrat Products Corp., 1979 wL 24833, 202 U.S.P.Q.
130 (TTAB 1979). Since trademark rights are derived from use, the lack of a registration cannot
impact on those rights. Sands, Taylor & Wood Co., 978 F.2d at 954 (“trademark rights derive
from the use of a mark in commerce and not from mere registration of the mark”);
Volkswagenwerk Aktiengesellschaft v. Wheeler, 814 F. 2d 812, 819 (1% Cir. 1987) (cancellation

of a registration does not extinguish common law rights): California Cooler v. Loretto Winery,
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Ltd., 774 F.2d 1451, 1454 (9" Cir. 1985) (“deficiencies in registration, such as failure to renew,
or even cancellation, do not affect common law trademark rights™).

5. Simply put, the absence of a registration creates no presumption, let alone proof,
of abandonment. Goya Foods, Inc. v. Tropicana Products, Inc., 846 F.2d 848, 854 (2d Cir.
1988). See also 3 McCarthy on Trademarks and Unfair Competition Section 20:57 (failure to
renew a registration should not be confused with “abandonment” of the mark itself).

6. Applicant further argues that Plaintiff’s allegations of non-abandonment may be
deficient because the performances captured in sound recordings sold under the trademark
MIAMI SOUND MACHINE took place decades ago and, therefore, somehow do not constitute
“continuous” use — only “use” decades ago. This argument is, of course, absurd. It does not
matter when the performance occurred or when the sound recordings were created — what
matters is whether the sound recordings have continuously been marketed, distributed, and sold
in interstate commerce utilizing MIAMI SOUND MACHINE. See, e.g., Marshak v. Treadwell,
58 Supp. 2d 551, 575 (D.N.J. 1999) (A successful musical group does not abandon its mark
unless there is proof that the owner ceased to commercially exploit the mark in the music
industry, finding that the original Drifters recordings have been played “on the radio and sold in
record stores, without interruption, for the past 40 years.”). And while it is inappropriate at this
stage of the proceedings to put forward evidence, that is the kind of evidence Estefan Enterprises
referred to in its Notice of Opposition when it alleged continuous use “which can be easily
verified by a quick internet search.”

For all of the foregoing reasons and based on the authorities cited herein, Opposer
respectfully requests that Applicant’s Motion to Dismiss Notice of Opposition be denied.

DATED this 25 day of July, 2023.

#51045251 vl



Respectfully Submitted,

GRAY ROBINSON, P.A.
Attorneys for Opposer

333 S.E. 2nd Avenue, Suite 3200
Miami, Florida 33131

Florida Bar No. 742937

Phone: (305) 416-6880

Fax: (305) 416-6887
karen.stetson@gray-robinson.com

By: /s/ Karen L. Stetson
Karen L. Stetson
Florida Bar No.: 742937

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing was served via email on this

25 day of July 2023:

Jeffrey Kaplan

Retrobrands America LLC
1771 Blount Road Suite 203
Pompano Beach, F1. 33069
(954) 203-3097
Jeffl@Retrobrands.net

By: /s/ Karen L. Stetson
Karen L. Stetson
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