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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Application Ser. No. 97490213
for MIAMI SOUND MACHINE

ESTEFAN ENTERPRISES, INC.
Opposer,
Vs.
Opposition No. 91285695
RETROBRANDS AMERICA LLC

Applicant.

N AN N N

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

APPLICANT’S MOTION TO STRIKFE TESTIMONY AND NOTICE OF RELIANCE
Applicant Retrobrands America LLC (“Applicant”) respectfully moves to strike portions of

Opposer Estefan Enterprises Inc.’s (“Opposer”) Testimony and Notice of Reliance pursuant to the
provisions of Trademark Trial and Appeal Board Manual of Procedure §§ 532 and 533 without
leave to cure. Objections to testimony or to a notice of reliance grounded in asserted procedural
defects are waived unless raised promptly. See, e.g., Barclays Capital Inc. v. Tiger Lily Ventures
Ltd., 124 USPQ2d 1160, 1163 (TTAB 2017); Corporacion Habanos SA v. Guantanamera Cigars
Co., 102 USPQ2d 1085, 1093 (TTAB 2012).

For ease of reference, Applicant addresses the issues in chronological order as filed by

Opposer (i.e. 34 TTABVUE, 35 TTABVUE, etc.)



Testimonv of Emilio Estefan Jr. 34 TTABVUE

In Paragraph 5 of the Declaration of Emelio Estefan Jr., Mr. Estefan Jr. lists numerous awards
and accolades that the group known as the MIAMI SOUND MACHINE has received over the years.
Mr. Estefan Jr. has not submitted any documentary evidence to corroborate these awards or where he
obtained this information and has not submitted any proof of their authenticity.

Furthermore, Opposers pleadings outlined in their Notice of Opposition are for “common law
use”, “priority use” and “likelihood of confusion”. This declaration does not address those pleadings.
Therefore Paragraph 5 of this declaration has no relevance and must be stricken.

In Paragraph 6 of the Declaration of Emelio Estefan Jr., Mr. Estefan Jr. states, “On or about
July 1991, the Mark was assigned to Estefan Enterprises, Inc. including all right, title and good
will, and has been owned by Estefan Enterprises, Inc. ever since”. Mr. Estefan Jr. fails to inform
the Board that all previous registered trademarks owned by the Opposer were canceled by the
United States and Patent Office. Mr. Estefan Jr. offers no exhibits or any documentary evidence
of an assignment to corroborate this testimony Mr. Estefan Jr.’s testimony is “an opinion and not
a fact and draws a legal conclusion”. Therefore Paragraph 6 of this declaration must be stricken.

In Paragraph 7 of the Declaration of Emilio Estefan Jr., Mr. Estefan Jr. seeks to introduce
testimony about copyrighted audio and video recordings featuring musical and artistic performance
and entertainment services, including live and recorded performances and fan posters into evidence.
Mr. Estefan Jr. offers no exhibits or any documentary evidence to corroborate this testimony.
Therefore Paragraph 7 of this declaration must be stricken.

In Paragraph 8 of the Declaration of Emilio Estefan Jr, Mr. Estefan Jr. seeks to introduce
testimony evidence of license agreements between Opposer and Sony Music and Broadway producer
Nederlander Presentations for merchandising, including the sale of t-shirts. Mr. Estefan Jr. offers no
exhibits to corroborate this testimony nor any documentary evidence to authenticate any license

agreements. Therefore, Paragraph 8 of the Declaration of Emilio Estefan Jr. must be stricken.



In Paragraph 9 of the Declaration of Emilio Estefan Jr, Mr. Estefan Jr. seeks to introduce
testimony evidence of license agreements between Opposer and BBC Rolling Oaks, LL.C d/b/a Estefan
Kitchens, an Estefan Enterprises Inc. affiliated company, wholly owned by the Estefan’s for the
purpose of selling hoodies bearing the Mark. Mr. Estefan Jr. offers nothing to corroborate this
testimony nor any documentary evidence to authenticate a license agreement.

A review of Mr. Estefan Jr.”s Attachment No. 1 is a logo with no date of access and no Uniform
Resource Locator (URL). Attachment No. 2 is a screenshot of a website with no date of access and no
URL. In addition, Mr. Estefan Jr. has not properly authenticated these documents under Fed. R. Evid.
901(a). Therefore, Paragraph 9 and Attachments Nos. 1 and 2 of the Declaration of Emilio Estefan Jr.
must be stricken because they cannot be authenticated.

Testi f Dyvlan Zacl Edl ia 35 TTABVUE

In Paragraph 4 of the Declaration of Dylan Zachary Echevarria, Mr. Echevarria seeks to
introduce testimony and an Exhibit A document relating to the number of downloads of copyrighted
music bearing the titte MIAMI SOUND MACHINE. Mr. Echevarria has not submitted any
documentary evidence that proves the Opposer owns any copyrights to the MIAMI SOUND
MACHINE music. Mr. Echevarria has indicated he used a software application program called
Songstats to review music downloads from a website called Spotify. Mr. Echevarria is an Associate
Attorney for Estefan Enterprises and has not declared himself an expert on the use of Songstat nor is
he the custodian of records for Spotify. Exhibit A contains no URLSs and no date of access so it cannot
be authenticated under Fed. R. Evid. 901(a).

A review of these screen shots, prove the MIAMI SOUND MACHINE name is nowhere to be

found. Since the MIAMI SOUND MACHINE Mark is not on the screenshot they have no relevance to
these proceedings. Therefore, Paragraph 4 and Exhibit A of the Declaration of Dylan Zachary

Echevarria, must be stricken.



In Paragraph 5 of the Declaration of Dylan Zachary Echevarria, Mr. Echevarria seeks to
introduce testimony and Exhibit B archival documents relating to the twenty -year history of sales and
downloads of copyrighted music from the disbanded band the MIAMI SOUND MACHINE. Mr.
Echevarria has not submitted any documentary evidence of any copyright ownership by the Opposer
for the term MIAMI SOUND MACHINE. In addition, Mr. Echevarria. has not properly authenticated
these documents under Fed. R. Evid. 901(a). Therefore, Paragraph 5 and Exhibit B of the Declaration
of Dylan Zachary Echevarria must be stricken.

Testimony of Julian Mejia-Gomez 36 TTABVUE

In Paragraph 3 of the Declaration of Julian Mejia-Gomez, who is General Counsel for Estefan
Enterprises Inc., Mr. Gomez seeks to introduce testimony and four pages of documents under Exhibit
A. The first one -page document is a breach letter from Opposers Attorney to CBS Records. Opposer
is informing CBS that they have failed to release their MIAMI SOUND MACHINE albums in Spain.
This one -page document has no relevance to Opposers pleadings outlined in their Notice of
Opposition which are “common law use”, “priority use” and “likelihood of confusion”. Therefore,
Paragraph 3 and Exhibit A specifically the 1983 one -page letter” has no relevance in this proceeding
and must be stricken.

The second document is an undated three -page excerpt of a recording agreement between

Discos CBS International, a unit of CBS Records International, a Division of CBS Inc. and Foreign

Imported Productions & Publishing, Inc. This undated three -page excerpt does not mention the

MIAMI SOUND MACHINE Mark anywhere in the document. Therefore, Paragraph 3 and Exhibit A,

specifically the CBS three- page recording agreement has no relevance in this proceeding and must be
stricken.

In Paragraph 4 of the Declaration of Julian Mejia-Gomez, Mr. Gomez tells the Board,
“Specifically, pursuant to paragraph 2.01, Sony contracted with “Artist” to record certain sound

recordings. Artist is defined as the group “professionally known as “Miami Sound Machine”.



However, a review of Exhibit A indicates it is missing paragraph 2.01. Exhibit A only contains
the one- page 1983 breach letter between CBS and Foreign Imported Production and Publishing Inc.
Pages 4, 5 and 22 of the CBS recording agreement does not mention the. MIAMI SOUND MACHINE
Mark anywhere in the document. Paragraph 4 and Exhibit A, specifically the CBS three -page
recording agreement has not been properly authenticated under Fed. R. Evid. 901(a) and it is not
relevant to the Opposers pleadings outlined in their Notice of Opposition so it must be stricken.

Paragraph 5 of the Declaration of Julian Mejia-Gomez expounds, “Since 1983, and continuously,
Sony has distributed sound recordings bearing the mark MIAMI SOUND MACHINE in the United
States (and globally) and has accounted to Opposer for the rights licensed to it, including the right to
utilize the mark MIAMI SOUND MACHINE for marketing and advertising purposes”. Mr. Gomez has
not submitted any documentary evidence of any copyright ownership by the Opposer for the term
MIAMI SOUND MACHINE or any valid executed license agreement between Sony and Estefan
Enterprises Inc. Therefore, Paragraph 5 has not been corroborated by any documentary evidence has
not been authenticated under Fed. R. 901(a) and must be stricken.

Paragraph 6 of the Declaration of Julian Mejia-Gomez states “Sony also has the right to utilize

the MIAMI SOUND MACHINE mark as a result of the parties 1986 Agreement, true and correct

excerpts of which are attached hereto as Exhibit B. See paragraph 8 “Marketing” permitting the use of

the Artists professional, group and other assumed or fictitious names”.
However, a proper review of Exhibit B indicates it contains five pages. Pages 1-3 is a

Termination Letter dated June 1 2006 which terminates all agreements between the Opposer and Sony

Music effective as September 28 2004. This letter informs Opposer that all previously executed

agreements between Opposer and Sony as well as all their predecessors are hereby terminated.




Paragraph 1A appears to stipulate that the parties have agreed on a new recording agreement
entitled “Three Concurrent Agreements” but has not yet been executed. Page 9 and Page 10 of Exhibit
B are excerpts of an unknown pending agreement that has not been dated or signed by the parties.

Based on these facts, all previous agreements relied on by the Opposer to corroborate their
testimonies are invalid. Therefore Paragraphs 6 and Exhibit B have no relevance in this proceeding
and must be stricken.

Paragraph 7 and Exhibit C of the Declaration of Julian Mejia-Gomez refer to images of an
undated logo, an undated insert card and the front and back of a vinyl record label which has a
copyright notice marked, Epic Records and Sony Music Enterprises 1987, 2023. Mr. Gomez has not
submitted any documentary evidence of any copyright ownership by the Opposer for this vinyl record

nor any valid existing agreement between Opposer and Epic Records and Sony Music Entertainment.

Even if Opposer did submit copyright ownership for the record titled GLORIA ESTEFAN and

the MIAMI SOUND MACHINE, it is the prevailing law that ownership of a copyright confers no

trademark rights on the copyright owner. That is to say, Opposer owns no trademark rights in the term
GLORIA ESTEFAN and the MIAMI SOUND MACHINE. Therefore, Paragraph 7 of this testimony
declaration and Exhibit C submitted by Julian Mejia-Gomez has not been properly authenticated under
Fed. R. 901(a) and must be stricken.

Paragraph 8 of the Declaration of Julian Mejia-Gomez refers to the history of the defunct band
the MIAMI SOUND MACHINE dating back to 1986 and to the “music royalties” sent to Opposer.
Royalties come from copyrights. Mr. Gomez. has not submitted any documentary evidence of any
copyright ownership by the Opposer for the term MIAMI SOUND MACHINE. Nevertheless, it is the
prevailing law that ownership of a copyright confers no trademark rights on the copyright owner. That

is to say, Opposer owns no trademark rights in the term MIAMI SOUND MACHINE.



Additionally, Mr. Gomez lists numerous awards that the disbanded group known as the MIAMI
SOUND MACHINE has won since 1986. Mr. Gomez has not submitted any testimony or documentary
evidence to corroborate the authenticity of these awards or where he obtained this information,
Therefore, Paragraph 8 of this declaration has not been properly authenticated under Fed. R. Evid.
901(a) and must be stricken.

Paragraph 9 of the Declaration of Julian Mejia-Gomez refers to a license agreement between the
Opposer and a Broadway Producer named Nederlander Presentations, Inc. Mr. Gomez offers no
exhibits, no license agreement or any documentary evidence to corroborate or authenticate this
testimony under Fed. R. Evid. 901(a). Therefore Paragraph 9 of this declaration must be stricken.

Paragraph 10 of the Declaration of Julian Mejia-Gomez again refers to a license agreement
between the Opposer and a Broadway Producer named Nederlander Presentations, Inc. Mr. Gomez
states he has attached excerpts of the “Nederlander Agreement” in Exhibit C as evidence to
corroborate this testimony. A review of Exhibit C indicates there is no “Nederlander Agreement”.
Therefore Paragraph 10 of the Declaration of Julian Mejia-Gomez has not been authenticated under
Fed. R. Evid. 901(a) or corroborated and must be stricken.

Paragraph 11 of the Declaration of Julian Mejia-Gomez once again refers to a license agreement
between the Opposer and a Broadway Producer named Nederlander Presentations, Inc. Mr. Gomez
states he has attached excerpts of the “Nederlander Agreement” in Exhibit C as evidence to
corroborate this testimony. A review of Exhibit C indicates there is no “Nederlander Agreement”.
Therefore Paragraph 11 of the Declaration of Julian Mejia-Gomez has not been corroborated or
authenticated under Fed. R. Evid. 901(a) and must be stricken.

Testimonv of 1 1 nzalez 38 TTABVUE

Paragraph 4 and Exhibit A of the Declaration of Isabel Gonzalez refers to Sony royalty
statements received by Estefan Enterprises, Inc. from Sony Music reflecting album and track sales of

music performed by the musical group known as Miami Sound Machine and marketed and advertised
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under the brand name MIAMI SOUND MACHINE during the years 2012 through 2023. Royalties
come from copyrighted album and track sales. Ms. Gonzalez. has not submitted any documentary
evidence of any copyright ownership by the Opposer for the term MIAMI SOUND MACHINE. It is
the prevailing law that ownership of a copyright confers no trademark rights on the copyright owner.
That is to say, Opposer owns no trademark rights in the term MIAMI SOUND MACHINE.

Furthermore, Ms. Gonzalez has not submitted any valid existing agreement between Opposer

and Sony Music. Considering the fact that all previous agreements between Opposer and Sony were
retroactively terminated on September 28 2004, it is unknown if the basis for Opposers royalty
statements, are in fact reflective of an existing new and valid license agreement or an existing new and
valid record publishing contract. Therefore, Paragraph 4 and Exhibit A have not been fully
corroborated or authenticated under Fed. R. Evid. 901(a) and must be stricken.

Paragraph 5 and Exhibit B of the Declaration of Isabel Gonzalez refers to invoices and
correspondence between Opposer and Nederland Productions reflecting payments made for
merchandise sales during 2016-2018 including goods bearing the brand name MIAMI SOUND
MACHINE. Ms. Gonzalez has not submitted any documentary evidence of any valid existing license
agreement between Opposer and Nederland Productions. In fact, Ms. Gonzalez admits Opposer has not
received any payments between the years 2019 to 2025, a period of approximately 6 years.

Based on this testimony, Opposers pleading of “common law use” from the sales of merchandise
by Nederland Productions ended in 2018. Applicant filed his intent to use Application for the MIAMI

SOUND MACHINE Mark on July 6 2022 and therefore has constructive and priority use for goods

bearing the MIAMI SOUND MACHINE Mark. Therefore Paragraph 5 and Exhibit B of the
Declaration of Isabel Gonzalez has no relevance in these proceedings and must be stricken.

r’s First Notice of Reliance 41 TTABVUE

Opposer filed it’s First Notice of Reliance and states the following: “Current United States

Patent and Trademark Office Trademark Status & Document Retrieval records for the above



registrations are attached hereto as Exhibits 1 through 3. The evidence is relevant to the relatedness of
the parties’ goods and services, including Opposer’s natural zone of expansion for use of Opposer’s
MIAMI SOUND MACHINE mark, for purposes of Opposer’s claim of likelihood of confusion”

Opposers has purposely omitted the Cancelation Dates of their former Trademarks so Applicant

has listed them for the Record as follows:

MIAMI SOUND MACHINE- Registration No. 1542460 - Canceled on December 11 1995.

MIAMI SOUND MACHINE- Registration No. 2685455 - Canceled on September 13 2013.

(MSM) MIAMI SOUND MACHINE- Registration No. 1980712 - Canceled on April 17 2020.

Applicant filed his intent to use Application for the MIAMI SOUND MACHINE Mark on July 6

2022 and therefore has constructive and priority use for goods bearing the MIAMI SOUND
MACHINE Mark. Therefore Exhibits 1-3 of Opposer’s First Notice of Reliance has no relevance to
the matter of Likelihood of Confusion based on Opposers listed dead trademarks.
Testimony of Sony Music Entertainment 42 TTABVUE
In Paragraph 3 of the Declaration of Sony Music Entertainment, (‘Sony”) Sony states “Sony’s
predecessor-in-interest Discos CBS International, a unit of CBS Records International, a Division of

CBS, Inc. (“Discos”) and Opposer’s predecessor-in-interest, Foreign Imported Productions and

Publishing, Inc. (“FIPP”) were parties to an agreement dated June 1, 1983 (the “1983 Agreement”),

true and correct excerpts of which are attached hereto as Exhibit A, pursuant to which FIPP licensed to
Discos the right to advertise and otherwise “use” in commerce the MIAMI SOUND MACHINE name
in connection with the sale and other exploitation of audio recordings and video recordings embodying
the performances of the musical group known as Miami Sound Machine”.

Applicant argues that the Opposers “1983 Agreement” was retroactively terminated by Sony

Music on September 28 2004. This evidence is supported by Opposers own documents. A review
of the trial testimony of Julian Mejia-Gomez- Exhibit B proves that Sony Music sent Opposer a

Termination Letter dated June 1 2006 and retroactively terminated all previous agreements between
10



the Opposer and Sony Music as well as all agreement made by their predecessors effective as of

September 28 2004. Therefore, Paragraphs 3, 4, 5 and Exhibit A have no relevance and must be
stricken.

In Paragraph 6 of the Declaration of Sony Music Entertainment, Sony has not submitted any
documentary evidence to corroborate their statement or documented where Sony obtained this
information, Sony has not submitted any proof of the authenticity of this declaration. Therefore,
Paragraph 6 cannot be authenticated under Fed. R. Evid. 901(a) and must be stricken.

In Paragraph 7 of the Declaration of Sony Music Entertainment their attached Exhibit B has no
date of access or a Uniform Resource Locator (URL) Sony has not properly authenticated Exhibit B
under Fed. R. Evid. 901(a). Therefore, Paragraph 7 and Exhibit B must be stricken.

In Paragraph 8 of the Declaration of Sony Music Entertainment their attached Exhibit C has no
Uniform Resource Locator (URL) Sony has not properly authenticated Exhibit C under Fed. R. Evid.
901(a). Therefore, Paragraph 8 and Exhibit C must be stricken.

In Paragraph 8 of the Declaration of Sony Music Entertainment their Exhibit D has no date of
access and no Uniform Resource Locator (URL) Sony has not properly authenticated Exhibit D under
Fed. R. Evid. 901(a). Therefore, Paragraph 8 and Exhibit D must be stricken.

In Paragraph 9 of the Declaration of Sony Music Entertainment, they have not submitted any
documentary evidence to corroborate this statement or documented where Sony obtained this
information. Sony has not submitted any proof of their authenticity. Therefore, Paragraph 9 cannot be
authenticated under Fed. R. Evid. 901(a) and must be stricken.

In Paragraph 10 of the Declaration of Sony Music Entertainment, they have not submitted any
documentary evidence to corroborate this statement or documented where Sony obtained this
information. Sony has not submitted any proof of their authenticity. Therefore, Paragraph 10 cannot be

authenticated under Fed. R. Evid. 901(a) and must be stricken.

11



Opposer’s Second Notice of Reliance 44 TTABVUE

Opposer has submitted printed publications under Exhibit A and states, “These materials are
offered to show continuing unsolicited media coverage of and reference to Opposer’s MIAMI SOUND
MACHINE mark and is relevant to Opposer’s prior rights in the MIAMI SOUND MACHINE mark,
and the strength and fame of Opposer’s mark for purposes of Opposer’s claims of likelihood of
confusion and false suggestion of a connection”.

A review of the publications indicate they are all dated between 1983-1989, over (36) years ago.
Sony has not submitted any recent documentary evidence to corroborate their statement, “These

materials are offered to show continuing unsolicited media coverage.” Sony has not summited any

documentary evidence to indicate where Sony obtained this information and has not submitted any
proof of their authenticity. Opposers Second Notice of Reliance and Exhibit A cannot be authenticated

under Fed. R. Evid. 901(a) and must be stricken.

0 s F h Notice of Reli 16 TTABVUE
Opposer has submitted Third Party Registrations under Exhibits 1-10 and states, “Current

United States Patent and Trademark Office Trademark Status & Document Retrieval records for the
above registrations are attached hereto as Exhibits 1 through 10 in order to show that it is common for
marks comprising the names of musical recording artists to be registered for both the distribution of
such musical recordings and items of clothing apparel, including T-shirts. The evidence is relevant to
the relatedness of the parties’ goods and services, including Opposer’s natural zone of expansion for
use of Opposer’s MIAMI SOUND MACHINE mark, for purposes of Opposer’s claim of likelihood of
confusion. This testimony is an opinion and not a fact and draws an improper legal conclusion.

Opposer has listed the Registration Numbers of active and alive third -party trademarks of

various musical bands but has omitted the fact that all the Opposers trademark registrations for their

MIAMI SOUND MACHINE Mark were canceled by the United States Patent and Trademark Office.

12



Opposers comparison of active and alive third -party trademark registrations to Opposer’s

canceled and dead trademarks for the relatedness of the parties’ goods and services, including

Opposer’s natural zone of expansion for use of Opposer’s MIAMI SOUND MACHINE mark, for

purposes of Opposer’s claim of likelihood of confusion” is an opinion and not a fact and draws an

improper legal conclusion. For the record, Opposer’s prior Trademarks, that have been canceled by the

USPTO and are dead are:

MIAMI SOUND MACHINE- Registration No. 1542460 - Canceled on December 11 1995.

MIAMI SOUND MACHINE- Registration No. 2685455 - Canceled on September 13'2013.

(MSM) MIAMI SOUND MACHINE- Registration No. 1980712 - Canceled on April 172020.
Therefore, Opposer’s Fourth Notice of Reliance and its Exhibits 1 through 10 must be stricken

because they have no relevance.

0 's Fifth Notice of Reli {7 TTABVUE

Opposer has submitted archival internet screenshots of twelve third party websites which they
argue are offered to show Opposer’s prior rights in the MIAMI SOUND MACHINE mark and the
strength and fame of Opposer’s MIAMI SOUND MACHINE for purposes of Opposer’s claim of
likelihood of confusion.

Opposer has not submitted any documentary evidence to prove that these third- party public

websites associate Opposer as the “source indicator” for the MIAMI SOUND MACHINE Mark.

Therefore, Opposer’s Fifth Notice of Reliance and its materials must be stricken because they have no
relevance to Opposers pleadings in their Notice of Opposition.

Respectfully submitted,
/s/Jetfrey Kaplan, Applicant
Retrobrands America LLC
POB 11106
Fort Lauderdale, FL. 33339
Phone: (954) 203-3097
Email: Jeff@Retrobrands.net
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing was served via email on:

Karen L. Stetson

GrayRobinson, P.A.

333 S.E. 2™ Avenue Suite 3200

Miami, FL. 33131

(305) 416-6880

Email: Karen.Stetson@gray-robinson.com

By E-mailed this 8" day of April 2025.

/s/Jeffrey Kaplan, Applicant
Retrobrands America LLC
POB 11106

Fort Lauderdale FI. 33339
Phone: (954) 203-3097
Email: Jeff@Retrobrands.net
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