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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Serial No. 97490213 for MIAMI SOUND MACHINE

Estefan Enterprises, Inc., a
Florida Corporation,
Opposition No: 91285695
Opposer, Application Filed: July 6th 2022
V. Publication Date: April 25" 2023

Retrobrands America LLC
Florida Limited Liability Company,
Applicant.

OPPOSER’S NOTICE OF FILING OF TRIAL
TESTIMONY VIA DECLARATION OF JULIAN MEJIA-GOMEZ

PLEASE TAKE NOTICE that pursuant to 37 CFR §§ 2.123(a) and 2.125, and TBMP §
703.01(b), Opposer Estefan Enterprises, Inc. is filing the trial testimony of witness Julian Mejia-Gomez,
General Counsel for Estefan Enterprises, Inc, via the attached Declaration of Julian Mejia-Gomez,

executed on the 2™ day of April, 2025, and accompanying Exhibits A, B and C.

Respectfully submitted,

/s/ Karen L. Stetson

Karen L. Stetson

Florida Bar No.: 742937
GRAYROBINSON, P.A.

333 S.E. 2nd Avenue, Suite 3200
Miami, Florida 33131

Phone: (305) 416-6880

Fax: (305) 416-6887
karen.stetson(@gray-robinson.com

Attorney for Opposer



Certificate of Service

I hereby certify that a true and correct copy of the foregoing was served via email on this

3 day of April, 2025 on:

Jeffrey Kaplan

Retrobrands America LLC
POB 11106

Fort Lauderdale, Florida 33339
Phone: (954) 203-3097
jeff@retrobrands.net

By: /s/ Karen L. Stetson

Karen L. Stetson
GRAYROBINSON, P.A.

333 S.E. 2nd Avenue, Suite 3200
Miami, Florida 33131

Phone: (305) 416-6880

Fax: (305) 416-6887
karen.stetson(@gray-robinson.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of U.S. Application No.
97490213 for the mark “MIAMI SOUND
MACHINE” published for opposition on April 25, 2023

ESTEFAN ENTERPRISES,
INC., a Florida corporation,

Opposer,
VS. Opposition No. 91285695

RETROBRANDS AMERICA, LLC, a
Florida limited liability company,

Applicant.
/

DECLARATION OF JULIAN MEJIA-GOMEZ

I HEREBY DECLARE, under penalty of perjury to the following:

1. My name is Julian Mejia-Gomez, I am over the age of eighteen, and am otherwise
sui juris.
2. I am General Counsel for Estefan Enterprises, Inc., Opposer herein, and as such,

make this Declaration based on personal knowledge and upon the books and records of Opposer
maintained in the normal course of business.

3. Pursuant to an agreement dated February 23, 1983 between Sony Music
Entertainment, Inc.’s (“Sony”) predecessor-in-interest Discos CBS International, a unit of CBS
Records International, a Division of CBS, Inc. and Opposer’s predecessor-in-interest, Foreign
Imported Production and Publishing, Inc., true and correct excerpts of which are attached hereto
as Exhibit A, Sony has been Opposer’s licensee since 1983 and, as such, has been authorized to

sell, advertise and otherwise “use” the MIAMI SOUND MACHINE mark in connection with the



sale of audio recordings, and video recordings capturing the performances of the musical group
known as the Miami Sound Machine.

4, Specifically, pursuant to paragraph 2.01, Sony contracted with “Artist” to record
certain sound recordings. Artist is defined as the group “professionally known as ‘Miami Sound
Machine.”” Pursuant to paragraphs 7 and 8, Sony has the right to manufacture, distribute and
market the audio and video recordings of Miami Sound Machine and, in order to market same,
Sony agreed to license the mark MIAMI SOUND MACHINE from Opposer’s predecessor-in-
interest:

Paragraph 8.01. CBS and any licensee of CBS each shall have the right and
may grant to others the right to reproduce, print, publish, or disseminate in
any medium your name, the name, portraits, pictures and likenesses of the
Artist and all other persons performing services in connection with the
recording of such Master Recordings (including, without limitation, all
professional, group, and other assumed or fictitious names used by them),

and biographical material concerning them, as news or information, for the
purpose of trade, or for advertising purposes.

5. Since 1983, and continuously, Sony has distributed sound recordings bearing the
mark MIAMI SOUND MACHINE in the United States (and globally) and has accounted to
Opposer for the rights licensed to it, including the right to utilize the mark MIAMI SOUND
MACHINE for marketing and advertising purposes.

6. In addition, Sony also has the right to utilize the MIAMI SOUND MACHINE mark
as a result of the parties’ 1986 Agreement, true and correct excerpts of which are attached hereto
as Exhibit B. See paragraph 8 “Marketing” permitting the use of Artist’s professional, group and
other assumed or fictitious names.

7. Attached hereto as Exhibit C are true and correct copies of label copy and art work

for a vinyl version of a recording capturing the performance of the Miami Sound Machine which



was submitted to Estefan Enterprises, Inc. by Sony in 2023 for Estefan Enterprises, Inc.’s approval
pursuant to its license agreement with Sony.

8. MIAMI SOUND MACHINE-branded sound recordings have enjoyed huge
commercial success. Although Opposer’s royalty records do not go back as far as when the
recordings were first sold, according to the Recording Industry Association of America, who tracks
and certifies music based on sales and streaming equivalents, more than 6.5 million albums of
MIAMI SOUND MACHINE-branded sound recordings have been sold in the United States.
Moreover, such recordings have enjoyed the following awards and accolades:

American Music Awards:

. 1989: Miami Sound Machine was awarded “Banda/Duo/Group-Pop/Rock
Favorite”

Billboard Number One Awards:

. 1986: Miami Sound Machine received the award for “Top New Artists”
and was nominated in various categories, including “Top Dance Sales Artist”, “Top
Pop Latin Artist”, “Top Pop Album” for “Primitive Love” and “Top Pop Single”
for “Words Get in the Way”

. 1987: Miami Sound Machine was nominated in the categories of “Top Pop
Singles Artists Duos/Group” “Top Pop Album Artist” and “Top Pop Singles Artist”

. 1988: Miami Sound Machine won for “Top Pop Crossover Group” and
“Top Adult Contemporary Single” for “Can’t Stay Away from You”

GRAMMY Awards:

. 1989: Miami Sound Machine song “Anything for You’ was nominated in
the category of “Best Interpretation Pop for a duo or Group with Vocals”

Lo Nuestro Awards:

. 1989: Miami Sound Machine was recognized as “Group or Duo of Pop for
the Year”

Other recognitions:

. 1986: The Miami Sound Machine song “Conga” won the Grand Award in
the 15th Music Festival in Tokyo, Japan



. 1989: Miami Sound Machine was the first to receive a star on the Walkway
of Fame for Latin Stars in Miami.

. 1990: Miami Sound Machine received the “Crystal Globe Award” from
CBS International for selling more than 5 million albums out of their country of
origin.

. 2025: The Miami Sound Machine song “Conga” will be inducted into the
Grammy Hall of Fame on May 16, 2025 in Los Angeles, California.

9. In addition to Sony, Estefan Enterprises, Inc. has licensed the use of the MIAMI
SOUND MACHINE trademark to Nederlander Presentations, Inc., a Broadway producer who
produced a play entitled “Get On Your Feet” based on the life story of Gloria and Emilio Estefan.

10. By agreement dated January 31, 2013 (the “Nederlander Agreement), true and
correct excerpts of which are attached as Exhibit C, Opposer Estefan Enterprises, Inc., is defined
as the “Underlying Rights/Brand Owner” and at Paragraph 4, “Grant of Rights,” granted to
Néderlander the exclusive life story and brand rights of Gloria and Emilio Estefan and further
agreed at Paragraph 11, “Merchandising,” to pay Estefan Enterprises, Inc. as “Rights Holder”
royalties from the sale of merchandise, except for merchandise bearing the likeness of Gloria and
Emilio Estefan which, if used, was required to be negotiated separately.

11. Pursuant to the Nederlander Agreement, and as part of its merchandising efforts,
Nederlander offered for sale and sold a MIAMI SOUND MACHINE branded t-shirt and accounted
to Estefan Enterprises, Inc. for such sales in accordance with the parties’ agreement.

12. [ declare under penalty of perjury that the foregoing is true and correct.

Wﬂ
Ly <2,

LV(JL N MEJIA-G?

Executed on April 2, 2025.
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EXHIBIT A



Attachment not Public - Filed as Highly Confidential



EXHIBIT B



Attachment not Public - Filed as Highly Confidential



EXHIBIT C



Exhibit C
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GLORIA ESTEFAN and
MIAMI SOUND MACHINE
LET IT LOOSE

i,
Hlssie O Vingl k)

1. BETCHA SAY THAT
L, Dermer-J. Galdo=R. Vigil-(BMmI) 4:38
2. LETIT LOOSE
L. Dermer—). Galdo-R. Vigil-(BMI) 2:49
3. CAN'T STAY AWAY FROM YOU
G. M. Estelan—-(BMI) 3:56
4. GIVEIT UP
R. Barlow—G. M. Estetan-E. Garcia-({BMI) 3:00
5. SURRENDER
L. Dermer-]. Galdo-R. Vigil-|BMI] 4:02

MOVIP2668

12/ .
/10 inch 100mm

GLORIA ES
MIAMI SOUND

TMhesic On Vingl

1. RHYTHM iS GONNA GET YOU
G. M. Estefan-E. Garcio~(BM
2. LOVE TOY
L Dermer=]. Galdo=R, Vigil-(BMI) 4:31
3. | WANT YOU SO BAD
L. Deymer-J. G R. Vigil-{BMl) 4:18
4. 1-2-3

-~

12/" ”
/10 inch 100mm
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