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v.

ReCor Medical, Inc.

By the Trademark Trial and Appeal Board:

On December 12, 2024, Applicant filed a motion proposing amendment to its
application Serial No. 90471600, with Opposer’s consent. On December 13, 2024,
Opposer filed a motion to withdraw the opposition, with Applicant’s consent. Both
motions state that they were made pursuant to a settlement agreement between the
parties. Accordingly, the Board construes Opposer’s motion to withdraw the
opposition as contingent upon acceptance of Applicant’s proposed amendment.

By the proposed amendment, Applicant seeks to amend the identification of goods
in International Classes 10 and 16, and the identification of services in International
Classes 35, 41, 42 and 44 as follows (proposed wording to be added is shown in bold
font):

INTERNATIONAL CLASS 10

From: Medical apparatus and instruments for renal denervation,
treating and reducing hypertension, controlling blood pressure,
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and treating arrhythmia, heart failure, chronic kidney disease,
atrial fibrillation, end stage renal disease, myocardial infarction
as treated in a medical setting, contrast nephropathy, diabetes,
metabolic disorder and insulin resistance; Medical device systems
consisting of medical devices for renal denervation, treating and
reducing hypertension, controlling blood pressure, and treating
arrhythmia, heart failure, chronic kidney disease, atrial
fibrillation, end stage renal disease, myocardial infarction as
treated in a medical setting, contrast nephropathy, diabetes,
metabolic disorder and insulin resistance; ultra-sound-emitting
catheters used to perform denervation in human beings; medical
devices for treating hypertension, arrhythmia, heart failure,
chronic kidney disease, atrial fibrillation, end stage renal disease,
myocardial infarction as treated in a medical setting, contrast
nephropathy, diabetes, metabolic disorder and insulin resistance;
medical devices used to perform denervation; medical device
systems consisting of devices used in a medical setting to perform
intravascular denervation; Medical device systems for use in
renal denervation and other forms of neuromodulation of the
autonomic nervous system, consisting of medical devices,
catheters, electrical generators, glass cartridges for medical
fluids, plastic cartridges for medical fluids, connection cables,
carts, guiding catheters, medical guidewires, medical introducers,
and remote controls for medical devices for use in performing
denervation of human beings; ultrasound renal denervation
systems consisting of medical devices for renal denervation;
energy emitting catheter-based systems consisting of medical
devices and devices for medical procedures in the nature of
neuromodulation and denervation of the autonomic nervous
system for use in treating a variety of medical conditions,
including hypertension, arrhythmia, heart failure, chronic kidney
disease, atrial fibrillation, end stage renal disease, myocardial
infarction, anxiety as treated in a medical setting, contrast
nephropathy, diabetes, metabolic disorder and insulin resistance,
and also consisting of catheters, electrical generators, glass
cartridges for medical fluids, plastic cartridges for medical fluids,
connection cables, carts, guiding catheters, medical guidewires,
medical introducers, and remote controls for medical devices used
in connection with the preceding systems and devices; medical
devices for sensing nerve activity and for performing denervation;
guiding catheters; Medical devices used in a medical setting to
performintravascular denervation, the foregoing devices are used
to lower high blood pressure or treat vascular or cardiovascular
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To:

conditions and diseases and are not for use in urological
procedures

Medical apparatus and instruments for renal denervation,
treating and reducing hypertension, controlling blood pressure,
and treating arrhythmia, heart failure, chronic kidney disease,
atrial fibrillation, end stage renal disease, myocardial infarction
as treated in a medical setting, contrast nephropathy, diabetes,
metabolic disorder and insulin resistance; Medical device systems
consisting of medical devices for renal denervation, treating and
reducing hypertension, controlling blood pressure, and treating
arrhythmia, heart failure, chronic kidney disease, atrial
fibrillation, end stage renal disease, myocardial infarction as
treated in a medical setting, contrast nephropathy, diabetes,
metabolic disorder and insulin resistance; ultra-sound-emitting
catheters used to perform denervation in human beings; medical
devices for treating hypertension, arrhythmia, heart failure,
chronickidney disease, atrial fibrillation, end stage renal disease,
myocardial infarction as treated in a medical setting, contrast
nephropathy, diabetes, metabolic disorder and insulin resistance;
medical devices used to perform denervation; medical device
systems consisting of devices used in a medical setting to perform
intravascular denervation; Medical device systems for use in
renal denervation and other forms of neuromodulation of the
autonomic nervous system, consisting of medical devices,
catheters, electrical generators, glass cartridges for medical
fluids, plastic cartridges for medical fluids, connection cables,
carts, guiding catheters, medical guidewires, medical introducers,
and remote controls for medical devices for use in performing
denervation of human beings; ultrasound renal denervation
systems consisting of medical devices for renal denervation;
energy emitting catheter-based systems consisting of medical
devices and devices for medical procedures in the nature of
neuromodulation and denervation of the autonomic nervous
system for use in treating a variety of medical conditions,
including hypertension, arrhythmia, heart failure, chronic kidney
disease, atrial fibrillation, end stage renal disease, myocardial
infarction, anxiety as treated in a medical setting, contrast
nephropathy, diabetes, metabolic disorder and insulin resistance,
and also consisting of catheters, electrical generators, glass
cartridges for medical fluids, plastic cartridges for medical fluids,
connection cables, carts, guiding catheters, medical guidewires,
medical introducers, and remote controls for medical devices used
In connection with the preceding systems and devices; medical



Opposition No. 91285463

devices for sensing nerve activity and for performing denervation;
guiding catheters; Medical devices used in a medical setting to
performintravascular denervation, the foregoing devices are used
to lower high blood pressure or treat vascular or cardiovascular
conditions and diseases and are not for use in urological
procedures; the foregoing medical devices, systems,
apparati and instruments are also not for use in and
exclude the fields of medical and veterinary
ophthalmology, and dermatology

INTERNATIONAL CLASS 16

From;:

To:

Printed publications, namely, pamphlets, journals, articles,
books, and bookletsin the field of healthcare; printed promotional
brochures about healthcare excludingthe field of urology; printed
training materials in the field of healthcare excluding the field of
urology; research reference materials being printed pamphlets,
journals, articles, books, and booklets in the field of healthcare
excludingthe field of urology; patient diary and study and patient
participation and clinical trial materials, namely, printed patient
questionnaires, patient disclosure forms, letters and brochures;
study posters made of paper featuring call center information;
printed researchreports and peer-reviewed journal articles about
healthcare excluding the field of urology

Printed publications, namely, pamphlets, journals, articles,
books, and bookletsin the field of healthcare; printed promotional
brochures about healthcare excluding the field of urology;
excluding the fields of medical and veterinary
ophthalmology, and dermatology; printed training materials
in the field of healthcare excluding the field of urology, excluding
the fields of medical and veterinary ophthalmology, and
dermatology; research reference materials being printed
pamphlets, journals, articles, books, and booklets in the field of
healthcare excluding the field of urology, the fields of medical
and veterinary ophthalmology, and dermatology; patient
diary and study and patient participation and clinical trial
materials, namely, printed patient questionnaires, patient
disclosure forms, letters and brochures; study posters made of
paper featuring call center information; printed research reports
and peer-reviewed journal articles about healthcare excluding the
field of urology, the fields of medical and veterinary
ophthalmology, and dermatology
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INTERNATIONAL CLASS 35

From:

To:

Consultation relating to the purchase of medical and surgical
equipment, apparatus and appliances and instruments;
consultancy services related to medical records coding and
business administration of medical reimbursement programs

Consultation relating to the purchase of medical and surgical
equipment, apparatus and appliances and instruments;
consultancy services related to medical records coding and
business administration of medical reimbursement programs,
excluding the fields of medical and veterinary
ophthalmology, and dermatology

INTERNATIONAL CLASS 41

From:

To:

Education, namely, training in the use and operation of medical
and surgical equipment, apparatus and appliances and
instruments, and consultation relating to the selection and
purchase thereof, and use in medical care, medical therapy and
surgery, excluding the field of urology

Education, namely, training in the use and operation of medical
and surgical equipment, apparatus and appliances and
instruments, and consultation relating to the selection and
purchase thereof, and use in medical care, medical therapy and
surgery, excluding the field of urology, excluding the fields of
medical and veterinary ophthalmology, and dermatology

INTERNATIONAL CLASS 42

From:

To:

Medical research services; providing an online computer
database, namely, a repository of information in the field of
healthcare and medical clinical studies, case studies, peer-
reviewed journal articles and references, excluding the field of
urology

Medical research services; providing an online computer
database, namely, a repository of information in the field of
healthcare and medical clinical studies, case studies, peer-
reviewed journal articles and references, excluding the field of
urology, the fields of medical and veterinary
ophthalmology, and dermatology
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INTERNATIONAL CLASS 44

From:

To:

Providing medical information, consultancy and advisory
services; professional consultation in the field of the use of
medical and surgical equipment, apparatus, appliance and
instruments; consultation on medical care, medical therapy and
surgery; consultation services, namely, providing medical
informationto medical professionalsto assist in the diagnosisand
treatment of patients; medical consultation with physicians
regarding the use of medical apparatus for treatment of patients;
technical consultation in the field of medical and surgical
equipment, apparatus, appliances and instruments, namely,
consultation regarding their use in providing medical care,
medical therapy and surgery; providing a patient support
program, namely, providing medical information to patients
evaluating therapeutic treatment options; providing medical
information to patients in the field of surgery preparation;
maintaining patient medical records and files in preparation for
surgery; providing an on-line computer database, namely, a
repository of information in the field of medical information and
healthcare information accessible to healthcare providers
including clinical studies, case studies, peer-reviewed journal
articles and references; providing online medical evaluation
services, namely, functional assessment program for patients who
are about to receive medical treatment services for purposes of
guiding treatment and assessing program effectiveness; home
health care services in the nature of interactive medical care
monitoring for patients excluding such services in the field of
memory care; managed healthcare services, namely, providing
disease management programs to others excluding such services
in the field of memory care; providing an internet website for
medical professionals and patients featuring medical information
from remote locations via electronic patient monitoring devices
that feed information to the website that can be accessed in real-
time by medical professionals for purposes of monitoring and
diagnosing medical conditions; consultation relating to the use of
medical and surgical equipment, apparatus and appliances and
instruments in medical care, medical therapy and surgery;
excluding the field of urology from all of the foregoing services

Providing medical information, consultancy and advisory
services; professional consultation in the field of the use of
medical and surgical equipment, apparatus, appliance and
instruments; consultation on medical care, medical therapy and
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surgery; consultation services, namely, providing medical
information to medical professionalsto assist in the diagnosis and
treatment of patients; medical consultation with physicians
regarding the use of medical apparatus for treatment of patients;
technical consultation in the field of medical and surgical
equipment, apparatus, appliances and instruments, namely,
consultation regarding their use in providing medical care,
medical therapy and surgery; providing a patient support
program, namely, providing medical information to patients
evaluating therapeutic treatment options; providing medical
information to patients in the field of surgery preparation;
maintaining patient medical records and files in preparation for
surgery; providing an on-line computer database, namely, a
repository of information in the field of medical information and
healthcare information accessible to healthcare providers
including clinical studies, case studies, peer-reviewed journal
articles and references; providing online medical evaluation
services, namely, functional assessment program for patients who
are about to receive medical treatment services for purposes of
guiding treatment and assessing program effectiveness; home
health care services in the nature of interactive medical care
monitoring for patients excluding such services in the field of
memory care; managed healthcare services, namely, providing
disease management programs to others excluding such services
in the field of memory care; providing an internet website for
medical professionals and patients featuring medical information
from remote locations via electronic patient monitoring devices
that feed information to the website that can be accessed in real-
time by medical professionals for purposes of monitoring and
diagnosing medical conditions; consultation relating to the use of
medical and surgical equipment, apparatus and appliances and
instruments in medical care, medical therapy and surgery;
excluding the fields of medical and veterinary
ophthalmology, and dermatology

A proposed amendment to any application or registration which is the subject of
an inter partes proceeding must also comply with all other applicable rules and
statutory provisions, including Trademark Rules 2.71-2.75. See TBMP §§ 514.01 and

605.03(b).
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The amended identification of servicesis not acceptable in part. The identification
of services in International Class 44 recited as the clean-amended version in the
motion omitted the limitation “excluding the field of urology from all of the foregoing
services.” Because the limitation was omitted without clearly indicating that the
wording was intended to be removed, it is not clear whether the limitation was
omitted inadvertently or intentionally. Moreover, the wording must be retained for
the amended services in International Class 44 to be within the scope of the original
1dentification. Accordingly, the Board cannot accept the wording in the proposed
amendment and will not enter the amendment.

In view of the foregoing, the motion to amend is denied without prejudice. The
present identification of services, that is, the identification prior to the filing of the
motion to amend, remains operative for purposes of future amendment. See
Trademark Rule 2.71(a); TMEP §1402.07(d). Because the Board construesthe motion
to withdraw the opposition ascontingent on acceptance of the amendment, the motion
to withdraw is also denied.

However, since the filing of the proposed amendment indicates that the parties
are making efforts to settle this matter, proceedings are suspended, and the parties
are allowed until thirty days from the date of this order to file a revised motion to
amend and withdraw, failing which the Board will resume proceedings and reset

dates, and the opposition will go forward on the present application.



