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Notice is hereby given that the following party opposes registration of the indicated application.
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Name Kabushiki Kaisha Shueisha a/t/a Shueisha Inc.
Entity Corporation Citizenship Japan
Address 5-10 HITOTSUBASHI 2-CHOME

CHIYODA-KU

TOKYO, 101-8050

JAPAN
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Applicant information

Application no. 97368720 Publication date 03/21/2023
Opposition filing 04/14/2023 Opposition period | 04/20/2023
date ends

Applicant Yao, Gang

NO. 9, GROUP 7, HENGTIE VILLAGE
GANDUO TOWN, GAOYOU CITY
YANGZHOU, JIANGSU, 225600
CHINA

Goods/services affected by opposition

Class 028. First Use: Feb 15, 2022 First Use In Commerce: Feb 15, 2022

consoles; Vinyl dolls

All goods and services in the class are opposed, namely: Action figure toys; Cases for toy cars;

Cases for toy airplanes; Cases for toy boats; Doll accessories; Doll clothing; Plush dolls; PVC toy fig-
ures; Toy models; Toy tiaras; Toys, namely, puppets and accessories therefor; Traditionally dressed
Japanese dolls; Traditionally dressed African dolls; Traditionally dressed Indian dolls;

Video game

Grounds for opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

amendment to allege use, or statement of use
was due

No use of mark in commerce before application, Trademark Act Section 1(a) and (c)



https://estta.uspto.gov

Fraud on the USPTO

In re Bose Corp., 580 F.3d 1240, 91 USPQ2d
1938 (Fed. Cir. 2009)

Mark cited by opposer as basis for opposition

U.S. application/ registration | NONE Application date NONE

no.

Register NONE

Registration date NONE

Mark CHAINSAW MAN

Goods/services Including but not limited to comic strips, animated television series,
plush toys, and toy figurines
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

KABUSHIKI KAISHA SHUEISHA a/t/a
SHUEISHA INC.,
Opposer, Opposition No.
-against-
GANG YAO,
Applicant.
NOTICE OF OPPOSITION

Opposer Kabushiki Kaisha Shueisha a/t/a Shueisha Inc. (“Opposer”) believes that it will
be damaged by the issuance of a registration to Applicant Gang Yao (“Applicant”) for the mark
CHAINSAW MAN as applied for in U.S. Trademark Application Serial No. 97/368,720 and
therefore opposes the same. As grounds for this opposition, Opposer alleges as follows:

FACTS

I. Opposer, the CHAINSAW MAN Series, and Opposer’s CHAINSAW MAN Mark

1. Opposer is a Japanese corporation located and doing business at 5-10 Hitotsubashi
2-Chome, Chiyoda-Ku, Tokyo, Japan 101-8050.

2. Founded in 1926, Opposer is a leading publisher of entertainment periodicals in
Japan, including manga magazines (Japanese-style comics), entertainment magazines, literature,
non-fiction, news, art, and reference books.

3. Among the most popular publications offered by Opposer is a manga magazine
entitled Weekly Shonen Jump, which is a weekly anthology that has been published since 1968 and

features a variety of different comic strips.
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A. Opposer’s CHAINSAW MAN Series

4. Beginning in December 2018, Weekly Shonen Jump featured a comic strip titled
Chainsaw Man. The CHAINSAW MAN comic series follows the story of Denji, an impoverished
young man who makes a contract that fuses his body with a dog-like devil named Pochita that
grants him the ability to transform into a chainsaw devil.

5. In Japan, the first arc of the CHAINSAW MAN comic was published in Opposer’s
Weekly Shonen Jump magazine from December 2018 to December 2020. The second arc of the
series began serialization in Opposer’s Shonen Jump+ online magazine in July 2022. Thus far, the
CHAINSAW MAN series has had its chapters collected into a total of 14 individual volumes.

6. Since at least as early as January 2019, Opposer has offered the CHAINSAW MAN
comic series in the United States (in English) through its internationally-available online manga
platform and smartphone app, MANGA Plus by SHUEISHA.

7. Opposer also has licensed the CHAINSAW MAN comic strip series for English-
language release in both paper format and electronic format. In the United States, Viz Media has
licensed from Opposer the CHAINSAW MAN series for publication since at least as early as
October 2020, which are available for purchase on Viz Media’s website. See

https://www.viz.com/read/manga/chainsaw-man-volume-1/product/6419/digital and

https://www.viz.com/read/manga/chainsaw-man-volume-1/product/6419.

8. In addition to being available as a manga serialization, Opposer has licensed the
CHAINSAW MAN comic series to be turned into an animated television series. In the United
States, an English-dubbed version of the CHAINSAW MAN animated television series is currently
distributed by Crunchyroll, LLC (“Crunchyroll”) on its own platforms as well as through the Hulu

streaming service.
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https://www.viz.com/read/manga/chainsaw-man-volume-1/product/6419/digital
https://www.viz.com/read/manga/chainsaw-man-volume-1/product/6419

9. Since it premiered on Crunchyroll in October 2022, the CHAINSAW MAN series
has been hugely successful both commercially and critically. As of the end of March 2023, the
series has been viewed by over fifteen (15) million viewers. The series is currently Crunchyroll’s
#5 ranked show based on minutes watched since October 2022. As of January 2023, the series had
over 23 million copies in circulation, making it one of the best-selling manga series of all time.

10. In the United States, CHAINSAW MAN has been ranked on NPD BookScan’s
monthly list of top 20 adult graphic novels since 2020. Furthermore, according to NPD BookScan,
the first three volumes of the CHAINSAW MAN series were ranked among the top 20 highest-
selling manga volumes in 2021 in the United States, and CHAINSAW MAN was the best-selling
manga series in 2022. The series also has been ranked on The New York Times’ monthly bestseller
list of Graphic Books and Manga since 2021. According to ICv2, CHAINSAW MAN was the
tenth best-selling manga franchise in the United States for fall 2021.

11. The CHAINSAW MAN comic series also won the Harvey Award for “Best
Manga” in 2021 and 2022. The Harvey Awards are given for achievement in comic books and the
winners are selected by an open vote among comic-book professionals.

B. Opposer’s CHAINSAW MAN Trademark

12. In addition to its use of the CHAINSAW MAN mark in connection with manga
comics and animated television series, Opposer engages in a licensing program to market
merchandise related to the CHAINSAW MAN comic series to consumers in the United States,
including but not limited to plush toys and toy figurines branded with the CHAINSAW MAN mark

and other elements of the series’ intellectual property, as shown below:
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13.

X

CHAINSAW MAN $29.99 USD

1 o ¥ Add to cart

THIS IS A PRE-ORDER. IT WILL SHIP:

APRIL1-30
46" RELEASE 1/03/2023
B2222222!  SHIPS APRIL1-30
A ",""' aw"sA" Due to licensing restrictions the Chainsaw Man collection does not ship to addresses in Asia at this time.
) [
i 3‘9)‘@1«’ THe coLLecTIBLe
T\
g Y | WANT TO TOUCH!

Denji has ripped his pull cord to send chainsaws flying from his limbs and head to land at Youtooz for his
latest Devil prev! Standina pboised and readv to battle at 4.6 inches tall. nothina will aet in the wav of his

Chainsaw Man Gashapon Blind Bag Mini Figure
$8.72$18:99

4 interest-free payments available on orders over 335 with

20% Off

Qty: 1 G

Ship It
In Stock

() Free Ship To Store
to Queens Center
Ready for pick up in 3-8 business days

ADD TO BAG ‘

Details

Shinnina & Returns

As a result of Opposer’s extensive use and promotion of the CHAINSAW MAN

trademark in the United States — and the success of the CHAINSAW MAN comic strip, television

series, and merchandise in the United States — Opposer has developed strong common law rights

in the CHAINSAW MAN mark (“Opposer’s Mark”). Moreover, consumers have come to

associate Opposer’s Mark as identifying goods and services deriving exclusively from Opposer.

Accordingly, Opposer’s Mark represents enormous goodwill and is a valuable asset of Opposer.
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Opposer is the owner of all right, title, and interest in and to Opposer’s Mark.



IL. Applicant’s Application to Register the CHAINSAW MAN Mark

15. Upon information and belief, and according to the records of the U.S. Patent and
Trademark Office (the “USPTO”), Applicant is an individual of Chinese citizenship residing at
No. 9, Group 7, Hengtie Village, Ganduo Town, Gaoyou City, Yangzhou, Jiangsu 225600, China.

16. According to the records of the USPTO, on April 18, 2022, Applicant filed U.S.
Trademark Application Serial No. 97/368,720 (the “Application”) to register the mark
CHAINSAW MAN (“Applicant’s Mark”) for use in connection with “Action figure toys; Cases
for toy cars; Cases for toy airplanes; Cases for toy boats; Doll accessories; Doll clothing; Plush
dolls; PVC toy figures; Toy models; Toy tiaras; Toys, namely, puppets and accessories therefor;
Traditionally dressed Japanese dolls; Traditionally dressed African dolls; Traditionally dressed
Indian dolls; Video game consoles; Vinyl dolls” in International Class 28 based on an alleged first
use in commerce date of February 15, 2022, under Section 1(a) of the Lanham Act, 15 U.S.C.
§ 1051(a).

17.  Upon information and belief, at the time Applicant adopted Applicant’s Mark,
Applicant had actual knowledge of Opposer’s prior rights in Opposer’s Mark by virtue of
Opposer’s extensive use and promotion thereof.

18. Applicant is not connected to Opposer in any way, and Applicant has not been
authorized by Opposer to register or use Applicant’s Mark.

19.  Issuance of a registration to Applicant for Applicant’s Mark is inconsistent with
Opposer’s prior common law rights in Opposer’s Mark and will substantially damage Opposer’s
investment and goodwill in Opposer’s Mark. Opposer is therefore entitled to bring this statutory

cause of action and to assert the claims set forth herein.
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FIRST GROUND FOR RELIEF:
PRIORITY AND LIKELIHOOD OF CONFUSION UNDER 15 U.S.C. § 1052(d)

20. Opposer repeats the allegations contained in Paragraphs 1 through 19 above as if
fully set forth herein.

21.  The Application filing date and the first use in commerce date alleged therein are
subsequent to Opposer’s first use of Opposer’s Mark in the United States and significantly after
Opposer acquired rights in Opposer’s Mark. Accordingly, Opposer’s rights in Opposer’s Mark are
prior and superior to any rights Applicant may claim in Applicant’s Mark.

22.  Applicant’s Mark is identical to Opposer’s Mark in appearance, sound, and overall
commercial impression.

23. The goods identified in the Application are identical and/or highly related to the
goods Opposer offers and licenses for use under Opposer’s Mark.

24.  The Application is unrestricted as to trade channels and consumers. Accordingly,
it is presumed that Applicant’s goods will be made available to all consumers for such goods and
sold in all relevant trade channels for such goods. Since the parties’ respective goods are identical
and/or highly related, it is presumed as a matter of law that the parties’ consumers and trade
channels also will overlap.

25. Based on Opposer’s prior rights in Opposer’s Mark, the strength of Opposer’s
Mark, the identity of the parties’ marks, the identity and/or relatedness of the parties’ respective
goods, and the overlapping consumers and trade channels, consumers are likely to falsely believe
that the goods offered by Applicant under Applicant’s Mark originate from or are otherwise
associated with Opposer, or that there is some relationship between Applicant and Opposer or the

goods of Applicant and Opposer, all to Opposer’s injury and harm.
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26. As a result, registration of Applicant’s Mark as applied for in the Application is
likely to cause confusion, to cause mistake, or to deceive the public into the false belief that the
goods offered by Applicant under Applicant’s Mark come from or are otherwise sponsored by or
connected with Opposer, in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

217. By reason of the foregoing, Opposer is likely to be harmed by the registration of
the Application for Applicant’s Mark.

SECOND GROUND FOR RELIEF:
VOID AB INITIO FOR NON-USE UNDER 15 U.S.C. § 1051(a)

28. Opposer repeats the allegations contained in Paragraphs 1 through 19 above as if
fully set forth herein.

29.  Upon information and belief and based on Opposer’s investigation, the specimen
submitted with the Application is suspect and, in fact, Applicant’s Mark was not in use in United
States commerce in connection with any of the goods identified in the Application at the time
Applicant filed the Application under Section 1(a) of the Lanham Act, 15 U.S.C. § 1051(a).

30.  Upon information and belief and based on Opposer’s investigation, Applicant’s
Mark is not presently being used in United States commerce in connection with any of the goods
identified in the Application.

31. Because Applicant’s Mark was not in use in United States commerce in connection
with the goods identified in the Application on or before the filing date of the use-based
Application, the Application is void ab initio under Section 1(a) of the Lanham Act, 15 U.S.C.
§ 1051(a).

32. By reason of the foregoing, Opposer is likely to be harmed by the registration of

the Application for Applicant’s Mark.
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THIRD GROUND FOR RELIEF:
FRAUD BASED ON FALSE DECLARATION OF USE

33. Opposer repeats the allegations contained in Paragraphs 1 through 19 above as if
fully set forth herein.

34, Contemporaneously with its filing of the Application, Applicant submitted a
Declaration that states, inter alia, “[t]he mark is in use in commerce and was in use in commerce
as of the filing date of the application on or in connection with the goods/services in the
application.”

35. Upon information and belief and based on Opposer’s investigation, the specimen
submitted with the Application is suspect and, in fact, Applicant’s Mark was not in use in United
States commerce in connection with any of the goods identified in the Application at the time
Applicant filed the Application under Section 1(a) of the Lanham Act, 15 U.S.C. § 1051(a).

36. Because, on information and belief and based on Opposer’s investigation,
Applicant was not using Applicant’s Mark in commerce in connection with the goods set forth in
the Application at the time Applicant filed the Application under Section 1(a) of the Lanham Act,
the Declaration submitted in support of the Application was false.

37. Upon information and belief, Applicant knew at the time it filed the Application
that it was not using Applicant’s Mark in interstate commerce in connection with any of the goods
specified in the Application and that, therefore, the Declaration submitted in support of the
Application was false.

38. Upon information and belief, by falsely asserting that it was using Applicant’s
Mark in interstate commerce in connection with the goods specified in the Application as of the

filing date for the Application, Applicant intended to deceive the USPTO. Upon information and
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belief, Applicant’s false statement was made for the purpose of obtaining a registration to which
Applicant was not entitled.

39. The USPTO would not have approved the Application for registration but for the
false statement that Applicant was using Applicant’s Mark in interstate commerce in connection
with the goods identified in the Application at the time Applicant filed the Application under
Section 1(a) of the Lanham Act, 15 U.S.C. § 1051(a). Thus, the falsehood was a material
misstatement of fact.

40.  Asaresult of Applicant’s willful and materially false statement made in connection
with the Application, Applicant has committed fraud against the USPTO, which invalidates the
Application.

41. By reason of the foregoing, Opposer is likely to be harmed by the registration of
the Application for Applicant’s Mark.

WHEREFORE, Opposer respectfully requests that this opposition be sustained and that
registration of Applicant’s Mark as applied for in the Application be refused in its entirety.

Dated: New York, New York FROSS ZELNICK LEHRMAN & ZISSU, P.C.
April 14, 2023

By: __ /Jason D. Jones/
Jason D. Jones (jjones@fzlz.com)
Daniel M. Nuzzaci (dnuzzaci@fzlz.com)
151 West 42nd Street, 17th Floor
New York, New York 10036
Phone: (212) 813-5900

Attorneys for Opposer

{F5094677.4 } 9



