Trademark Trial and Appeal Board Electronic Filing System. htips://estta.uspto.gov
ESTTA Tracking number: ESTTA1273943

Filing date: 03/23/2023

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name ZOX LLC

Granted to date 03/25/2023
of previous ex-
tension

Address 7701 N FM 620 RD.

AUSTIN, TX 78726
UNITED STATES

Correspondence KARA KUIPERS

information ZOX LLC

7701 N FM 620 RD.

AUSTIN, TX 78726

UNITED STATES

Primary email: kara@zox.la
Secondary email(s): admin@zox.la
3107798644

Applicant information

Application no. 88845320 Publication date 01/24/2023
Opposition filing 03/23/2023 Opposition period | 03/25/2023
date ends

Applicant ZAX Supply LLC

146 UNIVERSITY PKWY
OKATIE, SC 29909
UNITED STATES

Goods/services affected by opposition

Class 025. First Use: None First Use In Commerce: None

All goods and services in the class are opposed, namely: Clothing for athletic use, namely, padded
pants; Clothing for athletic use, namely, padded shirts; Clothing for athletic use, namely, padded
shorts; Clothing, namely, hand-warmers; Clothing, namely, maternity bands; Clothing, namely, neck
tubes; Coats for babies, adults, children, women, men; Headwear for babies, adults, children, wo-
men, men; Hooded sweatshirts for babies, adults, children, women, men; Jackets for babies, adults,
children, women, men; Pajamas for babies, adults, children, women, men; Pants for babies, adults,
children, women, men; Shirts for babies, adults, children, women, men; Shoes for babies, adults, chil-
dren, women, men; Shorts for babies, adults, children, women, men; Sweaters for babies, adults,
children, women, men; Sweatpants for babies, adults, children, women, men; T-shirts for babies,
adults, children, women, men; Trousers for babies, adults, children, women, men

Applicant information

| Application no. | 88845328 Publication date 01/24/2023



https://estta.uspto.gov

Opposition filing 03/23/2023 Opposition period
date ends
Applicant ZAX Supply LLC

146 UNIVERSITY PKWY
OKATIE, SC 29909
UNITED STATES

Goods/services affected by opposition

Class 025. First Use: None First Use In Commerce: None

All goods and services in the class are opposed, namely: Clothing for athletic use, namely, padded
pants; Clothing for athletic use, namely, padded shirts; Clothing for athletic use, namely, padded
shorts; Clothing, namely, hand-warmers; Clothing, namely, maternity bands; Clothing, namely, neck
tubes; Coats for babies, adults, children, women, men; Headwear for babies, adults, children, wo-
men, men; Hooded sweatshirts for babies, adults, children, women, men; Jackets for babies, adults,
children, women, men; Pajamas for babies, adults, children, women, men; Pants for babies, adults,
children, women, men; Shirts for babies, adults, children, women, men; Shoes for babies, adults, chil-
dren, women, men; Shorts for babies, adults, children, women, men; Sweaters for babies, adults,
children, women, men; Sweatpants for babies, adults, children, women, men; T-shirts for babies,
adults, children, women, men; Trousers for babies, adults, children, women, men

Grounds for opposition

Priority and likelihood of confusion

Trademark Act Section 2(d)

No bona fide intent to use mark in commerce for
identified goods or services

Trademark Act Section 1(b), 44(e) or 66(a)

Dilution by blurring

Trademark Act Sections 2 and 43(c)

Dilution by tarnishment

Trademark Act Sections 2 and 43(c)

Fraud on the USPTO

In re Bose Corp., 580 F.3d 1240, 91 USPQ2d

1938 (Fed. Cir. 2009)

Marks cited by opposer as basis for opposition

U.S. registration 2992108 Application date 05/10/2004
no.
Register Principal
Registration date | 09/06/2005 Foreign priority NONE
date
Word mark Z0X
Design mark
Description of The mark consists of the word "ZOX" with a representation of feet covered with
mark "slouch" socks forming the bottom half of the "X".

Goods/services Class 025. First use: First Use: Oct 29, 1991 First Use In Commerce: Oct 29,

1991

Clothing and accessories; namely, jackets, coats, sweaters, pants, shirts, shorts,
swimwear, and undergarments for women and men, jogging suits, T-shirts, tank
tops, jerseys, cotton woven shirts, knit shirts, polo shirts, golf shirts, dresses,
blouses, nightgowns, pajamas, sweat pants, sweatshirts, jogging suits, neckties,
belts, suspenders, sandals, shoes, caps, hats, wrist bands, head bands, sun vi-
sors, scarves, bandannas, ear muffs, gloves, mittens, leg warmers, pantyhose,
stockings, leotards, tights, and leggings

U.S. registration 4412948 Application date 10/03/2011
no.
Register Principal




Registration date | 10/08/2013 Foreign priority NONE
date

Word mark ZOX STRAPS

Design mark

Description of NONE

mark

Goods/services

Class 014. First use: First Use: Aug 2011 First Use In Commerce: Aug 2011

Elastic fabric wristbands in the nature of a bracelet

U.S. registration 4465691 Application date 05/31/2013

no.

Register Principal

Registration date | 01/14/2014 Foreign priority NONE
date

Word mark Z0OX

Design mark

Description of NONE

mark

Goods/services

Class 014. First use: First Use: Aug 2011 First Use In Commerce: Aug 2011
Wristbands in the nature of a bracelet
Class 025. First use: First Use: Aug 2011 First Use In Commerce: Aug 2011

Wristbands; shirts [ ; shoes ]

U.S. registration 4759961 Application date 11/02/2014

no.

Register Principal

Registration date | 06/23/2015 Foreign priority NONE
date

Word mark ZOXBOX

Design mark

Description of NONE

mark

Goods/services

Class 025. First use: First Use: May 30, 2012 First Use In Commerce: May 30,

2012

[ Athletic apparel, namely, shirts, pants, jackets, footwear, hats and caps, athlet-

ic uniforms; ] Wristbands

U.S. registration 5233845 Application date 07/07/2016

no.

Register Principal

Registration date | 06/27/2017 Foreign priority NONE
date

Word mark Z0OX

Design mark

Description of NONE

mark

Goods/services

Class 018. First use: First Use: Aug 1, 2011 First Use In Commerce: Aug 1,

2011
Backpacks




Class 035. First use: First Use: Aug 2011 First Use In Commerce: Aug 2011

On-line retail and wholesale store services featuring clothing apparel, wrist-
bands, bags and accessories

U.S. registration 6278007 Application date 08/12/2020

no.

Register Principal

Registration date | 02/23/2021 Foreign priority NONE
date

Word mark Z0OX

Design mark

Description of NONE

mark

Goods/services

Class 014. First use: First Use: Aug 1, 2011 First Use In Commerce: Aug 1,
2011

Bracelets; Jewelry; Key chains; Rings; Lapel pins

U.S. registration 6401459 Application date 10/02/2020

no.

Register Principal

Registration date | 06/29/2021 Foreign priority NONE
date

Word mark Z0X

Design mark

Description of NONE

mark

Goods/services

Class 036. First use: First Use: 2011 First Use In Commerce: 2011
Charitable fundraising services

U.S. application 97359881 Application date 04/12/2022

no.

Registration date | NONE Foreign priority NONE
date

Word mark Z0X

Design mark

Description of NONE

mark

Goods/services

Class 018. First use: First Use: Sep 2016 First Use In Commerce: Sep 2016
Strings specifically adapted for backpacks

Class 025. First use: First Use: Sep 2016 First Use In Commerce: Sep 2016
Drawstrings specifically adapted for hooded sweatshirts

U.S. application 97359877 Application date 04/12/2022

no.

Registration date | NONE Foreign priority NONE
date

Word mark Z0OX

Design mark

Description of NONE

mark




Goods/services

Class 016. First use: First Use: Nov 2012 First Use In Commerce: Nov 2012

Stickers
U.S. application 97359931 Application date 04/12/2022
no.
Registration date | NONE Foreign priority NONE
date
Word mark Z0OX
Design mark
Description of NONE

mark

Goods/services

Class 026. First use: First Use: Sep 2011 First Use In Commerce: Sep 2011
Brooches for clothing; Hair bands; Cloth patches for clothing; Decorative back-

pack charms

U.S. application 97359775 Application date 04/12/2022

no.

Registration date | NONE Foreign priority NONE
date

Word mark Z0X

Design mark

Description of NONE

mark

Goods/services Class 016. First use: First Use: Dec 2017 First Use In Commerce: Dec 2017
Non-magnetically encoded gift cards; Printed Advent calendars; Printed greeting
cards

U.S. application 97359715 Application date 04/12/2022

no.

Registration date | NONE Foreign priority NONE

date

Word mark Z0OX

Design mark

Description of NONE

mark

Goods/services

Class 009. First use: First Use: Jun 2013 First Use In Commerce: Jun 2013
Radio frequency identification (RFID) tags

U.S. application 97359641 Application date 04/12/2022

no.

Registration date | NONE Foreign priority NONE
date

Word mark Z0X

Design mark

Description of NONE

mark

Goods/services

Class 018. First use: First Use:
Backpack straps

Oct 2016 First Use In Commerce: Oct 2016

U.S. application

97359401

Application date

04/12/2022




no.

Registration date | NONE Foreign priority NONE
date

Word mark Z0OX

Design mark

Description of NONE

mark

Goods/services

Class 022. First use: First Use: Jul 2014 First Use In Commerce: Jul 2014
Lanyards for holding badges, keys

U.S. registration 6874803 Application date 08/16/2019

no.

Register Principal

Registration date | 10/18/2022 Foreign priority NONE
date

Word mark ZOXLIST

Design mark

Description of NONE

mark

Goods/services Class 035. First use: First Use: Nov 27, 2012 First Use In Commerce: Nov 27,
2012
Provision of an on-line marketplace for buyers and sellers of wristbands and
bracelets

U.S. registration 6874820 Application date 03/11/2020

no.

Register Principal

Registration date | 10/18/2022 Foreign priority NONE

date
Word mark Z0X
Design mark

Description of
mark

The mark consists of the wording "ZOX" formed by a gold ribbon design.

Goods/services

Class 014. First use: First Use: Aug 1, 2011 First Use In Commerce: Aug 1,

2011
Jewelry
Class 025. First use: First Use: Aug 1, 2011 First Use In Commerce: Aug 1,
2011
Hoodies; T-shirts; Wristbands as clothing
U.S. application 88659217 Application date 10/17/2019
no.
Registration date | NONE Foreign priority NONE
date
Word mark Z0OX
Design mark
Description of NONE

mark

Goods/services

Class 016. First use: First Use:
1991

Oct 29, 1991 First Use In Commerce: Oct 29,




Prints

U.S. registration 5115244 Application date 04/26/2015

no.

Register Principal

Registration date | 01/03/2017 Foreign priority NONE
date

Word mark X

Design mark

Description of
mark

The mark consists of a circle with geometric elements and an "X" in the middle.

Goods/services

Class 018. First use: First Use: Jul 21, 2013 First Use In Commerce: Jul 21,

2013
Backpacks

Class 025. First use: First Use: Jul 21, 2013 First Use In Commerce: Jul 21,

2013

Pants; Shirts; Shoes; Shorts; Sweatshirts; Wristbands

Attachments

ZAX Supply OPP.pdf(4180860 bytes )

Signature

/kara kuipers/

Name

KARA KUIPERS

Date

03/23/2023




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF TRADEMARK SERIAL NOS. 88/845,320 and 88/845,328

Zox LLC, a California limited liability )
company, et al., %
)

Opposer, ) Opposition No.:
)
v. )
)
ZAX Supply Company, a South Carolina )
)
Limited Liability Company )
)
)
Applicant. )

NOTICE OF OPPOSITION

Opposer Zox, LLC, is a California Limited Liability Company, having an address of N
FM 620 Rd, Austin, Texas 78726, (“Opposer” or “Zox”) believes that it is being, and will be
damaged, by the registration of the trademarks shown in Application Serial No. 88/845,320 (the
“’320 Application”) and Application Serial No. 88/845,328 (the “’328 Application”) filed by
ZAX Supply Company, a South Carolina Limited Liability Company with an address at 146
University Parkway, Okatie, South Carolina 29909 (“Applicant”) and hereby opposes the same.
As grounds for opposition, Opposer alleges the following upon actual knowledge with respect to
Opposer’s own acts and as to information and belief as to other matters. Solely for the purposes

of this proceeding, Opposer alleges the following as grounds:



Opposer’s ZOX Marks

1. Opposer is the owner of the “ZOX” brand. Zox is an extremely successful
international company that is engaged in, among other things, the production, sale and
international distribution of consumer goods or retail products including but not limited to,
hoodies, shirts, wristbands, bags, accessories and other apparel items (“Zox Goods™).

2. Opposer’s original, flagship product was a custom, unique bracelet or “ZOX”
strap. Each ZOX strap was accompanied with an empowering or inspirational message like
“Never Give Up”, “You Got This,” or “Believe in Yourself.” These limited-edition straps with
their words of encouragement have made ZOX bracelets not only collectors’ items but very
popular with goal-oriented, people, like athletes. Even today, every ZOX Strap is numbered and
coupled with a motivational message.

3. Opposer’s Zox Goods offered for sale and sold under the trademark “ZOX” can

be seen on its website https://zox.la/ as shown below (the “Zox Website”).
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4. Examples of some of Opposer’s apparel items that can be purchased today on the

Z0x Website are shown below.
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are shown below.

5. Since at least as early as 1991, Zox, its predecessors, its assignors, its related
companies, or its licensees have continuously used the term ZOX, alone or with another term for
a wide variety of retail products and services, including ZOX, ZOXLOX, ZOXBOX, ZOX
STRAPS, and ZOXLIST (“ZOX Trademarks”) in connection with the sale of retail and
wholesale products/

6. In addition to its word marks, Opposer also uses the following logos in connection

with its ZOX Goods.



7.

registrations and pending applications.

Zox Ribbon Logo

Zox Logo

Opposer’s ZOX marks are the subject of numerous United States Trademark

Serial No.

Reg. No.

Mark

Class(es)

78415788

2992108

70X

IC 025. US 022 039. G & S: Clothing and accessories;
namely, jackets, coats, sweaters, pants, shirts, shorts,
swimwear, and undergarments for women and men, jogging
suits, T-shirts, tank tops, jerseys, cotton woven shirts, knit
shirts, polo shirts, golf shirts, dresses, blouses, nightgowns,
pajamas, sweat pants, sweatshirts, jogging suits, neckties,
belts, suspenders, sandals, shoes, caps, hats, wrist bands,
head bands, sun visors, scarves, bandannas, ear muffs,
gloves, mittens, leg warmers, pantyhose, stockings, leotards,
tights, and leggings. FIRST USE: 19911029. FIRST USE IN
COMMERCE: 19921001

85438231

4412948

70X
STRAPS

IC 014. US 002 027 028 050. G & S: Elastic fabric
wristbands in the nature of a bracelet. FIRST USE:
20110800. FIRST USE IN COMMERCE: 20110915

85948145

4465691

70X

IC 014. US 002 027 028 050. G & S: Wristbands in the
nature of a bracelet. FIRST USE: 20110800. FIRST USE IN
COMMERCE: 20110915; IC 025. US 022 039. G & S:
Wristbands; shirts [ ; shoes ]. FIRST USE: 20110800.
FIRST USE IN COMMERCE: 20110915

86442364

4759961

Z0XBOX

IC 025. US 022 039. G & S: Athletic apparel, namely, shirts,
pants, jackets, footwear, hats and caps, athletic uniforms;
Wristbands. FIRST USE: 20120530. FIRST USE IN
COMMERCE: 20120530

87095703

5233845

70X

IC 035. US 100 101 102. G & S: On-line retail and
wholesale store services featuring clothing apparel,
wristbands, bags and accessories. FIRST USE: 20110800.
FIRST USE IN COMMERCE: 20110800




90110476

6278007

70X

IC 014. US 002 027 028 050. G & S: Bracelets; Jewelry;
Key chains; Rings; Lapel pins. FIRST USE: 20110801.
FIRST USE IN COMMERCE: 20160101

90232549

6401459

70X

IC 036. US 100 101 102. G & S: Charitable fundraising
services. FIRST USE: 20110000. FIRST USE IN
COMMERCE: 20120312

97359881

70X

IC 017. US 001 005 012 013 035 050. G & S: Strings.
FIRST USE: 20160900. FIRST USE IN COMMERCE:
20160900

97359877

70X

IC 016. US 002 005 022 023 029 037 038 050. G & S:
Stickers. FIRST USE: 20120000 FIRST USE IN
COMMERCE 20120000

97359931

70X

IC 026. US 037 039 040 042 050. G & S: Brooches for
clothing; Hair bands; Cloth patches for clothing; Decorative
backpack charms. FIRST USE: 20110900. FIRST USE IN
COMMERCE: 20110900

97359775

70X

IC 016. US 002 005 022 023 029 037 038 050. G & S: Non-
magnetically encoded gift cards; Printed Advent calendars;
Printed greeting cards. FIRST USE: 20171200. FIRST USE
IN COMMERCE: 20171200

97359715

70X

IC 009. US 021 023 026 036 038. G & S: Radio frequency
identification (RFID) tags. FIRST USE: 20130600. FIRST
USE IN COMMERCE: 20130600

97359641

70X

IC 018. US 001 002 003 022 041. G & S: Backpack straps.
FIRST USE: 20161000. FIRST USE IN COMMERCE:
20161000

97359401

70X

IC 022. US 001 002 007 019 022 042 050. G & S: Lanyards
for holding badges, keys

88582432

6874803

ZOXLIST

IC 035. US 100 101 102. G & S: Provision of an on-line
marketplace for buyers and sellers of wristbands and
bracelets. FIRST USE: 20121127. FIRST USE IN
COMMERCE: 20121127

88829957

6874820

70X

IC 014. US 002 027 028 050. G & S: Jewelry. FIRST USE:
20110801. FIRST USE IN COMMERCE: 20110801 IC 025.
US 022 039. G & S: Hoodies; T-shirts; Wristbands as
clothing. FIRST USE: 20110801. FIRST USE IN
COMMERCE: 20110801

88659217

70X

IC 016. US 002 005 022 023 029 037 038 050. G & S:
Coloring books; Prints. FIRST USE: 19911029. FIRST USE
IN COMMERCE: 20110915




IC 018. US 001 002 003 022 041. G & S: Backpacks. FIRST
86610134 |5115244 USE: 20130721. FIRST USE IN COMMERCE: 20161017
IC 025. US 022 039. G & S: Pants; Shirts; Shoes; Shorts;
Sweatshirts; Wristbands. FIRST USE: 20130721. FIRST
USE IN COMMERCE: 20130730

8. Under the ZOX brand and marks, Opposer has identified it goods and services and
distinguished them from the goods and services made and sold or offered by others by, among
other things, prominently displaying the ZOX Trademarks on products, on social media
platforms (e.g., Facebook and Instagram), places of business, and on advertising materials
promoting its goods.

9. Since at least as early as 1991, Zox International, Inc., a Nebraska Corporation,
continuously used the term ZOX, Registration No. 2,992,108 in interstate commerce as an
identifier of a variety of apparel in International Class 25. This trademark was registered on the
Principal Register on September 6, 2005, from an application filed on May 10, 2004. ZOX’s
predecessor was assigned the rights and goodwill associated with Registration No. 2,992,108 on
April 25, 2013.

10. Since at least as early as 2011, Zox, its predecessors, its related companies, or its
licensees have continuously used the term ZOX Straps, Registration No. 4,412,948 in interstate
commerce as an identifier of a variety of goods and services, including Elastic fabric wristbands
in the nature of a bracelet in International Class 14. This trademark was registered on the
Principal Register on October 8, 2013, from an application filed on October 3, 2011.

11. Since at least as early as 2011, Zox, its predecessors, its related companies, or its
licensees have continuously used the term ZOX, Registration No. 4,465,691 in interstate

commerce as an identifier of a variety of goods and services, including Wristbands in the nature




of a bracelet in International Class 14 and Wristbands; shirts in International Class 025. This
trademark was registered on the Principal Register on January 14, 2014, from an application filed
on May 31, 2013.

12.  Since at least as early as 2012, Zox, its predecessors, its related companies, or its
licensees have continuously used the term ZOXBOX, Registration No 4,759,961 in interstate
commerce as an identifier of a variety of goods and services, including Wristbands in
International Class 025. This trademark was registered on the Principal Register on June 23,
2015, from an application filed on November 2, 2014.

13. Since at least as early as 2011, Zox, its predecessors, its related companies, or its
licensees have continuously used the term ZOX, Registration No 5,233,845 in interstate
commerce as an identifier of a variety of goods and services, including Backpacks in
International Class 018 and On-line retail and wholesale store services featuring clothing
apparel, wristbands, bags and accessories in International Class 035. This trademark was
registered on the Principal Register on June 27, 2017, from an application filed on July 7, 2016.

14. Since at least as early as 2011, Zox, its predecessors, its related companies, or its
licensees have continuously used the term ZOX, Registration No 6,278,007 in interstate
commerce as an identifier of a variety of goods and services, including bracelets; Jewelry; Key
chains; Rings; Lapel pins in International Class 025. This trademark was registered on the
Principal Register on February 23, 2021 from an application filed on August 12, 2020.

15. Since at least as early as 2011, Zox, its predecessors, its related companies, or its
licensees have continuously used the term ZOX, Registration No 6,874,820 in interstate

commerce as an identifier of a variety of goods and services, including Hoodies; T-shirts;



Wristbands as clothing in International Class 025. This trademark was registered on the Principal
Register on Oct. 18, 2022 from an application filed on March 11, 2020.

16. Since at least as early as 2011, Zox, its predecessors, its related companies, or its
licensees have continuously used the term ZOX, Application Serial No. 88659217, in interstate
commerce as an identifier of artistic prints, including printed cards, printed envelopes and wall
prints featuring art from around the world.

17. Since at least as early as 2012, Zox, its predecessors, its related companies, or its
licensees have continuously used the term ZOX, Application Serial No. 97359877 in interstate
commerce as an identifier of a variety of stickers featuring artwork.

18. Since at least as early as 2017, Zox, its predecessors, its related companies, or its
licensees have continuously used the term ZOX, Application Serial No. 97359775, in interstate
commerce as an identifier of non-magnetically encoded gift cards, printed advent calendars and
printed greeting cards.

19. Since as at least as early as 2013, Zox, its predecessors, its related companies, or
its licensees have continuously used the ZOX design mark, Registration No. 5115244 in
interstate commerce as an identifier of backpacks, shirts, sweatshirts and wristbands.

20. Opposer’s trademark registrations constitutes prima facie evidence of the validity
of the ZOX trademarks, of Opposer’s ownership of the marks, and of Opposer’s exclusive right
to use these marks in connection with the goods or services specified in the registrations and in
connection with related goods and services.

21.  Opposer has used the ZOX Trademarks in connection with its products continuously
from the time the marks were adopted until the present.

22. Opposer has done collaborations with government organizations, various brands,



Fortune 100 companies, charities, musicians like Calvin Harris and Jason Dunn. Zox has also
created products bearing its ZOX trademark for many famous athletes and their athletic events
including the Michael Jordan Golf Invitational and Derek Jeter Celebrity Golf Invitational.

Below are just a few of the brands Opposer has collaborated with over the years.
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23. In addition to collaborations with athletes, ZOX has also become a favorite of
pro-golfer Mito Pereira. Pro-golfer Mito Pereira has worn ZOX brand throughout the PGA tour

as shown below.
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24.  The ZOX Trademarks have appeared in substantial advertising and promotional
campaigns for ZOX Goods throughout the United States and internationally.

25. Opposer ZOX Trademarks are inherently distinctive or have become distinctive
through acquisition of secondary meaning.

26. The presence of the ZOX Trademarks on or in connection with Opposer’s goods
and services indicates to the public that goods and services provided under the ZOX Trademarks
originate with, or are provided by, Opposer. Opposer adheres to strict quality standards in the
manufacture of its goods. Thus, the consuming public has come to associate the ZOX
Trademarks with goods and services of high quality. As a consequence of all of the foregoing,
the ZOX Trademarks have attained considerable value and the goodwill associated with them
represents a valuable business asset.

27. As aresult of Opposer’s long-term and widespread use of the highly-distinctive

10



Z0X Trademarks in the United States via Internet, product packaging, and print advertising, the
Z0OX Trademarks enjoy a high degree of consumer recognition and the ZOX Trademarks are
famous marks.

Applicant’s “ZAX”

28.  According to Trademark Office’s records, Application No. 88/845,320 for the
mark “ZAX” for use in connection with “Clothing for athletic use, namely, padded pants;
Clothing for athletic use, namely, padded shirts; Clothing for athletic use, namely, padded shorts;
Clothing, namely, hand-warmers; Clothing, namely, maternity bands; Clothing, namely, neck
tubes; Coats for babies, adults, children, women, men; Headwear for babies, adults, children,
women, men; Hooded sweatshirts for babies, adults, children, women, men; Jackets for babies,
adults, children, women, men; Pajamas for babies, adults, children, women, men; Pants for
babies, adults, children, women, men; Shirts for babies, adults, children, women, men; Shoes for
babies, adults, children, women, men; Shorts for babies, adults, children, women, men; Sweaters
for babies, adults, children, women, men; Sweatpants for babies, adults, children, women, men;
T-shirts for babies, adults, children, women, men; Trousers for babies, adults, children, women,
men” was filed on March 24, 2020, and is owned by ZAX Supply LLC. (the “’320
Application”). The 320 Application is an intent-to-use 1(b) application.

29.  The Trademark Office records also indicate that on March 24, 2020 Applicant
filed U.S. Application Serial No. 88/845,328 for a stylized version of ZAX for intended use in
connection with the same clothing goods as the ‘320 Application (the “Zax Logo”). The Zax

Logo comprising “ZAX” is shown below:
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Z A X

30. The ‘320 Application and ‘328 Application were published for opposition on Jan

uary 24, 2023. Opposer took the necessary extensions of time to timely file this Opposition.

31. On information and belief, Applicant owns or operates the website located
athttps://zaxsupply.com. Applicant’s store appear to only offer men’s hooded sweatshirts, shirts

and a pair of sweatpants.

& C @ zaxsupply.com/collections/all G e % *» 0O & :

$53.00 USD $53.00 USD

24X Performance Hydro Polo

$53.00 USD

hittpsy/zaxsupply.com/products/zax-charcoal-cotton-hoodie-v2 S
1:20PM
to sez ‘ i v
H P Type here to search » Gl ey B

$44.00 USD

32. The ‘320 Application and ‘328 Application were filed on March 24, 2020,
over three (3) years ago. At the time the 1(b) applications were filed, Applicant made a
sworn statement that it had a bona fide intent to use the marks in commerce in connection

with all of the goods in the applications. 15 U.S.C. 1051(b).
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33. According to the ‘320 Application and ‘328 Application, Applicant intends to
produce a wide array of clothing for “babies, adults, children, women, men.” However, after
three (3) years, its website very clearly targets only men and does not include most of the
goods listed in the applications.

34. On further information and belief, Applicant does not have and did not have at
the time of filing the ‘320 Application and the ‘328 Application the requisite bona fide intent

to use the applied-for marks in commerce with numerous goods.

No Bona Fide Intent to Use

35.  Opposer incorporates all previous paragraphs by reference.

36.  Applicant lacked the required a bona fide intent to use under Section 1(b)(1) of the
Lanham Act, 15 U.S.C. § 1051(b)(1) at the time it filed the ‘320 and ‘328 Applications.

37. On information and belief, Applicant did not have and does not have a bona fide
intent to use the marks in the ‘320 Application and ‘328 Application for at least the following
underlined goods:

Clothing for athletic use, namely, padded pants; Clothing for athletic use, namely, padded shirts;
Clothing for athletic use, namely, padded shorts; Clothing, namely, hand-warmers; Clothing,

namely, maternity bands; Clothing, namely, neck tubes; Coats for babies, adults, children

women, men; Headwear for babies, adults, children, women, men; Hooded sweatshirts for

babies, adults, children, women, men; Jackets for babies, adults, children, women, men; Pajamas

for babies, adults, children, women, men; Pants for babies, adults, children, women, men; Shirts

for babies, adults, children, women, men; Shoes for babies, adults, children, women, men; Shorts
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for babies, adults, children, women, men; Sweaters for babies, adults, children, women, men;

Sweatpants for babies, adults, children, women, men; T-shirts for babies, adults, children,

women, men; Trousers for babies, adults, children, women, men” (“Applicant’s Goods”).

38.  Thus, Applicant’s ‘320 Application and ‘328 Applications should be found void ab
initio as to the entire class of goods.

Fraud In The Application

39. Opposer incorporates all previous paragraphs by reference.

40. On information and belief, when the ‘320 and ‘328 Applications were filed, Applicant
knowingly made a false, material representation of fact with the intent of obtaining or maintain-
ing a registration to which it is otherwise not entitled.

41.  Upon information and belief, Applicant knew it did not intend to use the ZAX
word mark and the logo in connection with goods such as maternity bands and headwear for ba-
bies yet nevertheless prosecuted its trademark applications with all of these goods in an attempt
to mislead the TM Office to procure a registration for all of the applied-for goods.

Priority and Likelihood of Confusion

Trademark Act Section 2(d)

42. Opposer incorporates all previous paragraphs by reference.

43. According to the ‘320 and ‘328 Applications, as of March 24, 2020, Applicant was
only intending to use its marks in commerce and not used its marks in commerce as of its filing
date.

44. Opposer’s use of the ZOX trademark, including in connection with apparel in Class
25 was long prior to Applicant’s filing date or use in commerce.

45. The dominant features of Applicant’s Applied-for-Mark—*“Z” and “X”—are
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identical to the ZOX Trademarks. But for a single letter, Applicant’s applied-for ZAX mark is
identical to the ZOX trademark and is confusingly similar to Opposer’s Mark in appearance,
sound and meaning.

46. The ZAX Logo comprising ZAX is also confusingly similar to Opposer’s ZOX
trademark and Zox Logo.

47. In addition to the marks being confusingly similar, the goods allegedly offered
for sale or sold by Applicant are identical and similar to the goods offered and sold by Opposer
and on information and belief will be offered to identical or highly similar types of consumers
which will cause confusion amongst consumers as to the source or supplier of such goods.

48. Applicant’s applied-for-marks so resemble the ZOX Trademarks, as to be likely
to cause confusion, or cause mistake, or to deceive, in violation of Section 2(d) of the Trademark
Act, 15 U.S.C. §1052(d), when used on or in connection with Applicant’s goods.

49. Registration of Applicant’s ZAX marks that are the subject of the ‘320 and ‘328
Applications will injure ZOX by causing the trade or purchasing public to be confused or
deceived into believing that Applicant’s goods are those of ZOX or are sponsored by ZOX, and
will place a cloud over ZOX’ title to its ZOX marks, in violation of Section 2(d) of the
Trademark Act, 15 U.S.C. § 1052(d).

50. Opposer’s open and continuous use in commerce of the ZOX Trademarks has
created rights superior to any priority date, filing date, or date of first use upon which Applicant
may rely.

51.  The ZOX Trademarks were well established and famous before any priority date
upon which Applicant can rely. The registration by Applicant of the ZAX marks in a class that is

identical to the ZOX Goods would diminish and dilute the distinctive quality of Zox’ rights in its
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famous ZOX Trademarks in violation of 15 U.S.C. §1125(c). Moreover, the registration by
Applicant would diminish the advertising value of the ZOX Trademarks, and such registration
would, in the event of any quality problems involving Applicant’s Goods, tarnish the
distinctiveness of the ZOX Trademarks.

Dilution
U.S.C. § 1125(¢c)(1)

52. Opposer incorporates all previous paragraphs by reference.

53. The ZOX Trademarks were well established and famous before any priority
date upon which Applicant can rely. Any registration issued to Applicant for a class that is
identical to the Zox’ Goods would diminish and dilute the distinctive quality of Opposer’s rights
in its famous ZOX Trademarks in violation of 15 U.S.C. §1125(c). Moreover, any registration
issued to Applicant would diminish the advertising value of the ZOX Trademarks, and such
registration would, in the event of any quality problems involving Applicant’s Goods, will
tarnish the distinctiveness of Opposer’s trademarks.

54. Applicant’s Applied-for-Mark is likely to lessen the capacity of the ZOX
Trademarks to identify and distinguish Opposer’s Goods.

55. The Application should be refused because Opposer’s rights of continuing its
present use of the ZOX Trademarks in commerce are, or would be, threatened by registration of
the mark “ZAX” for Applicant’s Goods, and because Opposer’s business would be otherwise
damaged by registration of the “ZAX” mark for Applicant’s Goods. The Application is also
inconsistent with the prior established rights of Opposer in its ZOX Trademarks and is now and
will continue to be a source of damage and injury to Opposer’s trademarks.

56.  The Application should be refused because ZOX’s rights of continuing its present

use of the ZOX Trademarks in commerce are, or would be, threatened by Applicant’s
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registration of ZAX for Applicant’s goods, because Zox’ business would be otherwise damaged
by Applicant’s registration of the ZAX mark for Applicant’s goods and Applicant lacks a bona
fide intent to use the mark in connection with all the goods listed in the ‘320 Application and the
‘328 Application.

WHEREFORE, Opposer prays that Application Serial No. 88/845,320 and Application
Serial No. 88/845,328 be rejected, and that registration for the marks sought for the goods in the

applications be denied and refused.

Respectfully submitted,

ZOX LLC

Dated: March 23, 2023 /kara kuipers/
Kara Kuipers, Esq.
7701 N FM 620
Austin, TX 78746
kara@zox.la
Tel: (310) 779-8644
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