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Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Vandelay Hospitality Group, LLC
Entity Limited Liability Company Citizenship Texas
Address 3838 OAK LAWN AVE., SUITE 1350

DALLAS, TX 75219
UNITED STATES

Attorney informa- | ROB LEBLANC

tion HAYNES AND BOONE, LLP

2323 VICTORY AVE, SUITE 700

DALLAS, TX 75219

UNITED STATES

Primary email: ipdocketing@haynesboone.com
Secondary email(s): rob.leblanc@haynesboone.com,

emily.ketterer@haynesboone.com
2146515106

jeff.becker@haynesboone.com, kathy.mettee@haynesboone.com,

Docket no. 61825.20

Applicant information

514 N PACIFIC COAST HWY
REDONDO BEACH, CA 90277
UNITED STATES

Application no. 97273532 Publication date 02/14/2023
Opposition filing 02/20/2023 Opposition period | 03/16/2023
date ends

Applicant Hudson House Redondo Beach, LLC

Goods/services affected by opposition

Class 043. First Use: Jun 17, 2008 First Use In Commerce: Jun 17, 2008

taurant carryout services

All goods and services in the class are opposed, namely: Restaurant and bar services, including res-

Grounds for opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Applicant not rightful owner of mark for identified | Trademark Act Section 1
goods or services

Consists of or comprises a name, portrait, or sig- | Trademark Act Section 2(c)
nature of a living individual without written con-
sent, or the name, portrait, or signature of a de-
ceased president without the written consent of



https://estta.uspto.gov

| the surviving spouse |

Mark cited by opposer as basis for opposition

U.S. application 97775248 Application date 01/31/2023
no.
Registration date | NONE Foreign priority NONE
date
Word mark HUDSON HOUSE
Design mark
Description of NONE
mark
Goods/services Class 043. First use: First Use: Jul 2017 First Use In Commerce: Jul 2017

Bar services; Catering services; Restaurant and bar services, including restaur-
ant carryout services; Restaurant services; Take-out restaurant services

Related proceed- | Hudson House Redondo Beach, LLC vs. Vandelay Hospitality Group, LLC (C.D.

ings Cal., 2:23-cv-00442, filed January 20, 2023).

Attachments Notice of Opposition Hudson House final for filing 2-20-23.pdf(159316 bytes )
Exhibits Notice of Opposition Hudson House.pdf(3600960 bytes )

Signature /Rob LeBlanc/

Name Rob LeBlanc

Date 02/20/2023




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Vandelay Hospitality Group, LLC N Mark: HUDSON HOUSE
§ - Serial No. 97/273,532
Opposer N
§
V. N
§
Hudson House Redondo Beach, LL.C § Opposition No.
§
Applicant. §
NOTICE OF OPPOSITION

Vandelay Hospitality Group, LLC (“Opposer”), a Texas limited liability company, having an
address at 3838 Oak Lawn Ave., Suite 1350, Dallas, Texas 75219, believes that it will be damaged by
registration of Application Serial No. 97/273,532 for HUDSON HOUSE (“Applicant’s Mark” or
“Applicant’s Application”) owned by Hudson House Redondo Beach, LLC (“Applicant”), a California
limited liability company, having an address at 514 N Pacific Coast Hwy., Redondo Beach, California
90277 and published for purposes of opposition in the Official Gazette on February 14, 2023, and hereby
opposes same.

As grounds for opposition, Opposer alleges as follows:

1. Opposer is a well-known operator of many, highly successful restaurants in Texas and
California that do business under the names and trademarks Hudson House, East Hampton Sandwich
Company, Drake’s Hollywood, Lucky’s Hot Chicken, D.L. Mack’s, and Brentwood.

2. In 2017, Opposer opened its first “Hudson House” branded restaurant in Dallas, Texas.
Since that time, due to the tremendous success of the concept and goodwill garnered among the consuming
public, Opposer has opened additional Hudson House restaurants in: 1) Beverly Hills, California, 2)
Addison, Texas, 3) the Lakewood neighborhood of Dallas, Texas, and 4) Irving, Texas.

3. Since at least as early as 2017, Opposer has continuously used its HUDSON HOUSE mark

(“Opposer’s Mark™) for, among other things, restaurant and bar services in U.S. commerce.
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4. Opposer is the owner of U.S. App. No. 97/775,248 for the mark HUDSON HOUSE filed
with the USPTO on January 31, 2023. See Exhibit A (“Opposer’s Application™).

5. Opposer uses Opposer’s Mark in connection with, infer alia, restaurant and bar services
and catering services (collectively, “Opposer’s Services”) in interstate commerce.

6. Opposer has expended considerable amounts of time, labor, and money designing,
developing, promoting, and protecting its rights in Opposer’s Mark and the business it represents.

7. Opposer has built extensive goodwill in connection with the provision of Opposer’s
Services under Opposer’s Mark.

8. Applicant was formed as a legal entity with the State of California on August 28, 2020.
See Exhibit B, California Secretary of State Record for Hudson House, LLC.

9. Applicant operates a single restaurant in Redondo Beach, California under the name
“Hudson House” which, upon information and belief, it opened in 2021.

10. On Applicant’s website, it claims that the restaurant was named after the son of chefs
Brooke Williamson and Nick Roberts, Hudson Roberts. See Exhibit C, Printout of Applicant’s Website at
www.hudsonhousebar.com/about.

11. Upon information and belief, Hudson Roberts has no affiliation with Applicant or its
restaurant named “Hudson House.”

12. The term HUDSON in Applicant’s HUDSON HOUSE mark identifies a particular living
individual, namely, Hudson Roberts.

13. On February 18, 2022, Applicant filed Applicant’s Application covering “Restaurant and
bar services, including restaurant carryout services,” in Class 43 (“Applicant’s Services”) alleging a date
of first use of June 17, 2008. Applicant, however, was not legally formed until August 28, 2020, and did
not open its restaurant under Applicant’s Mark until sometime in 2021.

14. Upon information and belief, Applicant is attempting to claim rights in the mark HUDSON
HOUSE from a prior restaurant that had been operated by a third party, but any such prior rights were
abandoned before they could have been acquired by Applicant, were not properly transferred from such
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third party to Applicant, and/or cannot be legally asserted by Applicant as its use of Applicant’s Mark is
not sufficiently equivalent to the use by such third party to satisfy the doctrine of tacking.

15. Applicant has not provided or made of record with the USPTO the written consent of
Hudson Roberts to use and register his name as part of Applicant’s Mark, nor has Applicant provided or
made of record any basis that affords it the right to tack back its rights in Applicant’s Mark to 2008.

16. Applicant’s Application was filed in the name of Hudson House, LLC, which is and was
at the time of filing an existing California limited liability company with no association or affiliation with
Applicant. See Exhibit D, California Secretary of State Record for Hudson House, LLC.

17. On June 23, 2022, Applicant filed a Voluntary Amendment requesting that the owner of
Applicant’s Application be amended from Hudson House, LLC to Hudson House Redondo Beach, LLC.
Exhibit E, Voluntary Amendment filed in relation to Applicant’s Application.

18. Upon information and belief, Applicant has never been known as Hudson House, LLC, as
another, unrelated entity has registered that name with the California Secretary of State. See Exhibit D.

19. Instead, Applicant filed its Articles of Organization under the name Hudson House
Redondo Beach, LL.C on August 28, 2020, and has never filed any request for a change of name. See
Exhibit B, Articles of Organization for Hudson House Redondo Beach, LLC.

20. On June 29, 2022, Applicant sent a cease-and-desist letter to Opposer in which it demanded
that Opposer not open under the HUDSON HOUSE mark in California, immediately cease all marketing
and advertising under the HUDSON HOUSE brand, and transition to a new name other than HUDSON
HOUSE outside of California. See Exhibit F, Cease and Desist letter sent by Applicant to Opposer.

21. On January 20, 2023, Applicant filed a lawsuit against Opposer in the United States District
Court for the Central District of California alleging common law trademark infringement, false designation
of origin, and unfair business practices under California law and requests, inter alia, damages relating to
Opposer’s use of the HUDSON HOUSE mark and an injunction prohibiting use of Opposer’s HUDSON
HOUSE mark (“Federal Suit”). See Exhibit G, Complaint filed by Applicant, Hudson House Redondo
Beach, LLC vs. Vandelay Hospitality Group, LLC (C.D. Cal., 2:23-cv-00442, filed January 20, 2023).
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22. On February 15,2023, Opposer filed its Answer to the Federal Suit. See Exhibit H, Answer
filed by Opposer, Hudson House Redondo Beach, LL.C vs. Vandelay Hospitality Group, LLC (C.D. Cal.,
2:23-cv-00442).

23. Opposer is a competitor of Applicant and due to Opposer’s priority of use of the HUDSON
HOUSE mark has a cognizable right to continue using the mark to identify its restaurants.

24, If Applicant’s Application is permitted to register, the registration will be used by
Applicant against Opposer as shown by the Federal Suit, which would damage and injure Opposer.

COUNT 1- PRIORITY AND LIKELIHOOD OF CONFUSION

25. Opposer’s rights in Opposer’s Mark predate the filing of Applicant’s Application and any
use by Applicant of Applicant’s Mark, thereby giving Opposer priority over Applicant’s Application.

26. If Applicant is allowed to register Applicant’s Application, consumers familiar with
Opposer’s Mark will incorrectly assume that Opposer or its affiliates are the origin of Applicant’s offerings,
or that Applicant’s use and registration of the Applicant’s Mark is somehow licensed or otherwise endorsed
by Opposer, when it is not.

217. Applicant’s use and registration of Applicant’s Mark in connection with Applicant’s
Services are likely to cause consumers to become confused, mistaken, or deceived and to falsely suggest a
connection with Opposer within the meaning of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

COUNT 2- APPLICANT’S MARK IDENTIFIES A LIVING INDIVIDUAL

28. Section 2(c) of the Lanham Act prohibits registration on the Principal Register a mark
which “consists of a name, portrait, or signature identifying a particular living individual except by his

written consent.”

29. Applicant’s Mark consists of the name of a particular living individual, namely, Hudson
Roberts.

30. No written consent of Hudson Roberts is of record for Applicant’s Application.
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31. The consuming public would reasonably assume a connection between Applicant’s Mark
and Hudson Roberts, as the Applicant’s website publicly connects Applicant’s Mark to Hudson Roberts by
explaining that the restaurant was named after him.

32. Applicant’s Application should be denied registration because it violates Section 2(c) of
the Lanham Act, 15 U.S.C. § 1052(c).

COUNT 3- VOID AB INITIO

33. An application based on use in commerce under 15 U.S.C. §1051(a), such as Applicant’s
Application, must be filed by the party who owns the mark on the application filing date. If the applicant
does not own the mark on the application filing date, the application is void. When an application is filed
in the name of the wrong party, this defect cannot be cured by amendment or assignment. 37 C.F.R.
§2.71(d).

34, If a party applying to register a mark is, in fact, the owner of the mark, but there is a mistake
in the manner in which the name of the applicant is set out in the application, the mistake, in only certain
limited situations, may be corrected by amendment. However, the application may not be amended to
designate another entity as the applicant. 37 C.F.R. §2.71(d). An application filed in the name of the wrong
party is void and cannot be corrected by amendment. 37 C.F.R. §2.71(d).

35. Applicant’s Application was filed in the name of Hudson House, LLC.

36. Hudson House, LLC was at the time of the filing and still is an existing California limited
liability company with whom Applicant has no affiliation or relation.

37. Applicant’s Application was filed in the name of the wrong party and is therefore void and
cannot be corrected by amendment. 37 C.F.R. §2.71(d).

38. Applicant’s trade name is not Hudson House, LL.C and, therefore, it does not fall within an
exception permitting amendment of its application from Hudson House, LLC to Hudson House Redondo

Beach, LLC.
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CLAIM FOR RELIEF/DAMAGE

39. By reason of the foregoing, Opposer will be irreparably damaged by the registration of
Applicant’s Mark, and, in view of the facts that Opposer has priority over Applicant with respect to
Applicant’s Mark, Applicant does not have the written consent of Hudson Roberts, a particular living
individual, to register a trademark consisting of his name, and Applicant filed Applicant’s Application in
the name of an existing entity with whom Applicant has no relation, Applicant is not entitled to the
registration of Applicant’s Mark pursuant to the Lanham Act.

40. Applicant’s Application was published for purposes of opposition in the Official Gazette
on February 14, 2023. The filing of this Notice of Opposition is therefore timely.

WHEREFORE, Opposer requests that the Trademark Trial and Appeal Board grants this
Opposition and denies registration of Applicant’s Application, namely, U.S. Trademark Serial No.
97/273,532.

Respectfully submitted,
Vandelay Hospitality Group, LL.C

Date: February 20,2023 By: s/Rob LeBlanc/
Rob LeBlanc
Jeffrey M. Becker
Attorneys for Opposer
HAYNES AND BOONE, LLP
2323 Victory Avenue, Suite 700
Dallas, Texas 75219
Telephone: 214/651-5106
Facsimile: 214/200-0707
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EXHIBIT A
Opposer’s Application
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2/20/23, 8:46 AM Trademark Status & Document Retrieval

For assistance with TSDR, email teas@uspto.gov and include your serial number, the document you are looking for, and a screenshot of any error messages you have received.

Processing Wait Times: Please note that due to an extraordinary surge in applications, processing times are longer than usual. See current trademark processing wait times for more information.

STATUS DOCUMENTS Back to Search Print
Generated on: This page was generated by TSDR on 2023-02-20 09:44:37 EST
Mark: HUDSON HOUSE

HUDSON HOUSE

US Serial Number: 97775248 Application Filing Date: Jan. 31, 2023
Filed as TEAS Plus: Yes Currently TEAS Plus: Yes
Register: Principal
Mark Type: Service Mark
TM5 Common Status Descriptor: LIVE/APPLICATION/Awaiting Examination

The trademark application has been accepted by the Office (has met the minimum filing requirements) and has not yet been
assigned to an examiner.

Status: New application awaiting assignment to an examining attorney. See current k pr ing_wait times for more information.

Status Date: Feb. 03, 2023

Mark Information

Mark Literal Elements: HUDSON HOUSE
Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
« Brackets [..] indicate deleted goods/services;
« Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
o Asterisks *..* identify additional (new) wording in the goods/services.

For: Bar services; Catering services; Restaurant and bar services, including restaurant carryout services; Restaurant services; Take-out restaurant services
International Class(es): 043 - Primary Class U.S Class(es): 100, 101
Class Status: ACTIVE
Basis: 1(a)

First Use: Jul. 2017 Use in Commerce: Jul. 2017

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: No
Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Vandelay Hospitality Group, LLC

Owner Address: 3838 Oak Lawn Ave., Suite 1350
Dallas, TEXAS UNITED STATES 75219

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where Organized: TEXAS

Attorney/Correspondence Information

Attorney of Record
Attorney Name: Rob LeBlanc Docket Number: 61825.23
Attorney Primary Email Address: ipdocketing@haynesboone.com Attorney Email Authorized: Yes
Correspondent

Correspondent Name/Address: ROB LEBLANC
HAYNES AND BOONE, LLP
2323 VICTORY AVE, SUITE 700
DALLAS, TEXAS UNITED STATES 75219

Phone: 214-651-5106 Fax: 214-200-0707

Corr e-mail: ipdocketing@haynesboone.com rob.leblanc@haynesboone.com Correspondent e-mail Authorized: Yes
kathy.mettee@haynesboone.com brie.bauer@haynesboone.com

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding Number
Feb. 18, 2023 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED
Feb. 03, 2023 NEW APPLICATION ENTERED

https://tsdr.uspto.gov/#caseNumber=97775248&caseType=SERIAL_NO&searchType=statusSearch 1/2
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TM Staff and Location Information

TM Staff Information - None
File Location

Current Location: NEW APPLICATION PROCESSING Date in Location: Feb. 03, 2023
Assignment Abstract Of Title Information - None recorded

Proceedings - None recorded
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EXHIBIT B

California Secretary of State Record for Hudson House
Redondo Beach, LLC
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Electronic Filing

California Secretary of State

Secretary of State
State of California

LLC Registration — Articles of Organization

Entity Name:

Entity (File) Number:
File Date:

Entity Type:
Jurisdiction:

Hudson House Redondo Beach, LLC

202024510220
08/28/2020

Domestic LLC
California

Detailed Filing Information

1. Entity Name:

2. BusinessAddresses:

a. Initial Street Address of
Designated Office in California:

b. Initial Mailing Address:

3. Agent for Service of Process:

4. Management Structure:

5. Purpose Statement:

Electronic Signature:

Hudson House Redondo Beach, LLC

509 South Francisca Avenue
Redondo Beach, California 90277
United States

509 South Francisca Avenue
Redondo Beach, California 90277
United States

Mickey Schoen

509 South Francisca Avenue
Redondo Beach California 90277
United States

One Manager

The purpose ofthe limited liability
company is to engage in any lawful act
or activity for which a limited liability
company may be organized under the
California Revised Uniform Limited
Liability Company Act.

The organizer affirms the information contained herein is true and correct.

Organizer:

Cheyenne Moseley

Use bizfile.sos.ca.gov for online filings, searches, business records, and resources.



STATE OF CALIFORNIA

California Secretary of State
1500 11th Street
Sacramento, California 95814
(916) 653-3516

Office of the Secretary of State
STATEMENT OF INFORMATION
LIMITED LIABILITY COMPANY

BA20221103158

For Office Use Only
-FILED-

File No.: BA20221103158
Date Filed: 11/9/2022

Entity Details
Limited Liability Company Name
Entity No.
Formed In

HUDSON HOUSE REDONDO BEACH, LLC

202024510220
CALIFORNIA

Street Address of Principal Office of LLC
Principal Address

514 NORTH PACIFIC COAST HIGHWAY
REDONDO BEACH, CA 90277

Mailing Address of LLC
Mailing Address

Attention

514 NORTH PACIFIC COAST HIGHWAY
REDONDO BEACH, CA 90277

Street Address of California Office of LLC
Street Address of California Office

514 NORTH PACIFIC COAST HIGHWAY
REDONDO BEACH, CA 90277

Manager(s) or Member(s)

Manager or Member Name

Manager or Member Address

Katherine Marie Failor

514 N PACIFIC COAST HWY
REDONDO BEACH, CA 90277

B Jessicatotbara

5791+ PIONEER-AVENUE
EASVEGASNV-89146

Agent for Service of Process
Agent Name

Agent Address

MICKEY SCHOEN

514 N PACIFIC COAST HWY
REDONDO BEACH, CA 90277

9335 JO AIe381095 BTUIOITTRD AQ POATSDO9Y WA Z2T1:¢T 2202/60/TIT 0029-8£21d

Type of Business
Type of Business

RESTAURANT

Email Notifications
Opt-in Email Notifications

Yes, | opt-in to receive entity notifications via email.

Chief Executive Officer (CEO)

CEO Name

CEO Address

Katherine Failor

514 N PACIFIC COAST HWY
REDONDO BEACH, CA 90277

Labor Judgment

wage order or provision of the Labor Code.

No Manager or Member of this Limited Liability Company has an outstanding final judgment issued by the Division
of Labor Standards Enforcement or a court of law, for which no appeal therefrom is pending, for the violation of any
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Electronic Signature

X By signing, I affirm under penalty of perjury that the information herein is true and correct and that | am authorized by
California law to sign.

Katherine Failor 11/09/2022

Signature Date

93els Jo AIe32I095 BTUIOITTED AQ PSATSD08Y WA ZT1:2¢T 2202/60/1T 1029-8€£21d
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EXHIBIT C

Printout of Applicant’s Website at
www. hudsonhousebar.com/about
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hudsonhousebar.com/about

ABOUT RESERVATIONS MENUS ONLINE ORDERING PRIVATE EVENTS GIFT CARDS

Hudson House in Redondo Beach was opened in early 2008 by Chefs Brooke Williamson and Nick Roberts, aptly named after their newborn Hudson. For over 11 years, they built a restaurant focused on the
neighborhood, good food and cocktails which quickly helped grow the business into what it is today, a loved South Bay staple. In 2020, Nick & Brooke sadly stepped away from the business as a result of the
stresses of COVID-19. In 3 happy turn of events, their former Director of Operations, Kate Failor jumped in to help keep Hudson House alive. Afew changes and a lot of love, The new Hudson House was born.
With a surf shack vibe Hudsen House now displays a curation of pieces from local artists and photographers all inspired by the beach and Southern California lifestyle. Blending together good food, amazing

cocktails and a welcoming space, Hudson House is sure to be your favorite local bar and restaurant!

110.0.5481.78 2/20/2023 8:52:34 AM



EXHIBIT D

California Secretary of State Record for Hudson House, LLC
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Electronic Filing

California Secretary of State

Secretary of State
State of California

LLC Registration — Articles of Organization

Entity Name:

Entity (File) Number:
File Date:

Entity Type:
Jurisdiction:

Hudson House LLC

201919910163
07/16/2019
Domestic LLC
California

Detailed Filing Information

1. Entity Name:

2. BusinessAddresses:

a. Initial Street Address of
Designated Office in California:

b. Initial Mailing Address:

3. Agent for Service of Process:

4. Management Structure:

5. Purpose Statement:

Electronic Signature:

Hudson House LLC

2472 Vista Wood Circle #33
Thousand Oaks, California 91362
United States

2472 Vista Wood Circle #33
Thousand Oaks, California 91362
United States

LEGALZOOM.COM, INC. (C2967349)

All LLC Member(s)

The purpose ofthe limited liability
company is to engage in any lawful act
or activity for which a limited liability
company may be organized under the
California Revised Uniform Limited
Liability Company Act.

The organizer affirms the information contained herein is true and correct.

Organizer:

By: Cheyenne Moseley, Assistant
Secretary of Legalzoom.com, Inc.

Use bizfile.sos.ca.gov for online filings, searches, business records, and resources.



STATE OF CALIFORNIA

California Secretary of State
1500 11th Street
Sacramento, California 95814
(916) 653-3516

Office of the Secretary of State
STATEMENT OF INFORMATION
LIMITED LIABILITY COMPANY

BA20220611377

For Office Use Only
-FILED-

File No.: BA20220611377
Date Filed: 8/3/2022

Entity Details
Limited Liability Company Name
Entity No.
Formed In

HUDSON HOUSE LLC
201919910163
CALIFORNIA

Street Address of Principal Office of LLC
Principal Address

1128 DULZURA DRIVE
MONTECITO, CA 93108

Mailing Address of LLC
Mailing Address

Attention

1128 DULZURA DRIVE
MONTECITO, CA 93108

Street Address of California Office of LLC
Street Address of California Office

1128 DULZURA DRIVE
MONTECITO, CA 93108

Manager(s) or Member(s)

Manager or Member Name

Manager or Member Address

B David Daniel Hudson

1128 DULZURA DRIVE
MONTECITO, CA 93108

Agent for Service of Process
California Registered Corporate Agent (1505)

LEGALZOOM.COM, INC.
Registered Corporate 1505 Agent

Type of Business
Type of Business

Property Management

93e3S JO AIe38I1095 BTIUIOITTRD AQ POATSD09Y WV T1Z:6 220Z/€£0/80 T1.88-8L60d

Email Notifications
Opt-in Email Notifications

No, | do NOT want to receive entity notifications via email. |
prefer notifications by USPS mail.

Chief Executive Officer (CEO)

CEO Name

CEO Address

84+ Mercedestane #1144
Redding,—CA-96003

Labor Judgment

wage order or provision of the Labor Code.

A Manager or Member of this Limited Liability Company has an outstanding final judgment issued by the Division of
Labor Standards Enforcement or a court of law, for which no appeal therefrom is pending, for the violation of any
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Electronic Signature

X By signing, I affirm under penalty of perjury that the information herein is true and correct and that | am authorized by
California law to sign.

Chell enne Moselell , Asst. Sec., LegalZoom.com, Inc., OBO filing entit(] 08/03/2022

Signature Date

93els JOo AIel2I09g BTUIOJITTIED AQ POATS09Y WV 126 2202/€0/80 CL88-8L609
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EXHIBIT E

Voluntary Amendment filed in relation to Applicant’s
Application
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PTO- 1966
Approved for use through 11/30/2023. OMB 0651-0050

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

Voluntary Amendment

The table below presents the data as entered.

SERIAL NUMBER 97273532

MARK SECTION

MARK mark

LITERAL ELEMENT HUDSON HOUSE
STANDARD CHARACTERS YES
USPTO-GENERATED IMAGE YES

MARK STATEMENT

OWNER SECTION (current)

The mark consists of standard characters, without claim to any particular font style,

size or color.

NAME Hudson House LLC
MAILING ADDRESS 514 N Pacific Coast Hwy
CITY Redondo Beach

STATE California

ZIP/POSTAL CODE 90277

COUNTRY/REGION/JURISDICTION/U.S. TERRITORY
PHONE
EMAIL

OWNER SECTION (proposed)

United States
310-372-0006
XXXX

NAME Hudson House Redondo Beach LLC
MAILING ADDRESS 514 N Pacific Coast Hwy

CITY Redondo Beach

STATE California

ZIP/POSTAL CODE 90277
COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

PHONE 310-372-0006

EMAIL XXXX
CORRESPONDENCE INFORMATION (current)

NAME JOSHUA KUSHNER

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES)

jkushner@thekushneroffices.com

kate.failor@gmail.com

CORRESPONDENCE INFORMATION (proposed)

https://tsdr.uspto.gov/documentviewer?caseld=sn97273532&docld=PRA20220623200830#docIndex=13 &page=1

Feb. 20, 2023


https://tmng-al.uspto.gov/resting2/api/img/97273532/large

NAME

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE
SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES)
SIGNATURE SECTION

RESPONSE SIGNATURE

SIGNATORY'S NAME

SIGNATORY'S POSITION

SIGNATORY'S PHONE NUMBER

DATE SIGNED

ROLE OF AUTHORIZED SIGNATORY

SIGNATURE METHOD

FILING INFORMATION SECTION

SUBMIT DATE

TEAS STAMP

To the Commissioner for Trademarks:

Application serial no. 97273532 HUDSON HOUSE(Standard Characters, see https://tmng-al.uspto.gov/resting2/api/img/97273532/large) has

been amended as follows:

OWNER AND/OR ENTITY INFORMATION
Applicant proposes to amend the following:

Current: Hudson House LLC, a limited liability company legally organized under the laws of California, having an address of

514 N Pacific Coast Hwy
Redondo Beach, California 90277
United States

Email Address: XXXX
310-372-0006

Proposed: Hudson House Redondo Beach LLC, a limited liability company legally organized under the laws of California, having an address of

514 N Pacific Coast Hwy
Redondo Beach, California 90277
United States

Email Address: XXXX
310-372-0006

Correspondence Information (current):
JOSHUA KUSHNER

Joshua Kushner
jkushner@thekushneroffices.com

kate.failor@gmail.com

/Joshua Kushner/

Joshua Kushner

attorney of record

8188502749

06/23/2022

Authorized U.S.-Licensed Attorney

Signed directly within the form

Thu Jun 23 11:13:16 ET 2022

USPTO/PRA-XXXX:XXXX: XXXX:
XXXXX XXX XX XX XX XX XXXX-
20220623111316321544-9727
3532-80052667dab66b8179d0
6bac2722332£339¢51626af48
441f69b842e88355d5-N/A-N/
A-20220623110837197186

Voluntary Amendment

PRIMARY EMAIL FOR CORRESPONDENCE: jkushner@thekushneroffices.com

https://tsdr.uspto.gov/documentviewer?caseld=sn97273532&docld=PRA20220623200830#docIndex=13&page=1

Feb. 20, 2023



SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): kate.failor@gmail.com

Correspondence Information (proposed):
Joshua Kushner
PRIMARY EMAIL FOR CORRESPONDENCE: jkushner@thekushneroffices.com
SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): kate.failor@gmail.com

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the owner/holder and the
owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark Electronic
Application System (TEAS).

SIGNATURE(S)

Voluntary Amendment Signature

Signature: /Joshua Kushner/  Date: 06/23/2022
Signatory's Name: Joshua Kushner

Signatory's Position: attorney of record

Signatory's Phone Number: 8188502749 Signature method: Signed directly within the form

The signatory has confirmed that he/she is a U.S.-licensed attorney who is an active member in good standing of the bar of the highest court of a
U.S. state (including the District of Columbia and any U.S. Commonwealth or territory); and he/she is currently the owner's/holder's attorney or
an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S.-licensed attorney not currently associated
with his/her company/firm previously represented the owner/holder in this matter: the owner/holder has revoked their power of attorney by a
signed revocation or substitute power of attorney with the USPTO; the USPTO has granted that attorney's withdrawal request; the owner/holder
has filed a power of attorney appointing him/her in this matter; or the owner's/holder's appointed U.S.-licensed attorney has filed a power of
attorney appointing him/her as an associate attorney in this matter.

Mailing Address: JOSHUA KUSHNER
THE KUSHNER LAW OFFICES

4532 KRAFT AVE.

NORTH HOLLYWOOD, California 91602
Mailing Address: Joshua Kushner

THE KUSHNER LAW OFFICES

4532 KRAFT AVE.

NORTH HOLLYWOOD, California 91602

Serial Number: 97273532

Internet Transmission Date: Thu Jun 23 11:13:16 ET 2022

TEAS Stamp: USPTO/PRA-XXXX: XXXX:XXXX:XXXX: XXXX:XXXX:
XXXX:XXXX-20220623111316321544-97273532-
80052667dab66b8179d06bac2722332339¢5162
6af48441169b842e88355d5-N/A-N/A-20220623

110837197186

https://tsdr.uspto.gov/documentviewer?caseld=sn97273532&docld=PRA20220623200830#docIndex=13&page=1  Feb. 20, 2023



EXHIBIT F

Cease and Desist letter sent by Applicant to Opposer

NOTICE OF OPPOSITION OF U.S. SER. NO. 97/273,532
Vandelay Hospitality Group, LLC v. Hudson House Redondo Beach, LLC



Gregory K. Nelson

Attorney at Law

16236 San Dieguito Rd, Suite 5-20
PO Box 675963

WEEKS Rancho Santa Fe, CA 92067
NELSON (858) 794-2143

nelson@weeksnelson.com
June 29, 2022

Vandelay Hospitality Group
Attn: Hunter Pond, CEO
Copy: Chris McNeill

Via email meneill@bmeounsel.com

Re: HUDSON HOUSE Trademark Infringement & Dilution

Mr. Pond,

Our office represents Hudson House Redondo Beach, LLC (“Hudson House”). We are writing you this
cease and desist letter in connection with your violation of Hudson House’s intellectual property rights. Your use of
our client’s name and trademark is a violation of its common law trademark rights, common law service right marks,
and constitutes trademark infringement and dilution under the Lanham Act, 15 U.S.C. § 1125.

You are likely aware that Hudson House is the owner, purveyor and brand of the Hudson House restaurant
located in Redondo Beach, California: https://www.hudsonhousebar.com. The restaurant was founded by Chefs

Brooke Williamson (from 7aop Chef) and Nick Roberts in 2008, and been in business ever since, continuously using
the same name for its restaurant. It is a well-known restaurant and location in Los Angeles. Hudson House has
continually used its mark in advertising campains and in the community, including through its website and social
media, including Instagram (@hudsonhousebar), Facebook (@HudsonHouseLLA), and  Twitter
(@HudsonHouseBar). Hudson House is actively involved in the community with its efforts to promote its brand
including sponsorship and hosting of local events. As a result of all these efforts, Hudson House’s customers, and the
general public, have come to recognize Hudson House as an established and successful business. This is especially
true in the Los Angeles area. In addition, Hudson House has a pending application for its mark: U.S Trademark
Application Serial Number 97273532.

We understand that the Vandelay Hospitality Group (“VHG”) has several restaurant brands, including its
own “Hudson House,” which was opened in 2017 and primarily located in the Dallas area. Our client was unaware
of your restaurants until you apparently began the process of opening a “Hudson House” restaurant on Sunset in
West Hollywood. Despite not even being open, your “Hudson House” is causing confusion with the LA-based
Hudson House. This appears to be a clear issue of trademark infringement, and we request that you cease using the
name Hudson House in association with the location here, and throughout the country.

Under both the federal Lanham act and common law, trademark infringement occurs when a party utilizes
a trade or service mark that creates a likelihood of consumer confusion. Your use of our client’s HUDSON HOUSE
mark creates the impression that the two location — Redondo beach and your West Hollywood location — are an
associated business relationship. In the past few months, Hudson House has received a number of reports of actual
consumer confusion. The following represent a few of the confused consumers, which is undoubtedly a small portion

of a larger confusion.



June 29, 2022
Page 2 of 3

e In January, an eater from one of your Texas restaurants reached out to my client and asked if we were
opening a location in West Hollywood.

e A pastry chef contacted Hudson House regarding a position at the West Hollywood Hudson House
location, indicating that her friend wanted to apply. The chef believed that your new location was my
client’s Hudson House location.

e A consumer posted an Opentable (positive) review of my client and the wonderful eating experience
that they had at the Hudson House Dallas location. Of course, my client does not have a location in
Dallas, but the consumer believed my client was you.

e Hudson House has received numerous phone calls asking to clarify whether they were the “Redondo
Beach or West Hollywood location.”

e Iinally, just prior to sending this letter, Hudson House received another email evidencing actual
confusion. In response to LA Eater (La.eater.com) posting an image of your unfinished store front in
Hollywood, a contractor reached out to Hudson House interested in connecting and discussing what
he can do to help finish the construction project.

Clearly, consumers are confused by your use and opening of a Hudson House location within a few miles
of my client’s legendary location. Not only eaters but potential employees and even general contractors appear to
be confused.

I have taken the liberty of copying your attorney, Mr. McNeill, who I am sure will direct you to the
appropriate legal authority. The landmark authority on trademark infringement outlines the factors to consider
when assessing trademark infringement: (1) strength of the mark; (2) proximity of the goods; (3) similarity of the
marks; (4) evidence of actual confusion; (5) marketing channels used; (6) type of goods and the degree of care likely
to be exercised by the purchaser; (7) the infringer’s intent in selecting the mark; and (8) likelihood of expansion of
the product lines. M2 Sofiware, inc. v. Madacy Ent., 421 F.3d 1073 (9% Cir. 2005) (citing AMF Inc. v. Sleekcraft Boats, 599
F.2d 341, 348-49 (9 Cir. 1979). Considering these factors, it is clear that your use of the Hudson House brand
name is an infringement of my client’s rights. In reviewing these factors, “it is ‘the totality of the facts in a given case
that is dispositive.”” Pom Wonderful LLC v. Hubbard, 775 ¥.3d 118, 1125 (9t Cir. 2014) (quoting Entrepreneur Media, Inc.
v. Smith, 279 F.3d 1135, 1140 (9 Cir. 2002)). However, “[e]vidence of actual confusion by consumers is strong
evidence of likelihood of confusion.” Surfowor Media, Inc. v. Survivor Productions, 406 F.3d 625, 633 (9 Cir. 2005).
Considering all these factors, infringement seems clear. HUDSON HOUSE is a strong mark, the services of the
two companies appear identical, the marks are the same, marketing is through the same channels, and clearly
consumers are not exercising a high degree of care to discern, which has resulted in several instances of actual

confusion.

Hudson House has several options available to it to enforce its legal rights in the mark. If we pursue the
litigation route, our client would be entitled to see: (1) preliminary and permanent injunctions against your use of
the mark HUDSON HOUSE; (2) actual monetary damages; (3) disgorgement of profits from your use of the mark;
(4) reimbursement of attorneys’ fees; and (5) monetary damages for injury to the goodwill of our client and costs to
repair the marketing injury suffered. Prior to taking this step, our client has asked that we contact you and request
that you immediately cease and desist your use of HUDSON HOUSE at the West Hollywood location. You have
time to make that change before you open. We request that you immediately cease all marketing and advertising in
the Los Angeles area. Thereafter, we can discuss allowing you time to change the name of your locations in Dallas
and elsewhere.



June 29, 2022
Page 3 of 3

I look forward to hearing back from you promptly. You anticipated cooperation is greatly appreciated.

Sincerely,

i

GREGORY K. NELSON

GKN:hs



EXHIBIT G

Complaint filed by Applicant, Hudson House Redondo Beach,
LLC vs. Vandelay Hospitality Group, LLC (C.D. Cal., 2:23-cv-
00442, filed January 20, 2023)

NOTICE OF OPPOSITION OF U.S. SER. NO. 97/273,532
Vandelay Hospitality Group, LLC v. Hudson House Redondo Beach, LLC
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Case 2:23-cv-00442 Document 1 Filed 01/20/23 Page 1 of 13 Page ID #:1

Gregory K. Nelson, Esq., CSB No. 203029

Email: nelson@weeksnelson.com
WEEKS NELSON
16236 San Dieguito Road, Suite 5-20
P.O. Box 675963
Rancho Santa Fe, CA 92067
Telephone: (858) 794-2140

Attorneys for Plaintiff

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

HUDSON HOUSE REDONDO
BEACH, LLC, a California limited
liability company,

Plaintiff,
VS.

VANDELAY HOSPITALITY
GROUP, LLC, a Texas limited liability
company,

Defendant.

Case No.:

COMPLAINT FOR DAMAGES
AND INJUNCTIVE RELIEF:

(1) COMMON LAW
TRADEMARK
INFRINGEMENT;

(2) FALSE DESIGNATION OF
ORIGIN [15 U.S.C. §1125(a)];

(3) UNFAIR BUSINESS
PRACTICES [California
Business & Professions Code
§§ 17200 et seq.]

DEMAND FOR JURY TRIAL

COMPLAINT
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Case 2:23-cv-00442 Document 1 Filed 01/20/23 Page 2 of 13 Page ID #:2

Plaintiff Hudson House Redondo Beach, LLC. (hereinafter referred to as
"Hudson House" or “Plaintiff”) hereby complains of Defendant Vandelay
Hospitality Group, LLC (hereinafter referred to as “Vandelay” or “Defendant”) and
alleges as follows:

JURISDICTION AND VENUE

1. This Court has subject matter jurisdiction over this federal trademark
infringement action pursuant to 15 U.S.C. § 1121 and 28 U.S.C. § 1331. The Court
has pendent jurisdiction of the claims alleged herein arising under state law
pursuant to 28 U.S.C. §§ 1338(b) and 1367(a).

2. Venue is proper under 28 U.S.C. §§ 1391 because Defendant’s acts of

trademark infringement and unfair competition complained of herein occurred and
are occurring within this judicial district and Defendant has a physical presence in
this judicial district and conducts business here.
THE PARTIES
3. Plaintiff Hudson House Redondo Beach, LLC is a California limited

liability company organized and existing under the laws of the State of California,
having its principal place of business at 514 North Pacific Coast Highway,
Redondo Beach, CA 90277, and doing business within this judicial district. Since
as early as 2008, Hudson House has been engaged in the restaurant business.

4. Plaintiff is informed and believes, and thereupon alleges that
Defendant Vandelay Hospitality Group, LLC, is a Texas limited liability company
with its principal place of business located at 3838 Oak Lawn Avenue, Suite 1350,
Dallas, TX 75219. Plaintiff is informed and believes, and thereupon alleges, that
Defendant is doing business in California within this judicial district. Specifically,
Vandelay has at least one physical retail location located within this judicial

district, located at 9255 Sunset Boulevard, Los Angeles, California 90069.

2 COMPLAINT
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Case 2:23-cv-00442 Document 1 Filed 01/20/23 Page 3 of 13 Page ID #:3

FACTUAL BACKGROUND

5. Hudson House is the owner, purveyor and brand of the Hudson House

restaurant located in Redondo Beach, California, with a website at
https://www.hudsonhousebar.com. The restaurant was founded by famous chefs

Brooke Williamson (from Top Chef) and Nick Roberts in 2008, and been in

business ever since, continuously using the same name since its inception. It is a
well-known and popular restaurant in Los Angeles, with numerous favorable
reviews on multiple platforms. Hudson House has continually used its mark in
advertising campaigns and in the community, including through its website and
social media, including Instagram  (@hudsonhousebar),  Facebook
(@HudsonHouseLLA), and Twitter (@HudsonHouseBar).

6. The Hudson House restaurant is actively involved in the community
with its efforts to promote its brand, including sponsorship and hosting of local
events. Hudson House’s customers, and the general public, have come to
recognize Hudson House as an established and successful business. Use of the
“HUDSON HOUSE” mark has become, through public acceptance, a distinctive
designation of the source of origin of the established restaurant and business, and
an asset of incalculable value as a symbol of Hudson House and its quality
products and services. Hudson House has expended substantial sums in the
promotion of its company and HUDSON HOUSE products for over a decade. As
a result of these promotional efforts, the HUDSON HOUSE mark has become and
1s now known to be connected to Hudson House and recognized in this district and
elsewhere as emanating from and authorized by Hudson House.

7. Hudson House’s HUDSON HOUSE mark has been in continuous use

since 2008 and has never been abandoned and is associated with the goodwill of
the business of Hudson House. Hudson House continues to preserve and maintain

its rights with respect to this trademark.

3 COMPLAINT
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Case 2:23-cv-00442 Document 1 Filed 01/20/23 Page 4 of 13 Page ID #:4

8. The present lawsuit arises from Vandelay’s unauthorized
advertisement and marketing of a restaurant bearing the HUDSON HOUSE mark
in West Hollywood, California, located less than 20 miles from the original Hudson
House. Vandelay is opening its new restaurant in the same geographical market as
the original Hudson House using the same name, Hudson House, which Plaintiff’s
Hudson House restaurant has been using for almost fifteen years. Hudson House is
informed and believes, and thereupon alleges, that, beginning in or around 2017,
Vandelay opened restaurants in Texas using the name “Hudson House.” Hudson
House is informed and believes, and thereupon alleges, that Vandelay is
advertising, selling goods and/or providing services using the HUDSON HOUSE
mark without permission from Hudson House. Vandelay uses HUDSON HOUSE
mark in association with its restaurants without authority from Hudson House.

9. Hudson House is informed and believes, and thereupon alleges, that
Defendant and its agents, employees, and servants have advertised and provided
services as and using the HUDSON HOUSE mark, which advertisements and
business and services are confusingly similar to Hudson House’s mark and have
caused actual confusion with consumers, vendors, and potential employees and
are, therefore, an infringement of Hudson House’s HUDSON HOUSE mark.

10. Hudson House has not approved or authorized Vandelay to use the
HUDSON HOUSE mark in any manner, including on Vandelay’s website or for
any advertising purposes. Not only is Vandelay’s use of the HUDSON HOUSE
mark for the same goods and services that Hudson House provides, but Vandelay
is using the unapproved mark in advertising for and in soliciting potential
employees for its new Los Angeles location.

11. To the public, this marketing creates a likelthood of confusion as to
the authorization of the services and business of Vandelay and has caused and
resulted in actual confusion among consumers, vendors, and potential employees.

This confusion has also been discussed in various LLos Angeles-area publications
4 COMPLAINT
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Case 2:23-cv-00442 Document 1 Filed 01/20/23 Page 5 of 13 Page ID #:5

as well, such as in the June 8, 2022, Eater LA’s article located at
https://la.eater.com/2022/6/8/23160364/hudson-house-los-angeles-opening-

sunset-strip-west-hollywood-texas-beverly-hills-news. Hudson House is informed

and believes, and thereupon alleges, that the marketing and sale of Vandelay’s
services will erode Hudson House’s incalculable goodwill associated with its mark,
as asserted in this complaint, create initial interest confusion, and lead consumers
away from genuine Hudson House business and services for which they are actually
searching.

12.  Hudson House is further informed and believes and thereupon alleges
that the presence of Defendant’s services in the marketplace using the accused mark
damages the value of Hudson House’s exclusive rights. The presence of the
restaurant in the marketplace using a mark that is the same as the HUDSON
HOUSE mark will diminish the apparent exclusivity of genuine services, thereby
dissuading potential customers who otherwise would have sought Hudson House
products. Upon information and belief, Hudson House alleges that such deception
has misled and continues to mislead and confuse many consumers to seek the
services provided by Defendant and/or has misled non-purchasers to believe the
products emanate from or are authorized by Hudson House, or that Vandelay’s new
Hudson House restaurant in West Hollywood is related to and associated with the
original Hudson House restaurant in Redondo Beach.

13.  Hudson House has demanded that Vandelay cease its wrongful
conduct, but Vandelay has refused. Hudson House caused a cease and desist letter
to be sent to Vandelay on or about June 29, 2022. Vandelay is on actual notice of
Hudson House’s proprietary rights in its mark based on Vandelay’s business and
the inclusion of identical versions of Hudson House’s HUDSON HOUSE mark.
Indeed, Defendant admitted its knowledge of Plaintiff’s mark in in the June 8, 2022
Eater.com article referenced above in Paragraph 11. Accordingly, Vandelay’s

infringement is willful and wanton.
5 COMPLAINT
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Case 2:23-cv-00442 Document 1 Filed 01/20/23 Page 6 of 13 Page ID #:6

14.  Hudson House is informed and believes and thereupon alleges that the
Defendant’s services using the HUDSON HOUSE mark has and will result in lost
sales, reduced the business and profit of Hudson House, and will greatly injure the
general reputation of Hudson House, all to Hudson House’s damage in an amount
not yet fully determined. The exact amounts of profits realized by Defendant as a
result of its infringing activities are presently unknown to Hudson House, as is the
exact amount of damages suffered by it as a result of said activities. These profits
and damages cannot be accurately ascertained without an accounting. Further,
Defendant’s actions are irreparably injuring Hudson House and will continue
unless and until enjoined by this Court.

FIRST CLAIM FOR RELIEF

False Designation of Origin, Unfair Competition
and False Description Under 15 U.S.C. § 1125(a)

15.  The allegations of paragraphs 1 through 14 are restated and realleged
as though fully set forth herein.

16.  This is an action for unfair competition, false designation of origin of
goods, and false description or representation of goods against Defendant, pursuant
to 15 U.S.C. § 1125(a).

17.  Hudson House has gained great recognition in the industry and the
consuming public, especially in the Los Angeles area, for its services and products
using the HUDSON HOUSE marks, which have been widely recognized as
emanating from Hudson House.

18.  Hudson House is informed and believes, and thereupon alleges that
Vandelay was aware of Hudson House’s use of the HUDSON HOUSE mark prior
to Vandelay’s unauthorized use by it. It was certainly aware of the HUDSON
HOUSE trademark and rights prior to opening its restaurant in Los Angeles.
Hudson House is informed and believes that Defendant used this mark to obtain a

free ride on the goodwill and reputation of Hudson House to Defendant’s advantage.
6 COMPLAINT
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Case 2:23-cv-00442 Document 1 Filed 01/20/23 Page 7 of 13 Page ID #:7

19. Hudson House is informed and believes and thereupon alleges that
Vandelay’s use of its HUDSON HOUSE mark to capitalize on the Hudson House’s
mark on identical services and goods constitutes a false designation of origin, a
false description or representation of services and goods, and wrongfully and
falsely represents to the consuming public that the Vandelay services and goods
originated from or somehow are authorized by Hudson House. These acts amount
to utilizing a false designation of origin and a false description or representation in
interstate commerce to compete unfairly with Hudson House.

20. Vandelay’s unauthorized use of the HUDSON HOUSE mark in
connection with marketing, advertising, promotion, offering and providing the
same services constitutes unfair competition and false designation of origin in
violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a), because
Vandelay’s use suggests a false designation of the origin of their goods.

21.  As a direct and proximate result of Vandelay’s unauthorized use of
the HUDSON HOUSE mark, Vandelay has damaged and will continue to damage
Hudson House’s goodwill and reputation, and has caused and is likely to continue
to cause a loss of sales and profits for Hudson House. Vandelay’s actions have
caused and will continue to cause irreparable harm to Hudson House and the public,
which is confused by Vandelay’s unauthorized use, unless restrained and enjoined
by this Court. Hudson House has no adequate remedy at law to prevent Vandelay
from continuing its infringing actions and injuring Hudson House.

22. Hudson House is informed and believes, and thereupon alleges, that
Vandelay has derived, received, and will continue to derive and receive from the
aforesaid acts of infringement, gains, profits, and advantages in an amount not yet
ascertainable, but will be determined at the time of trial. Hudson House seeks
compensation in an amount equal to its lost profits or Vandelay’s profits pursuant
to 15 U.S.C. § 1117.

7 COMPLAINT
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Case 2:23-cv-00442 Document 1 Filed 01/20/23 Page 8 of 13 Page ID #:8

SECOND CLAIM FOR RELIEF

Trademark Infringement and Unfair Competition

(Common Law California)

23.  The allegations of paragraphs 1 through 22 are restated and realleged
as though fully set forth herein.

24.  This is a claim for trademark infringement under California common
law against Defendant Vandelay. “To state a claim of trademark infringement
under California common law, a plaintiff need allege only 1) their prior use of the
trademark and 2) the likelihood of the infringing mark being confused with their
mark. Wood v. Apodaca, 375 F. Supp. 2d 942, 94748 (N.D. Cal. 2005).

25. The HUDSON HOUSE mark of has been in use in commerce in
connection with Plaintiff’s Hudson House restaurant continuously since at least as
early as June 17, 2008. The mark appears clearly on advertisements, menus, the
restaurant’s facade, in social media and advertising, and on goods and services
provided by Plaintiff. Moreover, the original Hudson House restaurant, and name,
is well-known and respected in the Los Angeles area.

26. Hudson House is informed and believes, and thereupon alleges, that
Vandelay began using the name “Hudson House” in 2017, and has several
restaurants in Texas under this name. Prior to its announcement and development
of its new restaurant in Los Angeles, also named “Hudson House” and planned for
operation in 2023, Vandelay and its “Hudson House” restaurants had no presence
in the Los Angeles market.

27.  Vandelay, through its agents, employees and servants, has advertised,
offered, and/or provided services using the HUDSON HOUSE mark without
authority from Hudson House for doing so. Specifically, Vandelay has advertised
its HUDSON HOUSE restaurant, products, and services to consumers, vendors,
and potential employees in the Los Angeles area, which infringes Hudson House’s

rights in its mark. Vandelay has marketed, advertised, offered for sale, and offered
8 COMPLAINT
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Case 2:23-cv-00442 Document 1 Filed 01/20/23 Page 9 of 13 Page ID #:9

competing restaurant services, including in the same local market as Hudson House,
similarly styled to the Hudson House HUDSON HOUSE restaurant and using the
trademark HUDSON HOUSE (in paid advertising).

28. Hudson House is informed and believes, and thereupon alleges, that
Vandelay has used “HUDSON HOUSE” in online paid advertising and other online
search optimization for “HUDSON HOUSE” to drive consumer traffic to
Vandelay’s website rather than to Hudson House’s website. By unlawfully using
these marks, Vandelay is creating initial interest confusion, intended to draw
internet traffic to Defendant, who benefits from this confused internet traffic by
way of additional sales and revenue.

29. Vandelay’s willful, deliberate and unauthorized use and continued
use of the HUDSON HOUSE mark has caused confusion and is likely to continue
to cause confusion, mistake and deception in that consumers, vendors, and potential
employees are likely to associate and believe, and have associated and believed,
that Vandelay’s goods and services are associated with, connected to, affiliated
with, authorized by, endorsed by, and/or sponsored by Hudson House. Plaintiff is
informed and believes, and thereupon alleges, Vandelay’s products and advertising
have caused damage to Hudson House within this jurisdictional district.

30. Plaintiff is informed and believes, and thereupon alleges, that
Defendant willfully infringed upon Hudson House’s rights under its trademarks
with the intent to trade upon the goodwill of Hudson House and to injure Hudson
House.

31. As a direct and proximate result of Vandelay’s unauthorized use of
the HUDSON HOUSE mark, Vandelay has damaged and will continue to damage
Hudson House’s goodwill and reputation, and has caused and is likely to continue
to cause a loss of sales and profits for Hudson House. Vandelay’s actions have
caused and will continue to cause irreparable harm to Hudson House and the public,

which is confused by Vandelay’s unauthorized use, unless restrained and enjoined
9 COMPLAINT
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by this Court. Hudson House has no adequate remedy at law to prevent Vandelay
from continuing its infringing actions and injuring Hudson House.

32.  Hudson House is informed and believes, and thereupon alleges, that
Vandelay has derived, received, and will continue to derive and receive from the
aforesaid acts of infringement, gains, profits, and advantages in an amount not yet
ascertainable, but will be determined at the time of trial. Hudson House seeks
compensation in an amount equal to its lost profits or the Vandelay’s profits.

THIRD CLAIM FOR RELIEF
Unfair Competition under California Bus & Prof. Code § 17200, et seq.

33.  The allegations of paragraphs 1 through 32 are restated and realleged
as though fully set forth herein.

34. The actions of Vandelay described herein constitute unlawful, unfair
and fraudulent business acts and practices, within the meaning of and in violation
of California Business & Professions Code § 17200 et seq.

35. Vandelay has engaged in transactions that are in violation of numerous
provisions of California law, and strict liability may be applied if Vandelay’s acts
have violated even one of the provisions set forth above.

36. Vandelay’s unauthorized use of the HUDSON HOUSE mark has
caused, and is likely to continue to cause confusion, mistake and deception that
consumers, creating an associate or belief that Vandelay’s goods are associated,
connected to, affiliate with, authorized by, endorsed by, and/or sponsored by
Hudson House, or even worse, the inverse correlation. Vandelay has also used
Hudson House’s trademark to drive online traffic to Vandelay rather than Hudson
House. All acts alleged herein constitute unfair competition by Vandelay in
violation of California Business & Professions Code § 17200 ef seq.

37. As aresult of these acts, Vandelay has received and will continue to
receive sales and profits generated from its unfair acts and the strength of Hudson

House’s success, goodwill and consumer recognition.
10 COMPLAINT
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38. Pursuant to California Business & Professions Code § 17203,
Plaintiff seeks an order from this Court prohibiting Vandelay from engaging or
continuing to engage in the unlawful, unfair, or fraudulent business acts or practices

set forth in this Complaint.

WHEREFORE, Plaintiff Hudson House Redondo Beach, LL.C prays for
judgment against Defendant Vandelay Hospitality Group, LLC as follows:

1. For damages in an amount to be proven at trial for trademark

infringement and violation of California common law;

2. For damages in an amount to be proven at trial for unfair competition

and violation of California common law;

3. For damages in an amount to be proven at trial for false designation
of origin under 15 U.S.C. § 1125(a);
4. For damages in an amount to be proven at trial for unlawful, unfair, or

fraudulent business acts and practices and unfair competition under
California Business & Professions Code § 17200 ef seq.;
5. For an injunction by this Court prohibiting Defendant from engaging
or continuing to engage in the unlawful, unfair, or fraudulent business acts
and/or practices described herein, including that Defendant, and its agents,
servants, employees, and attorneys and all persons in active concert and
participation with them, be enjoined and restrained, during the pendency of
this action and permanently thereafter from:
A.  Using the Hudson House HUDSON HOUSE mark set forth
herein, or any similar mark, in connection with selling or providing
goods and services;
B.  Committing any acts which may cause consumers to believe
that the Defendant or its goods and services are sponsored or

authorized by, or are in any way associated with Plaintiff;
11 COMPLAINT
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C.  Selling, passing off, or inducing or enabling others to sell or
pass off any goods or services as associated with Plaintiff, which
products are not Plaintiff's or are not produced under the control and
supervision and approved by Plaintiff;
D.  Using any of Hudson House’s trademarks, including but not
limited to HUDSON HOUSE, in advertising, paid search ads,
metatags, keywords, or other online search optimization; or
E.  Infringing Plaintiff’s trademark rights in the HUDSON HOUSE
mark;
6. That Defendant be directed to file with this court and serve upon
Hudson House within 30 days after the service of the injunction, a report in
writing under oath, setting forth in detail the manner and form in which
Defendant has complied with the injunction;
7.  That Defendant be required to account to Hudson House for any and all
profits derived by it, and all damages sustained by Hudson House by reason
of Defendant’s trademark infringement, unfair competition and false
designation of origin, as set forth herein, together with interest and costs;
8. For damages for false designation of origin pursuant to 15 U.S.C. §
1117(a);
9. That Defendant be ordered to compensate Hudson House in an amount
equal to the amount of marketing and advertising costs that Defendant has
expended to market and advertise its business and services, so that Hudson
House may run its own marketing and advertising campaign to disassociate
the Hudson House products and Defendant’s products, mitigate the damage
caused by the likelihood of confusion, and to recoup its lost market share or
damages to its marketing and reputation;
10.  For an award of reasonable costs, expenses and attorneys’ fees; and

11. That Hudson House have such other and further relief as the
12 COMPLAINT
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circumstances of this case may require and as this court may deem just and

proper.

DATED: January 20, 2023 WEEKS NELSON

/s/ Gregory K. Nelson
Gregory K. Nelson
Attorney for Plaintiff

JURY DEMAND

Plaintiff Hudson House Redondo Beach, LL.C hereby requests a trial by jury
in this matter.
DATED: January 20, 2023 WEEKS NELSON

/s/ Gregory K. Nelson
Gregory K. Nelson

Attorney for Plaintiff

13 COMPLAINT
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Kenneth G. Parker, SBN 182911
Ken.parker@haynesboone.com

Andrea Levenson, SBN 323926
Andrea.levenson@haynesboone.com

HAYNES AND BOONE, LLP

600 Anton Boulevard, Suite 700

Costa Mesa, CA 92626

T: (949) 202-3000 | F: (949) 202-3001

Attorneys for Defendant
Vandelay Hospitality Group, LLC

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

WESTERN DIVISION
HUDSON HOUSE REDONDO Case No.: 2:23-cv-00442 DMG-SK
BEACH, LLC, a California limited
liability company, DEFENDANT VANDELAY
HOSPITALITY GROUP, LLC’S
Plaintiff, ANSWER TO PLAINTIFF’S
COMPLAINT, DEFENSES, AND
Vs. COUNTERCLAIMS
VANDELAY HOSPITALITY
GROUP, LLC, a Texas limited
liability company,
Defendant.
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Vandelay Hospitality Group, LLC (“Defendant” or “Vandelay’) submits its
Answer to Plaintiff Hudson House Redondo Beach, LLC’s (“Hudson House
Redondo Beach” or “Plaintiff”’) Complaint as follows:

JURISDICTION AND VENUE

1. The allegations set forth in Paragraph 1 of the Complaint are legal
conclusions to which no response is required. To the extent an answer is deemed
necessary, Defendant admits that this Court has subject matter jurisdiction over
this case.

2. For purposes of this action only, Defendant does not contest venue.
Defendant admits that it conducts business in this judicial district. Defendant
denies the remaining allegations in Paragraph 2.

THE PARTIES

3. Defendant is without knowledge or information sufficient to form a
belief as to the truth of the allegations in Paragraph 3 of the Complaint and
therefore denies them.

4. Defendant admits that it is a Texas limited liability company having
an address at 3838 Oak Lawn Avenue, Suite 1350, Dallas, TX 75219. Defendant
further admits that it has a restaurant at 9255 Sunset Boulevard, Los Angeles,
California 90069. Defendant denies the remaining allegations in Paragraph 4.

FACTUAL BACKGROUND

5. Defendant is without knowledge or information sufficient to form a
belief as to the truth of the allegations in Paragraph 5 of the Complaint and
therefore denies them.

6. Defendant is without knowledge or information sufficient to form a
belief as to the truth of the allegations in Paragraph 6 of the Complaint and
therefore denies them.

7. Defendant is without knowledge or information sufficient to form a

belief as to the truth of the allegations in Paragraph 7 of the Complaint and

2
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therefore denies them.

8. Defendant admits that it has restaurants in Texas bearing the “Hudson
House” brand and has a restaurant in California bearing the “Hudson House”
brand. Defendant further admits that it opened its first “Hudson House” branded
restaurant in 2017. Defendant specifically denies that its restaurants infringe any
trademark rights Plaintiff alleges it owns. Defendant is without knowledge or
information sufficient to form a belief as to the truth of the remaining allegations in

Paragraph 8 of the Complaint and therefore denies them.

9. Denied.
10.  Denied.
11. Denied.
12.  Denied.

13.  Defendant admits that Plaintiff contacted Defendant demanding that it
cease and desist from using the name “Hudson House,” admits that Defendant did
not comply with such demand, specifically denies that Defendant engaged in any
infringing activities and denies any liability to Plaintiff. Defendant denies the
remaining allegations in Paragraph 13.
14. Denied.
FIRST CLAIM FOR RELIEF

False Designation of Origin, Unfair Competition
And False Description Under 15 U.S.C. § 1125(a)

15. Defendant repeats, realleges, and incorporates its responses to
paragraphs 1-14 as if fully set forth herein.

16. Defendant admits that Plaintiff purports to bring an action for unfair
competition, false designation of origin of goods, and false description or
representation of goods against Defendant, pursuant to 15 U.S.C. § 1125(a), but
denies that any such claims have been appropriately alleged or are meritorious.

17.  Defendant is without knowledge or information sufficient to form a

3
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belief as to the truth of the allegations in Paragraph 17 of the Complaint and

therefore denies them.

18. Denied.
19. Denied.
20. Denied.

21. Defendant denies the allegations in this paragraph 21, and denies that
Plaintiff has suffered any damages of any kind.
22.  Denied.
SECOND CLAIM FOR RELIEF

Trademark Infringement and Unfair Competition
(Common Law California)

23. Answering Defendant repeats, realleges, and incorporates its
responses to paragraphs 1-22 as if fully set forth herein.

24.  Defendant admits that Plaintiff purports to bring an action for
trademark infringement under California common law against Defendant, but
denies that any such claims have been appropriately alleged or are meritorious.

25. Denied.

26. Defendant admits that it has restaurants in Texas and California
bearing the “Hudson House” brand. Defendant further admits that it opened its
first “Hudson House” branded restaurant in 2017 and that it had no restaurant in
California prior to 2023 bearing the “Hudson House” brand. Defendant
specifically denies that any of its restaurants infringe any trademark rights Plaintiff
alleges it owns. Defendant is without knowledge or information sufficient to form
a belief as to the truth of the remaining allegations in Paragraph 26 of the

Complaint and therefore denies them.

27. Denied.
28. Denied.
29. Denied.
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30. Denied.
31. Defendant denies the allegations in this paragraph 31, and denies that
Plaintiff has suffered any damages of any kind.
32. Denied.
THIRD CLAIM FOR RELIEF
Unfair Competition under California Bus & Prof. Code § 17200, et seq.

33.  Answering Defendant repeats, realleges, and incorporates its

responses to paragraphs 1-32 as if fully set forth herein.

34.  Denied.
35. Denied.
36. Denied.
37. Denied.

38.  Defendant admits that Plaintiff seeks an order pursuant to California
Business & Professions Code § 17203 but denies that any such order or other relief
1s warranted.

PRAYER FOR RELIEF
Defendant denies that Plaintiff is entitled to the relief sought and deny that

Plaintiff is entitled to any relief of any kind whatsoever, and therefore denies
Plaintiff’s entitlement to the relief requested in Paragraphs 1-11 on pages 11-13
starting with “WHEREFORE, . . .”

DEFENSES

Defendant asserts the following defenses in response to Plaintiff’s
Complaint. By asserting these defenses, Defendant does not concede that it bears
the burden of proof with respect to any of them. All defenses are pled in the
alternative and do not constitute an admission of liability or that Plaintiff is entitled
to any relief whatsoever. Defendant reserves the right to assert additional defenses
or counterclaims as additional facts are learned or present themselves during

discovery or otherwise during these proceedings.
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FIRST DEFENSE

(Estoppel/Acquiescence)

Plaintiff’s claims are barred in whole or in part by the doctrine of estoppel

and/or the doctrine of acquiescence.

SECOND DEFENSE

(Lack of Secondary Meaning/Lack of Exclusivity)

Plaintiff’s claims are barred in whole or in part because Plaintiff has not
acquired protectable rights in the asserted trademark at least because it does not
have exclusivity over its asserted mark and/or such mark lacks secondary meaning.

THIRD DEFENSE
(Abandonment)

Even if Plaintiff had acquired protectable rights in the asserted trademark,
Plaintiff abandoned its alleged trademark, which prevents it from enforcing such

mark against Defendant.

FOURTH DEFENSE

(Priority of Use at Common Law)

Defendant opened its first “Hudson House” branded restaurant in Dallas,
Texas in 2017 and since at least as early as 2017, has continuously used its
HUDSON HOUSE mark for, among other things, restaurant and bar services in
U.S. commerce. Plaintiff’s claims for infringement of the mark “HUDSON
HOUSE” are barred to the extent that use of the phrase HUDSON HOUSE is
trademark use, because Defendant is the senior user.

FIFTH DEFENSE

(Failure to Mitigate Damages)

Plaintiff’s claims for relief are barred in whole or in part due to Plaintiff’s

failure to mitigate its damages, if any.
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SIXTH DEFENSE
(Unclean Hands)

Plaintift’s claims are barred, in whole or in part due to Plaintiff’s own
unclean hands, because, among other things, Plaintiff’s restaurant was named after
the son of chefs Brooke Williamson and Nick Roberts, Hudson Roberts, who is a
particular living individual, and Plaintiff has attempted to register the mark
HUDSON HOUSE without the written consent of the living individual.

SEVENTH DEFENSE

(Lack of Damages)

Plaintiff’s claims for relief are barred in whole or in part because Plaintiff
has not suffered any damages or economic injury based on the acts complained of

herein.

EIGHTH DEFENSE

(Invalidity)
Any of the purported trademark rights asserted by Plaintiff are invalid and

unenforceable.

NINTH DEFENSE
(Laches)

The claims made in the Complaint are barred, in whole or in part, by the

doctrines of laches. Defendant has operated restaurants bearing the name Hudson
House since 2017, and Plaintiff knew, or should have reasonably known, of
Defendant’s use of the term Hudson House in its marketing and product at least as
early 2017. Plaintiff’s inaction over this time constitutes an unreasonable delay
that has prejudiced Defendant, and thus, Plaintiff’s claims are barred in equity.

ADDITIONAL DEFENSES

Defendant hereby gives notice that, due to its incomplete knowledge as to
the matters set forth in the Complaint, it is unable to determine whether it has

additional defenses not expressly enumerated in the preceding paragraphs or
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elsewhere in this Answer. Defendant thus reserves its right to amend its Answer to
assert additional defenses and rely upon those additional defenses to the extent
they become available or apparent during discovery or further proceedings.
PRAYER FOR RELIEF
WHEREFORE, Defendant respectfully requests that:
a. That Plaintiff take nothing by the Complaint;

b. That judgment be entered in favor of Defendant and against Plaintiff
on all causes of action alleged in the Complaint;

C. That Plaintiff’s Complaint be dismissed with prejudice;

d. That Defendant be awarded its costs of suit in this matter, including
reasonable attorneys’ fees based on any requisite underlying finding including that
Plaintiff’s litigation of this case made it an exceptional case under 15 U.S.C. §
1117,

a. That the Court award Defendant such other relief as the Court deems

just and proper.

DATED: February 15, 2023 HAYNES AND BOONE, LLP
By:__ /s/Kenneth G. Parker

Kenneth G. Parker

Andrea Levenson

Attorneys for Defendant
VANDELAY HOSPITALITY
GROUP, LLC
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COUNTERCLAIMS

Defendant and Counterclaimant Vandelay Hospitality Group, LLC
(“Counterclaimant” or “Vandelay Hospitality”) alleges the following
counterclaims against Hudson House Redondo Beach, LLC (“Hudson House
Redondo Beach” or “Counterdefendant™):

THE PARTIES

1. Counterclaimant Vandelay Hospitality is a Texas limited liability
company with its principal place of business located at 3838 Oak Lawn Avenue,
Suite 1350, Dallas, TX 75219.

2. Vandelay Hospitality is informed and believes, and based thereon
alleges, that Counterdefendant Hudson House Redondo Beach is a California
limited liability company with its principal place of business at 514 North Pacific
Coast Highway, Redondo Beach, CA 90277. On information and belief,
Counterdefendant operates the Hudson House Redondo Beach restaurant at the
address noted herein—which is its only location.

JURISDICTION AND VENUE

3. The counterclaims seek declaratory and other relief pursuant to
Declaratory Judgment Act, 28 U.S.C. §§ 2201 to 2202, and the Lanham Act, Title
15 of the United States Code, §§ 1051, et seq.

4. This Court has subject matter jurisdiction over Vandelay Hospitality’s
counterclaims pursuant to 15 U.S.C. § 1121 and 28 U.S.C. §§1331 and 1338 in that
these counterclaims raise federal questions arising under the Lanham Act, 15
U.S.C. § 1051, et seq.

5. By filing this lawsuit, Counterdefendant has consented to the personal
jurisdiction of this Court. Furthermore, upon information and belief,
Counterdefendant resides in this district and has represented that it conducts
business within this district.

6. Venue properly lies in this district pursuant to 28 U.S.C. §§ 1391(b)

9
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and (c) as well as Fed. R. Civ. P. 13(a) because a substantial part of the events and
omissions giving rise to the claims herein occurred in this district.

BACKGROUND FACTS

7. On January 20, 2023, Counterdefendant initiated this action alleging:
(1) unfair competition, false designation of origin of goods, and false description or
representation of goods pursuant to 15 U.S.C. § 1125(a); (2) trademark
infringement under California common law; and (3) unfair competition under
California Bus & Prof. Code § 17200, et seq. Counterdefendant did so to stifle
competition and to stop Vandelay Hospitality from operating its Hudson House
brand of restaurants using the Hudson House name—which Vandelay Hospitality
has operated since 2017.

8. Since 2012, Vandelay Hospitality developed restaurant brands and
services that evoke a combination of rich American heritage, exquisite
craftsmanship, and an eye for detail. Dedicated to honest food and the very best
service, its properties are predicated upon its commitment to its partners and
guests. This commitment to the guest experience has made Vandelay Hospitality
one of the most notable American food restaurants in the United States. For more
than 10 years, this reputation and iconic image has been consistently developed
across an expanding number of brands and markets around the country.

0. Vandelay Hospitality has a diverse portfolio of brands in Texas and
California, from classic, approachable American eateries to lively, high-end dining
institutions. Each brand is meticulously crafted in-house and comes to life to
provide a timeless experience that transcends a restaurant and inspires a way of
life. The success of its restaurants is deeply linked to Vandelay Hospitality’s
exceptional culture, which revolves around an obsessive attention to detail, its
people, and exceeding expectations. Each refined piece—from culinary, to design,
to service—binds together to present an unforgettable, consistent experience for

guests.
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10.  Vandelay Hospitality’s Hudson House brand features East Coast
comfort food focusing on Oysters, Cheeseburgers, and the “World’s Coldest
Martinis.”

HUDSON HOUSE

11. In 2017, Vandelay Hospitality opened the first Hudson House
restaurant in Dallas, Texas. Since that time, due to the tremendous success of the
concept and goodwill garnered among the consuming public, Vandelay Hospitality
has opened additional Hudson House restaurants in: 1) Beverly Hills, California, 2)
Addison, Texas, 3) the Lakewood neighborhood of Dallas, Texas, and 4) Irving,
Texas. Through those operations and expansions, the Hudson House branded
restaurants have been commercially successful and attracted significant consumer
and media attention as well as accolades from critics. The Hudson House brand of
restaurants is consistently highly rated and featured as one of the best restaurants in
Dallas.

12.  Since at least as early as 2017, Vandelay Hospitality has continuously
used its Hudson House mark for, among other things, restaurant and bar services in
U.S. commerce.

13.  As aresult of the long usage, extensive promotion, and wide
recognition of the Hudson House brand and trademark rights, Vandelay Hospitality
has acquired enforceable common law trademark rights in the mark as it serves as

a source identifier for Vandelay Hospitality’s services and distinguishes Vandelay
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Hospitality’s services from others.

14.  As aresult of Vandelay Hospitality’s usage of the Hudson House
mark in connection with restaurant and bar services, along with the aforementioned
advertisements, signage, Internet and social media promotion, Vandelay
Hospitality owns valuable goodwill and strong common law trademark rights to
the Hudson House mark as a service mark for restaurant and bar services.

15.  On information and belief, Counterdefendant was formed as a legal
entity with the State of California on August 28, 2020 and owns and operates a
single-location restaurant under the name “Hudson House Redondo Beach” at 514
N Pacific Coast Hwy, Redondo Beach, CA 90277, which opened in 2021.

16.  On information and belief, Counterdefendant has never expanded or
attempted to expand its operations from its single location in Redondo Beach,
California.

17. On information and belief, Counterdefendant has never obtained a
trademark registration for “Hudson House” with the USPTO or with any other
governmental body until it first attempted to register “Hudson House” with the
USPTO on February 18, 2022 in the name of Hudson House, LLC, an existing
California limited liability company with no association or affiliation with
Counterdefendant. On June 23, 2022, Counterdefendant filed a Voluntary
Amendment requesting that the owner of its application be amended from Hudson
House, LLC to Hudson House Redondo Beach, LLC. Upon information and
belief, Applicant has never been known as Hudson House, LLC, as another,
unrelated entity has registered that name with the California Secretary of State.

18. Because Counterdefendant has never expanded its operations,
advertisements, or use of “Hudson House” meaningfully outside of its single-
location restaurant since its opening in 2021, Counterdefendant has not attained
any enforceable common law trademark rights in the name. In the alternative, , to

the degree that Counterdefendant has any rights in the name “Hudson House,”
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which Vandelay Hospitality denies, any such rights Counterdefendant has are
based in common law alone and are limited to territorial use based on its single
location in Redondo Beach, California.

19.  To the degree that Counterdefendant claims to have any rights in the
name “Hudson House” based on another entity’s prior use of the name for a
restaurant, such rights were abandoned prior to any such transfer due to such prior
entity deliberately ceasing to use such mark in commerce without an intent to
resume use, were not properly transferred from such prior entity to
Counterdefendant, or cannot be legally asserted by Counterdefendant as its use of
the mark is not sufficiently equivalent to the use by such prior entity to satisfy the
doctrine of tacking.

Count I—Declaratory Judgment of Non-Infringement

20. Vandelay Hospitality alleges and incorporates by reference the
allegations set forth in the foregoing paragraphs as if fully set forth herein.

21.  Counterdefendant has asserted that Vandelay Hospitality has violated
15 U.S.C. § 1125(a) by unfairly competing, falsely designating origin of goods,
and falsely describing or representing goods; and that Vandelay Hospitality has
infringed Counterdefendant’s trademark under California common law.

22.  Counterdefendant has not obtained any registered trademark in or
related to the name Hudson House.

23.  Counterdefendant has never used the name Hudson House outside of,
or developed any consumer awareness outside of, Redondo Beach, California.
Thus, to the extent that Counterdefendant has any enforceable trademark rights in
the name Hudson House, they are limited to the territorial scope of its location in
Redondo Beach, California, if at all.

24.  Vandelay Hospitality does not operate a restaurant under the Hudson
House mark within Redondo Beach, California.

25. By reason of the existence of an actual and justiciable controversy,
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namely, that Counterdefendant has filed a lawsuit against Vandelay Hospitality for
trademark infringement, and in consideration of the foregoing facts, Vandelay
Hospitality is entitled to a declaratory judgment that there is no trademark
infringement by Vandelay Hospitality of any trademark rights owned by
Counterdefendant in the mark Hudson House because Vandelay Hospitality does
not operate a Hudson House restaurant in any location within which
Counterdefendant has any trademark rights.

Count ITI—Declaratory Judgment that Vandelay Hospitality Has Priority of

any Trademark Rights in the Hudson House Trademark

26. Vandelay Hospitality alleges and incorporates by reference the
allegations set forth in the foregoing paragraphs as if fully set forth herein.

27.  Vandelay Hospitality’s trademark rights in the mark Hudson House
date back to 2017.

28.  Counterdefendant did not start use of the name Hudson House until
2021, at which time the consumer reputation of Vandelay Hospitality’s Hudson
House restaurants extended into Redondo Beach, California.

29. By reason of the existence of an actual and justiciable controversy,
namely, that Counterdefendant has filed a lawsuit against Vandelay Hospitality for
trademark infringement, and in consideration of the foregoing facts, Vandelay
Hospitality is entitled to a declaratory judgment that between Vandelay Hospitality
and Counterdefendant, it is Vandelay Hospitality that has priority of rights in the
name “Hudson House.”

Count IITI—Declaratory Judgment of No Unfair Competition

30. Vandelay Hospitality alleges and incorporates by reference the
allegations set forth in the foregoing paragraphs as if fully set forth herein.

31.  An actual controversy exists between the parties as to whether
Vandelay Hospitality has engaged in unfair competition in connection with the

Hudson House mark.
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32.  Counterdefendant has asserted that Vandelay Hospitality has
committed unlawful, unfair and fraudulent business acts and practices, within the
meaning of and in violation of California Business & Professions Code § 17200 et
seq.

33.  Vandelay Hospitality has not engaged in any conduct that violates
California Business & Professions Code § 17200 ef seq. or conduct that would
constitute unfair and unlawful business practices.

34.  Accordingly, pursuant to 28 U.S.C. §§ 2201 and 2201, Vandelay
Hospitality is entitled to a declaratory judgment that it has not violated Cal. Bus. &
Prof. Code § 17200, or engaged in unfair competition.

Count IV—Trademark Infringement in Violation of

the Lanham Act (1S U.S.C. § 1125(a)(1)(A))

35. Vandelay Hospitality alleges and incorporates by reference the
allegations set forth in the foregoing paragraphs as if fully set forth herein.

36. Vandelay Hospitality has used the trademark Hudson House in
interstate commerce in the United States continuously since at least as early as
2017, in connection with the marketing, advertising, and promotion of its Hudson
House brand of restaurants.

37. Restaurant patrons, the media, and critics associate the Hudson House
mark, including in Redondo Beach, California, with Vandelay Hospitality’s
restaurants. This is a result of the extensive advertising and marketing of Vandelay
Hospitality’s restaurants bearing the Hudson House mark.

38.  Without authorization or permission, Counterdefendant is using the
name Hudson House for its restaurant in Redondo Beach, California.

39.  Counterdefendant’s use of the identical name to Vandelay
Hospitality’s Hudson House mark will likely cause confusion, mistake, or
deception in the relevant consumer market.

40. Counterdefendant’s use of the identical name to Vandelay
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Hospitality’s Hudson House mark constitutes trademark infringement in violation
of 15 U.S.C. § 1125(a)(1)(A).

41. By committing the acts alleged herein, Counterdefendant has
intentionally, knowingly, and willfully infringed the Hudson House mark and did
so with the intent to trade upon Vandelay Hospitality’s reputation and goodwill by
causing confusion and mistake among customers and the public and to deceive the
public into believing that Counterdefendant’s goods are associated with, sponsored
by, approved by, and/or originating from Vandelay Hospitality, when they are not.

42.  Because of Counterdefendant’s infringement, Vandelay Hospitality
has been irreparably harmed in its business. Moreover, Vandelay Hospitality will
continue to suffer irreparable harm unless Counterdefendant is restrained from
infringing the Hudson House mark.

43. Vandelay Hospitality is entitled to damages sufficient to compensate
it for Counterdefendant’s infringement or, in the alternative, disgorgement of
Counterdefendant’s profits, as well as treble damages, attorneys’ fees and whatever
other relief the Court deems just and proper.

Count V— Unfair Competition Under California Common Law

44.  Vandelay Hospitality alleges and incorporates by reference the
allegations set forth in the foregoing paragraphs as if fully set forth herein.

45. By reason of the acts complained of herein, which constitute
trademark infringement, Counterdefendant has unfairly competed with Vandelay
Hospitality in violation of the common law of the State of California.

46.  On information and belief, Counterdefendant’s acts complained of
herein have been committed and are being committed with the deliberate purpose
and intent of appropriating and trading on Vandelay Hospitality’s goodwill and
reputation, and thereby unfairly competing with Vandelay Hospitality in violation
of the common law of the State of California.

47. On information and belief, Counterdefendant has acted in bad faith
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and/or willfully in using marks confusingly similar to Vandelay Hospitality’s
trademark in connection with Counterdefendant’s products.

48.  Because of this unfair competition, Vandelay Hospitality has been
irreparably harmed in its business, and unless enjoined, Counterdefendant’s acts as
alleged herein will continue to cause Vandelay Hospitality irreparable harm, loss,
and injury.

49. Vandelay Hospitality is entitled to damages sufficient to compensate
it for Counterdefendant’s infringement, as well as whatever other relief the Court
deems just and proper.

50. On information and belief, Counterdefendant’s actions described
herein were taken with substantial certainty that such acts would cause harm to
Vandelay Hospitality and in conscious disregard for Vandelay Hospitality’s rights
Counterdefendant’s conduct described herein was done with malice, ill-will and
intent to harm Vandelay Hospitality, such as to constitute oppression, fraud,
malice, and despicable conduct under Cal. Civ. Code § 3294, and thereby entitling
Vandelay Hospitality to exemplary damages in an amount appropriate to punish
and set an example of Counterdefendant

PRAYER FOR RELIEF
WHEREFORE, Vandelay Hospitality respectfully requests that this Court

enter judgment in its favor as follows:

1. Enter an order declaring that Vandelay Hospitality has not committed
trademark infringement in connection with the Hudson House mark;

2. Enter an order declaring that Vandelay Hospitality has priority over
Counterdefendant of any trademark rights in the Hudson House mark;

3. Enter an order declaring that Vandelay Hospitality has not committed
unfair competition in connection with the Hudson House mark;

4. That the Court render final judgment in favor of Vandelay Hospitality

and against Counterdefendant on all claims of relief alleged herein;
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5. That the Court render a final judgment that Counterdefendant has
violated the provisions of 15 U.S.C. § 1114 by willfully infringing Vandelay
Hospitality’s trademark rights in the Hudson House mark;

6. That the Court render a final judgment that Counterdefendant has
violated the provisions of 15 U.S.C. § 1125(a) by willfully infringing Vandelay
Hospitality’s Hudson House mark;

7. That the Court render a final judgment that Counterdefendant has
violated California common law by unfairly competing with Vandelay Hospitality;

8. That Vandelay Hospitality be awarded damages in an amount to be
determined at trial based on Counterdefendant’s infringement and acts of unfair
competition against Vandelay Hospitality;

0. That Vandelay Hospitality be awarded under 15 U.S.C. § 1117(a) the
total profits received by Counterdefendant from, and any damages sustained by
Vandelay Hospitality as a result of, Counterdefendant’s sales of all products and
services infringing the Hudson House mark, in an amount to be determined at trial;

10.  That Vandelay Hospitality be awarded under 15 U.S.C. § 1117(a)
enhanced damages up to three times the amount found as actual damages for
Counterdefendant’s trademark infringement and, descriptions and representations,
in an amount to be determined at trial;

11. That Vandelay Hospitality be awarded punitive damages for
Counterdefendant’s oppressive, fraudulent, and malicious acts of unfair
competition;

12.  That Vandelay Hospitality be awarded its reasonable attorney fees and
costs of suit under 15 U.S.C. § 1117(a); and
/17
/17
/17
/17
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1 13.  That Vandelay Hospitality be awarded such other relief as the Court
2 || may deem just and proper.

3
4
5 || DATED: February 15, 2023 HAYNES AND BOONE, LLP
6 By:__ /s/Kenneth G. Parker
Kenneth G. Parker
’ ﬁ}[}[(oli‘flae Iée},c?gl ]?)Oer%endant
8 VANDELAY HOSPITALITY
GROUP, LLC
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