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1&I Hair Corp

By the Board:

This proceeding is before the Board for consideration of 1&I Hair Corp’s
(Applicant) March 31, 2023 motion to dismiss the notice of opposition pursuant to
Fed. R. Civ P. 12(b)(1), or in the alternative for a more definite statement pursuant
to Fed. R. Civ. P. 12(e), and/or in the alternative to suspend this proceeding pending
the disposition of a civil action pursuant to Trademark Rule 2.117(a). 6 TTABVUE
2.1 The motion is briefed.

Background

1 In its orders the Board cites to the record by the TTABVUE docket entry number and
TTABVUE page number. The parties should cite to the record in this same manner, wherever
possible, throughout this proceeding, including in the final briefs on the case. TRADEMARK
TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) §§ 106.03, 110.02(b) and 801.01
(June 2023). See also Made in Nature, LLC v. Pharmavite LLC, 2022 USPQ2d 557, at *15
(TTAB 2022) (the parties’ failure to use the Board’s method of citation to the record
lengthened the time for review of the record and issuance of the Board’s decision).
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On February 18, 2019 Applicant filed application Serial No. 88305635, based
on Trademark Act Section 1(a), to register the mark EZBRAID (stylized; shown
below) for “braids; hair extensions; synthetic braiding hair; wigs; wigs, hairpieces,
and add-in and add-on hair accessories constructed primarily of synthetic and/or
human hair” in International Class 26. It asserts a date of first use anywhere of June
20, 2016 and a date of first use in commerce of October 25, 2016. The application

includes a claim of ownership of Registration No. 5307824.

EZBIRAIID

Hair Plus Trading Co., Inc. (Opposer) filed a notice of opposition listing

several grounds on the filing cover sheet as follows:2

No use of mark in commerce before application, Trademark Act Section 1(a) and (c)
amendment to allege use, or statement of use
was due

No bona fide intent to use mark in commerce for | Trademark Act Section 1(b), 44(e) or 66(a)
identified goods or services

Other use of mark on unlawful goods

1 TTABVUE 1.
In lieu of filing in answer, Applicant filed its motion to dismiss pursuant to
Fed. R. Civ. P. 12(b)(1) on the basis that Opposer lacks entitlement to maintain a

statutory cause of action, or in the alternative for a more definite statement pursuant

2 The notice of opposition references two related proceedings, Cancellation Nos. 92079299
and 92079330, which have been consolidated. 1 TTABVUE 1. In this order the Board
addresses future consolidation of this opposition proceeding with those cancellation
proceedings.
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to Fed. R. Civ. P. 12(e), or in the alternative to suspend this proceeding pending the
disposition of a civil action pursuant to Trademark Rule 2.117(a). 6 TTABVUE 2. In
its motion, Applicant sets forth a summary of the litigation history of the parties vis-
a-vis the opposed mark EZBRAID. In pertinent part, Applicant states that Opposer
1s “a sister entity of” Beauty Plus Trading Co. Inc. (Beauty Plus); that Opposer’s and
Beauty Plus’ use of the mark EZBRAID “and other similar marks” has been the
subject of four actions between Opposer (or both entities) and Applicant; that one
such action was resolved through a settlement agreement, including a June 20, 2019
permanent injunction that Beauty Plus and related companies are permanently
enjoined from using the mark EZBRAID or variation thereof, and subsequent order
finding Opposer in contempt, and bound by and subject to the injunction. 6 TTABVUE
4, 18. Applicant states that thereafter it learned that Opposer and Beauty Plus “were
continuing to circulate products bearing the EZBRAID® mark and similar variations
thereof.... And repeatedly ignored (Applicant’s) request to cease and desist same.” 6
TTABVUE 5.

Applicant references a September 13, 2019 order “attached as Exhibit E,”
although this was not submitted with Applicant’s motion. 6 TTABVUE 18. Opposer
submitted a copy of the September 13, 2019 amended consent judgment and
permanent injunction. 8 TTABVUE 12.

Applicant further states that on August 17, 2020 it filed another civil action
against Opposer and Beauty Plus in the Northern District of Texas “to recover

damages arising from and to enjoin future infringements upon I&I’s intellectual
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property rights in its EZBRAID® mark.” 6 TTABVUE 5. Applicant states that in the
civil action, Opposer and Beauty Plus (defendants therein) “have raised defenses
attacking the validity and enforceability of the EZBRAID® mark based on alleged
non-use and unlawful use of the EZBRAID® Mark, the same claims set forth in this
Opposition.” 6 TTABVUE 5. Applicant submitted a copy of the complaint and answer
filed in said civil action, which is I&I Hair Corporation v. Beauty Plus Trading Co.,
Inc. and Hair Plus Trading Co., Inc., Case No. 3:20-cv-02179-M, and pending in the
United States District Court for the Northern District of Texas (civil action). 6
TTABVUE 14, 27.

In its motion to dismiss this opposition, Applicant also maintains that Opposer
1s prohibited from using the mark in view of the District Court’s February 17, 2023
order and March 24, 2023 amended order adjudicating the parties’ motions for
summary judgment. Regarding those orders, Applicant states:

In pertinent part, the Court has already ruled that based on the

evidence adduced, which is the very same evidence that Opposer has set

forth before the Board in this Opposition, Beauty Plus and Hair Plus

cannot challenge the validity and enforceability of [&I's EZBRAID®

mark on the basis that I&I’s previous manufacturer, Hetian Haolin Hair

Accessories Co., Ltd., engaged in forced labor in violation of federal law.

Moreover, the Court ruled that Beauty Plus cannot raise any challenges

to the validity of 1&I's EZBRAID® mark, including based on alleged

unlawful use and non-use, due to its stipulation to the validity of the

mark in Paragraph 3 of the Amended Order. ... Additionally, the Court

ruled that Hair Plus is bound by the Amended Order, based on the

relationship of Chang Moo Lee, the owner of Beauty Plus, to the owners

of Hair Plus, and based on Beauty Plus acting as a principal of Hair

Plus.

6 TTABVUE 6, 42, 45.

Among other matters, Applicant argues:
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Opposer is expressly precluded from using the EZBRAID® mark or other

confusingly similar variations thereof, so it has no proprietary interest

in the Mark, or any similar variation thereof by court order. As such,

there 1s no set of facts which Opposer could allege that would tend to

indicate that it has a personal interest in the outcome of this proceeding.

Additionally, Opposer has not set forth any reasonable basis in fact which

would support the position that it would sustain damages if Applicant’s

mark were permitted to register.
6 TTABVUE 9.

Applicant maintains that, consequently, Opposer lacks the requisite
entitlement to maintain this opposition proceeding, and moves to dismiss for lack of
subject matter jurisdiction under Fed. R. Civ. P. 12(b)(1). 6 TTABVUE 7. The motion
includes matters outside the notice of opposition, which the Board has considered.
Corporacion Habanos SA v. Rodriquez, 99 USPQ2d 1873, 1873-74 n.2 (TTAB 2011)
(the Board may consider matters outside the pleading on a motion to dismiss for lack
of subject matter jurisdiction under Fed. R. Civ. P. 12(b)(1) without converting the
motion to a summary judgment motion). TBMP § 503.04.

For clarity and foundation, the Board initially looks to whether Opposer has
sufficiently pleaded entitlement to maintain a statutory cause of action.

Entitlement to maintain a statutory cause of action, formerly referred to as
“standing” by the Federal Circuit and the Board, is an element of the plaintiff’s case
in every inter partes case. Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020
USPQ2d 11277, at *6-7 (Fed. Cir. 2020), cert. denied, 141 S. Ct. 2671 (2021);
Australian Therapeutic Supplies Pty. Ltd. v. Naked TM, LLC, 965 F.3d 1370, 2020
USPQ2d 10837, at *3 (Fed. Cir. 2020), cert. denied, 142 S. Ct. 82 (2021); Empresa

Cubana Del Tabaco v. Gen. Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed.
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Cir. 2014). To establish entitlement to a statutory cause of action, a plaintiff must
demonstrate: (i) an interest falling within the zone of interests protected by the
statute and (i1) a reasonable belief in damage proximately caused by the registration
of the mark. Corcamore, 2020 USPQ2d 11277, at *4 (citing Lexmark Int’l, Inc. v.
Static Control Components, Inc., 572 U.S. 118, 109 USPQ2d 2061, 2067-70 (2014));
Meenaxi Enter., Inc. v. Coca-Cola Co., 38 F.4th 1067, 2022 USPQ2d 602, at *2 (Fed.
Cir. 2022); Spanishtown Enters., Inc. v. Transcend Resources, Inc., 2020 USPQ2d
11388, at *1 (TTAB 2020). A plaintiff need not prove its claims or demonstrate “actual
damage” to establish entitlement. Enbridge, Inc. v. Excelerate Energy L.P., 92
USPQ2d 1537, 1543 n.10 (TTAB 2009). TBMP § 309.03(b).

In the notice of opposition, Opposer does not specifically identify its business
or commercial activities, if any, does not allege that it owns rights in a mark for
certain goods and/or services, and does not allege a proprietary interest in the mark
EZBRAID or a variation thereof, or allege that it needs or desires to use the mark
EZBRAID or a variation thereof in its business or commercial activities. Upon
reading the pleading as a whole, Opposer does not allege a commercial interest or
other matter(s) which will be damaged by registration of Applicant’s mark. Opposer
does allege:

Applicant has and continues to enforce its rights to the mark EZBRAID

against third parties, including Opposer. ... As such, third parties,

including Opposer, have been forced to expend resources to defend
against Applicant’s improper enforcement activities.

1 TTABVUE 7. However, these allegations regarding Applicant’s enforcement of

Applicant’s rights in the mark EZBRAID are minimal, unspecified, and alone are
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insufficient in that they fail to allege (1) an interest falling within the zone of interests
protected by the statute, and (i1) a reasonable belief in damage proximately caused
by the registration of the mark. Applicant is entitled to fair notice of the alleged basis
for Opposer’s entitlement. Fair Indigo LLC v. Style Conscience, 85 USPQ2d 1536,
1538 (TTAB 2007) (elements of each claim should be stated concisely and directly,
and include enough detail to give the defendant fair notice).

Under usual circumstances, that is, barring the issue of suspension in view of
the pending civil action between the parties, the Board would allow Opposer an
opportunity to file an amended notice of opposition which addresses the pleading
deficiency noted herein.? Here, however, the motion to dismiss raises the issue of
whether suspension is appropriate, and in particular whether the civil action involves
matters that may bear on the issues in this opposition, including whether Opposer
can plead and later establish entitlement.

Accordingly, Applicant’s Fed. R. Civ. P. 12(b)(1) motion is deferred, and the
Board turns to Applicant’s motion in the alternative to suspend this proceeding under
Trademark Rule 2.117(a).4
Suspension

It 1s the policy of the Board to suspend proceedings when the parties are
involved in a civil action which may be dispositive of or may have a bearing on the

Board proceeding. Trademark Rule 2.117(a) provides, in pertinent part:

3 Whether Opposer actually proves and establishes its entitlement would be a matter for
determination at trial.

4 In view of this ruling, Applicant’s motion in the alternative for a more definite statement
pursuant to Fed. R. Civ. P. 12(e) is moot.
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Whenever it shall come to the attention of the Trademark Trial and

Appeal Board that a civil action, another Board proceeding, or an

expungement or reexamination proceeding may have a bearing on a

pending case, proceedings before the Board may be suspended until

termination of the civil action, the other Board proceeding, or the

expungement or reexamination proceeding.
See also TBMP § 510.02(a). As noted, copies of the complaint and answer filed in the
civil action were submitted. 6 TTABVUE 14. The parties to the civil action include
Applicant (plaintiff therein) and Opposer (defendant therein). In the complaint,
Applicant asserts ownership of Registration No. 5307824 and rights in the mark
EZBRAID, and brought claims which include federal trademark infringement based
on Opposer’s and Beauty Plus’ activities with respect to this mark. 6 TTABVUE 16.
Applicant seeks relief in the form of, inter alia, determination that Opposer violated
the permanent injunction, and an injunction restraining Opposer from

imitating, copying, or making any other infringing use in connection

with good and services protected by I&I's registered trademark,

including, but not limited to, the Trademark Registration No. 5,307,824

(“EZBRAID” and/or confusingly similar marks, including, without

limitation “EZ PRE-STRETCHED BRAID”).
6 TTABVUE 24-25. In a counterclaim, Opposer seeks declaratory judgment of
invalidity and unenforceability of Applicant’s registered mark and common law rights
based on unlawful use. 6 TTABVUE 38-40.

Opposer contests suspension on the basis that, inter alia, the District Court’s
determination “that the EZBRAID word mark asserted there is invalid for unlawful

use and non-use 1s not relevant to the issue here. The mark at issue here is a separate

mark in a separate application for the EZBRAID design mark. Any ruling made by
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the Court in the Second Texas Case 1s only relevant to the EZBRAID word mark.”> 8
TTABVUE 8.

The determination of the claims in the civil action clearly may have a bearing
on the issues in this opposition proceeding. At a minimum, an injunction ordered
against Opposer’s use of the mark EZBRAID and/or similar marks would be likely to
bear on Opposer’s ability to properly allege and establish its entitlement to maintain
a statutory cause of action to challenge the registration of Applicant’s EZBRAID mark
in Serial No. 88305635.

In addition, the Board notes that Cancellation Nos. 92079299 (brought by
Opposer and Beauty Plus, challenging the validity of Applicant’s Registration No.
5307824 for the mark EZBRAID, standard characters), and 92079330 (brought by
Opposer, challenging the validity of Applicant’s Registration No. 5972739 for the
mark EZBRAID PROFESSIONAL and design), have been consolidated, and are
suspended pending the disposition of the civil action.

The Board finds that suspension of this opposition proceeding is appropriate
pursuant to Trademark Rule 2.117(a).

Accordingly, proceedings in this opposition are suspended pending final
disposition of the civil action. Within twenty (20) days after the final

determination of the civil action, the parties shall so notify the Board so that this

5 The parties should note that the opposed mark in application Serial No. 88305635 is a mark
which does not include design elements, but rather is what the USPTO has determined to be
a stylized mark (e.g. in a stylized font). Applicant included the following description of the
mark: “The mark consists of ‘EZBRAID’ in double striped font.” TRADEMARK MANUAL OF
EXAMINING PROCEDURE (TMEP) § 808.03(a) (July 2022).
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proceeding may be called up for appropriate action. A proceeding is considered to have
been finally determined when an order or ruling that ends litigation has been
rendered, and no appeal has been filed, or all appeals filed have been decided and the
time for any further review has expired. TBMP § 510.02(b). Such notification to the
Board should include a copy of any final order or final judgment which issued in the
civil action.

Upon resumption, and as appropriate, the Board may consolidate this
opposition proceeding with Cancellation Nos. 92079330 and 92079299.

During the suspension period, the parties must notify the Board of any address or
email address changes for the parties or their attorneys. In addition, the parties are
to promptly inform the Board of any other related cases, even if they become aware

of such cases during the suspension period.

10



