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Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Kabushiki Kaisha Shueisha a/t/a Shueisha Inc.
Entity Corporation Citizenship Japan
Address 5-10 HITOTSUBASHI 2-CHOME, CHIYODA-KU

TOKYO, 101-8050

JAPAN
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151 WEST 42ND STREET, 17TH FLOOR

NEW YORK, NY 10036

UNITED STATES

Primary email: jjones@fzlz.com

Secondary email(s): dnuzzaci@fzlz.com, ttabfiling@fzlz.com
212-813-5900

Docket no. SHUE 2301138

Applicant information

NO. 2 HEBAO, CHIPO VILLAGE

PINGHAI TOWN, XIUYU DISTRICT, PUTIAN
FUJIAN, 351168

CHINA

Application no. 97234027 Publication date 01/03/2023
Opposition filing 01/18/2023 Opposition period | 02/02/2023
date ends

Applicant Chen, Binglin

Goods/services affected by opposition

Class 025. First Use: Nov 17, 2021 First Use In Commerce: Nov 17, 2021

All goods and services in the class are opposed, namely: Dresses; Hats; Shorts; Sleepwear; Socks;
T-shirts; Athletic apparel, namely, shirts, pants, jackets, footwear, hats and caps, athletic uniforms;
Baseball caps; Golf caps; Hoodies; Sports jerseys; Sports pants; Tank tops; Tee shirts; Woolly hats

Grounds for opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

amendment to allege use, or statement of use
was due

No use of mark in commerce before application, Trademark Act Section 1(a) and (c)

1938 (Fed. Cir. 2009)

Fraud on the USPTO In re Bose Corp., 580 F.3d 1240, 91 USPQ2d
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Mark cited by opposer as basis for opposition

U.S. application/ registration | NONE Application date NONE
no.

Register NONE

Registration date NONE

Mark GINTAMA

Goods/services

Including but not limited to comic strips, animated television series
and films, apparel, accessories, stuffed dolls, and figurines.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

KABUSHIKI KAISHA SHUEISHA a/t/a
SHUEISHA INC.,
Opposer, Opposition No.
-against-
BINGLIN CHEN,
Applicant.

NOTICE OF OPPOSITION

Opposer Kabushiki Kaisha Shueisha a/t/a Shueisha Inc. (“Opposer”) believes that it will
be damaged by the issuance of a registration to Applicant Binglin Chen (“Applicant”) for the mark
GINTAMA as applied for in U.S. Trademark Application Serial No. 97/234,027 and therefore

opposes the same. As grounds for this opposition, Opposer alleges as follows:

FACTS
I. Opposer, the GINTAMA Series, and Opposer’s GINTAMA Mark
1. Opposer is a Japanese corporation located and doing business at 5-10 Hitotsubashi

2-Chome, Chiyoda-Ku, Tokyo, Japan 101-8050.

2. Founded in 1926, Opposer is a leading publisher of entertainment periodicals in
Japan, including manga magazines (Japanese-style comics), entertainment magazines, literature,
non-fiction, news, art, and reference books.

3. Among the most popular publications offered by Opposer is a manga magazine
entitled Weekly Shonen Jump, which is a weekly anthology that has been published since 1968 and

features a variety of different comic strips.
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A. The GINTAMA Series

4. Beginning in December 2003, Weekly Shonen Jump featured a comic strip titled
GINTAMA. The GINTAMA story takes place in a world where humanity has been attacked by
aliens and surrendered to their rule. The series follows an eccentric samurai, Gintoki Sakata, who
works freelance jobs to survive and has no respect for the rules established by the alien invaders.

5. In Japan, the GINTAMA comic was published in Opposer’s Weekly Shonen Jump
magazine from December 2003 to September 2018. Thereafter, the GINTAMA series was released
in Jump Giga (a special seasonal offshoot of Weekly Shonen Jump) between December 2018 and
February 2019. The GINTAMA series concluded in Japan on Opposer’s Gin Tama app, where it
ran from May 2019 to June 2019.

6. All told, the GINTAMA comic strip series has had its chapters collected into a total
of 77 individual volumes.

7. Opposer also has licensed the GINTAMA comic strip series for English-language
release. In the United States, Viz Media licensed from Opposer the GINTAMA series for
publication in its Shonen Jump Advanced imprint. Between July 2007 and August 2011, Viz Media
published the first 23 volumes of the GINTAMA series, which remain available for purchase today

through Viz Media’s website at https://www.viz.com/read/manga/gin-tama/all.

8. In addition to being available as a manga serialization, Opposer has licensed the
GINTAMA comic series to be turned into an animated television series. In the United States, an
English-subtitled version of the GINTAMA animated television series has been distributed by
Crunchyroll since at least as early as December 2009. An English-dubbed version of season 1 of
the animated GINTAMA series became available on Hulu in November 2019 and its still available

on Hulu today.

{F4968384.3 } 2



9. Opposer has also released three animated films in the GINTAMA series. In the
United States, Sentai Filmworks released the first film in both DVD and Blu-ray format under the
title GINTAMA: THE MOTION PICTURE on May 29, 2012. Eleven Arts screened the third
GINTAMA film in North American theaters under the title GINTAMA: THE VERY FINAL in
November 2021.

10. The GINTAMA series has been hugely successful both commercially and
critically. As of 2018, there were over 55 million copies of the GINTAMA comic strip series in
circulation.

11. In the United States, the GINTAMA comic strip series was ranked as the best new
shonen manga in About.com’s 2007 Readers Poll: Best New Shonen Manga. In 2008, the series
was nominated for “Best Manga — Comedy” by the Society for the Promotion of Japanese
Animation Award. American sales for certain of the manga volumes have been so substantial that
they have appeared in Diamond Comic Distributors’ Top 300 Graphic Novels.

B. Opposer’s GINTAMA Trademark

12. In addition to its use of the GINTAMA mark in connection with manga comics and
animated television series and films, Opposer has for many years engaged in a licensing program
to market a wide variety of merchandise related to the GINTAMA series to consumers in the
United States, including but not limited to apparel (examples of which are shown below),

accessories, stuffed dolls, and figurines:
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13.  Asaresult of Opposer’s extensive use and promotion of the GINTAMA trademark
in the United States — and the success of the GINTAMA comic strip, television series, films, and
merchandise in the United States — Opposer has developed robust common law rights in the
GINTAMA mark (“Opposer’s Mark”), which has become a strong trademark that identifies the
goods and services of Opposer exclusively and represents enormous goodwill and is an extremely
valuable asset of Opposer.

14. Opposer is the owner of all right, title, and interest in and to Opposer’s Mark.

II. Applicant’s Application to Register the GINTAMA Mark

15. Upon information and belief, and according to the records of the U.S. Patent and
Trademark Office (the “USPTO”), Applicant is an individual of Chinese citizenship residing at
No. 2 Hebao, Chipo Village, Pinghai Town, Xiuyu District, Putian, Fujian 351168, China.

16. According to the records of the USPTO, on January 23, 2022, Applicant filed U.S.
Trademark Application Serial No. 97/234,027 (the “Application”) to register the mark GINTAMA
(“Applicant’s Mark™) for use in connection with “Dresses; Hats; Shorts; Sleepwear; Socks; T-
shirts; Athletic apparel, namely, shirts, pants, jackets, footwear, hats and caps, athletic uniforms;
Baseball caps; Golf caps; Hoodies; Sports jerseys; Sports pants; Tank tops; Tee shirts; Woolly
hats” in International Class 25 based on an alleged first use in commerce date of November 17,

2021, under Section 1(a) of the Lanham Act, 15 U.S.C. § 1051(a).
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17.  Upon information and belief, at the time Applicant adopted Applicant’s Mark,
Applicant had actual knowledge of Opposer’s prior rights in Opposer’s Mark by virtue of
Opposer’s extensive use and promotion thereof.

18.  Applicant is not connected to Opposer in any way, and Applicant has not been
authorized by Opposer to register or use Applicant’s Mark.

19.  Issuance of a registration to Applicant for Applicant’s Mark is inconsistent with
Opposer’s prior rights in Opposer’s Mark and will substantially damage Opposer’s investment
and goodwill in Opposer’s Mark. Opposer is therefore entitled to bring this statutory cause of
action and to assert the claims set forth herein.

FIRST GROUND FOR RELIEF:
PRIORITY AND LIKELITHOOD OF CONFUSION UNDER 15 U.S.C. § 1052(d)

20. Opposer repeats the allegations contained in Paragraphs 1 through 19 above as if
fully set forth herein.

21.  The Application filing date and the first use in commerce date alleged therein are
subsequent to Opposer’s first use of Opposer’s Mark in the United States and significantly after
Opposer acquired rights in Opposer’s Mark. Accordingly, Opposer’s rights in Opposer’s Mark are
prior and superior to any rights Applicant may claim in Applicant’s Mark.

22.  Applicant’s Mark is identical to Opposer’s Mark in appearance, sound, and overall
commercial impression.

23. The goods identified in the Application are identical and/or highly related to the
goods Opposer has long offered or licensed under Opposer’s Mark.

24.  The Application is unrestricted as to trade channels and consumers. Accordingly,
it is presumed that Applicant’s goods will be made available to all consumers for such goods and

sold in all trade channels for such goods. Since the products of the parties overlap or are otherwise
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highly related, it is presumed as a matter of law that the parties’ consumers and trade channels will
also be the same.

25.  Based on Opposer’s prior rights in Opposer’s Mark, the strength of Opposer’s
Mark, the identity of the parties’ marks, the identity and/or relatedness of the parties’ respective
goods, and the overlapping consumers and trade channels, consumers are likely to falsely believe
that the goods offered by Applicant under Applicant’s Mark originate from or are otherwise
associated with Opposer, or that there is some relationship between Applicant and Opposer or the
goods of Applicant and Opposer, all to Opposer’s injury and harm.

26.  As a result, registration of Applicant’s Mark as applied for in the Application is
likely to cause confusion, to cause mistake, or to deceive the public into the false belief that the
goods offered by Applicant under Applicant’s Mark come from or are otherwise sponsored by or
connected with Opposer, in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

27. By reason of the foregoing, Opposer is likely to be harmed by the registration of
the Application for Applicant’s Mark.

SECOND GROUND FOR RELIEF:
VOID AB INITIO FOR NON-USE UNDER 15 U.S.C. § 1051(a)

28. Opposer repeats the allegations contained in Paragraphs 1 through 19 above as if
fully set forth herein.
29. Upon information and belief and based on Opposer’s investigation, the specimen

submitted with the Application is suspect and, in fact, Applicant’s Mark was not in use in United
States commerce in connection with any of the goods identified in the Application at the time

Applicant filed the Application under Section 1(a) of the Lanham Act, 15 U.S.C. § 1051(a).
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30.  Upon information and belief and based on Opposer’s investigation, Applicant’
Mark is not presently being used in United States commerce in connection with any of the goods
identified in the Application.

31.  Because Applicant’s Mark was not in use in United States commerce in connection
with the goods identified in the Application on or before the filing date of the use-based
Application, the Application is void ab initio under Section 1(a) of the Lanham Act, 15 U.S.C.
§ 1051(a).

32. By reason of the foregoing, Opposer is likely to be harmed by the registration of
the Application for Applicant’s Mark.

THIRD GROUND FOR RELIEF:
FRAUD BASED ON FALSE DECLARATION OF USE

33. Opposer repeats the allegations contained in Paragraphs 1 through 19 above as if
fully set forth herein.

34. Contemporaneously with its filing of the Application, Applicant submitted a
Declaration that states, inter alia, “[t]he mark is in use in commerce and was in use in commerce
as of the filing date of the application on or in connection with the goods/services in the
application.”

35.  Upon information and belief and based on Opposer’s investigation, the specimen
submitted with the Application is suspect and, in fact, Applicant’s Mark was not in use in United
States commerce in connection with any of the goods identified in the Application at the time
Applicant filed the Application under Section 1(a) of the Lanham Act, 15 U.S.C. § 1051(a).

36.  Because, on information and belief and based on Opposer’s investigation,

Applicant was not using Applicant’s Mark in commerce in connection with the goods set forth in
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the Application at the time Applicant filed the Application under Section 1(a) of the Lanham Act,
the Declaration submitted in support of the Application was false.

37.  Upon information and belief, Applicant knew at the time it filed the Application
that it was not using Applicant’s Mark in interstate commerce in connection with all goods
specified in the Application and that, therefore, the Declaration submitted in support of the
Application was false.

38.  Upon information and belief, by falsely asserting that it was using Applicant’s
Mark in interstate commerce in connection with the goods specified in the Application as of the
filing date for the Application, Applicant intended to deceive the USPTO. Upon information and
belief, Applicant’s false statement was made for the purpose of obtaining a registration to which
Applicant was not entitled.

39. The USPTO would not have approved the Application for registration but for the
false statement that Applicant was using Applicant’s Mark in interstate commerce in connection
with the goods identified in the Application at the time Applicant filed the Application under
Section 1(a) of the Lanham Act, 15 U.S.C. § 1051(a). Thus, the falsechood was a material
misstatement of fact.

40. As aresult of Applicant’s willful and materially false statement made in connection
with the Application, Applicant has committed fraud against the USPTO, which invalidates the
Application.

41. By reason of the foregoing, Opposer is likely to be harmed by the registration of
the Application for Applicant’s Mark.

WHEREFORE, Opposer respectfully requests that this opposition be sustained and that

registration of Applicant’s Mark as applied for in the Application be refused in its entirety.
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Dated: New York, New York
January 18, 2023
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FROSS ZELNICK LEHRMAN & ZISSU, P.C.

By: __/Jason D. Jones/
Jason D. Jones (jjones@fzlz.com)
Daniel M. Nuzzaci (dnuzzaci@fzlz.com)
151 West 42nd Street, 17th Floor
New York, New York 10036
Phone: (212) 813-5900

Attorneys for Opposer



