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Filing date: 12/30/2022

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Swatch AG (Swatch SA) (Swatch Ltd.)

Granted to date 12/31/2022
of previous ex-

tension

Address NICOLAS G. HAYEK STRASSE 1
BIEL/BIENNE, 2502
SWITZERLAND

Attorney informa- | JULIANNE ABELMAN

tion WOMBLE BOND DICKINSON (US) LLP
950 THIRD AVENUE
SUITE 2400

NEW YORK, NY 10022

UNITED STATES

Primary email: julianne.abelman@wbd-us.com

Secondary email(s): tmdocketing@wbd-us.com, docketingnyc@wbd-us.com,
MarieAnne.Mastrovito@wbd-us.com

332-258-8410

Docket no. 115900.03643

Applicant information

Application no. 97188733 Publication date 11/01/2022
Opposition filing 12/30/2022 Opposition period | 12/31/2022
date ends

Applicant Su, Jintao

NO.333, SHANSHANGYUAN XINCUO,
BIYU VILLAGE, NANJING TOWN,
PUNING, 515300

CHINA

Goods/services affected by opposition

Class 014. First Use: Oct 14, 2021 First Use In Commerce: Oct 14, 2021

All goods and services in the class are opposed, namely: Agates; Emerald; Jewelry; Wristwatches;
Clock housings; Movements for clocks and watches; Necklaces; Pearls; Rings; Watch bands; Watch
chains; Watch glasses; Watch hands; Watch springs

Grounds for opposition

Priority and likelihood of confusion Trademark Act Section 2(d)
Dilution by blurring Trademark Act Sections 2 and 43(c)
Dilution by tarnishment Trademark Act Sections 2 and 43(c)



https://estta.uspto.gov

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national

symbols

Trademark Act Section 2(a)

Fraud on the USPTO

In re Bose Corp., 580 F.3d 1240, 91 USPQ2d
1938 (Fed. Cir. 2009)

Marks cited by opposer as basis for opposition

U.S. registration 1356512 Application date 11/02/1984

no.

Register Principal

Registration date | 08/27/1985 Foreign priority NONE
date

Word mark SWATCH

Design mark

Description of NONE

mark

Goods/services

Class 014. First use: First Use: May 31, 1982 First Use In Commerce: May 31,
1982

WATCHES AND PARTS THEREOF

U.S. registration 1671076 Application date 07/17/1990

no.

Register Principal

Registration date | 01/07/1992 Foreign priority NONE
date

Word mark SWATCH

Design mark

Description of NONE

mark

Goods/services

Class 014. First use: First Use: Nov 12, 1981 First Use In Commerce: Nov 12,
1981

watches, clocks and parts thereof

U.S. registration 2752980 Application date 04/26/2002

no.

Register Principal

Registration date | 08/19/2003 Foreign priority NONE
date

Word mark SWATCH

Design mark

Description of NONE

mark

Goods/services

Class 014. First use: First Use: Aug 2000 First Use In Commerce: Aug 2000




Jewelry, namely, earrings, necklaces, pendants, bracelets and rings

Attachments 73506848#TMSN.png( bytes )
SVVATCH NOTICE OF OPPOSITION.pdf(439008 bytes )
WBD-Scan svvatch app attachments_12_29 2022_17_50_50_734.pdf(173200
bytes )

Signature /MarieAnneMastrovito/

Name Marie Anne Mastrovito

Date 12/30/2022




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 97188733 for the mark SVVATCH in Class 14
Published November 1, 2022

SWATCH AG (SWATCH SA) (SWATCH LTD.)
Opposer,
V.
Opposition No.
JINTAO SU
Applicant.
NOTICE OF OPPOSITION

Swatch AG (Swatch SA) (Swatch Ltd.) ( “Opposer”) believes that it will be
damaged by registration of the above identified trademark and hereby opposes the same.
As grounds for opposition, it is alleged that:

1. Opposer is the owner of the trademark SWATCH which has been in
continuous use in U.S. commerce in connection with Opposer’s iconic brand of
watches since at least as early as 1982.

2. Opposer’s has used and registered the marks SWATCH, SWATCH in Stylized
form, and SWATCH combined with other words (“Opposer's SWATCH Trademarks”)
in connection with a variety of goods and services, including, watches, watch parts,
jewelry and services relating to the sale and repair of these goods. (“Opposer’s

Goods and Services”).



Opposer's SWATCH trademark has become famous because of Opposer’'s
continuous use of the trademark in United States commerce for over 40 years as
well as Opposer’'s extensive advertising and promotion of the goods bearing the
mark, the publicity surrounding Opposer’s products, and the high level of sales of
goods bearing the mark throughout the United States. Opposers SWATCH
Trademarks have been famous in the United States for decades.

Opposer's numerous registrations for Opposers SWATCH Trademarks

include, but are not limited to the following:

TRADEMARK REG. NO. REG. GOODS/SERVICES
DATE

8/27/1985 | Watches and parts thereof

SUJGtCh 1356512

SWATCH 1671076 1/7/1992 | Watches, clocks, and parts
thereof
SWATCH 2752980 8/19/2003 | Jewelry, namely, earrings,

necklaces, pendants,
bracelets, and rings

Current TSDR records of all the marks listed above are attached hereto as Exhibit
A. These registrations are all in full force and effect and are incontestable. Opposer
owns many other registrations composed in whole or part of the word SWATCH.

On December 24, 2021, Jintao Su, an individual, residing in Puning China
(“Applicant”), filed an application seeking registration of the mark SVVATCH
(“Applicant’s Mark”) in Class 14 in connection with “Agates; Emerald; Jewelry;
Wristwatches; Clock housings; Movements for clocks and watches; Necklaces;
Pearls; Rings; Watch bands; Watch chains; Watch glasses; Watch hands; Watch
springs” (Applicant’s Goods). Said application was assigned Serial No. 88/467439
(“Applicant’s Application”).




10.

11.

Applicant’s Application is based on the alleged use of the mark in commerce
under Section 1(a) of the Trademark Act and Applicant claims a date of first use of
the mark on October 14, 2021.

On information and belief, Opposer's first use of the trademark SWATCH in
U.S. commerce occurred long before the filing date of Applicant’s Application and in
advance of any use which Applicant has made of Applicant’s Mark.

On information and belief, Opposer's SWATCH Trademark became famous,
as that term is defined in Section 43(c) of the Trademark Act, well in advance of the
filing date of Applicant's Application and in advance of any use which Applicant has
made of Applicant’s Mark.

Applicant's Mark SVVATCH is virtually identical to Opposer's SWATCH
Trademarks in appearance, sound, and commercial impression. The two letters VV
side by side in the Applicant’s Mark bear a striking resemblance to the letter W in the
Opposer's SWATCH Marks.

Registration of Applicant’'s Mark, which is highly similar to Opposer's SWATCH
Trademarks, and which covers goods which are the same as, or closely related to
Opposer's Goods and Services is likely to cause confusion, mistake, or deception of
purchasers as to the source of Applicant's Goods and is likely to falsely suggest a
common association, sponsorship, or origin of said goods and services between
Applicant and Opposer, all to Opposer’s irreparable damage and injury.

Applicant’s Mark should be precluded from registration under Section 2(d) of the
Trademark Act because it so resembles trademarks previously used and registered by
Opposer and not abandoned as to be likely when used on or in connection with the
goods and services of the Applicant to cause confusion, to cause mistake, or to

deceive.



12. Applicant’'s Mark also causes dilution by blurring and dilution by tarnishment of
the Opposer's famous SWATCH Trademarks and therefore should be denied

registration under Section 43(c) of the Trademark Act. 15 U.S.C. Section 1125(c).

13. As Opposer uses, and is known by the trade name SWATCH, the Applicant’s
Mark should also be precluded from registration under Section 2(a) of the Trademark
Act because (a) the Applicant's Mark is a close approximation of the trade name of
Opposer, and would be recognized as the name of the Opposer, (b) Opposer is not
connected with the goods sold or distributed by Applicant under Applicant’s Mark, and
(c) Opposer’s name is of sufficient fame or reputation that Applicant’s use presumably

will result in a false association with Opposer.

14. In the Applicant’s Application, the Applicant included a verified statement
attesting to the following: To the best of the signatory's knowledge and belief, no
other persons, except, if applicable, concurrent users, have the right to use the
mark in commerce, either in the identical form or in such near resemblance as to be
likely, when used on or in connection with the goods/services of such other

persons, to cause confusion or mistake, or to deceive.

15. On information and belief, Applicant knowingly made a material
misrepresentation that it knew to be false when submitting the verified statement in
paragraph 14, above because Applicant knew its SVVATCH trademark was in
such near resemblance to Opposer's SWATCH trademark as to be likely, when
used on or in connection with the goods/services of such other persons, to cause

confusion or mistake, or to deceive.



16. On information and belief, Applicant intended to acquire a registration for a
trademark that is confusingly similar to Opposer's SWATCH Trademarks, for the
purpose of trading on the goodwill of the Opposer's SWATCH Trademarks

17. On information and belief, the aforementioned false statement was made with

the intent to deceive the United States Patent and Trademark Office (“USPTO”) to

induce authorized agents of the USPTO to grant registration of Applicant’s Mark.

18.  Upon information and belief, the aforementioned false statement was material to

the registrability of Applicant's Mark and the USPTO relied on said materially false

statements in allowing Applicant’s Application for publication.

19. Applicant therefore is not entitled to registration because Applicant

committed fraud in the application.

20. Applicant’s bad faith and knowledge of the falsity of the declaration submitted
with Applicant’s Application is evidenced by Applicant’s pattern of filing applications
for trademarks which are virtually identical to well-known trademarks owned by prior
registrants. Applicant has filed applications for marks which strongly resemble prior
registered trademarks for the same goods, including trademarks in which Applicant
has simply substituted the letters “VV” for the letter “W” in the prior well-known
trademark. In particular, the Opposer notes the following applications owned by the

Applicant and the prior registered third-party marks which they resemble:

Applicant’s Mark/Goods Prior Registrations

DVV for jewelry, wristwatches, etc. (App. | DW for watches and jewelry including

No. 97/188718) Reg. Nos. 5166824 and 5535167 owned

by Daniel Wellington AG




IVVC for jewelry, wristwatches, etc. IWC for watches and jewelry, including
(App. No. 97/188555) Reg. Nos. 1205403, 4322600, 6230880

owned by International Watch Company

CARLIER for jewelry, wristwatches, etc. | CARTIER for watches and jewelry
(App. No. 97/188751) including Reg. No. 0411239 and Reg.

No. 0759201 owned by Cartier Inc.

21. In addition to the foregoing, Applicant filed applications for the marks SELENA
GOMEZ (App. No. 87/254546), KENDALL JENNER (App. No. 87/254536), and
ARIANA GRANDE (87/254511), all of which were refused registration after the
Applicant failed to submit consent to the use of the names of these famous individuals.
These applications are further evidence of the Applicant’s deceptive acts and further

attempts to trade off the goodwill of famous marks and famous people.

22. On information and belief, in submitting the claim of use of Applicant’'s Mark in
the Applicant’s Application, Applicant misrepresented to the USPTO that it was using

the mark on all the goods listed in the application.

23. On information and belief, Applicant had not used the Applicant’s Mark in U.S.
commerce in connection with all the goods listed in Applicant’s Application at the

time the application was filed.

24. On information and belief, to date, Applicant has not used the Applicant’'s Mark

in U.S. commerce in connection with all the goods listed in Applicant’s Application.

25. On information and belief, Applicant knew that its claim of use of the mark on
all the goods in the application was materially false at the time the application was

filed.



26. On information and belief, the materially false statement that the mark was in
use on all the goods was made with the intent to deceive the USPTO to induce
authorized agents of the USPTO to grant registration of Applicant’s Mark.

27. Upon information and belief, the aforementioned false claim of use was
material to the registrability of Applicant’'s Mark and the USPTO relied on the false
claim of use in allowing Applicant’s Application for publication.

28. The false claim of use is a further ground for denying registrations of the

Applicant Mark based on fraud.

WHEREFORE, Opposer believes that it has a real interest in this proceeding and
will be irreparably damaged by the registration of the Applicant's Mark, and respectfully
requests that the Board sustain this Opposition and refuse the registration of the

Applicant's Mark.

Date: December 30, 2022 Respectfully Submitted,

/MAMastrovito/
By: MARIE ANNE MASTROVITO
JULIANNE ABELMAN

Womble Bond Dickinson

950 Third Avenue

New York, New York 10022
Marieanne.mastrovito@wbd-us.com
Julianne.abelman@wbd-us.com

Attorneys for Opposer,
Swatch AG (Swatch SA)(Swatch Ltd.)



Generated on: This page was generated by TSDR on 2022-12-29 14:18:51 EST
Mark: SWATCH

SUITKCI

Application Filing Nov. 02, 1984
Date:

Registration Date: Aug. 27, 1985

US Serial Number: 73506848

US Registration 1356512
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:
The trademark application has been registered with the Office.

Status: The registration has been renewed.
Status Date: Aug. 13, 2015
Publication Date:Jun. 18, 1985

Mark Information

Mark Literal SWATCH
Elements:

Standard Character No
Claim:
Mark Drawing 5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S) NUMBER(S) INSTYLIZED FORM
Type:

Related Properties Information

Claimed Ownership 1227456, 1252863
of US
Registrations:

Goods and Services

Note: :

The following symbols indicate that the registrant/owner has amended the goods/services:
s Brackets [..] indicate deleted goods/services; .
o Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
o Asterisks *..* identify additional (new) wording in the goods/services.

For: WATCHES AND PARTS THEREOF

International 014 - Primary Class U.S Class(es): 027

Class(es):
Class Status: ACTIVE
Basis: 1(a)

First Use: May 31, 1982 Use in Commerce: May 31, 1982

Basis Information (Case Level)

Filed Use: Yes
Filed ITU: No
Filed 44D: No

Currently Use: Yes
Currently ITU: No
Currently 44E: No



Filed 44E: No Currently 66A: No
Filed 66A: No Currently No Basis: No
Filed No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

SWATCH S. A.

JAKOB-STAMFLI-STRASSE 94
BIEL/BIENNE SWITZERLAND

CORPORATION State or Country SWITZERLAND

Where Organized:

Attorney/Correspondence Information

Attorney Name:

|
I

Attorney of Record

Lawrence E. Abelman Docket Number: 400373

Attorney Primary docket@lawabel.com Attorney Email Yes
Email Address: Authorized:
Correspondent
Correspondent Lawrence E. Abelman

Name/Address:

Abelman, Frayne and Schwab -
666 Third Avenue, 10th Floor
New York, NEW YORK UNITED STATES 10017-5621

Phone: 212-949-9022 Fax: 212-849-9190
Correspondent e- docket@lawabel.com Correspondent e- Yes
mail: mail Authorized:
Domestic Representative
Domestic Lawrence E. Abelman Phone: 212-949-9022
Representative
Name:
Fax: 212-949-9190

Domestic

Domestic Yes

docket@lawabel.com

Representative e- Representative e-
mail: mail Authorized:
Prosecution History
Dgte | Defcrlption | - : | z:?n:z:?'"g
Oct. 18, 2017 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Oct. 18, 2017 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Aug. 13, 2015 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED
Aug. 13, 2015 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 76293
Aug. 13, 2015 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76293
Aug. 11, 2015 TEAS SECTION 8 & 9 RECEIVED
QOct. 07, 2011 NOTICE OF SUIT
Mar. 25, 2011 NOTICE OF SUIT
Nov. 12, 2010 NOTICE OF SUIT
Sep. 19, 2005 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)
Sep. 19, 2005 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
Jul. 18, 2005 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED
Sep. 09, 2005 ASSIGNED TO PARALEGAL 76293
Jul. 18, 2005 PAPER RECEIVED
Feb. 24, 2003 PAPER RECEIVED
May 10, 1991 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
Jan. 24, 1991 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED
Sep. 15, 1986 CANCELLATION TERMINATED NO. 999999 15213
Aug. 27, 1986 CANCELLATION DENIED NO. 999999 15213
Jan. 10, 1986 CANCELLATION INSTITUTED NO. 999999 15213



Aug. 27, 1985 REGISTERED-PRINCIPAL REGISTER

Jun. 18, 1985 PUBLISHED FOR OPPOSITION

May 17, 1985 NOTICE OF PUBLICATION

Apr. 19, 1985 APPROVED FOR PUB - PRINCIPAL REGISTER
Apr. 04, 1985 CORRESPONDENCE RECEIVED IN LAW OFFICE
Jan. 31, 1985 NON-FINAL ACTION MAILED

TM Staff and Location Information

Current Location:

TM Staff Information - None
File Location

GENERIC WEB UPDATE Date in Location: Aug. 13, 2015

Assignment Abstract Of Title Information

Summary

Total Assignments:

2 Registrant: ETA S.A. FABRIQUES D'EBAUCHES

Assignment 1 of 2

Conveyance:
ReellFrame:
Date Recorded:

Supporting
Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent
Name:

Correspondent
Address:

ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL
0505/0269

Sep. 13, 1985

No Supporting Documents Available

Pages: 2

it Assignor

ETA S. A. FABRIQUES D'EBAUCHES Execution Date: Aug. 15, 1985

CORPORATION State or Country SWITZERLAND
Where Organized:
Assignee
SWATCH S. A.
CORPORATION State or Country SWITZERLAND
Where Organized:
9, ROUTE DE BOUJEAN
2502-BIENNE, SWITZERLAND
Correspondent
MCGLEW AND TUTTLE
28 WEST 44TH ST.

NEW YORK, NY 10036
Domestic Representative - Not Found

Assignment 2 of 2

Conveyance:

Reel/lFrame:
Date Recorded:

Supporting
Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

ATTESTATION BY SUPERINTENDANT OF THE JOINT STOCK COMPANY, BIENNE, COMMERCIAL REGISTER SHOWING
CHANGE OF ADDRESS ON NOV. 18, 1985 (IN FRENCH WITH ENGLISH TRANSLATION ATTACHED

0517/0992 Pages: 3
Feb. 18, 1986

No Supporting Documents Available

Assignor
Execution Date: Dec. 11, 1985

SWATCH AG (SWATCH SA) (SWATCH LTD.)
UNKNOWN

State or Country No Place Where Organized Found
Where Organized:

Assignee
SWATCH AG (SWATCH SA) (SWATCH LTD.)
UNKNOWN

State or Country No Place Where Organized Found
Where Organized:

94 RUE JAKOB STAEMPFLI



Correspondent

Correspondent MCGLEW AND TUTTLE
Name:

Correspondent 28 WEST 44TH ST.
Address: NEW YORK, NY 10036

Domestic Representative - Not Found



Generated on: This page was generated by TSDR on 2022-12-29 14:19:31 EST
Mark: SWATCH

US Serial Number: 74079220 Application Filing Jul. 17, 1990
Date:
US Registration 1671076 Registration Date: Jan. 07, 1992
Number:

Register: Principal
Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.
Status Date: May 03, 2022
Publication Date:May 14, 1991

Mark Information

Mark Literal SWATCH
Elements:

Standard Character No
Claim:

Mark Drawing 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)
Type:

Goods and Services

Note: :

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: walches, clocks and parts thereof

International 014 - Primary Class U.S Class(es): 027
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Nov. 12, 1981 Use in Commerce: Nov. 12, 1981

Basis Information (Case Level)

Filed Use: Yes ‘ Currently Use: Yes
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: No
Filed 66A: No Currently No Basis: No

Filed No Basis: No




