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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

J.C. Newman Cigar Company,

In the matter of trademark application
Opposer, Serial No. 88866282;

Mark: AMERICAN STOGIES
V.
Opposition No.

Tabacalera Palma, Ltd.,

N N N N N N N N N N N

Applicant.

NOTICE OF OPPOSITION

J.C. Newman Cigar Company (“Opposer”) believes that it will be damaged by the
registration of the AMERICAN STOGIES mark (“Applicant’s Mark™) shown in Serial No.
88866282 and hereby opposes the same.

As grounds for its opposition, Opposer alleges as follows:

1. Opposer is a corporation duly organized and existing under the laws of the State of
Florida, having a corporate address of 2701 Sixteenth Street, Tampa, Florida 33605.

2. Opposer is the oldest family-owned premium cigar maker in the United States.

3. Prior to the filing of the subject application, Opposer engaged in, and is now engaged

in, the manufacture, distribution, sale, advertising, and promotion in interstate
commerce of cigars and cigar accessories.
4. On April 9, 2020, Applicant applied to register Applicant’s Mark in connection with

“Cigars” in Class 34 (“Applicant’s Goods™), claiming acquired distinctiveness.



10.

1.

On June 26, 2020, the Trademark Office issued an Office Action requiring Applicant
to disclaim the term “STOGIES” because it is generic for Applicant’s Goods, and
Applicant entered the disclaimer.

On September 28, 2020, the Office issued a new Office Action refusing registration of
Applicant’s Mark on the basis that the mark consists of or includes geographically
deceptive and primarily geographically deceptively misdescriptive matter in relation to
the identified goods (Trademark Act Sections 2(a) and 2(e)(3)).

On March 23, 2021, Applicant filed a Response to Office Action, arguing that
AMERICAN STOGIES is not geographically deceptive or geographically deceptively
misdescriptive.

On April 21, 2021, the Office issued a Final Office Action, maintaining the Section
2(e)(3) primarily geographically deceptively misdescriptive objection.

On October 7, 2021, Applicant filed a Request for Reconsideration with the Office, as
well as a Notice of Appeal and Appeal Brief with the Board.

The Request for Reconsideration was denied, and the ex parte Appeal resumed on
November 15, 2021.

After consideration of Applicant’s Brief, Examining Attorney’s Brief, and Applicant’s
Reply Brief, the Board issued a final decision on August 15, 2022, reversing the Section
2(e)(3) refusal, finding that the Examining Attorney met her burden of establishing two
out of the three elements of the relevant test, but did not establish that a significant
portion of relevant U.S. consumers would be materially influenced in the decision to
purchase Applicant’s product by the geographic meaning of Applicant’s proposed

mark.
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17.

18.

Accordingly, Applicant’s Mark was published in the Trademark Official Gazette on
September 20, 2022.

Applicant’s Mark should be refused registration on the grounds that it is primarily
geographically deceptively misdescriptive, pursuant to the Trademark Act Section
2(e)(3).

The primary significance of Applicant’s Mark is a generally known geographic
location, namely, America. In Applicant’s Appeal Brief, Applicant stated: “There is no
dispute that ‘American’ refers to people or things from ‘America,” and that ‘America’
is a generally known geographic location.” Ex parte Appeal Brief, 4 TTABVUE at 6.
The addition of the generic term “STOGIES,” which Applicant has disclaimed, does
not alter the mark’s (mis)descriptiveness.

As the Board previously determined, “relevant U.S. consumers, upon encountering the
term AMERICAN as part of a trademark or source indicator for goods, would
reasonably believe that the goods originated in the United States.” Ex parte Appeal
Decision, 16 TTABVUE at 14.

Based on Applicant’s own admissions, Applicant’s Goods do not originate in the
United States. See, e.g., Applicant’s March 23, 2021, Response to Office Action
(“Applicant is located in Dominican Republic” and “[Applicant’s Goods] are or may
be made in Nicaragua featuring Nicaraguan and/or Honduran tobacco™).

Applicant’s Goods are sold and shipped in boxes that feature Applicant’s Mark along

with the phrase “Hand Made in Nicaragua.”
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Because many cigars are made in the United States, purchasers would be likely to
believe that Applicant’s Goods originate in the United States based on the use of the
term “AMERICAN” in Applicant’s Mark.

The misrepresentation regarding the geographic origin of Applicant’s Goods is a
material factor in a significant portion of the relevant consumers’ decision to buy
Applicant’s Goods because, among other reasons, cigars are related to traditional
tobacco products of the United States, or are an expansion of traditional tobacco
products of the United States.

The misrepresentation regarding the geographic origin of Applicant’s Goods would be
a material factor in a significant portion of the relevant consumers’ decision to buy
Applicant’s Goods because, among other reasons, many U.S. consumers regard
American-made products as meeting higher standards and/or being of higher quality
than foreign-made goods.

The misrepresentation regarding the geographic origin of Applicant’s Goods would be
a material factor in a significant portion of the relevant consumers’ decision to buy
Applicant’s Goods because, among other reasons, many U.S. consumers prefer to
purchase American-made products to support American jobs and the American
economy.

Opposer is in the same industry as Applicant, and some of Opposer’s cigars are made
entirely in the United States from exclusively U.S. materials — from the tobacco to the
cigar molds to the wood cabinet boxes. Opposer sells these goods under the mark THE

AMERICAN.



24. If Applicant’s Mark is allowed to register, it will impact Opposer’s ability to protect
and enforce its own THE AMERICAN mark for cigars.

25. Further, registration of Applicant’s Mark will affect Opposer’s ability to distinguish its
cigars in the marketplace as being actually American-made. It is likely that Applicant
will divert sales from Opposer’s customers who prefer to buy American-made
products.

26. Accordingly, Opposer has a direct and personal stake in the outcome of the proceeding,
and registration of Applicant’s Mark would damage Opposer.

WHEREFORE, Opposer believes that it will be damaged by the registration of Applicant’s
Mark, and therefore respectfully requests that Application Serial No. 88866282 be rejected, that
no registration be issued thereon to Applicant, and that this opposition be sustained in favor of

Opposer.

Respectfully submitted,

Date: October 20, 2022 /Sarah P. Harrell/

BARNES & THORNBURG LLP

Sarah P. Harrell

Michelle M. Mikol

sharrell@btlaw.com; mmikol@btlaw.com;
tmindocket@btlaw.com

Attorneys for Opposer
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of this Notice of Opposition has been filed
via ESTTA on October 20, 2022.

/s/ __Sarah P. Harrell
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