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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name

Gregorys Coffee Trade LLC

Granted to date
of previous ex-
tension

09/25/2022

Address

327 PARK AVENUE SOUTH
NEW YORK, NY 10010
UNITED STATES

Attorney informa-
tion

ILARIA MAGGIONI

WHITE AND WILLIAMS LLP

7 TIMES SQUARE, SUITE 2900

NEW YORK, NY 10036

UNITED STATES

Primary email: trademarks@whiteandwilliams.com

Secondary email(s): maggionii@whiteandwilliams.com, monge-
morerae@whiteandwilliams.com

212.244.9500

Docket no.

34524 .K0031

Applicant information

Application no. 97166553 Publication date 03/29/2022
Opposition filing 09/26/2022 Opposition period | 09/25/2022
date ends

Applicant

Frenz & Company, LLC

10530 CITY CENTER BLVD.
UNIT 103

PEMBROKE PINES, FL 33025
UNITED STATES

Goods/services affected by opposition

Class 025. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Hats; T-shirts

Class 030. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Coffee; Coffee drinks; Iced coffee

Grounds for opposition

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Marks cited by opposer as basis for opposition

| U.S. registration | 4373967 | Application date | 08/28/2012



https://estta.uspto.gov

no.

Register Principal

Registration date | 07/30/2013 Foreign priority NONE
date

Word mark NONE

Design mark

Description of
mark

The mark consists of a design that consists of a boy with a full head of hair
wearing eye glasses within a circle design.

Goods/services

Class 016. First use: First Use: Aug 1, 2011 First Use In Commerce: Aug 1,
2011

Paper bags and sacks, plastic or paper bags for merchandise packaging and
papershopping bags

Class 025. First use: First Use: Aug 1, 2011 First Use In Commerce: Aug 1,
2011

Clothing, namely, hats, t-shirts and aprons

Class 030. First use: First Use: Aug 1, 2011 First Use In Commerce: Aug 1,
2011

Coffee, iced coffee, prepared coffee and coffee-based beverages, roasted cof-
feebeans, espresso, espresso drinks, sandwiches, bread and cakes

Class 043. First use: First Use: Aug 1, 2011 First Use In Commerce: Aug 1,
2011

Coffee shop, restaurant and cafe services

U.S. registration 4319271 Application date 11/28/2012

no.

Register Principal

Registration date | 04/16/2013 Foreign priority NONE
date

Word mark SEE COFFEE DIFFERENTLY

Design mark

Description of
mark

NONE

Goods/services

Class 016. First use: First Use: Jul 1, 2011 First Use In Commerce: Jul 1, 2011
paper bags and sacks, plastic or paper bags for merchandise packaging and pa-
pershopping bags

Class 025. First use: First Use: Jul 1, 2011 First Use In Commerce: Jul 1, 2011
clothing, namely, hats, t-shirts and aprons

Class 030. First use: First Use: Jul 1, 2011 First Use In Commerce: Jul 1, 2011

coffee, iced coffee, prepared coffee and coffee-based beverages, roasted cof-
feebeans, espresso, espresso drinks, sandwiches, bread and cakes

Class 043. First use: First Use: Jul 1, 2011 First Use In Commerce: Jul 1, 2011
coffee shop, restaurant and cafe services

U.S. registration 4445463 Application date 11/28/2012

no.

Register Principal

Registration date | 12/10/2013 Foreign priority NONE
date

Word mark GREGORYS COFFEE




Design mark

GREGORYS
COFFEE

Description of
mark

NONE

Goods/services

Class 025. First use: First Use: Dec 1, 2006 First Use In Commerce: Dec 1,
2006

clothing, namely, hats, t-shirts and aprons

Class 030. First use: First Use: Dec 1, 2006 First Use In Commerce: Dec 1,
2006

coffee, iced coffee, prepared coffee and coffee-based beverages, roasted cof-
feebeans, espresso, espresso drinks, sandwiches, bread and cakes

Class 043. First use: First Use: Dec 1, 2006 First Use In Commerce: Dec 1,
2006

coffee shop

U.S. registration 5527364 Application date 11/17/2016

no.

Register Principal

Registration date | 07/31/2018 Foreign priority NONE
date

Word mark NONE

Design mark

Description of
mark

The mark consists of eye glasses composed of two coffee mugs with the
handles oriented outward in opposite directions.

Goods/services

Class 043. First use: First Use: Aug 1, 2011 First Use In Commerce: Aug 1,
2011

Coffee shop, restaurant and cafe services

U.S. registration 5117461 Application date 12/30/2015

no.

Register Principal

Registration date | 01/10/2017 Foreign priority NONE
date

Word mark NONE

Design mark

Description of
mark

The mark consists of two stylized coffee cups forming a stylized representation
of a pair eye glasses.

Goods/services

Class 043. First use: First Use: Apr 20, 2012 First Use In Commerce: Apr 20,
2012

food services and food preparations, namely, restaurants, cafes, espresso
bars,ice cream parlors, caterings, coffee shops, juice bars

U.S. registration

5953457 Application date 04/02/2019




no.

Register Principal

Registration date | 01/07/2020 Foreign priority NONE
date

Word mark GREGULAR

Design mark

Description of NONE

mark

Goods/services

Class 035. First use: First Use: Dec 31, 2014 First Use In Commerce: Dec 31,

2014

Administration of a customer loyalty program which provides registered custom-
ers with free and discounted menu items and other rewards

Class 042. First use: First Use: Dec 31, 2014 First Use In Commerce: Dec 31,

2014

providing temporary online non-downloadable computer application software for
mobile devices and mobile phones, namely,software for consumers to access,
monitor and manage their loyalty program profile and funds in associated stored
valueaccounts, pay for purchases via mobile pay functionality, access menu
data and store location information, ordering goods before entering a physical

location
U.S. registration 5874281 Application date 04/02/2019
no.
Register Principal
Registration date | 10/01/2019 Foreign priority NONE
date

Word mark

SEE COFFEE DIFFERENTLY

Design mark

SEE COFFEE DIFFERENTLY

Description of
mark

NONE

Goods/services

Class 041. First use: First Use: Aug 31, 2011 First Use In Commerce: Aug 31,

2011

On-line journals, namely, blogs featuring coffee

U.S. registration 6260355 Application date 06/25/2020

no.

Register Principal

Registration date | 02/02/2021 Foreign priority NONE
date

Word mark NONE

Design mark

Description of

The mark consists of the silhouette of a man's hair, above two coffee cups




mark

thatare arranged to resemble eyeglasses.

Goods/services Class 041. First use: First Use: Aug 10, 2011 First Use In Commerce: Aug 10,
2011
Entertaining services, namely, providing a website featuring a blog in the fields
of coffee and lifestyle, wellness andentertaining commentary
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Notice of Opposition Frenz Company LLC.pdf(140400 bytes )

Signature /llaria Maggioni/

Name ILARIA MAGGIONI

Date 09/26/2022




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

g

-
In the Matter of Application Serial No. 97166553 for the Mark:  —
Published in the Official Gazette on March 29, 2022

)

GREGORYS COFFEE TRADE LLC, ) Opposition No.
)
Opposer, )
v )
‘ )
FRENZ & COMPANY, LLC, ;
Applicant. %

NOTICE OF OPPOSITION

Opposer Gregorys Coffee Trade LLC (“Opposer”) believes that it will be damaged by the

g

registration of the mark  — (“Applicant’s Mark™) in International Class 25 for “Hats; T-
Shirts” in International Class 30 for “Coffee; Coffee drinks; Iced coffee” (“Applicant’s Goods™)
applied-for in Application Serial No. 97166553 (the “Application”), filed on December 10, 2021
by Frenz & Company, LLC, a limited liability company organized under the laws of Florida
having an address of record 10530 City Center Blvd. Unit 103 Pembroke Pines, Florida United
States 33025 (“Applicant”), and having been granted extensions of time to oppose up to and
including September 25, 2022, hereby opposes same.

As grounds for this opposition, Opposer alleges:

1. Opposer is a New York corporation located and doing business at 327 Park

Avenue South, New York, New York, 10010.

29638184v.1



Opposer’s Mark

2. Opposer owns and operates the well-known GREGORYS COFFEE shops, which

Mark” or “Opposer’s Logo Mark”™).

3. Since its founding in New York in 2006, Opposer has expanded its presence
across several states and has served millions of customers. Its primary specialty is coffee,
although its extended product line includes merchandise reflecting a holistic approach focused on
lifestyle and wellness.

4. Opposer has developed an extensive base of loyal customers who refer to
themselves as “GREGULARS.”

5. Since long prior to the filing of Applicant’s Application, Opposer has been and is
using Opposer’s Logo Mark in interstate commerce, as a trade name, service mark, and/or
trademark to identify its products and services.

6. Opposer maintains an online presence using Opposer’s Logo Mark, and

promoting the services offered under Opposer’s Logo Mark, including without limitation via its

website www.gregoryscoffee.com and social media platforms such as Twitter and Instagram.

7. Opposer is the owner of the Mark and associated registrations with the

United States Patent and Trademark Office (“USPTQO”), including without limitation:

29638184v.1


http://www.gregoryscoffee.com/

(a) Registration No. 4373967 for for “paper bags and sacks,
plastic or paper bags for merchandise packaging and paper shopping bags” in Class 16;
“clothing, namely, hats, t-shirts and aprons” in Class 25; for “coffee, iced coffee,
prepared coffee and coffee-based beverages, roasted coffee beans, espresso, espresso
drinks, sandwiches, bread and cakes” in Class 30 and for “coffee shop, restaurant and
cafe services” in Class 43, which issued July 30, 2013 and has achieved incontestable
status;

(b) Registration No. 4319271 for SEE COFFEE DIFFERENTLY for “paper
bags and sacks, plastic or paper bags for merchandise packaging and paper shopping
bags” in Class 16; “clothing, namely, hats, t-shirts and aprons” in Class 25; for “coffee,
iced coffee, prepared coffee and coffee-based beverages, roasted coffee beans, espresso,
espresso drinks, sandwiches, bread and cakes” in Class 30 and for ‘“coffee shop,
restaurant and cafe services” in Class 43, which issued April 16, 2013 and has achieved
incontestable status;

(©) Registration No. 4445463 for GREGORYS COFFEE for “clothing,
namely, hats, t-shirts and aprons” in Class 25; for “coffee, iced coffee, prepared coffee
and coffee-based beverages, roasted coffee beans, espresso, espresso drinks, sandwiches,
bread and cakes” in Class 30 and for “coffee shop” in Class 43, which issued December
10, 2013 and has achieved incontestable status;

(d) Registration No. 5527364 for UU

and cafe services” in Class 43, which issued July 31, 2018;

(e) Registration No. 5117461 for UU for “food services and food
preparations, namely, restaurants, cafes, espresso bars, ice cream parlors, caterings,
coffee shops, juice bars” in Class 43, which issued January 10, 2017,

for “coffee shop, restaurant

) Registration No. 5953457 for GREGULAR for ‘“administration of a
customer loyalty program which provides registered customers with free and discounted
menu items and other rewards” in Class 35, which issued January 7, 2020;

(2) Registration No. 5874281 for SEE COFFEE DIFFERENTLY for “on-
line journals, namely, blogs featuring coffee” in Class 41, which issued October 1, 2019;
and

-

e,
(h) Registration No. 6260355 for for “ Entertaining services,
namely, providing a website featuring a blog in the fields of coffee and lifestyle, wellness
and entertaining commentary” in Class 41, which issued on February 2, 2021.
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8. These registrations, including without limitation the incontestable ones, are valid,
subsisting, in full force and effect and are owned by Opposer (“Opposer’s Registrations™).

9. Opposer has spent significant sums in advertising and promoting Opposer’s Logo
Mark throughout the United States.

10. By virtue of Opposer’s long standing use, the popularity of Opposer’s goods and
services offered in connection with Opposer’s Logo Mark, and its advertising and promotion of
Opposer’s Logo Mark, Opposer has built up and now owns an extremely valuable goodwill
which is symbolized by Opposer’s Logo Mark.

11. Also, by virtue of Opposer’s long standing use, the popularity of Opposer’s goods

and services offered in connection with Opposer’s Logo Mark, and its advertising and promotion

of Opposer’s Logo Mark, the Mark became well-known and recognized prior to
Applicant’s filing of the Application for Applicant’s Mark, uniquely representing Opposer’s

goods offered in connection with Opposer’s Logo Mark in the minds of consumers.

Applicant’s Application

12. On or around December 10, 2021 Applicant filed the Application with the

g

USPTO on an intent-to-use basis seeking registration of the mark —  for “Hats; T-Shirts” in

Class 25; for “Coffee; Coffee drinks; Iced coffee” in Class 30.
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13. Opposer’s priority date in its Mark long precedes the filing date of the
Application and, upon information and belief, any date of first use or constructive use of

Applicant’s Mark and any priority date upon which Applicant may claim to rely.

14. Upon information and belief, Applicant filed the Application with full knowledge

of Opposer’s prior rights in Opposer’s Mark.

15. Applicant’s Application for, and use or proposed use of, Applicant’s Mark is
without Opposer’s consent or permission.

16. Opposer believes that it will be damaged by the registration of Applicant’s Mark
as set forth in Applicant’s Application within the meaning of 15 U.S.C. § 1063(a).

17. It’s irrefutable that Opposer’s Logo Mark and Applicant’s Mark as depicted

below are confusingly similar:

Opposer’s Mark Applicant’s Mark

18. Upon information and belief, Applicant was fully aware of Opposer’s Logo Mark
before filing the Application, and decided to proceed without regard for Opposer’s rights in its
trademarks.

19. Applicant’s registration of Applicant’s Mark as a trademark is likely to cause

injury to Opposer and to injure Opposer’s rights in Opposer’s Logo Mark.

29638184v.1



20. Applicant’s registration and use of Applicant’s Mark in connection with
Applicant’s Goods is likely to cause confusion, mistake and/or deception as to source, affiliation,
and/or sponsorship between Opposer and its goods and services, on the one hand, and Applicant

and Applicant’s Goods, on the other.

g

e’

21. Applicant’s use of —  in connection with Applicant’s Goods falsely suggests

a connection and unfairly competes with Opposer and Opposer’s Mark and its goods
and services in violation of Section 2(a) of the Trademark Act.

WHEREFORE, Opposer respectfully requests that this opposition be sustained, and that

Application Serial No. 97166553 be denied registration.

Dated: September 26, 2022 WHITE AND WILLIAMS LLP

By: _/llaria Maggioni/

Ilaria Maggioni

Esteban Monge-Morera

7 Times Square Tower

Suite 2900

New York, NY 10036

Telephone: (212) 244-9500
trademarks@whiteandwilliams.com

Attorneys for Opposer
Gregorys Coffee Trade LLC
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CERTIFICATE OF SERVICE

The undersigned hereby affirms under the penalties of perjury, that on September 26, 2022, he
caused a true and correct copy of the foregoing Notice of Opposition to be served via email upon

the Applicant’s Attorney of Record:

29638184v.1

Justin S. Maya, Esq.

COLE, SCOTT & KISSANE P.A.

9150 S. DADELAND BLVD, SUITE 1400

MIAMI, FLORIDA UNITED STATES 33156
justin.maya@csklegal.com; Ellie. Wizzard@csklegal.com;

cody.gcerman(@csklegal.com

/Esteban Monge-Morera/
Esteban Monge-Morera
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