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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

ZIA VENTURES, LLC., 

   Opposer, 

vs. 

TILEVERA, LLC, 

  Applicant. 
 

 
Opposition No.: 91278452 
 
Application No.: 90/727,735 

 
   Mark:  SALVIA 
 
   Filed:  May 21, 2021 
 
   Published for Opposition:  May 10, 2022 
 
 

 
ZIA VENTURES, LLC’S MOTION TO SUSPEND OPPOSITION DUE TO PENDING 

CIVIL ACTION 

 Opposer Zia Ventures, LLC (“Opposer”) hereby moves the Trademark Trial and Appeal 

Board for an order suspending the opposition proceeding in the above-captioned matter pending 

the outcome of Tilevera LLC v. Zia Ventures LLC, Case No. 3:21-cv-05629, a civil action 

pending between Opposer, on the one hand, and Applicant Tilevera, on the other, in the United 

States District Court for the Northern District of California (“Civil Action”).  Attached hereto as 

Exhibit A is a copy of the answer and counterclaims filed by Opposer against Tilevera on 

September 15, 2022. 

Because the Civil Action involves the same parties in this proceeding, the same disputed 

marks, and has issues “in common with those in a proceeding before the Board,” namely the 

issue of whether a likelihood of confusion exists between Opposer’s SALVIA mark and 

Applicant’s SALVIA mark, Opposer respectfully requests that this proceeding be suspended 

pending the final disposition of the Civil Action.  See T.B.M.P. §510.02(a); 37 C.F.R. §2.117(a). 
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Respectfully submitted, 
 
 
 

Dated:  June 15, 2023 By: /Joyce Liou/ _________________________   
Joyce Liou 
Attorney for Opposer 
Zia Ventures, LLC 
 
Morrison & Foerster LLP 
425 Market Street 
San Francisco, California  94105-2482 
Telephone: (415) 498-2800 
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CERTIFICATE OF SERVICE 

I hereby certify that a true and complete copy of the foregoing ZIA VENTURES, LLC'S 

MOTION TO SUSPEND OPPOSITION DUE TO PENDING CIVIL ACTION has been served 

on the below listed counsel by forwarding said copy via email on June 15, 2023, to the 

following: 

RUSSELL F. ROWEN 
russ@tswglaw.com 
THOMPSON WELCH SOROKO & GILBERT LLP 
3950 Civic Center Drive, Suite 300 
San Rafael, CA 94903  
 
 

 
Dated: June 15, 2023           By: /Jack Haisman/   

Jack Haisman 
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JENNIFER LEE TAYLOR (SBN 161368) 
JTaylor@mofo.com  
JOYCE LIOU (SBN 277720) 
JLiou@mofo.com 
MORRISON & FOERSTER LLP 
425 Market Street 
San Francisco, California  94105-2482 
Telephone: (415) 268-7000 
Facsimile: (415) 268-7522 
 
ANI OGANESIAN (SBN 329296) 
AOganesian@mofo.com 
MORRISON & FOERSTER LLP 
707 Wilshire Boulevard, Suite 6000 
Los Angeles, California  90017-3543 
Telephone: (213) 892-5200 
Facsimile: (213) 892-5454 

Attorneys for Defendant 
ZIA VENTURES, LLC 

 

UNITED STATES DISTRICT COURT 

NORTHERN DISTRICT OF CALIFORNIA 

OAKLAND DIVISION 

TILEVERA, LLC, 

Plaintiff, 

v. 

ZIA VENTURES, LLC 

Defendant. 

Case No. 3:21-cv-05629-JD 

DEFENDANT ZIA VENTURES, 
LLC’S ANSWER AND 
COUNTERCLAIMS 
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Defendant Zia Ventures, LLC (“Zia Tile”), by and through its undersigned counsel, 

answers the amended complaint filed by Plaintiff Tilevera, LLC (“Tilevera”) on October 1, 2021.  

To the extent the Amended Complaint asserts conclusions of law, such conclusions of law require 

no response in this Answer.  To the extent any response is required to headings or other 

unnumbered paragraphs in the Amended Complaint, Zia Tile denies the factual allegations, if 

any, contained in such headings or unnumbered paragraphs.  If an allegation is not expressly 

admitted, it is hereby denied.   

PARTIES 

1. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 1 and denies them on that basis. 

2. Zia Tile admits the allegations in Paragraph 2. 

3. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 3 and denies them on that basis. 

4. Zia Tile admits the allegations in Paragraph 4. 

JURISDICTION AND VENUE 

5. Zia Tile admits the allegations in Paragraph 5. 

6. Zia Tile admits that venue is proper in this district, but denies that it has committed 

any facts of infringement in the Northern District of California or any other District. 

FACTS 

7. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 7 and denies them on that basis. 

8. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 8 and denies them on that basis. 

9. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 9 and denies them on that basis. 

10. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 10 and denies them on that basis. 

11. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 
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contained in Paragraph 11 and denies them on that basis. 

12. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 12 and denies them on that basis. 

13. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 13 and denies them on that basis. 

14. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 14 and denies them on that basis. 

15. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 15 and denies them on that basis. 

16. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 16 and denies them on that basis. 

17. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 17 and denies them on that basis. 

18. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 18 and denies them on that basis. 

19. Zia Tile admits the allegations in Paragraph 19. 

20. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 20 and denies them on that basis. 

21. Zia Tile denies the allegations in Paragraph 21. 

22. Zia Tile denies that its website is “Infringing.”  Zia Tile admits the remainder of 

the allegations in Paragraph 22. 

23. Zia Tile admits the allegations in Paragraph 23. 

24. Zia Tile admits that Tilevera is one of its competitors.   

25. Zia Tile denies the allegations in Paragraph 25. 

26. Zia Tile admits that it received a letter from Tilevera’s counsel.  Zia Tile admits 

that Exhibit A appears to be a true and correct copy of that letter. 
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27. Zia Tile admits that its counsel responded to Tilevera’s letter refusing to comply 

with the demands set forth therein.  Zia Tile admits that Exhibit B appears to be a true and correct 

copy of that letter.   

28. Zia Tile denies the allegations in Paragraph 28. 

29. Zia Tile denies the allegations in Paragraph 29. 

30. Zia Tile denies the allegations in Paragraph 30. 

31. Zia Tile denies the allegations in Paragraph 31. 

32. Zia Tile denies the allegations in Paragraph 32. 

33. Zia Tile denies the allegations in Paragraph 33. 

34. Zia Tile denies the allegations in Paragraph 34. 

35. Zia Tile lacks sufficient information or knowledge to admit or deny the allegations 

contained in Paragraph 35 and denies them on that basis. 

36. Zia Tile denies that it is benefitting to Tilevera to its detriment and harm.  Zia Tile 

denies that it has a scheme to mislead, deceive, and confused prospective and current Tilevera 

customers.  Zia Tile denies that it is copying Tilevera’s designs, including the look and material 

used for the tiles.  Zia Tile lacks sufficient information or knowledge to admit or deny the 

remainder of the allegations contained in Paragraph 36 and denies them on that basis. 

37. Zia Tile denies the allegations in Paragraph 37. 

38. Zia Tile denies the allegations in Paragraph 38. 

COUNT I  

(Trademark Counterfeiting Under Sections 32, 34, and 35 of the Lanham Act, 15 U.S.C. §§ 

1114(1)(a)-(b), 1116(d), and 1117(b)-(c)) 

39. Zia Tile hereby realleges and incorporates by reference each and every preceding 

paragraph of this Answer as if set forth herein. 

40. Zia Tile denies the allegations in Paragraph 40. 

41. The allegations in Paragraph 41 assert legal conclusions to which no answer is 

required.  To the extent an answer is required, Zia Tile denies the allegations in Paragraph 41. 
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42. The allegations in Paragraph 42 assert legal conclusions to which no answer is 

required.  To the extent an answer is required, Zia Tile lacks sufficient information or knowledge 

to admit or deny the allegations in Paragraph 42, and denies them on that basis.  The registrations 

identified in Paragraph 42 are documents that speak for themselves, and Zia Tile denies the 

allegations in Paragraph 42 to the extent they are inconsistent with those documents. 

43. Zia Tile denies the allegations in Paragraph 43. 

44. Zia Tile denies the allegations in Paragraph 44. 

45. Zia Tile denies the allegations in Paragraph 45. 

46. Zia Tile denies the allegations in Paragraph 46. 

47. The allegations in Paragraph 47 assert legal conclusions to which no answer is 

required.  To the extent an answer is required, Zia Tile denies the allegations in Paragraph 47. 

48. Zia Tile denies the allegations in Paragraph 48. 

49. Zia Tile denies the allegations in Paragraph 49. 1 

COUNT II  

(Infringement of Registered Trademarks, 15 U.S.C. § 1114/Lanham Act § 32(a)I) 

49. Zia Tile hereby realleges and incorporates by reference each and every preceding 

paragraph of this Answer as if set forth herein.2 

50. The registrations identified in Paragraph 50 are documents that speak for 

themselves, and Hey Favor denies the allegations in Paragraph 50 to the extent they are 

inconsistent with those documents.  Zia Tile lacks sufficient information or knowledge to admit 

or deny the remainder of the allegations contained in Paragraph 50, and denies them on that basis. 

51. The allegations in Paragraph 51 assert legal conclusions to which no answer is 

required.  To the extent an answer is required, Zia Tile denies the allegations in Paragraph 51. 

 
1 Tilevera’s complaint is misnumbered.  The paragraph following its paragraph 48 is numbered 
34.  For purposes of this Answer, Zia Tile considers Tilevera’s paragraph 34 on page 10 of the 
Amended Complaint to constitute paragraph 49. 

2 Tilevera’s allegations under “Count II” begin at paragraph 49, even though the preceding 
paragraph should have been numbered 49.  For purposes of this Answer, Zia Tile will conform 
its numbering to Tilevera’s misnumbered allegations beginning on page 10 of the Amended 
Complaint. 
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52. Zia Tile denies the allegations in Paragraph 52. 

53. Zia Tile denies the allegations in Paragraph 53. 

54. Zia Tile denies the allegations in Paragraph 54. 

55. Zia Tile denies the allegations in Paragraph 55. 

Count III  

(Infringement of Unregistered Trademark, 15 U.S.C. § 1125/Lanham Act § 43(a)) 

56. Zia Tile hereby realleges and incorporates by reference each and every preceding 

paragraph of this Answer as if set forth herein. 

57. The registrations identified in Paragraph 57 are documents that speak for 

themselves, and Zia Tile denies the allegations in Paragraph 57 to the extent they are inconsistent 

with those documents.   

58. The allegations in Paragraph 58 assert legal conclusions to which no answer is 

required.  To the extent an answer is required, Zia Tile denies the allegations in Paragraph 58. 

59. Zia Tile denies the allegations in Paragraph 59. 

60. Zia Tile denies the allegations in Paragraph 60. 

61. Zia Tile denies the allegations in Paragraph 61. 

62. Zia Tile denies the allegations in Paragraph 62. 

63. Zia Tile denies the allegations in Paragraph 63. 

64. The allegations in Paragraph 64 assert legal conclusions to which no answer is 

required.  To the extent an answer is required, Zia Tile denies the allegations in Paragraph 64. 

65. Zia Tile denies the allegations in Paragraph 65. 

66. Zia Tile denies the allegations in Paragraph 66. 

COUNT IV  

(Unfair Competition in Violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a)) 

67. Zia Tile hereby realleges and incorporates by reference each and every preceding 

paragraph of this Answer as if set forth herein. 

68. Zia Tile denies the allegations in Paragraph 68. 

69. Zia Tile denies the allegations in Paragraph 69. 
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70. Zia Tile denies the allegations in Paragraph 70. 

COUNT V 

(False Designation in Violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a)) 

71. Zia Tile hereby realleges and incorporates by reference each and every preceding 

paragraph of this Answer as if set forth herein. 

72. Zia Tile denies the allegations in Paragraph 72 

73. Zia Tile denies the allegations in Paragraph 73. 

74. Zia Tile denies the allegations in Paragraph 74. 

75. Zia Tile denies the allegations in Paragraph 75. 

COUNT VI 

(Unfair Competition in Violation of California Business & Professions Code §17200, et seq.) 

76. Zia Tile hereby realleges and incorporates by reference each and every preceding 

paragraph of this Answer as if set forth herein. 

77. Zia Tile denies the allegations in Paragraph 77. 

78. Zia Tile denies the allegations in Paragraph 78. 

79. The allegations in Paragraph 79 assert legal conclusions to which no answer is 

required.  To the extent an answer is required, Zia Tile denies the allegations in Paragraph 79. 

80. Zia Tile denies the allegations in Paragraph 70. 

COUNT VII 

(Unfair Competition in Violation of California Business & Professions Code §17500, et seq.) 

81. Zia Tile hereby realleges and incorporates by reference each and every preceding 

paragraph of this Answer as if set forth herein. 

82. Zia Tile denies the allegations in Paragraph 82. 

83. Zia Tile denies the allegations in Paragraph 83 

84. Zia Tile denies the allegations in Paragraph 84. 

85. Zia Tile denies the allegations in Paragraph 85. 

86. Zia Tile denies the allegations in Paragraph 86. 

87. Zia Tile denies the allegations in Paragraph 87. 

88. Zia Tile denies the allegations in Paragraph 88. 

Case 3:21-cv-05629-JD   Document 47   Filed 09/15/22   Page 7 of 87



 

 
DEFENDANT ZIA VENTURES, LLC’S ANSWER AND COUNTERCLAIMS 
CASE NO. 3:21-cv-05629-JD 

 7 
 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

SF-4925909  

COUNT VII  

(Unfair Competition in Violation of California Common Law) 

89. Zia Tile hereby realleges and incorporates by reference each and every preceding 

paragraph of this Answer as if set forth herein. 

90. The allegations in Paragraph 90 assert legal conclusions to which no answer is 

required.  To the extent an answer is required, Zia Tile denies the allegations in Paragraph 90. 

91. Zia Tile denies the allegations in Paragraph 91. 

92. Zia Tile denies the allegations in Paragraph 92. 

93. The allegations in Paragraph 93 assert legal conclusions to which no answer is 

required.  To the extent an answer is required, Zia Tile denies the allegations in Paragraph 93. 

94. Zia Tile denies the allegations in Paragraph 94. 

PRAYER FOR RELIEF 

Zia Tile denies that Tilevera is entitled to any of the relief Tilevera requests in its Prayer for 

Relief, including Paragraphs (A) through (R). 
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AFFIRMATIVE DEFENSES 

 As to affirmative defenses to the Amended Complaint, Zia Tile does not, by stating the 

matters set forth in these defenses, allege or admit that it has the burden of proof or persuasion 

with respect to any of these matters, and does not assume the burden of proof or persuasion on 

any matters as to which Plaintiff has the burden of proof for persuasion.  The following 

affirmative defenses are based on Zia Tile’s knowledge, information, and belief at this time, and 

Zia Tile specifically reserves the right to modify, amend, or supplement any affirmative defense 

contained in this Answer.  Zia Tile reserves the right to assert other defenses as information is 

gathered through discovery and investigation. 

First Affirmative Defense 

(Failure to State a Claim) 

 The claims of the Amended Complaint are barred, in whole or in part, because Tilevera 

has filed to adequately state a claim for relief. 

Second Affirmative Defense 

(Unclean Hands) 

 The claims of the Amended Complaint are barred, in whole or in part, by the doctrine of 

unclean hands. 

Third Affirmative Defense 

(Estoppel) 

 The claims of the Amended Complaint are barred, in whole or in part, by the doctrine of 

estoppel. 

Fourth Affirmative Defense 

(Good Faith) 

 The claims of the Amended Complaint are barred, in whole or in part, by the doctrine of 

good faith.  Zia Tile acted reasonably and in good faith at all times relevant to the acts 

complained of in the Amended Complaint. 
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Fifth Affirmative Defense 

(Fair Use) 

 The claims of the Amended Complaint are barred, in whole or in part, by the doctrine of 

fair use. 

Sixth Affirmative Defense 

(Lack of Intent) 

 The claims of the Amended Complaint are barred, in whole or in part, because Zia Tile 

lacked intent to misrepresent a material fact. 

Seventh Affirmative Defense 

(Absence of Damages) 

 The claims of the Amended Complaint are barred, in whole or in part, because Tilevera 

has not suffered any loss or damages as a result of the alleged acts of Zia Tile. 

PRAYER FOR RELIEF 

 WHEREFORE, Zia Tile prays for the following relief: 

1. That judgment on the Amended Complaint, and on each cause of action herein, be 

entered in favor of Zia Tile; 

2. That this Court deny Tilevera relief of any kind; 

3. That the request for injunctive relief be denied; 

4. That Zia Tile be awarded its costs incurred, including reasonable attorneys’ fees; 

and 

5. For such other or further relief as this Court may deem just and proper. 
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COUNTERCLAIMS 

 Defendant and Counter-Claimant Zia Ventures, LLC (“Zia Tile”) for its Counterclaims 

against Plaintiff and Counter-Defendant Tilevera, LLC (“Tilevera”) alleges as follows: 

JURISDICTION AND VENUE 

1. This Court has subject matter jurisdiction over this action pursuant to 15 U.S.C. § 

1121 and 28 U.S.C. §§ 1331, 1367, 2201, and 2202. 

2. Tilevera is subject to personal jurisdiction in this District because it is 

headquartered in this District and filed its complaint in this District. 

3. Venue is proper in this District under 28 U.S.C. § 1391(b)(1) and (b)(2) because a 

substantial part of the events giving rise to the counterclaims occurred in the District and Tilevera 

is subject to personal jurisdiction in this District. 

PARTIES 

4. Defendant Zia Tile is a limited liability company organized and existing under the 

laws of the State of California, with its principal place of business at 2531 Nichols Canyon Road, 

Los Angeles, California 90046. 

5. On information and belief, Tilevera is a limited liability company organized and 

existing under the laws of the State of California, with its principal place of business at 2143 E. 

Francisco Blvd., San Rafael, California 94901. 

GENERAL ALLEGATIONS 

A. Zia Tile’s Business 

6. Zia Tile was founded in 2016 in Southern California.  Its mission is to make 

beautiful, handmade, artisanal tile accessible to everyone.  Zia Tile works with designers, 

contractors, developers, and homeowners nationwide on projects of all sizes.   

7. Zia Tile manufactures and sells encaustic cement tiles in a wide array of colors and 

sizes.  The tiles are available in both patterned and solid designs and in a variety of shapes, 

including hexagonal tiles, diamond tiles, subway tiles, and square tiles.   

8. Zia Tile’s handcrafted cement tiles are made with the finest materials, honed and 

perfected by artisans using a technique first developed by French and Catalan craftsmen in the 
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1850s.  The individualized manufacturing process of these tiles means that no two cement tiles 

are exactly the same, and these subtle variations set Zia Tile’s cement tiles apart from mass-

produced, highly-uniform tiles. 

9. In March 2018, Zia Tile launched its “Salvia” cement tile, which is available in 

various shapes and sizes, such as 4x4 and 4x8.  Attached hereto as Exhibit A is a true and correct 

copy of Zia Tile’s webpage at https://www.ziatile.com/product/salvia/, depicting Zia Tile’s 

“Salvia” cement tile, as accessed on September 6, 2022. 

10. In April 2018, Zia Tile launched its “Umber” cement tile, which is available in 

various shapes and sizes, such as 2x8, 4x4, and 8x8.  Attached hereto as Exhibit B is a true and 

correct copy of Zia Tile’s webpage at https://www.ziatile.com/product/umber-cement-tile/, 

depicting Zia Tile’s “Umber” cement tile, as accessed on September 15, 2022. 

11. Since their respective launches, the “Salvia” and “Umber” tiles have become 

widely popular and are some of Zia Tile’s best-selling cement tile products. 

12. In addition to its unique cement tile patterns and colors, Zia Tile also sells 

traditional “Zellige” tiles in various colors, shapes, and patterns.  The “Zellige” tiles are 

handmade in Morroco using traditional methods and designs passed down through generations 

and that date back to the 10th century.   

13. Zia Tile also manufactures and sells ceramic tile, cotto tile, thin glazed brick tile, 

and limestone tile in a wide array of colors and shapes. 

14. For example, in August 2018, Zia Tile launched its “Rouge” ceramic zellige tile, 

which is available in various sizes and patterns, such as hex and trapezoid.  Attached hereto as 

Exhibit C is a true and correct copy of Zia Tile’s webpage at 

https://www.ziatile.com/product/rouge-zellige/, depicting Zia Tile’s “Rouge” ceramic zellige tile, 

as accessed on September 15, 2022. 

15. Since its launch, the “Rouge” tile has become one of Zia Tile’s best-selling and 

most popular ceramic zellige tile products. 
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16. Zia Tile’s cement tiles and zellige are handmade and manufactured by artisans 

with generations of experience with authentic raw materials to produce tiles with lasting quality 

and beauty. 

17. Zia Tile promotes its products through its website, www.ziatile.com, and through 

its social media accounts such as Instagram and Facebook. 

C. Tilevera’s Business and Willful and Wrongful Conduct 

18. On information and belief, Tilevera is a tile design company founded in 2011.   

19. On information and belief, Tilevera promotes its tiles through its website,  

www.cletile.com, and through its social media accounts such as Instagram. 

20. Tilevera is one of Zia Tile’s largest competitors.  

21. On July 22, 2021, Tilevera filed a lawsuit against Zia Tile asserting trademark 

infringement, trademark counterfeiting, unfair competition, and false designation of origin, under 

the Lanham Act, and unfair competition and false advertising under California law. 

22. Tilevera’s complaint claims exclusive ownership of various tile designs, none of 

which are exclusive to Tilevera as they are based upon traditional, ornamental tile patterns that 

have been used widely by dozens of third parties for years. 

23. Tilevera’s complaint also accuses Zia Tile of infringing Tilevera’s registered 

trademarks for its tile names, none of which are in use by Zia Tile.  

24. On information and belief, in or around December 2021, Tilevera began a 

vigorous campaign of applying to register as trademarks a number of tile names, many of which 

are names that have been in use for years in the tile design industry or names that Zia Tile itself 

uses and began using on its tiles first. 

The “Moroccan Zellige” Mark 

25. On or around December 7, 2021, Tilevera filed an application to register the term 

MOROCCAN ZELLIGE for “Non-metal building materials, namely, tile made of stone, cement, 

brick and terracotta” in International Class 19.  This application was assigned U.S. Application 

Serial No. 97/160,747 by the U.S. Patent & Trademark Office.  Attached hereto as Exhibit D is a 

true and correct copy of Tilevera’s application for MOROCCAN ZELLIGE, as downloaded from 
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the U.S. Patent & Trademark Office’s Trademark Status & Document Retrieval. 

26. On February 28, 2022, the U.S. Patent & Trademark Office issued a non-final 

office action rejecting Tilevera’s MOROCCAN ZELLIGE application as merely descriptive of a 

feature or characteristic of Tilevera’s applied-for goods.   

27. Tilevera has not yet responded to this office action. 

28. “Moroccan Zellige” is a term used widely in the tile design industry by Tilevera’s 

competitors, including Zia Tile, to describe a variety of tile originally handmade in Morocco in 

the 10th Century, as shown below: 
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29. Many of Tilevera’s competitors, who predate Tilevera, used the term 

MOROCCAN ZELLIGE term prior to Tilevera’s existence as a company. 

30. As a result, MOROCCAN ZELLIGE cannot function as a source identifier for 

Tilevera’s tile products and is not protectable as a trademark. 

31. On information and belief, at the time Tilevera applied to register the term 

MOROCCAN ZELLIGE, it was aware of the widespread and generic use of the term in the 

industry, including by Zia Tile.   

32. On information and belief, at the time Tilevera applied to register the term 

MOROCCAN ZELLIGE, it was aware that the term cannot function as a source identifier for its 

applied-for goods. 
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33. On or around April 12, 2022, Zia Tile was contacted by one of the largest 

Moroccan zellige factories (“Factory”).  Factory informed Zia Tile that Tilevera had filed an 

application to register the term “Moroccan Zellige” as a trademark, and that this conduct had 

caused significant concern among Moroccan zellige artisans and in the tile design industry 

generally given the history of the term and the traditional “Zellige” tile. 

34. On information and belief, Tilevera’s MOROCCAN ZELLIGE application 

threatens the rights of dozens of zellige resellers (like Zia Tile), designers, and architects in the 

United States who have been and continue to use the term in connection with their goods and 

services. 

The “Salvia,” “Umber,” and “Rouge” Marks 

35. On or around May 21, 2022, Tilevera filed an application to register the term 

SALVIA for “Non-metal building materials, namely, tile made of stone, cement, brick and 

terracotta, all available for purchase only on the company website” in International Class 19.  

This application was assigned U.S. Application Serial No. 90/727,735 by the U.S. Patent & 

Trademark Office.  Attached hereto as Exhibit E is a true and correct copy of Tilevera’s 

application for SALVIA, as downloaded from the U.S. Patent & Trademark Office’s Trademark 

Status & Document Retrieval. 

36. Tilevera’s U.S. Application Serial No. 90/727,735 claims a first use and first use in 

commerce date of September 26, 2020.   

37. On information and belief, Tilevera began promoting and offering for sale ceramic 

brick tile products under the SALVIA mark on or around September 17, 2020.  Attached hereto 

as Exhibit F is a true and correct screenshot of Tilevera’s webpage at 

https://www.cletile.com/product/brick/cle-guild-new-california?sku=CA0003, reflecting 

Tilevera’s use of the SALVIA mark, as accessed on September 6, 2022. 

38. Since at least as early as March 2018, and substantially prior to Tilevera’s filing 

date for U.S. Application Serial No. 90/727,735 and first use of the SALVIA mark, Zia Tile has 

continuously used the SALVIA mark in connection with the promotion and sale of cement tile 

products throughout the United States.   
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39. On or around December 22, 2021, Tilevera filed an application to register the term 

UMBER for “Non-metal building materials, namely, tile made of stone, cement, brick and 

terracotta” in International Class 19.  This application was assigned U.S. Application Serial No. 

97/184,774 by the U.S. Patent & Trademark Office.  Attached hereto as Exhibit G is a true and 

correct copy of Tilevera’s application for UMBER, as downloaded from the U.S. Patent & 

Trademark Office’s Trademark Status & Document Retrieval. 

40. Tilevera’s U.S. Application Serial No. 97/184,774 claims a first use and first use in 

commerce date of October 1, 2021.   

41. On information and belief, Tilevera did not begin promoting and offering for sale 

cement tile products under the UMBER mark until after May 2, 2022.  Attached hereto as 

Exhibit H is a true and correct screenshot of Tilevera’s webpage at 

https://www.cletile.com/product/cement/mythology-neutral-duos?sku=C28307, reflecting 

Tilevera’s use of the UMBER mark, as accessed on September 15, 2022. 

42. Since at least as early as April 2018 and substantially prior to Tilevera’s filing date 

for U.S. Application Serial No. 97/184,774 and Tilevera’s first use of the UMBER mark, Zia Tile 

has continuously used the UMBER mark in connection with the promotion and sale of cement tile 

products throughout the United States.   

43. On or around December 22, 2021, Tilevera filed an application to register the term 

ROUGE for “Non-metal building materials, namely, tile made of stone, cement, brick and 

terracotta” in International Class 19.  This application was assigned U.S. Application Serial No. 

97/184,902 by the U.S. Patent & Trademark Office.  Attached hereto as Exhibit I is a true and 

correct copy of Tilevera’s application for ROUGE, as downloaded from the U.S. Patent & 

Trademark Office’s Trademark Status & Document Retrieval. 

44. Tilevera’s U.S. Application Serial No. 97/184,902 claims a first use and first use in 

commerce date of October 1, 2021.   
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45. On information and belief, Tilevera did not begin promoting and offering for sale 

cement tile products under the ROUGE mark until after May 2, 2022.  Attached hereto as Exhibit 

J is a true and correct screenshot of Tilevera’s webpage at 

https://www.cletile.com/product/cement/mythology-vibrant-duos?sku=C28314, reflecting 

Tilevera’s use of the ROUGE mark, as accessed on September 15, 2022. 

46. Since at least as early as August 2018 and substantially prior to Tilevera’s filing 

date for U.S. Application Serial No. 97/184,902 and Tilevera’s first use of the ROUGE mark, Zia 

Tile has continuously used the ROUGE mark (collectively with the SALVIA and UMBER marks, 

the “Marks”) in connection with the promotion and sale of ceramic zellige tile products 

throughout the United States.   

47. Zia Tile owns the goodwill and reputation of the goods connected with the Marks.  

As a result of extensive marketing, promotion, and sales of Zia Tile’s goods offered under the 

Marks, Zia Tile has built up highly valuable goodwill in the Marks, and said goodwill has become 

closely and uniquely identified and associated with Zia Tile and Zia Tile’s goods. 

48. Each of the Marks is also used to promote Zia Tile’s goods throughout the United 

States.  As such, Zia Tile owns common law rights in the Marks for tile products, including but 

not limited to ceramic and cement tiles. 

49. As a result of Zia Tile’s reputation, and its expenditures and efforts to promote the 

Zia Tile brand and its offerings, the Marks are well-known and have come to signify the high 

quality of Zia Tile’s goods.   

50. Tilevera’s applied-for Marks are identical in appearance, sound, meaning, and 

commercial impression to Zia Tile’s use of the Marks, and are used in connection with goods that 

are nearly identical to those offered by Zia Tile under the Marks.   

51. The Marks are likely to cause confusion, to cause mistake, or to deceive customers 

as to the affiliation, connection, or association of Tilevera with Zia Tile, or as to the origin, 

sponsorship, or approval of Tilevera’s goods by Zia Tile.  Such confusion will cause harm to Zia 

Tile and the consuming public and jeopardize the valuable goodwill and reputation Zia Tile has 

built up in connection with the Marks.  Furthermore, any defect, objection, or fault found with 
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Tilevera’s goods marketed under the Marks would likely reflect upon and injure the reputation 

that Zia Tile has established for its goods offered under the Marks. 

52. On information and belief, Tilevera’s willful intent here is clear as there is no 

possibility that it was not aware of Zia Tile’s use of the Marks when it applied to register the 

Marks.  The parties are competitors in the tile design industry and, upon information and belief, 

Tilevera regularly monitors Zia Tile’s product offerings. 

53. Tilevera is blatantly attempting to take advantage of Zia Tile’s goodwill associated 

with the goods Zia Tile offers under the Marks, which are unquestionably well-regarded as high-

quality product within the tile design industry. 

54. If Tilevera continues its wrongful conduct, Zia Tile will be irreparably harmed, 

including through loss of goodwill, reputation, and revenue.  Such irreparable harm will continue 

unless Tilevera is restrained from its continuing violations of the Lanham Act and common law 

trademark infringement.  Zia Tile has no adequate remedy at law. 

FIRST CLAIM FOR RELIEF 

Federal Trademark Infringement under 15 U.S.C. § 1125 

55. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 54 as if 

fully set forth herein. 

56. Tilevera’s conduct, as alleged above, constitutes trademark infringement in 

violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125. 

57. Zia Tile has had valid and protectable rights in the Marks, which it has used in 

commerce for years and since well before Tilevera’s first use of the Marks.   

58. Zia Tile has not authorized Tilevera to use the Marks in connection with its tile 

products, or any other goods. 

59. On information and belief, Tilevera knowingly and willfully copied Zia Tile’s 

Marks for use in connection with its good, intending to cause consumers to confuse or mistake the 

source of Tilevera’s goods. 
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60. Tilevera’s wrongful acts, as alleged above, are likely to cause confusion and 

mistake as to the source, sponsorship, endorsement, or affiliation of Tilevera’s goods and as such, 

constitute infringement of Zia Tile’s trademark rights in the Marks. 

61. As a direct and proximate result of Tilevera’s infringement of the Marks, Zia Tile 

has suffered, and will continue to suffer, monetary loss and irreparable injury to its business, 

reputation, and goodwill. 

SECOND CLAIM FOR RELIEF 

Common Law Trademark Infringement 

62. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 61 as if 

fully set forth herein. 

63. Zia Tile has valid and existing common law rights in the Marks, which it has used 

in commerce for years and since well before Tilevera’s first use of the Marks. 

64. On information and belief, Tilevera knowingly and willfully copied Zia Tile’s 

Marks for use in connection with its good, intending to cause consumers to confuse or mistake the 

source of Tilevera’s goods. 

65. Tilevera’s wrongful acts, as alleged above, are likely to cause confusion and 

mistake as to the source, sponsorship, endorsement, or affiliation of Tilevera’s goods and as such, 

constitute infringement of Zia Tile’s common law rights in the Marks. 

66. As a direct and proximate result of Tilevera’s infringement of the Marks, Zia Tile 

has suffered, and will continue to suffer, monetary loss and irreparable injury to its business, 

reputation, and goodwill. 

THIRD CLAIM FOR RELIEF 

Unfair Competition under California Business & Professions Code §§ 17200 et seq. 

67. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 66 as if 

fully set forth herein. 

68. Tilevera’s conduct, as alleged above, constitutes unlawful business acts or 

practices and as such constitutes unfair competition under California Business & Professions 

Code §§ 17200 et seq. 
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69. Tilevera’s conduct constitutes unlawful business acts or practices in that Tilevera 

has engaged in (1) federal trademark infringement under Section 43 of the Lanham Act, 15 

U.S.C. § 1125; and (2) trademark infringement under California common law. 

70. Tilevera’s conduct constitutes unlawful business acts or practices in that Tilevera’s 

trademark infringement are likely to mislead or deceive the public into purchasing goods they 

would not otherwise purchase, resulting in Tilevera obtaining sales and profits that Zia Tile 

should have received. 

71. Upon information and belief, Tilevera’s conduct was knowing and willful. 

72. As a direct and proximate result of Tilevera’s conduct, Zia Tile has suffered, and 

will continue to suffer, monetary loss and irreparable injury to its business, reputation, and 

goodwill. 

FOURTH CLAIM FOR RELIEF 

Declaratory Judgment – Order Directing USPTO to Reject U.S. Application Serial No. U.S. 

Serial No. 90/727,735 

73. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 72 as if 

fully set forth herein. 

74. Tilevera seeks registration of the SALVIA mark for “Non-metal building 

materials, namely, tile made of stone, cement, brick and terracotta, all available for purchase only 

on the company website” in International Class 19 in U.S. Application Serial No. 90/727,735. 

75. There is a likelihood of confusion between Tilevera’s use and application for the 

SALVIA mark in connection with tile products and Zia Tile’s prior use of the SALVIA mark in 

connection with its tile products.  

76. There is an actual case or controversy concerning Tilevera’s right to exclusive use 

and registration of the SALVIA mark in connection with tile products, such that the Court has 

jurisdiction over Zia Tile’s request for declaratory relief consistent with Article III of the United 

States Constitution, and that actual case or controversy requires a declaration of rights by this 

Court. 
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77. Accordingly, Zia Tile requests, pursuant to 28 U.S.C. § 2201, that the Court direct 

the USPTO to reject Tilevera’s application for SALVIA in U.S. Application Serial No. 

90/727,735. 

FIFTH CLAIM FOR RELIEF  

Declaratory Judgment – Order Directing USPTO to Reject U.S. Application Serial No. 
97/184,774 

78. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 77 as if 

fully set forth herein. 

79.  Tilevera seeks registration of the UMBER mark for “Non-metal building 

materials, namely, tile made of stone, cement, brick and terracotta” in International Class 19 in 

U.S. Application Serial No. 97/184,774.  

80. There is a likelihood of confusion between Tilevera’s use and application for the 

UMBER mark in connection with tile products and Zia Tile’s prior use of the UMBER mark in 

connection with its tile products.  

81. There is an actual case or controversy concerning Tilevera’s right to exclusive use 

and registration of the UMBER mark in connection with tile products, such that the Court has 

jurisdiction over Zia Tile’s request for declaratory relief consistent with Article III of the United 

States Constitution, and that actual case or controversy requires a declaration of rights by this 

Court. 

82. Accordingly, Zia Tile requests, pursuant to 28 U.S.C. § 2201, that the Court direct 

the USPTO to reject Tilevera’s application for UMBER in U.S. Application Serial No. 

97/184,774. 

SIXTH CLAIM FOR RELIEF  

Declaratory Judgment – Order Directing USPTO to Reject U.S. Application Serial No. 
97/184,902 

83. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 82 as if 

fully set forth herein. 
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84.  Tilevera seeks registration of the ROUGE mark for “Non-metal building 

materials, namely, tile made of stone, cement, brick and terracotta” in International Class 19 in 

U.S. Application Serial No. 97/184,902.  

85. There is a likelihood of confusion between Tilevera’s use and application for the 

ROUGE mark in connection with tile products and Zia Tile’s prior use of the ROUGE mark in 

connection with its tile products.  

86. There is an actual case or controversy concerning Tilevera’s right to exclusive use 

and registration of the ROUGE mark in connection with tile products, such that the Court has 

jurisdiction over Zia Tile’s request for declaratory relief consistent with Article III of the United 

States Constitution, and that actual case or controversy requires a declaration of rights by this 

Court. 

87. Accordingly, Zia Tile requests, pursuant to 28 U.S.C. § 2201, that the Court direct 

the USPTO to reject Tilevera’s application for ROUGE in U.S. Application Serial No. 

97/184,902. 

SEVENTH CLAIM FOR RELIEF 

Declaratory Judgment – Order that “Moroccan Zellige” is Not a Protectable Trademark 

88. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 87 as if 

fully set forth herein. 

89.  Tilevera seeks registration of the MOROCCAN ZELLIGE mark for “Non-metal 

building materials, namely, tile made of stone, cement, brick and terracotta” in International Class 

19 in U.S. Application Serial No. 97/160,747.  

90. “Moroccan Zellige” is a term used widely in the tile design industry by Tilevera’s 

competitors, including Zia Tile, to describe a variety of tile originally handmade in Morocco in 

the 10th Century.  Many of Tilevera’s competitors, who predate Tilevera, used this term prior to 

Tilevera’s existence as a company.  Therefore, the MOROCCAN ZELLIGE mark cannot 

function as a trademark and source-identifier of Tilevera’s tile products. 

91. There is an actual case or controversy concerning Tilevera’s right to exclusive use 

and registration of the MOROCCAN ZELLIGE mark in connection with tile products, such that 
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the Court has jurisdiction over Zia Tile’s request for declaratory relief consistent with Article III 

of the United States Constitution, and that actual case or controversy requires a declaration of 

rights by this Court. 

92. Accordingly, Zia Tile requests, pursuant to 28 U.S.C. § 2201, that the Court issue 

an order finding that MOROCCAN ZELLIGE is not protectable as a trademark. 

PRAYER FOR RELIEF 

WHEREFORE, Zia Tile prays for the following relief: 

a. Judgment entered in favor of Zia Tile and against Tilevera on each and every 

Claim of this Counterclaim;  

b. A preliminary and permanent injunction prohibiting Tilevera and its officers, 

agents, servants, employees, and all other persons acting in concert or participation with them, 

from using the Marks or any other marks confusingly similar to the Marks, in commerce, in 

connection with tile products or any related goods;  

c. An order directing Tilevera, pursuant to 15 U.S.C. § 1116(a), to file with this 

Court and serve upon Zia Tile within thirty (30) days after entry of the injunction, a report in 

writing under oath setting forth in detail the manner and form in which Tilevera has complied 

with the injunction and ceased all offering of goods and services under the Marks as set forth 

above; 

d. An order directing Tilevera, pursuant to 15 U.S.C. § 1118, to deliver up for 

destruction, or to show proof of said destruction or sufficient modification to eliminate the 

infringing matter, all catalogs, articles, products, displays, labels, circulars, letterhead, business 

cards, promotional items, clothing, literature, or other matter in the possession, custody, or 

under the control of Tilevera or its agents bearing the Marks in any manner, or any mark that is 

confusingly similar to or a colorable imitation of the Marks;  

e. An award of Zia Tile’s actual damages and an accounting of the profits that 

Tilevera generated from its unlawful use of the Marks, and all other damages available by 

statute or common law, including any punitive and exemplary damages; 
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f. An award of enhanced damages under 15 U.S.C. § 1117;  

g. An award of restitution and/or disgorgement of all revenues, earnings, profits, 

compensation, and benefits that may have been obtained by Tilevera as a result of its unlawful 

and/or fraudulent business acts or practices; 

h. An order directing the U.S. Patent & Trademark Office to refuse registration of 

U.S. Application Serial Nos. 90/727,735, 97/184,774, and 97/184,902; 

i. An order that the term MOROCCAN ZELLIGE is not protectable as a trademark; 

j. An award of interest, costs and attorneys’ fees incurred by Zia Tile in prosecuting 

this action; and  

k. That the Court grant such other and further relief as it deems just and proper. 

JURY DEMAND 

Zia Tile hereby demands a trial by jury on all issues upon which a trial by jury may be 

had. 

Dated:  September 15, 2022 
 

JENNIFER LEE TAYLOR 
JOYCE LIOU  
ANI OGANESIAN 
MORRISON & FOERSTER LLP 
 
 
By:      /s/ Joyce Liou 

JOYCE LIOU 

Attorneys for Defendant  
ZIA VENTURES, LLC   
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PTO- 1478

Approved for use through 10/31/2024. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 97160747

Filing Date: 12/07/2021

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory

under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK MOROCCAN ZELLIGE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT MOROCCAN ZELLIGE

*MARK STATEMENT
The mark consists of standard characters, without claim to any

particular font style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Tilevera LLC

DBA/AKA/TA/FORMERLY DBA Cle

INTERNAL ADDRESS 2143 Francisco Blvd. E

*MAILING ADDRESS 2143 Francisco Blvd. E.

*CITY San Rafael

*STATE

(Required for U.S. applicants)
California

*COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

*ZIP/POSTAL CODE

(Required for U.S. and certain international addresses)
94901

PHONE 415-887-9011

*EMAIL ADDRESS XXXX

WEBSITE ADDRESS www.cletile.com

LEGAL ENTITY INFORMATION

*TYPE LIMITED LIABILITY COMPANY

* STATE/COUNTRY/REGION/JURISDICTION/U.S. TERRITORY

WHERE LEGALLY ORGANIZED
California
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GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 019 

*IDENTIFICATION
Non-metal building materials, namely, tile made of stone,

cement, brick and terracotta

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 

(if applicable)
 

*TRANSLITERATION 

(if applicable)
 

*CLAIMED PRIOR REGISTRATION

(if applicable)
 

*CONSENT (NAME/LIKENESS) 

(if applicable)
 

*CONCURRENT USE CLAIM 

(if applicable)
 

ATTORNEY INFORMATION

NAME Russell Rowen

ATTORNEY BAR MEMBERSHIP NUMBER XXX

YEAR OF ADMISSION XXXX

U.S. STATE/ COMMONWEALTH/ TERRITORY XX

FIRM NAME Thompson Welch Soroko & Gilbert, LLP

INTERNAL ADDRESS 3950 Civic Center Drive, Suite 300

STREET 3950 Civic Center Drive, Suite 300

CITY SAN RAFAEL

STATE California

COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

ZIP/POSTAL CODE 94903

PHONE 415-448-5000

FAX 415-448-5010

EMAIL ADDRESS rrowen@twsglaw.com

CORRESPONDENCE INFORMATION

NAME Russell Rowen

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE rrowen@twsglaw.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) alex@twsglaw.com

FEE INFORMATION

APPLICATION FILING OPTION TEAS Plus

NUMBER OF CLASSES 1

APPLICATION FOR REGISTRATION PER CLASS 250

*TOTAL FEES DUE 250

*TOTAL FEES PAID 250
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SIGNATURE INFORMATION

* SIGNATURE /Russell Rowen/

* SIGNATORY'S NAME Russell Rowen

* SIGNATORY'S POSITION Attorney of record

SIGNATORY'S PHONE NUMBER 415-448-5000

* DATE SIGNED 12/07/2021

SIGNATURE METHOD Signed directly within the form
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PTO- 1478

Approved for use through 10/31/2024. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

 

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 97160747

Filing Date: 12/07/2021

To the Commissioner for Trademarks:

MARK: MOROCCAN ZELLIGE (Standard Characters, see mark)

The literal element of the mark consists of MOROCCAN ZELLIGE. The mark consists of standard characters, without claim to any particular

font style, size, or color.

The applicant, Tilevera LLC, DBA Cle, a limited liability company legally organized under the laws of California, having an address of

      2143 Francisco Blvd. E

      2143 Francisco Blvd. E.

      San Rafael, California 94901

      United States

      415-887-9011(phone)

      XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 

International Class 019:  Non-metal building materials, namely, tile made of stone, cement, brick and terracotta

Intent to Use: The applicant has a bona fide intention, and is entitled, to use the mark in commerce on or in connection with the identified

goods/services. (15 U.S.C. Section 1051(b)).

For informational purposes only, applicant's website address is: www.cletile.com

The owner's/holder's proposed attorney information: Russell Rowen. Russell Rowen of Thompson Welch Soroko & Gilbert, LLP, is a member of

the XX bar, admitted to the bar in XXXX, bar membership no. XXX, is located at

      3950 Civic Center Drive, Suite 300

      3950 Civic Center Drive, Suite 300

      SAN RAFAEL, California 94903

      United States

      415-448-5000(phone)

      415-448-5010(fax)

      rrowen@twsglaw.com

Russell Rowen submitted the following statement: The attorney of record is an active member in good standing of the bar of the highest court of

a U.S. state, the District of Columbia, or any U.S. Commonwealth or territory.

The applicant's current Correspondence Information:

      Russell Rowen

       PRIMARY EMAIL FOR CORRESPONDENCE: rrowen@twsglaw.com

       SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): alex@twsglaw.com

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the applicant owner/holder and

the applicant owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark

Electronic Application System (TEAS).

A fee payment in the amount of $250 has been submitted with the application, representing payment for 1 class(es).

Declaration
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Basis:

If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;

The mark is in use in commerce and was in use in commerce as of the filing date of the application on or in connection with the

goods/services in the application;

The specimen(s) shows the mark as used on or in connection with the goods/services in the application and was used on or in

connection with the goods/services in the application as of the application filing date; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

And/Or

If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),

and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;

The applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in commerce as

of the application filing date on or in connection with the goods/services in the application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the

mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration

resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and

belief are believed to be true.

Declaration Signature

Signature: /Russell Rowen/   Date: 12/07/2021

Signatory's Name: Russell Rowen

Signatory's Position: Attorney of record

Signatory's Phone Number: 415-448-5000

Signature method: Signed directly within the form

Payment Sale Number: 97160747

Payment Accounting Date: 12/07/2021

Serial Number: 97160747

Internet Transmission Date: Tue Dec 07 18:22:13 ET 2021

TEAS Stamp: USPTO/FTK-XX.XX.XX.XX-202112071822137292

41-97160747-781963bf610c7b6b56f7c6c37270

7471dac28fd481e153acd2f85affd149c5fd9-CC

-22124053-20211207181312880279
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PTO- 1478

Approved for use through 05/31/2021. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 90727735

Filing Date: 05/21/2021

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory

under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK SALVIA

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT SALVIA

*MARK STATEMENT
The mark consists of standard characters, without claim to any

particular font style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Tilevera LLC

*MAILING ADDRESS 2143 Francisco Blvd. E

*CITY San Rafael

*STATE

(Required for U.S. applicants)
California

*COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

*ZIP/POSTAL CODE

(Required for U.S. and certain international addresses)
94903

PHONE 415-887-9011

*EMAIL ADDRESS XXXX

WEBSITE ADDRESS https://www.cletile.com/

LEGAL ENTITY INFORMATION

*TYPE LIMITED LIABILITY COMPANY

* STATE/COUNTRY/REGION/JURISDICTION/U.S. TERRITORY

WHERE LEGALLY ORGANIZED
California

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 019 
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*IDENTIFICATION

Non-metal building materials, namely, tile made of stone,

cement, brick and terracotta available for purchase only on

applicant's website.

*FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 09/26/2020

       FIRST USE IN COMMERCE DATE At least as early as 09/26/2020

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE
SPE0-50231992-20210521170 034376771_._Cle_Tile_Webs

ite_Screenshot_-_Salvia.pdf

       CONVERTED PDF FILE(S)

       (1 page)

\\TICRS\EXPORT18\IMAGEOUT

18\907\277\90727735\xml1\ FTK0003.JPG

       SPECIMEN DESCRIPTION
Cle Tile Website Screenshot of the product which is a tile

within the Cle Guild New California collection

        WEBPAGE URL
https://www.cletile.com/products/new-california-salvia-

mto?variant=31558644269127

        WEBPAGE DATE OF ACCESS 05/21/2021

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 

(if applicable)
 

*TRANSLITERATION 

(if applicable)
 

*CLAIMED PRIOR REGISTRATION

(if applicable)
 

*CONSENT (NAME/LIKENESS) 

(if applicable)
 

*CONCURRENT USE CLAIM 

(if applicable)
 

ATTORNEY INFORMATION

NAME Russell F. Rowen

ATTORNEY BAR MEMBERSHIP NUMBER XXX

YEAR OF ADMISSION XXXX

U.S. STATE/ COMMONWEALTH/ TERRITORY XX

FIRM NAME Thompson Welch Soroko & Gilbert LLP

INTERNAL ADDRESS Suite 300

STREET 3950 Civic Center Drive

CITY San Rafael

STATE California

COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

ZIP/POSTAL CODE 94903

PHONE 415-448-5000

FAX 4154485010

EMAIL ADDRESS rrowen@twsglaw.com

CORRESPONDENCE INFORMATION
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NAME Russell F. Rowen

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE rrowen@twsglaw.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) alex@twsglaw.com

FEE INFORMATION

APPLICATION FILING OPTION TEAS Plus

NUMBER OF CLASSES 1

APPLICATION FOR REGISTRATION PER CLASS 250

*TOTAL FEES DUE 250

*TOTAL FEES PAID 250

SIGNATURE INFORMATION

* SIGNATURE /Russell F. Rowen/

* SIGNATORY'S NAME Rowen, Russell F.

* SIGNATORY'S POSITION Attorney of Record

SIGNATORY'S PHONE NUMBER 415-448-5000

* DATE SIGNED 05/21/2021

SIGNATURE METHOD Signed directly within the form
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PTO- 1478

Approved for use through 05/31/2021. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

 

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 90727735

Filing Date: 05/21/2021

To the Commissioner for Trademarks:

MARK: SALVIA (Standard Characters, see mark)

The literal element of the mark consists of SALVIA. The mark consists of standard characters, without claim to any particular font style, size, or

color.

The applicant, Tilevera LLC, a limited liability company legally organized under the laws of California, having an address of

      2143 Francisco Blvd. E

      San Rafael, California 94903

      United States

      415-887-9011(phone)

      XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 

International Class 019:  Non-metal building materials, namely, tile made of stone, cement, brick and terracotta available for purchase only on

applicant's website.

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant attaches, or

will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in the class of

listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The specimen image

file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 019, the mark was first used by the applicant or the applicant's related company or licensee predecessor in interest at least

as early as 09/26/2020, and first used in commerce at least as early as 09/26/2020, and is now in use in such commerce. The applicant is

submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed

goods/services, consisting of a(n) Cle Tile Website Screenshot of the product which is a tile within the Cle Guild New California collection.

Original PDF file:

SPE0-50231992-20210521170 034376771_._Cle_Tile_Webs ite_Screenshot_-_Salvia.pdf

Converted PDF file(s) (1 page)

Specimen File1

Webpage URL: https://www.cletile.com/products/new-california-salvia-mto?variant=31558644269127

Webpage Date of Access: 05/21/2021

For informational purposes only, applicant's website address is: https://www.cletile.com/

The owner's/holder's proposed attorney information: Russell F. Rowen. Russell F. Rowen of Thompson Welch Soroko & Gilbert LLP, is a

member of the XX bar, admitted to the bar in XXXX, bar membership no. XXX, is located at

      Suite 300

      3950 Civic Center Drive

      San Rafael, California 94903

      United States

      415-448-5000(phone)

      4154485010(fax)

      rrowen@twsglaw.com
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Russell F. Rowen submitted the following statement: The attorney of record is an active member in good standing of the bar of the highest court

of a U.S. state, the District of Columbia, or any U.S. Commonwealth or territory.

The applicant's current Correspondence Information:

      Russell F. Rowen

       PRIMARY EMAIL FOR CORRESPONDENCE: rrowen@twsglaw.com

       SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): alex@twsglaw.com

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the applicant owner/holder and

the applicant owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark

Electronic Application System (TEAS).

A fee payment in the amount of $250 has been submitted with the application, representing payment for 1 class(es).

Declaration

Basis:

If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;

The mark is in use in commerce and was in use in commerce as of the filing date of the application on or in connection with the

goods/services in the application;

The specimen(s) shows the mark as used on or in connection with the goods/services in the application and was used on or in

connection with the goods/services in the application as of the application filing date; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

And/Or

If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),

and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;

The applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in commerce as

of the application filing date on or in connection with the goods/services in the application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the

mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration

resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and

belief are believed to be true.

Declaration Signature

Signature: /Russell F. Rowen/   Date: 05/21/2021

Signatory's Name: Rowen, Russell F.

Signatory's Position: Attorney of Record

Signatory's Phone Number: 415-448-5000

Signature method: Signed directly within the form

Payment Sale Number: 90727735

Payment Accounting Date: 05/21/2021

Serial Number: 90727735

Internet Transmission Date: Fri May 21 17:37:08 ET 2021

TEAS Stamp: USPTO/FTK-XX.XXX.XX.X-202105211737087851

77-90727735-7803c53f86468fa54c634c112bcf

70c03b4c5588c2264ca256f107a65372baf-CC-3

7073788-20210521173551997803
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PTO- 1478

Approved for use through 10/31/2024. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 97184774

Filing Date: 12/22/2021

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory

under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK UMBER

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT UMBER

*MARK STATEMENT
The mark consists of standard characters, without claim to any

particular font style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Tilevera LLC

*MAILING ADDRESS 2143 Francisco Blvd. E

*CITY San Rafael

*STATE

(Required for U.S. applicants)
California

*COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

*ZIP/POSTAL CODE

(Required for U.S. and certain international addresses)
94901

PHONE 415-887-9011

*EMAIL ADDRESS XXXX

WEBSITE ADDRESS https://www.cletile.com/

LEGAL ENTITY INFORMATION

*TYPE LIMITED LIABILITY COMPANY

* STATE/COUNTRY/REGION/JURISDICTION/U.S. TERRITORY

WHERE LEGALLY ORGANIZED
California

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 019 
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*IDENTIFICATION
Non-metal building materials, namely, tile made of stone,

cement, brick and terracotta.

*FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 10/01/2021

       FIRST USE IN COMMERCE DATE At least as early as 10/01/2021

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE
SPE0-50231992-20211222133

215649298_._Shipping_Box.pdf

       CONVERTED PDF FILE(S)

       (1 page)

\\TICRS\EXPORT18\IMAGEOUT

18\971\847\97184774\xml1\ FTK0003.JPG

       SPECIMEN DESCRIPTION Shipping Box

        WEBPAGE URL None Provided

        WEBPAGE DATE OF ACCESS None Provided

        WEBPAGE URL None Provided

        WEBPAGE DATE OF ACCESS None Provided

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 

(if applicable)
 

*TRANSLITERATION 

(if applicable)
 

*CLAIMED PRIOR REGISTRATION

(if applicable)
 

*CONSENT (NAME/LIKENESS) 

(if applicable)
 

*CONCURRENT USE CLAIM 

(if applicable)
 

ATTORNEY INFORMATION

NAME Russell F. Rowen

ATTORNEY BAR MEMBERSHIP NUMBER XXX

YEAR OF ADMISSION XXXX

U.S. STATE/ COMMONWEALTH/ TERRITORY XX

FIRM NAME Thompson Welch Soroko & Gilbert LLP

INTERNAL ADDRESS Suite 300

STREET 3950 Civic Center Drive

CITY San Rafael

STATE California

COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

ZIP/POSTAL CODE 94903

PHONE 415-448-5000

FAX 4154485010

EMAIL ADDRESS rrowen@twsglaw.com

CORRESPONDENCE INFORMATION
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NAME Russell F. Rowen

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE rrowen@twsglaw.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) alex@twsglaw.com

FEE INFORMATION

APPLICATION FILING OPTION TEAS Plus

NUMBER OF CLASSES 1

APPLICATION FOR REGISTRATION PER CLASS 250

*TOTAL FEES DUE 250

*TOTAL FEES PAID 250

SIGNATURE INFORMATION

* SIGNATURE /Russell F. Rowen/

* SIGNATORY'S NAME Rowen, Russell F.

* SIGNATORY'S POSITION Attorney of Record

SIGNATORY'S PHONE NUMBER 415-448-5000

* DATE SIGNED 12/22/2021

SIGNATURE METHOD Signed directly within the form
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PTO- 1478

Approved for use through 10/31/2024. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

 

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 97184774

Filing Date: 12/22/2021

To the Commissioner for Trademarks:

MARK: UMBER (Standard Characters, see mark)

The literal element of the mark consists of UMBER. The mark consists of standard characters, without claim to any particular font style, size, or

color.

The applicant, Tilevera LLC, a limited liability company legally organized under the laws of California, having an address of

      2143 Francisco Blvd. E

      San Rafael, California 94901

      United States

      415-887-9011(phone)

      XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 

International Class 019:  Non-metal building materials, namely, tile made of stone, cement, brick and terracotta.

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant attaches, or

will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in the class of

listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The specimen image

file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 019, the mark was first used by the applicant or the applicant's related company or licensee predecessor in interest at least

as early as 10/01/2021, and first used in commerce at least as early as 10/01/2021, and is now in use in such commerce. The applicant is

submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed

goods/services, consisting of a(n) Shipping Box.

Original PDF file:

SPE0-50231992-20211222133 215649298_._Shipping_Box.pdf

Converted PDF file(s) (1 page)

Specimen File1

Webpage URL: None Provided

Webpage Date of Access: None Provided

Webpage URL: None Provided

Webpage Date of Access: None Provided

For informational purposes only, applicant's website address is: https://www.cletile.com/

The owner's/holder's proposed attorney information: Russell F. Rowen. Russell F. Rowen of Thompson Welch Soroko & Gilbert LLP, is a

member of the XX bar, admitted to the bar in XXXX, bar membership no. XXX, is located at

      Suite 300

      3950 Civic Center Drive

      San Rafael, California 94903

      United States

      415-448-5000(phone)

      4154485010(fax)

      rrowen@twsglaw.com
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Russell F. Rowen submitted the following statement: The attorney of record is an active member in good standing of the bar of the highest court

of a U.S. state, the District of Columbia, or any U.S. Commonwealth or territory.

The applicant's current Correspondence Information:

      Russell F. Rowen

       PRIMARY EMAIL FOR CORRESPONDENCE: rrowen@twsglaw.com

       SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): alex@twsglaw.com

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the applicant owner/holder and

the applicant owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark

Electronic Application System (TEAS).

A fee payment in the amount of $250 has been submitted with the application, representing payment for 1 class(es).

Declaration

Basis:

If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;

The mark is in use in commerce and was in use in commerce as of the filing date of the application on or in connection with the

goods/services in the application;

The specimen(s) shows the mark as used on or in connection with the goods/services in the application and was used on or in

connection with the goods/services in the application as of the application filing date; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

And/Or

If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),

and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;

The applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in commerce as

of the application filing date on or in connection with the goods/services in the application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the

mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration

resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and

belief are believed to be true.

Declaration Signature

Signature: /Russell F. Rowen/   Date: 12/22/2021

Signatory's Name: Rowen, Russell F.

Signatory's Position: Attorney of Record

Signatory's Phone Number: 415-448-5000

Signature method: Signed directly within the form

Payment Sale Number: 97184774

Payment Accounting Date: 12/22/2021

Serial Number: 97184774

Internet Transmission Date: Wed Dec 22 13:56:58 ET 2021

TEAS Stamp: USPTO/FTK-XX.XXX.XX.X-202112221356581768

67-97184774-800b44f2e36e47c66d9a49fa6a91

589432614bc8efb6ed42b88a17c515ed7269f6-C

C-56561242-20211222133215649298
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PTO- 1478

Approved for use through 10/31/2024. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 97184902

Filing Date: 12/22/2021

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory

under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK ROUGE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT ROUGE

*MARK STATEMENT
The mark consists of standard characters, without claim to any

particular font style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Tilevera LLC

*MAILING ADDRESS 2143 Francisco Blvd. E

*CITY San Rafael

*STATE

(Required for U.S. applicants)
California

*COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

*ZIP/POSTAL CODE

(Required for U.S. and certain international addresses)
94901

PHONE 415-887-9011

*EMAIL ADDRESS XXXX

WEBSITE ADDRESS https://www.cletile.com/

LEGAL ENTITY INFORMATION

*TYPE LIMITED LIABILITY COMPANY

* STATE/COUNTRY/REGION/JURISDICTION/U.S. TERRITORY

WHERE LEGALLY ORGANIZED
California

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 019 
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*IDENTIFICATION
Non-metal building materials, namely, tile made of stone,

cement, brick and terracotta.

*FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 10/01/2021

       FIRST USE IN COMMERCE DATE At least as early as 10/01/2021

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE
SPE0-50231992-20211222133

215649298_._Shipping_Box.pdf

       CONVERTED PDF FILE(S)

       (1 page)

\\TICRS\EXPORT18\IMAGEOUT

18\971\849\97184902\xml1\ FTK0003.JPG

       SPECIMEN DESCRIPTION Shipping Box

        WEBPAGE URL None Provided

        WEBPAGE DATE OF ACCESS None Provided

        WEBPAGE URL None Provided

        WEBPAGE DATE OF ACCESS None Provided

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 

(if applicable)
 

*TRANSLITERATION 

(if applicable)
 

*CLAIMED PRIOR REGISTRATION

(if applicable)
 

*CONSENT (NAME/LIKENESS) 

(if applicable)
 

*CONCURRENT USE CLAIM 

(if applicable)
 

ATTORNEY INFORMATION

NAME Russell F. Rowen

ATTORNEY BAR MEMBERSHIP NUMBER XXX

YEAR OF ADMISSION XXXX

U.S. STATE/ COMMONWEALTH/ TERRITORY XX

FIRM NAME Thompson Welch Soroko & Gilbert LLP

INTERNAL ADDRESS Suite 300

STREET 3950 Civic Center Drive

CITY San Rafael

STATE California

COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

ZIP/POSTAL CODE 94903

PHONE 415-448-5000

FAX 4154485010

EMAIL ADDRESS rrowen@twsglaw.com

CORRESPONDENCE INFORMATION
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NAME Russell F. Rowen

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE rrowen@twsglaw.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) alex@twsglaw.com

FEE INFORMATION

APPLICATION FILING OPTION TEAS Plus

NUMBER OF CLASSES 1

APPLICATION FOR REGISTRATION PER CLASS 250

*TOTAL FEES DUE 250

*TOTAL FEES PAID 250

SIGNATURE INFORMATION

* SIGNATURE /Russell F. Rowen/

* SIGNATORY'S NAME Rowen, Russell F.

* SIGNATORY'S POSITION Attorney of Record

SIGNATORY'S PHONE NUMBER 415-448-5000

* DATE SIGNED 12/22/2021

SIGNATURE METHOD Signed directly within the form
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PTO- 1478

Approved for use through 10/31/2024. OMB 0651-0009

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number

 

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 97184902

Filing Date: 12/22/2021

To the Commissioner for Trademarks:

MARK: ROUGE (Standard Characters, see mark)

The literal element of the mark consists of ROUGE. The mark consists of standard characters, without claim to any particular font style, size, or

color.

The applicant, Tilevera LLC, a limited liability company legally organized under the laws of California, having an address of

      2143 Francisco Blvd. E

      San Rafael, California 94901

      United States

      415-887-9011(phone)

      XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 

International Class 019:  Non-metal building materials, namely, tile made of stone, cement, brick and terracotta.

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant attaches, or

will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in the class of

listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The specimen image

file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 019, the mark was first used by the applicant or the applicant's related company or licensee predecessor in interest at least

as early as 10/01/2021, and first used in commerce at least as early as 10/01/2021, and is now in use in such commerce. The applicant is

submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed

goods/services, consisting of a(n) Shipping Box.

Original PDF file:

SPE0-50231992-20211222133 215649298_._Shipping_Box.pdf

Converted PDF file(s) (1 page)

Specimen File1

Webpage URL: None Provided

Webpage Date of Access: None Provided

Webpage URL: None Provided

Webpage Date of Access: None Provided

For informational purposes only, applicant's website address is: https://www.cletile.com/

The owner's/holder's proposed attorney information: Russell F. Rowen. Russell F. Rowen of Thompson Welch Soroko & Gilbert LLP, is a

member of the XX bar, admitted to the bar in XXXX, bar membership no. XXX, is located at

      Suite 300

      3950 Civic Center Drive

      San Rafael, California 94903

      United States

      415-448-5000(phone)

      4154485010(fax)

      rrowen@twsglaw.com
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Russell F. Rowen submitted the following statement: The attorney of record is an active member in good standing of the bar of the highest court

of a U.S. state, the District of Columbia, or any U.S. Commonwealth or territory.

The applicant's current Correspondence Information:

      Russell F. Rowen

       PRIMARY EMAIL FOR CORRESPONDENCE: rrowen@twsglaw.com

       SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): alex@twsglaw.com

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the applicant owner/holder and

the applicant owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark

Electronic Application System (TEAS).

A fee payment in the amount of $250 has been submitted with the application, representing payment for 1 class(es).

Declaration

Basis:

If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;

The mark is in use in commerce and was in use in commerce as of the filing date of the application on or in connection with the

goods/services in the application;

The specimen(s) shows the mark as used on or in connection with the goods/services in the application and was used on or in

connection with the goods/services in the application as of the application filing date; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

And/Or

If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),

and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;

The applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in commerce as

of the application filing date on or in connection with the goods/services in the application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the

mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration

resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and

belief are believed to be true.

Declaration Signature

Signature: /Russell F. Rowen/   Date: 12/22/2021

Signatory's Name: Rowen, Russell F.

Signatory's Position: Attorney of Record

Signatory's Phone Number: 415-448-5000

Signature method: Signed directly within the form

Payment Sale Number: 97184902

Payment Accounting Date: 12/22/2021

Serial Number: 97184902

Internet Transmission Date: Wed Dec 22 14:26:22 ET 2021

TEAS Stamp: USPTO/FTK-XX.XXX.XX.X-202112221426226367

37-97184902-800b44f2e36e47c66d9a49fa6a91

589432614bc8efb6ed42b88a17c515ed7269f6-C

C-26211999-20211222133215649298
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9/15/22, 7:36 PM CAND-ECF

https://ecf.cand.uscourts.gov/cgi-bin/Dispatch.pl?139010262915831 1/2

Answers to Complaints
3:21-cv-05629-JD Tilevera, LLC v. Zia Ventures, LLC

ADRMOP,AO279,MEDIATION

U.S. District Court

California Northern District

Notice of Electronic Filing 

The following transaction was entered by Liou, Joyce on 9/15/2022 at 7:36 PM and filed on 9/15/2022 
Case Name: Tilevera, LLC v. Zia Ventures, LLC
Case Number: 3:21-cv-05629-JD
Filer: Zia Ventures, LLC
Document Number: 47

Docket Text: 
Defendant Zia Ventures, LLC's ANSWER to Amended Complaint , COUNTERCLAIM against
Tilevera, LLC byZia Ventures, LLC. (Liou, Joyce) (Filed on 9/15/2022)

3:21-cv-05629-JD Notice has been electronically mailed to: 

Ani Oganesian     aoganesian@mofo.com, Docket-LA@mofo.com, STARS-LA@mofo.com 

Darin T. Judd     djudd@twsglaw.com, alex@twsglaw.com, david@twsglaw.com, denise@twsglaw.com,
eric@twsglaw.com, rrowen@twsglaw.com 

Eric D. McFarland     emcfarland@twsglaw.com 

Jennifer Lee Taylor     JLeeTaylor@mofo.com, jennifer-lee-taylor-7794@ecf.pacerpro.com, Lsario@mofo.com,
lucia-sario-5135@ecf.pacerpro.com 

Joyce Liou     JLiou@mofo.com 

Russell Frank Rowen     rrowen@twsglaw.com 

3:21-cv-05629-JD Please see Local Rule 5-5; Notice has NOT been electronically mailed to: 

Zia Ventures, LLC

David Truong 
Thompson Welch Soroko & Gilbert LLP
3950 Civic Center Dr., Suite 300
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	2022-09-15 Defendant Zia [dckt 47_0]
	2022-09-15 Zia Tile's Answer and Counterclaims
	47. Zia Tile owns the goodwill and reputation of the goods connected with the Marks.  As a result of extensive marketing, promotion, and sales of Zia Tile’s goods offered under the Marks, Zia Tile has built up highly valuable goodwill in the Marks, an...
	48. Each of the Marks is also used to promote Zia Tile’s goods throughout the United States.  As such, Zia Tile owns common law rights in the Marks for tile products, including but not limited to ceramic and cement tiles.
	49. As a result of Zia Tile’s reputation, and its expenditures and efforts to promote the Zia Tile brand and its offerings, the Marks are well-known and have come to signify the high quality of Zia Tile’s goods.
	52. On information and belief, Tilevera’s willful intent here is clear as there is no possibility that it was not aware of Zia Tile’s use of the Marks when it applied to register the Marks.  The parties are competitors in the tile design industry and,...
	53. Tilevera is blatantly attempting to take advantage of Zia Tile’s goodwill associated with the goods Zia Tile offers under the Marks, which are unquestionably well-regarded as high-quality product within the tile design industry.
	54. If Tilevera continues its wrongful conduct, Zia Tile will be irreparably harmed, including through loss of goodwill, reputation, and revenue.  Such irreparable harm will continue unless Tilevera is restrained from its continuing violations of the ...
	55. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 54 as if fully set forth herein.
	56. Tilevera’s conduct, as alleged above, constitutes trademark infringement in violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125.
	57. Zia Tile has had valid and protectable rights in the Marks, which it has used in commerce for years and since well before Tilevera’s first use of the Marks.
	58. Zia Tile has not authorized Tilevera to use the Marks in connection with its tile products, or any other goods.
	59. On information and belief, Tilevera knowingly and willfully copied Zia Tile’s Marks for use in connection with its good, intending to cause consumers to confuse or mistake the source of Tilevera’s goods.
	60. Tilevera’s wrongful acts, as alleged above, are likely to cause confusion and mistake as to the source, sponsorship, endorsement, or affiliation of Tilevera’s goods and as such, constitute infringement of Zia Tile’s trademark rights in the Marks.
	61. As a direct and proximate result of Tilevera’s infringement of the Marks, Zia Tile has suffered, and will continue to suffer, monetary loss and irreparable injury to its business, reputation, and goodwill.
	62. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 61 as if fully set forth herein.
	63. Zia Tile has valid and existing common law rights in the Marks, which it has used in commerce for years and since well before Tilevera’s first use of the Marks.
	64. On information and belief, Tilevera knowingly and willfully copied Zia Tile’s Marks for use in connection with its good, intending to cause consumers to confuse or mistake the source of Tilevera’s goods.
	65. Tilevera’s wrongful acts, as alleged above, are likely to cause confusion and mistake as to the source, sponsorship, endorsement, or affiliation of Tilevera’s goods and as such, constitute infringement of Zia Tile’s common law rights in the Marks.
	66. As a direct and proximate result of Tilevera’s infringement of the Marks, Zia Tile has suffered, and will continue to suffer, monetary loss and irreparable injury to its business, reputation, and goodwill.
	67. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 66 as if fully set forth herein.
	68. Tilevera’s conduct, as alleged above, constitutes unlawful business acts or practices and as such constitutes unfair competition under California Business & Professions Code §§ 17200 et seq.
	69. Tilevera’s conduct constitutes unlawful business acts or practices in that Tilevera has engaged in (1) federal trademark infringement under Section 43 of the Lanham Act, 15 U.S.C. § 1125; and (2) trademark infringement under California common law.
	70. Tilevera’s conduct constitutes unlawful business acts or practices in that Tilevera’s trademark infringement are likely to mislead or deceive the public into purchasing goods they would not otherwise purchase, resulting in Tilevera obtaining sales...
	71. Upon information and belief, Tilevera’s conduct was knowing and willful.
	72. As a direct and proximate result of Tilevera’s conduct, Zia Tile has suffered, and will continue to suffer, monetary loss and irreparable injury to its business, reputation, and goodwill.
	73. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 72 as if fully set forth herein.
	74. Tilevera seeks registration of the SALVIA mark for “Non-metal building materials, namely, tile made of stone, cement, brick and terracotta, all available for purchase only on the company website” in International Class 19 in U.S. Application Seria...
	75. There is a likelihood of confusion between Tilevera’s use and application for the SALVIA mark in connection with tile products and Zia Tile’s prior use of the SALVIA mark in connection with its tile products.
	76. There is an actual case or controversy concerning Tilevera’s right to exclusive use and registration of the SALVIA mark in connection with tile products, such that the Court has jurisdiction over Zia Tile’s request for declaratory relief consisten...
	77. Accordingly, Zia Tile requests, pursuant to 28 U.S.C. § 2201, that the Court direct the USPTO to reject Tilevera’s application for SALVIA in U.S. Application Serial No. 90/727,735.
	Declaratory Judgment – Order Directing USPTO to Reject U.S. Application Serial No. 97/184,774
	78. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 77 as if fully set forth herein.
	79.  Tilevera seeks registration of the UMBER mark for “Non-metal building materials, namely, tile made of stone, cement, brick and terracotta” in International Class 19 in U.S. Application Serial No. 97/184,774.
	80. There is a likelihood of confusion between Tilevera’s use and application for the UMBER mark in connection with tile products and Zia Tile’s prior use of the UMBER mark in connection with its tile products.
	81. There is an actual case or controversy concerning Tilevera’s right to exclusive use and registration of the UMBER mark in connection with tile products, such that the Court has jurisdiction over Zia Tile’s request for declaratory relief consistent...
	82. Accordingly, Zia Tile requests, pursuant to 28 U.S.C. § 2201, that the Court direct the USPTO to reject Tilevera’s application for UMBER in U.S. Application Serial No. 97/184,774.

	Declaratory Judgment – Order Directing USPTO to Reject U.S. Application Serial No. 97/184,902
	83. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 82 as if fully set forth herein.
	84.  Tilevera seeks registration of the ROUGE mark for “Non-metal building materials, namely, tile made of stone, cement, brick and terracotta” in International Class 19 in U.S. Application Serial No. 97/184,902.
	85. There is a likelihood of confusion between Tilevera’s use and application for the ROUGE mark in connection with tile products and Zia Tile’s prior use of the ROUGE mark in connection with its tile products.
	86. There is an actual case or controversy concerning Tilevera’s right to exclusive use and registration of the ROUGE mark in connection with tile products, such that the Court has jurisdiction over Zia Tile’s request for declaratory relief consistent...
	87. Accordingly, Zia Tile requests, pursuant to 28 U.S.C. § 2201, that the Court direct the USPTO to reject Tilevera’s application for ROUGE in U.S. Application Serial No. 97/184,902.
	88. Zia Tile incorporates by reference the allegations in Paragraphs 1 through 87 as if fully set forth herein.
	89.  Tilevera seeks registration of the MOROCCAN ZELLIGE mark for “Non-metal building materials, namely, tile made of stone, cement, brick and terracotta” in International Class 19 in U.S. Application Serial No. 97/160,747.
	90. “Moroccan Zellige” is a term used widely in the tile design industry by Tilevera’s competitors, including Zia Tile, to describe a variety of tile originally handmade in Morocco in the 10th Century.  Many of Tilevera’s competitors, who predate Tile...
	91. There is an actual case or controversy concerning Tilevera’s right to exclusive use and registration of the MOROCCAN ZELLIGE mark in connection with tile products, such that the Court has jurisdiction over Zia Tile’s request for declaratory relief...
	92. Accordingly, Zia Tile requests, pursuant to 28 U.S.C. § 2201, that the Court issue an order finding that MOROCCAN ZELLIGE is not protectable as a trademark.
	a. Judgment entered in favor of Zia Tile and against Tilevera on each and every Claim of this Counterclaim;
	b. A preliminary and permanent injunction prohibiting Tilevera and its officers, agents, servants, employees, and all other persons acting in concert or participation with them, from using the Marks or any other marks confusingly similar to the Marks,...
	c. An order directing Tilevera, pursuant to 15 U.S.C. § 1116(a), to file with this Court and serve upon Zia Tile within thirty (30) days after entry of the injunction, a report in writing under oath setting forth in detail the manner and form in which...
	d. An order directing Tilevera, pursuant to 15 U.S.C. § 1118, to deliver up for destruction, or to show proof of said destruction or sufficient modification to eliminate the infringing matter, all catalogs, articles, products, displays, labels, circul...
	e. An award of Zia Tile’s actual damages and an accounting of the profits that Tilevera generated from its unlawful use of the Marks, and all other damages available by statute or common law, including any punitive and exemplary damages;
	f. An award of enhanced damages under 15 U.S.C. § 1117;
	g. An award of restitution and/or disgorgement of all revenues, earnings, profits, compensation, and benefits that may have been obtained by Tilevera as a result of its unlawful and/or fraudulent business acts or practices;
	h. An order directing the U.S. Patent & Trademark Office to refuse registration of U.S. Application Serial Nos. 90/727,735, 97/184,774, and 97/184,902;
	i. An order that the term MOROCCAN ZELLIGE is not protectable as a trademark;
	j. An award of interest, costs and attorneys’ fees incurred by Zia Tile in prosecuting this action; and
	k. That the Court grant such other and further relief as it deems just and proper.
	Zia Tile hereby demands a trial by jury on all issues upon which a trial by jury may be had.


	Exhibit A
	Exhibit A
	Zia Salvia

	Exhibit B
	Exhibit B
	Zia Umber

	Exhibit C
	Exhibit C
	Zia Rouge

	Exhibit D
	Exhibit D
	Moroccan Zellige app

	Exhibit E
	Exhibit E
	Salvia

	Exhibit F
	Exhibit F
	Cle Salvia

	Exhibit G
	Exhibit G
	Umber

	Exhibit H
	Exhibit H
	Cle Umber

	Exhibit I
	Exhibit I
	Rouge

	Exhibit J
	Exhibit J
	Cle Rouge


	Zia NEF Answer Counterclaims

