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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ATP TOUR, INC., Opposition No. 91278109
Opposer,
V.
ATP INSTITUTE PTY LTD, Mark: seie~ee
Serial No.: 90701394
Applicant. Filed: May 10, 2021

OPPOSER’S REPLY IN SUPPORT OF ITS MOTION TO STRIKE
APPLICANT’S FIRST, SECOND, AND SEVENTH AFFIRMATIVE
DEFENSES AND RESERVATION OF RIGHTS

Opposer ATP Tour, Inc. submits this reply in support of its motion to strike Applicant
ATP Institute Pty Ltd.’s first, second, and seventh affirmative defenses and reservation of rights
because they are insufficient, improper, and/or unavailable under Federal Rule of Civil
Procedure 12(f). See Trademark Rule 2.116(a).

L. Opposer adequately states a claim, and Applicant’s first affirmative defense of
failure to state a claim should thus be stricken.

Applicant argues that “[w]here the amplification of Applicant’s denials give Opposer a
more complete notice of Applicant’s position, the defense of failure to state a claim should not
be stricken.” 6 TTABVUE at 2. Neither of the cases Applicant cites support this proposition.
First, Morgan Creek Prod. Inc. v. Foria Int’l, Inc., 91 USPQ2d 1134, 1136 (TTAB June 11,
2009) did not deal with a motion to strike affirmative defenses (or even a 12(b)(6) motion to

dismiss) and, in fact, the Applicant in Morgan Creek did not even assert a defense of failure to



state a claim.! As such, when the Trademark Trial and Appeal Board (“the Board”) stated in
Morgan Creek that “Applicant also asserted a number of ‘affirmative defense’ which . . . amplify
its denials of opposer’s allegations regarding likelihood of confusion,” it was not referring to a
failure to state a claim defense. See id. at 1135-36.

Second, Order of Sons of Italy in America v. Profumi Fratelli Nostra AG, 36 USPQ2d
1221, 1223 (TTAB Mar. 7, 1995) did not recognize failure to state a claim as a true affirmative
defense, as is apparent by the Board’s emphasis on the word “defense”: “While Fed. R. Civ. P.
12(b)(6) permits a defendant to assert in the answer the ‘defense’ of failure to state a claim upon
which relief can be granted, it necessarily follows that a plaintiff may utilize this assertion to test
the sufficiency of the defense in advance of trial by moving under Fed. R. Civ. P. 12(f) to strike
the ‘defense’ from the defendant’s answer.” Id. at 1222. In a more recent precedential decision,
the Board specifically acknowledged that “[a]pplicant’s allegation that [o]pposer has failed to
state a claim upon which relief may be granted is not a true affirmative defense because it relates
to an assertion of the insufficiency of the pleading of [o]pposer’s claims rather than a statement
of a defense to a properly pleaded claim.” TiVo Brands LLC v. Tivoli, LLC, 129 USPQ2d 1097,
1100 n.6 (TTAB July 12, 2018). See also Hornblower & Weeks, Inc. v. Hornblower & Weeks
Inc., 60 USPQ2d 1733, 1738 n.7 (TTAB July 30, 2001) (stating affirmative defense of failure to
state a claim “is not a true affirmative defense and shall not be considered as such”).

Here too, “[a]pplicant’s allegation that [o]pposer has failed to state a claim upon which
relief may be granted is not a true affirmative defense” and should be stricken, particularly

because Opposer has properly plead it claims.

' The Answer from the Morgan Creek proceeding (Opposition No. 91173806) is attached as
Exhibit A.



A. Opposer has adequately pled a likelihood of confusion under 15 U.S.C.
§ 1052(d).

Applicant’s lone argument that Opposer has not adequately pled a likelihood of confusion
is that Opposer has not pled any use or registration of its ATP Marks (as defined in the Notice of
Opposition) in connection with either Class 30 or 32. 6 TTABVUE at 3. Notably, Applicant
does not cite any case law supporting its argument. That is because Opposer does not have a
burden to plead use or registration of its marks in connection with a specific class of goods or
services to adequately state a claim. Rather, to state a claim, Opposer need only allege such facts
which, if proved, would establish that: (1) Opposer has standing to bring the proceeding, and (2)
a valid statutory ground exists for denying the application at issue. See Lipton Indus. Inc. v.
Ralston Purina Co., 213 USPQ 185, 188 (CCPA 1982).

Applicant does not claim that Opposer does not have standing, nor could it. Opposer has
pled numerous valid and subsisting ATP registrations and longstanding use of the ATP Marks,
all of which would be damaged as a result of the registration of Applicant’s ATP SCIENCE
application. 1 TTABVUE at 99 2-19. These allegations, if proven, establish a “real interest” in
this opposition proceeding, i.e., a “direct and personal stake,” and a “reasonable basis” for
Opposer’s belief in damage. See Ritchie v. Simpson, 170 F.3d 1092, 1095-96 (Fed. Cir.

1999). See also Lipton Indus., 213 USPQ at 188.

Regarding a valid ground for refusal, Opposer need only make a pleading containing a
“short and plain statement of the claim showing that the pleader is entitled to relief,” Fed. R. Civ.
P. 8(a)(2), which in this case requires allegations of facts that: (1) Opposer is the prior user of its
pleaded mark and (2) contemporaneous use of the parties’ respective marks on their respective
goods would be likely to cause confusion, mistake or to deceive consumers. See King Candy Co.

v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 1401-02 (CCPA 1974). Contrary to Applicant’s



arguments, there is no requirement that Opposer plead use or registration of its marks for specific
goods. Seeid. Opposer has made a sufficient pleading here. Opposer pleads priority by
alleging: (1) use of its ATP Marks dating back to 1972 for an array of goods and services, (2)
valid and subsisting U.S. registrations for its ATP Marks covering various goods and services,
and (3) a license for a third party to use the ATP mark in connection with sports drinks, which
pre-dated Applicant’s claimed first use dates. 1 TTABVUE at 99 2-10. Opposer goes on to
allege that Applicant’s application to register ATP SCIENCE for various Class 30 and 32 goods
is likely to cause confusion, mistake, or deception. Id. at 44 13-15. These allegations are more
than enough to satisfy Opposer’s burden under Rule 8. See RLP Ventures, LLC v. Life Line, Inc.,
Cancellation No. 92067481, 2018 WL 2445482, at *1-2 (TTAB May 22, 2018) (denying motion
to dismiss for failure to state a claim under section 2(d)) (non-precedential).?

B. Opposer has adequately pled dilution under 15 U.S.C. § 1052(c).

Applicant claims that Opposer has not adequately pled dilution because ATP provides no
“factual basis to support the terse phrase” that ATP’s mark “became famous.” 6 TTABVUE at
3-4. Notso. ATP alleged that it has been using its ATP mark for a variety of goods and services
in the United States since 1972 (over 50 years); has become “a mainstay in the sport of tennis”;
the ATP-branded tennis tournaments operated by Opposer “are among the most popular and
prestigious tennis events in the world,” “attract[ing] millions of live spectators annually and
receiv[ing] massive television exposure, reaching hundreds of millions of people in hundreds of
markets,”; and that ATP “has extensively and widely advertised and promoted its products and
services under the ATP mark and has spent significant resources doing so.” 1 TTABVUE at

99 2-3, 8. All of these factual allegations support the claim that Opposer’s ATP mark has

2 Copies of non-precedential decisions are attached as Exhibit B.
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become famous. Having pled sufficient facts supporting the claim that its ATP mark is famous,
Opposer has adequately pled dilution.

IL. Applicant’s abandonment defense is insufficient and inadequately pled.

Applicant does not argue that it sufficiently asserted the defense of abandonment.
Instead, it tries to provide an after-the-fact theory for abandonment in its opposition brief. That
is not sufficient. Because none of the facts underlying Applicant’s abandonment defense were
pled, for the reasons discussed in Opposer’s motion to strike, the defense is insufficient and
should be stricken. See Otto Int’l, Inc. v. Otto Kern GmbH, 83 USPQ2d 1861, 1863 (TTAB May
30, 2007) (finding abandonment claim “legally insufficient” and dismissing claim where the
“petitioner has provided no facts to support its conclusory allegation of abandonment” other than
“that respondent has ‘abandoned use’”).

Irrespective, Applicant’s new theory still does not sufficiently plead abandonment. To
properly plead abandonment, Applicant must allege: (1) at least three consecutive years of
nonuse or (2) facts that show a period of nonuse less than three years coupled with an intent not
to resume use. See 15 U.S.C. § 1127; Imperial Tobacco, Ltd. v. Philip Morris, Inc., 899 F.2d
1575, 1579 (Fed. Cir. 1990); Otto Int’l, 83 USPQ2d at 1863. Applicant contends that its
abandonment claim is supported because, according to Applicant, Opposer has not made use of
its ATP mark in commerce for Class 30 and 32 goods. 6 TTABVUE at 4. As explained above,
however, Applicant need not plead or prove use in connection with a specific class of goods; just
prior rights and likelihood of confusion/dilution. Applicant does not claim that Opposer
abandoned the asserted ATP Marks. Thus, even accepting the unpled allegations from
Opposer’s brief, Applicant’s abandonment claim fails.

III.  Applicant’s equitable estoppel defense is insufficient and inadequately pled.

Applicant similarly does not argue that its equitable estoppel defense was adequately
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pled. Rather, Applicant analogizes its “equitable estoppel defense” as “similar to its laches
defense,” reiterating the allegations made to support that (laches) defense. 6 TTABVUE 4.
Because none of the facts underlying the equitable estoppel defense were pled, the defense is
insufficient and should be stricken as pled. See Cards Against Humanity, LLC v. Vampire Squid
Cards, LLC, Opposition No. 91225576, 2017 TTAB LEXIS 359, at *13-14 (TTAB Sept. 6,
2017) (non-precedential) (striking affirmative defenses of acquiescence and waiver, which
alleged that the claims were “barred in whole or in part by the equitable doctrines of laches,
estoppel, waiver, and acquiescence as a result of plaintiff’s acts and omissions” because the
defenses “were nakedly pleaded”); Great Adirondack Steak & Seafood Cafe, Inc. v. Adirondack
Pub & Brewery, Inc., Opposition No. 91219162, 2015 TTAB LEXIS 321, at *12-13 (TTAB
Mar. 30, 2015) (non-precedential) (striking affirmative defense that a party’s “claims are barred
by the doctrines of waiver, laches, and/or acquiescence” because they were “bald, conclusory
allegations that are not supported by any facts”).

Regardless, even accepting Applicant’s new theory in its opposition brief, it still fails to
satisfy its burden to plead estoppel. As explained in Opposer’s motion, equitable estoppel
requires allegations of: (1) misleading conduct, which may include not only statements and
action but silence and inaction, leading another to reasonably infer that rights will not be asserted
against it; (2) reliance upon this conduct; and (3) due to this reliance, material prejudice if the
delayed assertion of such rights is permitted. S TTABUE 6; Lincoln Logs Ltd. v. Lincoln Pre-

Cut Log Homes, Inc., 971 F.2d 732, 734 (Fed. Cir. 1992). Applicant does not allege any

misleading conduct upon which it relied that caused it material prejudice. And mere delay



alone,® without more, is not sufficient for equitable estoppel. See Lincoln Logs, 971 F.2d at 734
(“Inasmuch as [o]pposer has acted at its first opportunity to object to registration of [a]pplicant’s
current LINCOLN mark and made no representation to [a]pplicant that it would not so oppose,
[a]pplicant would appear to have no basis for either a laches or estoppel defense against
[o]pposer respecting the application in issue.”); Jockey Int’l, Inc. v. Cooper, No. 91248336, 2021
WL 1828125, at *10-11 (TTAB Apr. 30, 2021) (non-precedential) (denying motion to amend
pleading as futile because “[a]pplicant’s equitable estoppel defense is insufficiently pleaded
because [a]pplicant does not allege that [o]pposer’s conduct or inaction related to [a]pplicant’s
registration of its mark, rather than [a]pplicant’s use of his mark” where opposer knew of (and
did not object to) applicant’s use of its mark for approximately fourteen years).

Beyond failing to provide facts supporting an equitable estoppel defense, Applicant does
not even mention, let alone address, Opposer’s argument that equitable estoppel is not an
available defense in this opposition proceeding. See S TTABVUE at 7-8.

Because Applicant has not and cannot plead equitable estoppel, the defense should
be stricken.

IV.  Applicant’s unclean hands defense is insufficient and inadequately pled.

Like abandonment and equitable estoppel, Applicant does not argue that its unclean
hands defense is adequately pled and instead tries to bolster it with new allegations in its
briefing. Because none of the facts underlying the unclean hands defense were pled, the
defense is insufficient and should be stricken. Pure & Simple Concepts Inc. v. Gryphon

Groupe, LLC, Opposition No. 91238034, 2019 WL 975116, at *4 (TTAB Feb. 26, 2019) (non-

3 Opposer disputes that it delayed at all in initiating this proceeding. Indeed, Opposer acted
during the opposition period. For purposes of this motion to strike, however, Opposer takes all
allegations in the light most favorable to Applicant, including Applicant’s allegation of delay.
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precedential) (striking affirmative defenses of waiver, estoppel, laches, acquiescence, and
unclean hands because they consisted of “bald, conclusory allegations insufficient to provide
Opposer with adequate notice of the bases for the defenses”).

And again, even considering Applicant’s unpled statements in its opposition brief,
Applicant still fails to adequately plead unclean hands. To demonstrate unclean hands,
Applicant must plead action that rises to the level of “unconscionable,” “highly improper,” or
“inequitable” that would prevent Opposer from prevailing on its claim. See Hitachi Metals
Int’l, Ltd. v. Yamakyu Chain Kabushiki Kaisha, 209 USPQ 1057, 1065-66 (TTAB Apr. 14,
1981). See also The Coffee Studio, LLC v. Reign LLC, Cancellation No. 92066245, 2020 WL
2554213, at *9 (TTAB May 18, 2020) (non-precedential) (“Respondent does not offer
evidence to demonstrate that any conduct by Petitioner was egregious or unconscionable.”).
Applicant makes two allegations in its opposition brief related to unclean hands, neither of
which rise to the level of behavior sufficient for this defense. First, Applicant states that
“Opposer has falsely alleged it has used its ATP mark in connection with sports drinks without
providing proof of any such use.” 6 TTABVUE at 5. Not so. Opposer alleged that it has
“exclusively licensed its ATP Marks to third parties for use in connection with . . . sports
drinks” and provided the specific example of ATP’s license to Lucozade that made Lucozade
“the official supplier of sports drink to ATP worldwide.” 1 TTABVUE at 99 6-7. Second,
Applicant argues that Opposer “has made a statement that its mark is famous” but “has wholly
failed to provide any facts to support such allegation.” 6 TTABVUE at 5. As explained above,
Applicant is incorrect. Even so, failing to plead facts supporting an allegation of fame in a
Notice of Opposition does not rise to the egregious and unconscionable behavior necessary to

support unclean hands.



Because Applicant has not and cannot plead unclean hands, this defense should
be stricken.

V. Applicant does not dispute its reservation of rights is improper.

Applicant admits that its reservation of rights defense is “merely a restatement of the
federal rules of civil procedure” and does not dispute that it is improper. 6 TTABVUE at 5-6.
Accordingly, Applicant’s reservation of rights defense should be stricken for the reasons stated
in Opposer’s motion to strike. 5 TTABVUE at 8-9.

Respectfully submitted,

Dated: November 29, 2022 By: _ /Douglas A. Rettew/
Douglas A. Rettew
Patrick J. Rodgers
FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, L.L.P.
901 New York Avenue, N.W.
Washington, D.C. 20001-4413
Telephone: (202) 408-4000

docketing@finnegan.com
doug.rettew(@finnegan.com
patrick.rodgers@finnegan.com
TTAB-Legal-Assistants@finnegan.com

Attorneys for Opposer
ATP TOUR, INC.



CERTIFICATE OF SERVICE

I certify that a true and accurate copy of the foregoing OPPOSER’S REPLY IN
SUPPORT OF ITS MOTION TO STRIKE APPLICANT’S FIRST, SECOND AND SEVENTH
AFFIRMATIVE DEFENSES AND RESERVATION OF RIGHTS was served by e-mail on

November 29, 2022 on counsel of record for Applicant at the following address of record:

MONICA L WALLACE

HARPST BECKER LLC

1559 CORPORATE WOODS PKWY, STE 250
UNIONTOWN, OH 44685

mwallace@harpstbecker.com
jpenrod@harpstbecker.com
jbecker@@harpstbecker.com

/ Judy Valusek /
Trademark Legal Assistant

10



Opposition No. 91278109
Opposer’s Reply In Support Of Its Motion To Strike
Applicant’s First, Second, And Seventh Affirmative
Defenses And Reservation Of Rights

Exhibit A



TTAB

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Morgan Creek Productions, Inc.,

Opposition No. 91173806
Opposer,

Mark: MORGAN CREEK OUTFITTERS
V. SN: 788350599
Foria International, Inc.,

Applicant.

N M’ N N’ N’ N N’ N N’ N N’

The Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

Via electronic submission

ANSWER TO OPPOSITION

Applicant Foria International, Inc. (hereafter “Foria”) hereby answers the
Apposition to Ttrademark Registration Serial Numb.er 78/730,599 for the mark “Morgan
Creek Outfitters™ (hereafter “Opposition”) as filed by Morgan Creek Productions, Inc.
(hereafter “Opposerf’) on November 1, 2006:

1. Foria admits the allegations contained in paragraph 1 of the Opposition.

2. Foria is without sufficient knowledge to either admit or deny the allegations
contained in paragraph 2 of the Opposition and therefore denies them.

3. Foria admits the allegations contained in paragraph 3. of the Opposition.

4. Foria is without sufficient knowledge to either admit or deny the allegations
contained in paragraph 4 of the Opposition and therefore denies them.

5. Foria denies the allegations contained in paragraph 5 of the Oppositidn.

6. Foria denies the allegations contained in paragraph 6 of the Opposmon 7

—
12-18-2006
U.S. Patent & TMOfc/TM Mail Rept [Dt. #22




7. Foria denies the allegations contained in paragraph 7 of the Opposition.

AFFIRMATIVE DEFENSES

First Affirmative Defense — Marks not similar

The marks are not similar in nature, Opposer’s mark is a composition containing artwork
and the words “Morgan Creek”. Foria’s mark is for plain text only and contains the
additional, distincf word “Outfitters”. Morgan Creek is a place name and does not garner
the same protection as an entirely original mark would.

Second Affirmative Defense — Goods not similar

Opposer owns the trademark registrations in International Class 009, pertaining to
entertainment media. Applicant’s trademark application is in class 025 for men’s
clothing. These are two commodities so distinct as not to be confusingly similar or even
offered in the same consumer marketplace. After all, when was the last time you went to
a movie theater or video store to purchase a golf shirt?

Third Affirmative Defense — Marketing use is not the same as trade use

Opposer is in the business of making movies, not clothing. Opposer has not alleged
sufficient facts of the use of “Morgan Creek” in commerce as a trade name relating to
clothing to support its opposition to Foria’s application for registration in class 025. It is
likely Opposer has made minimal use of the mark on clothing and that such use has been
for giveaways and promotional items at entertainment industry events rather than as an
actual label in a line of clothing to be sold to consumers.

Fourth Affirmative Defense — Allegations merely conclusory

Opposer’s allegations of use are merely conclusory and unsupported by factual

averments. Opposer makes no reference to its use of the mark in commerce in class 025.
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Fifth Affirmative Defense — Estoppel

Opposer is estopped from opposing the registration. Opposer has been using its mark in
the entertainment industry for more than 10 years. If Opposer were truly concerned about
the use of the mark in class 025, it has had ample time to register the mark properly.
Allowing Opposer to succeed in its opposition would defeat the purpose of the
International Classification system that allows for trademark registration in various

classes of goods to promote free trade.

Sixth Affirmative Defense — No damages
Opposer has alleged no damages as a result of Applicant’s use of the mark thus far.

Opposer, who by its own company profile located at wvsw.morgancreek.com, is in the

business of motion pictures, not clothing sales. Opposer does not claim clothing as part of
its business and therefore cannot claim damages based on Foria’s use of the mark on
items of clothing.

Seventh Affirmative Defense — No likelihood of confusion

Opposer has not alleged any instances of actual or even likely confusion by consumers
and the public at large. In fact, it is unlikely a person seeing the blip that is a movie
production company’s mark at the beginning of a movie or on the back of a DVD would
then relate that mark to a man’s shirt being purchased at a Kohl’s Department Store. It
does not make sense.

ADDITIONAL CONSIDERATIONS

Opposer makes movies. Applicant makes clothing. Opposer does not claim to be in the
business of making or selling clothing. Opposer merely states that it has, in the past,

made shirts and hats with its logo on them. The USPTO does not register logos or slogans




4

in class 025 to avoid just this sort of trademark issue. The intent behind trademark
registration is to avoid restraint of trade but protect name brands in certain lines of trade.
Is it fair to deny a registration in a class of goods because an owner of a similar mark in
another class has had a few t-shirts and ball caps made for promotional purposes? What if
Foria made a promotional video or television advertisement for its clothing and attempted
to block registration of a similar mark in the entertainment industry? It would not make

sense. Nor does Opposer’s attempt to block this registration by Foria.

WHEREFORE, Foria prays that the Notice of Oppositicn be denied and the application
for registration for the trademark “Morgan Creek Outfitters” in Class 025 be granted.
Respectfully submitted,

Foria International, Inc.

By: /MM’L Q“'vf’—

Kassandra Clingan

Mark Fang Attorney at Law
215 E. Daily Dr., Suite 9
Camarillo, CA 93010

(805) 383-2788

Fax: (805) 388-9488

E-mail: ClinganEsq@aol.com
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PROOF OF SERVICE

I, the undersigned, declare that I am a resident of the County of Kern, State of
California; I am over the age of 18 years and not a party to the within action; my
business address is 215 E. Daily Drive, Suite 9, Camarillo, California 93010.

On December 15, 2006, I served the following documents, ANSWER TO OPPOSITION TO
TRADEMARK REGISTRATION, of which the original document, or a true and correct copy, is
attached, by placing a copy thereof in a separate envelope for each addressee named
hereafter, addressed to each such address respectively as follows:

Carol B. Matthews FAr “4 ,—L—z'za
Oblon, Spivak, McClelland, Maier & Neustadt 10% (
X (BY MAIL) I deposited such envelope in the mail at Tehachapi, California.

The envelope was mailed with postage thereon fully prepaid. Executed on
December 15, 2006.

)L (BY FACSIMILE) In addition to regular mail, I sent this documents via facsimile
to the above listed numbers.

(BY PERSONAL SERVICE) Such envelope was delivered by HAND DELIVERY to the office
of the addressee. Executed on JULY 20, 2005

(VIA CERTIFIED MAIL, RETURN RECEIPT) Such envalope was delivered via certified
mail, return receipt to all addressees listed on attached mailing list.
Executed

(STATE) I declare under penalty of perjury under the laws of the State of
California that the above is true and correct.

X (FEDERAL) I declare that I am employed in the office of a member of the bar of
this Court at whose direction the service was made.

I declare that I am readily familiar with the firm’s practice of collection and
processing correspondence for mailing. It is depcsited with the U.S. Postal Service
on that same day in the ordinary course of business. I am aware that on motion of
party served, service is presumed invalid if postal cancellation date or postage meter
date is more than one day after date of deposit for mailing in affidavit.

Executed December 15, 2006, at Tehachapi, Zalifornia.

KASSANDRA CLINGAN g%mém% ﬂg

(Print Name) (Signature)
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RLP VENTURES, LLC v. LIFE LINE, INC. DBA 1ST..., 2018 WL 2445482...

2018 WL 2445482 (Trademark Tr. & App. Bd.)
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

RLP VENTURES, LLC
V.
LIFE LINE, INC. DBA 1ST CHOICE WOMEN'S HEALTH CENTER

Cancellation No. 92067481
May 22, 2018
*1 By the Trademark Trial and Appeal Board:

This case now comes up for consideration of Respondent's motion to dismiss for failure to state a claim under Fed. R. Civ. P.
12(b)(6). Petitioner filed a brief in response thereto.

A motion to dismiss under Rule 12(b)(6) is solely a test of the sufficiency of a complaint, in this case the petition to cancel. See
Order of Sons of Italy in America v. Profumi Fratelli Nostra AG, 36 USPQ2d 1221, 1222 (TTAB 1995); TBMP § 503.01. To state
a claim upon which relief can be granted, Petitioner need only allege such facts which, if proved, would establish that Petitioner
is entitled to the relief sought; that is, (1) Petitioner has standing to bring the proceeding, and (2) a valid statutory ground exists
for cancelling the pleaded registration at issue. See Fair Indigo LLC v. Style Conscience, 85 USPQ2d 1536, 1538 (TTAB 2007).

Regarding Petitioner's pleading of standing, the starting point for a standing determination in a cancellation proceeding is
Trademark Act Section 14, 15 U.S.C. § 1064, which provides that a petition to cancel may be filed by “any person who believes
that he is or will be damaged ... by the registration of a mark upon the [P]rincipal [R]egister....” Section 14 establishes a broad
class of persons who are proper petitioners; by its terms the statute only requires that a person have a reasonable belief that he or
she would suffer some kind of damage if the mark is registered. That is, that person must have a real interest in the proceedings,
i.e., a personal interest in the outcome of the proceeding, and a reasonable basis for a belief of damage. See, e.g., Universal
Oil Prod. Co. v. Rexall Drug & Chem. Co., 463 F.2d 1122, 1123, 174 USPQ 458, 459 (CCPA 1972). Petitioner has adequately
pleaded its standing in paragraphs 1-6 and 8-17 of the petition to cancel. See Lipton Industriesinc. v. Ralston Purina Co., 670
F.2d 1024, 213 USPQ 185, 189 (CCPA 1982); TBMP § 309.03(b) (June 2017).

Petitioner seeks cancellation of Respondent's involved registration on the ground of likelihood of confusion under Trademark
Act Section 2(d), 15 U.S.C. § 1052(d). To plead a claim under Section 2(d) based on alleged prior common law rights in its
pleaded mark, Petitioner must allege facts which would establish that (1) it is the prior user of its pleaded mark; and (2) that
contemporaneous use of the parties' respective marks on their respective goods would be likely to cause confusion, mistake or
to deceive consumers. See King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974).
Petitioner has adequately pleaded priority in paragraphs 1-6 and 8 of the petition to cancel and has adequately pleaded likelihood
of confusion in paragraphs 9-16 of that petition. Accordingly, the Board finds that Petitioner has adequately pleaded a Section
2(d) claim in the petition to cancel.

*2 Respondent's assertion that Petitioner's claim is insufficient because Petitioner did not include evidence to support its
asserted priority is premature. The only evidence that Petitioner can properly file with a petition to cancel in support of the
claims set forth therein are copies of pleaded registrations. See Trademark Rules 2.122(c) and 2.122(d)(1). Whether Petitioner
can establish priority is a matter for resolution on the merits after introduction of evidence at trial (or in connection with a
properly filed motion for summary judgment). See Prosper Bus. Dev. Corp. v. Int'l Bus. Machs., Corp., 113 USPQ2d 1148,
1152 (TTAB 2014).
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RLP VENTURES, LLC v. LIFE LINE, INC. DBA 1ST..., 2018 WL 2445482...

Based on the foregoing, Respondent's motion to dismiss under Fed. R. Civ. P. 12(b)(6) is denied. Proceedings herein are resumed.
Dates are reset as follows.

Answer Due 6/21/2018
Deadline for Discovery Conference 7/21/2018
Discovery Opens 7/21/2018
Initial Disclosures Due 8/20/2018
Expert Disclosures Due 12/18/2018
Discovery Closes 1/17/2019
Plaintiff's Pretrial Disclosures Due 3/3/2019
Plaintiff's 30-day Trial Period Ends 4/17/2019
Defendant's Pretrial Disclosures Due 5/2/2019
Defendant's 30-day Trial Period Ends 6/16/2019
Plaintiff's Rebuttal Disclosures Due 7/1/2019
Plaintiff's 15-day Rebuttal Period Ends 7/31/2019
Plaintiff's Opening Brief Due 9/29/2019
Defendant's Brief Due 10/29/2019
Plaintiff's Reply Brief Due 11/13/2019
Request for Oral Hearing (optional) Due 11/23/2019

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is taken and introduced out of the presence of
the Board during the assigned testimony periods. The parties may stipulate to a wide variety of matters, and many requirements
relevant to the trial phase of Board proceedings are set forth in Trademark Rules 2.121 through 2.125. These include pretrial
disclosures, the manner and timing of taking testimony, matters in evidence, and the procedures for submitting and serving
testimony and other evidence, including affidavits, declarations, deposition transcripts and stipulated evidence. Trial briefs shall
be submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at final hearing will be scheduled only upon
the timely submission of a separate notice as allowed by Trademark Rule 2.129(a).

2018 WL 2445482 (Trademark Tr. & App. Bd.)

End of Document © 2022 Thomson Reuters. No claim to original U.S. Government Works.
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Trademark Trial and Appeal Board
September 6, 2017, Decided
Opposition No. 91225576

Reporter
2017 TTAB LEXIS 359 *

Cards Against Humanity, LLC v. Vampire Squid Cards, LLC

Subsequent History:

Later proceeding at Cards v. Vampire Squid Cards, 2019 TTAB LEXIS 187 (Trademark Trial & App. Bd., Feb. 28,
2019)

Core Terms

registration, marks, CARDS, pleaded, parody, notice, likelihood of confusion, genuine dispute, material fact,
estoppel, partial summary judgment, affirmative defense, summary judgment, stricken, purchasers, Trademark,
channels, summary judgment motion, dilution, card game, defenses, false suggestion, grounds, incorporating,
allegations, wording, common law, acquiescence, amended notice, cover sheet

Panel: [*1] Before Bergsman, Hightower, and Coggins, Administrative Trademark Judges.

Opinion

THIS ORDER IS NOT A PRECEDENT OF THE TTAB
By the Board:

Now before the Board are Opposer's motions for partial summary judgment (filed December 5, 2016) and to strike
(filed February 10, 2017). Applicant filed briefs in opposition to each motion. *

I. Relevant Background Applicant is the owner of application Serial No. 86620191 and seeks to register the mark
CRABS ADJUST HUMIDITY (in standard characters) on the Principal Register for "card games; game cards." 2
Applicant is also the owner of Application Serial No. 86622129 and seeks to register the composite mark shown at
right on the Principal Register for "card games; game cards." 3

' Applicant's change of correspondence address (filed March 2, 2017) and Opposer's change of correspondence address (filed
May 15, 2017) are noted and entered.

2 Application Serial No. 86620191, filed May 5, 2015, asserting a date of first use and use in commerce as of July 1, 2013.

3 Application Serial No. 86622129, filed May 5, 2015, asserting a date of first use and use in commerce as of July 1, 2013. The
description of the mark states: "The mark consists of the words 'CRABS', '"ADJUST', and 'HUMIDITY', appearing in that order
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[*2]

CRABS
ADJUST
HUMIDITY

On December 30, 2015, Opposer filed a consolidated notice of Image Name opposition, opposing
registration of the marks in both of Applicant's applications. Applicant filed a timely answer in which it denied the
salient allegations of the notice of opposition and asserted various affirmative defenses. On the last possible day
before trial, Opposer filed the outstanding motion for partial summary judgment. 4 After receiving two extensions of
time to file a response to the motion for summary judgment, Applicant filed a brief in opposition on the last possible
day, as extended, and then filed two declarations [*3] in support of its brief the following day (i.e., one day after the
deadline to respond). ®

[*4]
Il. Motion to Strike

Opposer moves to strike Applicant's brief in opposition to the motion for summary judgment as both over length and
untimely. Applicant admits that its brief in opposition is over length by two pages and that while the brief itself was
timely filed, the declarations and exhibits thereto straddled the midnight (Eastern time) deadline thereby making the
declarations and exhibits late (i.e., filed one day after the deadline).

While there are two acknowledged flaws with Applicant's brief, we need only address its length. 8 Briefs in response
to a motion for summary judgment are limited to twenty-five pages. Trademark Rule 2.127(a); Cooper Techs. Co. v.
Denier Elec. Co., 89 USPQ2d 1478, 1479 (TTAB 2008). The Board will not consider briefs that exceed the page
limitation, nor will the Board dissect a party's brief to bring it within the allowable page limit. Saint Gobain Corp. v.
Minn. Mining & Mfqg. Co., 66 USPQ2d 1220, 1222 (TTAB 2003). In view thereof, Applicant's brief in opposition will
be given no further consideration. Similarly, because the brief in opposition will not be considered, we will give no
consideration [*5] to Opposer's reply brief in support of the motion for partial summary judgment. Although we give

with each subsequent word following immediately below the prior word, and a dial appearing below the said words, and a crab
claw appearing below the said dial." Color is not claimed as a feature of the mark.

4Under Trademark Rule 2.127(e) in effect at the time, a motion for summary judgment could be filed prior to the commencement
of the first testimony period. This rule was amended effective January 14, 2017, to require such a motion to be filed prior to (i.e.,
the day before) the deadline for pretrial disclosures for the first testimony period. See "Miscellaneous Changes to Trademark
Trial and Appeal Board Rules of Practice," 81 Fed. Reg. 69950 (Oct. 7, 2016); "Miscellaneous Changes to Trademark Trial and
Appeal Board Rules of Practice; Clarification,” 82 Fed. Reg. 33804 (July 21, 2017) (clarifying that "prior to the deadline for
pretrial disclosures" means "before the day of the deadline for pretrial disclosures").

5The Declaration of Heidi Klein (20 TTABVUE) was filed as confidential without an accompanying public copy of that
submission. See TBMP § 412.04 (June 2017) ("If a party submits any . . . filing containing confidential information . . . under
seal, the party must also submit for the public record a redacted version of said submission."). It is odd that Applicant would do
this because the Board raised a similar issue with Opposer's declaration of Eleanor Lackman, just one month earlier. See 12
TTABVUE 1. Given our treatment of the declaration (i.e., non-consideration, discussed infra), Applicant will not be required to
submit a public copy since the declaration and exhibits thereto play no substantive role in our determination of the issues raised
by the motion for summary judgment.

6 Notwithstanding our treatment of the brief on the sole issue of its length, Applicant is reminded that Eastern Time controls the
timeliness of filing dates. See "Miscellaneous Changes to Trademark Trial and Appeal Board Rules of Practice," 81 Fed. Reg.
19296, 19296 (Notice of Proposed Rulemaking April 4, 2016) (describing ongoing practice of using Eastern Time to determine
the timeliness of ESTTA filing dates). See also Trademark Rule 2.195(a)(2); TBMP §§ 108, 109, 110.01, 302.01, and 502.02(a).
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no further consideration to the brief, we decline to treat Opposer's motion for summary judgment as conceded
inasmuch as it is clear that Applicant contests the motion. See TBMP § 502.04.

I1l. Motion for Summary Judgment

As an initial matter, we note that the text of Opposer's motion for summary judgment is difficult to read: some letters
appear to run together, some letters appear [*6] incomplete, some letters appear bolder and thicker than others,
and some letters appear to have extraneous marks. The overall effect is blurry and dizzying. A filer is responsible
for ensuring that all Board submissions are legible. Trademark Rule 2.126(a)(2); TBMP § 110.02(b).

Opposer moves for partial summary judgment on the issues of standing; priority; the similarity of the parties' goods,
trade channels, and class of purchasers; Applicant's parody defense; and all of Applicant's other affirmative
defenses. See Motion, p. 2 (10 TTABVUE 3).

A. The pleadings

A decision on summary judgment necessarily requires a review of the operative pleadings. Asian & Western
Classics B.V. v. Selkow, 92 USPQ2d 1478, 1478 (TTAB 2009). Generally, only well pleaded issues may be the
basis for grant of summary judgment. /d. at 1480 (citing Intermed Communications, Inc. v. Chaney, 197 USPQ 501,
503 n.2 (TTAB 1977) ("If a claim has not been properly pleaded, one cannot obtain summary judgment thereon"));
Consolidated Foods Corp. v. Berkshire Handkerchief Co., 229 USPQ 619, 621 (TTAB 1986). In view thereof, the
Board must examine [*7] the notice of opposition and answer to determine if Opposer's grounds and Applicant's
affirmative defenses are well pleaded.

1. Notice of opposition

The ESTTA cover sheet identifies two grounds for opposition: likelihood of confusion and dilution. 1 TTABVUE 2.
Opposer confirms that these are the two grounds for opposition in its motion for summary judgment, as Opposer
states that it opposes the subject applications "based upon a likelihood of confusion with and dilution of Opposer's"
marks. 10 TTABVUE 2. A review of the notice of opposition itself, however, reveals that Opposer included an
allegation that the subject marks "falsely suggest a connection with Opposer," implicating Trademark Act Section
2(a). Notice, para. 11.b. (1 TTABVUE 7). The Board will review the sufficiency of the allegations supporting these
three grounds.

a. Priority and likelihood of confusion

In order to properly state a claim of likelihood of confusion, Opposer must plead that (1) Applicant's marks, as
applied to its goods, so resembles Opposer's marks as to be likely to cause confusion, mistake or deception; and
(2) Opposer has either priority of use or a federal registration of Opposer's [*8] pleaded marks. See Fed. R. Civ. P.
8(a); King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

On the ESTTA cover sheet, Opposer lists only the following two "Marks Cited by Opposer as Basis for Opposition:"
Registration No. 4304905 for the mark CARDS AGAINST HUMANITY and Registration No. 4623613 for a mark
consisting of product packaging incorporating the wording CARDS AGAINST HUMANITY. ESTTA cover sheet (1
TTABVUE 2-3). See "Miscellaneous Changes to Trademark Trial and Appeal Board Rules of Practice," 87 Fed.
Reg. 69950, 69957 (Oct. 7, 2016) (The ESTTA cover sheet is considered part of the complete opposition pleading).
In the body of the notice of opposition attached to the ESTTA cover sheet, Opposer alleges that since 2009 it has
used the trademark CARDS AGAINST HUMANITY and a distinctive trade dress incorporating the wording CARDS
AGAINST HUMANITY for a card game (para. 2); that is owns Registration No. 4304905 for the mark CARDS
AGAINST HUMANITY and Registration No. 4623613 for a trade dress mark incorporating the wording CARDS
AGAINST HUMANITY for card games and game cards (para. 2); that the public readily [*9] identifies the term
"CAH" as signifying "Cards Against Humanity," a common law term (para. 5); and that Applicant's marks "so
resemble Opposer's previously-registered Cards Against Humanity Marks . . . [that tlhey are likely to cause
confusion” with Opposer (para. 11.a.). 1 TTABVUE 5, 7. In view of these allegations, Opposer has clearly and
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sufficiently alleged priority and likelihood of confusion with its mark CARDS AGAINST HUMANITY and trade dress
(i.e., product packaging) mark incorporating the wording CARDS AGAINST HUMANITY.

However, Opposer has not sufficiently alleged either priority or likelihood of confusion with the referenced common
law CAH mark. Specifically, Opposer failed to allege (either generally or specifically), a date of priority of use for the
purported common law mark CAH, and failed to allege that Applicant's marks so resembles Opposer's common law
mark CAH as to be likely to cause confusion, mistake, or deception. 7 In view thereof, Opposer may not obtain
summary judgment on any element of priority or likelihood of confusion with respect to its purported common law
mark CAH. See Asian & Western Classics B.V. v. Selkow, 92 USPQ2d at 1480. [*10]

b. Dilution

In order to properly state a claim of dilution, Opposer must plead that its marks are distinctive and famous and that
its marks became famous prior to Applicant's first use of its applied-for marks in commerce. See Omega SA
(Omega AG) (Omega Ltd.) v. Alpha Phi Omega, 118 USPQ2d 1289 (TTAB 2016); Gen. Mills Inc. v. Fage Dairy
Processing Indus. SA, 100 USPQ2d 1584, 1595 n.13 (TTAB 2011), judgment set aside on other grounds, opinion
not vacated, 110 USPQ2d 1679 (TTAB 2014) (nonprecedential); Toro Co. v. ToroHead, Inc., 61 USPQ2d 1164,
1174 (TTAB 2001). The notice of opposition does not allege [*11] that Opposer's marks are famous, does not
allege that Opposer's marks became famous prior to Applicant's first use in commerce, and does not directly allege
that the marks are distinctive. Opposer's allegation of dilution is, therefore, legally insufficient. See Inter IKEA Sys.
B.V. v. Akea, LLC, 110 USPQ2d 1734, 1745 (TTAB 2014); Polaris Indus. Inc. v. DC Comics, 59 USPQ2d 1798,
1800 (TTAB 2000); Toro Co., 61 USPQ2d at 1174. In view thereof, the ground of dilution is stricken without
prejudice from the notice of opposition.

c. False suggestion of a connection

In order to properly plead a claim of false suggestion of a connection, Opposer must allege that 1) Applicant's mark
is the same or a close approximation of the name or identity of a person or institution; 2) Applicant's mark would be
recognized as such by purchasers, in that the mark points uniquely and unmistakably to the person or institution
named or identified; 3) the person or institution named or identified is not connected with the goods sold by
Applicant under the mark; and 4) the name or identity of the person or institution identified is of sufficient fame [*12]
or reputation that when Applicant's mark is used in connection with its goods, a connection with the person or
institution identified would be presumed. Nike, Inc. v. Palm Beach Crossfit Inc., 116 USPQ2d 1025, 1031 (TTAB
2015) (citing In re Nieves & Nieves LLC, 113 USPQ2d 1629, 1632-33 (TTAB 2015)). A "person" includes a juristic
entity as well as a natural person.

Even when construed liberally and favorably to Opposer, the notice of opposition fails to allege a single one of the
four required elements of the claim. 8 Indeed, it appears that Opposer either conflates the ground of false
suggestion of a connection with likelihood of confusion or simply summarily recited in the final paragraph of the
notice of opposition that Applicant's marks "falsely suggest a connection with Opposer." See Notice, para. 11.b. (1
TTABVUE 7). Opposer's ground of false suggestion of a connection is legally insufficient. In view thereof, the
ground of false suggestion of a connection is stricken without prejudice from the notice of opposition.

[*13]

2. Answer

7Because the common law CAH mark is not alleged to be registered and is identified only as a common law mark, Opposer's
allegation that Applicant's marks "so resemble Opposer's previously-registered Cards Against Humanity Marks" does not
contemplate the common law CAH mark. Notice, para. 11 (1 TTABVUE 7) (emphasis added).

8 The closest Opposer comes to alleging any element of this ground is in paragraph 6, which alleges, inter alia, that Opposer's
marks are an integral part of Opposer's corporate identity. 1 TTABVUE 6.
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Applicant alleged the following numbered paragraphs under the "Affirmative Defenses" heading in its answer:

11. Opposer learned of Applicant's intent to use the marks for which registration is now sought, and acquiesced
to Applicant's use of the marks. Accordingly, Opposer has waived whatever opposition basis it may have had,
and is estopped from opposing the instant application.

12. Opposer has unreasonably delayed, to Applicant's detriment, in revoking Opposer's consent of Applicant's
use of Applicant's marks for which registration is now sought. Accordingly, Opposer's allegations are barred by
laches.

13. Applicant's Marks are a parody of Opposer's Marks.

14. Applicant's Marks do not and cannot dilute Opposer's Marks.

15. Applicant's Marks do not falsely suggest a connection with Opposer's Marks.
16. Applicant's Marks are unique and distinctive.

17. Applicant's Mark do not, and are not likely to, cause confusion, or mistake, or deception with Opposer's
Marks.

18. Applicant's Marks have been in use by Applicant for over two (2) years without any instance of actual
confusion.

19. Opposer's allegations are barred in whole [*14] or in part by the equitable doctrines of laches, estoppel,
waiver, and acquiescence as a result of plaintiff's acts and omissions.

20. Opposer's allegations are barred by the doctrine of unclean hands or other applicable equitable principles.

Paragraph 11 (acquiescence, waiver, and estoppel) is stricken without prejudice because the defenses therein are
nakedly pleaded. Moreover, the availability of acquiescence is severely limited in an opposition proceeding because
this defense, in Board proceedings, starts to run from the time of knowledge of the application for registration (that
is, from the time the mark is published for opposition -- not from the time of knowledge of use). See Nat' Cable
Television Ass'n v. Am. Cinema Editors, Inc., 937 F.2d 1572, 19 USPQ2d 1424, 1432 (Fed. Cir. 1991); Bausch &
Lomb Inc. v. Karl Storz GmbH & Co. KG, 87 USPQ2d 1526 (TTAB 2008); Barbara's Bakery, Inc. v. Landesman, 82
USPQ2d 1283, 1292 n.14 (TTAB 2007); Krause v. Krause Publ'ns Inc., 76 USPQ2d 1904, 1914 (TTAB 2005);
Warner-Lambert Co. v. Sports Solutions, 39 USPQ2d 1686, 1687 (TTAB 1996). [*15] In the answer, Applicant has
not alleged any facts or events occurring between the time its marks was published for opposition (i.e., November
3, 2015) and the filing of the notice of opposition (i.e., December 30, 2015). Inasmuch as the opposition was filed
within the time allowed therefor, it does not appear that these affirmative defenses will be available to Applicant.
Further, to the extent Applicant intended to allege estoppel separately from acquiescence, the Board notes that this
defense is otherwise not pleaded with the appropriate particularity. Trademark Act § 19, 15 U.S.C. § 1069,
provides, in relevant part, that the equitable principles of estoppel may be considered and applied. However, there
are various types of estoppel recognized by law, including: collateral estoppel, estoppel by laches, equitable
estoppel, ? licensee estoppel, and contract estoppel. Applicant has not indicated which type of estoppel it is
asserting affirmatively nor provided enough information concerning the nature of the purported estoppel and the
underlying factual circumstances, even in general terms, which may give rise to the purported estoppel. Applicant
has not provided [*16] sulfficient allegations of fact to put Opposer on notice of the bases upon which the estoppel
defense is being asserted. See Heller Finance, Inc. v. Midwhey Powder Co., 883 F.2d 1286, 1294 (7th Cir. 1989)
(upholding motion to strike affirmative defenses because they were bare bones, conclusory allegations); Fleet
Business Credit Corp. v. National City Leasing Corp., 191 F.R.D. 568, 570 (N.D. [ll. 1999) (bare bones waiver and
estoppel defenses fail to sufficiently plead the affirmative defenses).

Paragraph 12 (laches) is stricken without prejudice because, in addition to being nakedly pleaded, the availability
of laches (like acquiescence, explained supra) is severely limited in an opposition proceeding as it is triggered only
by the date the [*17] mark is published for opposition -- not by the date of knowledge of use. See TBMP §

9"Conduct which occurs prior to the publication of the application for opposition generally cannot support a finding of equitable
estoppel.” Bausch & Lomb Inc. v. Karl Storz GmbH & Co. KG, 87 USPQ2d at 1531.
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312.02(b); and cases cited in the paragraph above (Nat! Cable Television Ass'n, Bausch & Lomb., Barbara's
Bakery, Krause, and Warner-Lambert).

Paragraph 13 (parody) does not raise a true "defense" to a claim of likelihood of confusion; instead, parody is
simply another factor which is relevant to the analysis of likelihood of confusion. Indeed, the Board will usually
assess alleged parody as part of the circumstances in determining whether a plaintiff has made out its claim. See,
e.g., Research in Motion Ltd. v. Defining Presence Marketing Grp. Inc., 102 USPQ2d 1187, 1191-92 (TTAB 2012);
cf. N.Y. Yankees P'ship v. IET Prods. & Servs., Inc., 114 USPQ2d 1497, 1509-10 (TTAB 2015) (explaining why the
parody exclusion does not apply in dilution proceedings before the Board). Because parody is merely another way
of arguing that confusion is not likely (see, e.g., Starbucks U.S. Brands v. Ruben, 78 USPQ2d 1741, 1754 (TTAB
2006); Columbia Pictures Indus., Inc. v. Miller, 211 USPQ 816, 820 (TTAB 1981)), this paragraph informs [*18]
Opposer of one way Applicant will defend against the ground of likelihood of confusion. 10

Paragraphs 14 (no dilution), 15 (no false suggestion of a connection), and 17 (no confusion, mistake, or deception)
do not add anything to Applicant's earlier denials in the answer, and do not apprise Opposer with greater
particularity of any position Applicant is taking in the defense of its right of registration. In view thereof, these
defense paragraphs are redundant and are stricken, without prejudice. See, e.g., Order of Sons of ltaly in Am. v.
Profumi Fratelli Nostra AG, 36 USPQ2d 1221, 1223 (TTAB 1995).

Paragraph 16 (Applicant's marks are unique and distinctive) does [*19] not allege an affirmative defense. Although
such allegation might be relevant to an opposition grounded in mere descriptiveness, lack of acquired
distinctiveness, or genericness, the allegation does not appear relevant to the grounds in this opposition. In view
thereof, this paragraph is stricken, without prejudice.

Paragraph 18 (no actual confusion) provides Opposer with more information as to at least one way Applicant may
try to defend its right of registration (i.e., the seventh du Pont '! factor, the "nature and extent of any actual
confusion”).

Paragraphs 19 (laches, estoppel, waiver, and acquiescence) and 20 (unclean hands or other applicable equitable
principles) are nakedly pleaded. Affirmative defenses, like claims in a notice of opposition, must be supported by
enough factual background and detail to fairly place Opposer on notice of the basis for the defenses. See IdeasOne
Inc. v. Nationwide Better Health Inc., 89 USPQ2d 1952, 1953 (TTAB 2009); [*20] Ohio State Univ. v. Ohio Univ., 51
USPQ2d 1289, 1289 (TTAB 1999) (primary purpose of pleadings "is to give fair notice of the claims or defenses
asserted"). Applicant must allege sufficient facts beyond a tender of "naked assertion[s]" devoid of "further factual
enhancement," to support its claims and defenses. Ashcroft v. Igbal, 556 U.S. 662, 678, 129 S. Ct. 1937, 173 L. Ed.
2d 868 (2009) (quoting Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570, 127 S. Ct. 1955, 167 L. Ed. 2d 929 (2007)).
These nakedly pleaded defenses fail to meet that standard and are therefore insufficient. Moreover, as explained
above, the availability of laches and acquiescence is severely limited in an opposition proceeding at the Board. In
view thereof, Paragraphs 19 and 20 are stricken, without prejudice.

3. Summary of pleading issues

Opposer has sufficiently pleaded a single ground for opposition, namely, likelihood of confusion with its mark
CARDS AGAINST HUMANITY and its mark consisting of product packaging incorporating the wording CARDS
AGAINST HUMANITY. Opposer's grounds of dilution and false suggestion of a connection are stricken without
prejudice from the notice of opposition.

10 Although we have stricken Opposer's dilution claim, supra, inasmuch as Opposer is allowed time in which to file an amended
notice of opposition (see discussion infra), we alert the parties to the N.Y. Yankees P'ship cite earlier in this paragraph explaining
that parody does not apply to a dilution claim.

" inreE. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973).



https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:552R-5WY0-01KR-B065-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:5FY7-6060-01KR-B4F6-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:4J8H-8MR0-0017-K1JR-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:4J8H-8MR0-0017-K1JR-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:3T1P-0VS0-0017-K03H-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:3T1P-0VS0-0017-K03H-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:4W1D-0380-01KR-B14N-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:4W1D-0380-01KR-B14N-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:3W8R-3FY0-0017-K0CX-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:3W8R-3FY0-0017-K0CX-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4W9Y-4KS0-TXFX-1325-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4W9Y-4KS0-TXFX-1325-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:4NSN-8840-004C-002M-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=cases&id=urn:contentItem:3S4X-3SG0-003S-M1HR-00000-00&context=1000516

Page 7 of 10
2017 TTAB LEXIS 359, *20

Applicant has alleged [*21] that its marks are a parody of Opposer's marks and that the parties' marks have been in
use for over two years without any instance of actual confusion, defensive allegations which inform Opposer of how
Applicant will defend against the ground of likelihood of confusion; however, Applicant's defense paragraph Nos.
11,12, 14,15, 16, 17, 19, and 20, are stricken from the answer, without prejudice.

B. Substance of the motion

We now turn to the substance of the motion for partial summary judgment. As noted above, Opposer seeks
summary judgment on the issues of standing; priority; the similarity of the parties’ goods, trade channels, and class
of purchasers; Applicant's parody defense; and all of Applicant's other affirmative defenses. See Motion, p. 2 (10
TTABVUE 3). Inasmuch as we have stricken all true affirmative defenses from the answer, the motion is moot to
the extent it seeks summary judgment on "all of Applicant's other affirmative defenses."

For purposes of this order, we presume the parties' familiarity with the pleadings as discussed supra, the history of
the proceeding, and the arguments and evidence submitted with respect to Opposer's motion for [*22] partial
summary judgment. Therefore, for the sake of efficiency, we address the record on summary judgment only to the
extent necessary to set forth our analysis and findings. We do not repeat or address all of Opposer's arguments
and evidence. See Guess? IP Holder LP v. Knowluxe LLC, 116 USPQ2d 2018, 2019 (TTAB 2015).

1. Summary judgment standard

Summary judgment is appropriate where the movant shows that there is no genuine dispute as to any material fact
and that it is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(a). A party asserting that a fact cannot be or
is genuinely disputed must support its assertion by either (1) citing to particular parts of materials in the record, or
(2) showing that the materials cited do not establish the absence or presence of a genuine dispute, or that an
adverse party cannot produce admissible evidence to support the fact. Fed. R. Civ. P. 56(c).

A movant for summary judgment carries the burden of proof in regard to its motion. See Celotex Corp. v. Catrett,
477 U.S. 317, 323-24, 106 S. Ct. 2548, 91 L. Ed. 2d 265 (1986). In deciding the motion, the function of the Board is
not to try issues of fact, but to determine if there are [*23] any genuine disputes of material fact to be tried. See
TBMP § 529.01 and cases cited therein. The nonmoving party must be given the benefit of all reasonable doubt as
to whether genuine issues of material fact exist, and the evidentiary record on summary judgment, and all
inferences to be drawn from the undisputed facts, must be viewed in the light most favorable to the nonmoving
party. See Opryland USA, Inc. v. Great Am. Music Show, Inc., 970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir.

1992).

a. Standing

We first consider whether Opposer has standing to bring this opposition proceeding. Standing is a threshold issue
that must be proven by a plaintiff in every inter partes case. See Empresa Cubana Del Tabaco v. Gen. Cigar Co.,
753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2014); John W. Carson Found. v. Toilets.com Inc., 94 USPQ2d
1942, 1945 (TTAB 2010). Opposer submitted with its motion a printout from the USPTO's TSDR electronic
database showing that one of its pleaded registrations, namely, Registration No. 4304905 for CARDS AGAINST
HUMANITY, is valid and subsisting. See Lackman Decl'n, Exhibit 2 (15 TTABVUE 18-21). [*24] Opposer's
standing to bring this opposition is established by the TSDR printout. See Trademark Rule 2.122(d)(1); see also
Cunningham v. Laser Golf Corp., 222 F.3d 943, 945, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); Edwards
Lifesciences Corp. v. Vigilanz Corp., 94 USPQ2d 1399, 1408 (TTAB 2010). Accordingly, we find that there is no
genuine dispute of material fact regarding Opposer's standing.

b. Priority

We turn next to the issue of whether there is a genuine dispute of material fact regarding Opposer's asserted
priority of use. There is no genuine dispute of material fact regarding Opposer's priority in this case as to Opposer's
use of the mark CARDS AGAINST HUMANITY for "card games; game cards" because Opposer submitted a TSDR
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printout of Opposer's pleaded Registration No. 4304905 for the standard character mark CARDS AGAINST
HUMANITY showing that the registration is valid and subsisting and owned by Opposer. Because Opposer's
pleaded registration is of record, priority is not at issue with respect to the goods covered by that registration vis-a-
vis the involved applications. Mini Melts, Inc. v. Reckitt Benckiser LLC, 118 USPQ2d 1464, 1469 (TTAB 2016) [*25]
(citing King Candy Co. v. Eunice King's Kitchen, Inc., 182 USPQ at 110); TBMP § 309.03(c). Accordingly, there is
no genuine dispute of material fact as to Opposer's priority as to the mark CARDS AGAINST HUMANITY for card
games and game cards, as shown by Registration No. 4304905.

However, a genuine dispute remains as to pleaded Registration No. 4623613 for the trade dress mark incorporating
the wording CARDS AGAINST HUMANITY. Although Opposer states that it has done so, Opposer failed to submit
a TSDR printout of pleaded Registration No. 4623613. There is no such printout in either the confidential or public
copy of the Lackman Declaration (11 and 15 TTABVUE 22-24); there is only a copy of the registration certificate
itself. The registration certificate itself is insufficient to make this registration of record under Trademark Rule
2.122(d) because it does not show the current status and does not appear to have been issued at a time
reasonably contemporaneous with Opposer's motion for partial summary judgment. See United Global Media
Group, Inc. v. Tseng, 112 USPQ2d 1039, 1042 (TTAB 2014); TBMP § 704.03(b)(1)(A).

c. Goods, trade channels, and [*26] _class of purchasers

Consideration of the similarity of the parties’ goods is based on the goods recited in Applicant's applications vis-a-
vis the goods identified in Opposer's pleaded registration which is of record. See Stone Lion Capital Partners, LP v.
Lion Capital LLP, 746 F.3d 1317, 110 USPQ2d 1157, 1161 (Fed. Cir. 2014); Canadian Imperial Bank of Commerce
v. Wells Fargo Bank, Nat'| Asso., 811 F.2d 1490, 1 USPQ2d 1783, 1815 (Fed. Cir. 1992). Applicant's description of
goods in both subject applications is "card games; game cards." The description of goods in Opposer's pleaded
Registration No. 4304905 is also "card games; game cards." The parties' goods are, therefore, identical. Because
the goods are identical, and there are no restrictions on channels of trade in either the subject applications or the
registration that is of record, it is presumed that Applicant's goods and Registrant's goods move in the same
channels of trade normal for those goods and are offered to the same classes of purchasers. See In re Viterra Inc.,
671 F.3d 1358, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (legally identical goods are presumed to travel in same
channels of [*27] trade to same class of purchasers) (citing Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d
1261, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)); Am. Lebanese Syrian Associated Chatrities Inc. v. Child Health
Research Inst., 101 USPQ2d 1022, 1028 (TTAB 2011); Tea Board of India v. Republic of Tea, Inc., 80 USPQ2d
1881, 1897 (TTAB 2008) ("Because the goods are identical and there are no restrictions in the identification of
goods, the channels of trade as well as the purchasers for such goods are deemed identical" and include the same
purchasers.). Accordingly, we find there is no genuine dispute of material fact that that the parties' goods are
identical, travel in the same channels of trade, and are purchased by the same classes of consumers.

d. Defense of no actual confusion

Opposer asks us to either strike Applicant's defense paragraph 18 (that "Applicant's [m]arks have been in use by
Applicant for over two (2) years without any instance of actual confusion") or give it no separate consideration
because it merely amplifies Applicant's denial of the ground of likelihood of confusion. See Mot., p. 20 (10
TTABVUE 21). We decline [*28] to do either. As noted supra, defense paragraph 18 provides Opposer with more
information as to at least one way Applicant may try to defend its right of registration. We are unable to determine
on the partial summary judgment record now before us whether Applicant's allegation of the absence of actual
confusion may be relevant or have probative value to the larger analysis of likelihood of confusion. See, e.g.,
Citigroup Inc. v. Capital City Bank Grp., Inc., 94 USPQ2d 1645, 1660 (TTAB 2010) (stating that absence of reported
instances of confusion may be meaningful "if the record indicates appreciable and continuous use by applicant of its
mark for a significant period of time in the same markets as those served by opposer under its marks"), affd, 637
F.3d 1344, 98 USPQ2d 1253 (Fed. Cir. 2011). Opposer has not met its burden of demonstrating that no genuine
dispute of material fact remains as to the relevance or probative value of the lack of actual confusion.

e. Defense of parody
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Parody is a potential defense only if the involved marks otherwise would not be found confusingly similar. For this
reason, the Board will assess alleged parody [*29] as part of the circumstances in determining whether Opposer
has made out its claim. See, e.g., Research in Motion Ltd. v. Defining Presence Marketing Grp. Inc., 102 USPQ2d
at 1191-92. In the present motion for partial summary judgment, Opposer does not move for summary judgment on
the ground of likelihood of confusion; instead, as discussed supra, Opposer moved for partial summary judgment
only as to the similarity of the parties' goods, trade channels, and class of purchasers.

While we have found no genuine dispute of material fact that the parties' goods are identical, travel in the same
channels of trade, and are purchased by the same classes of consumers, Opposer has not moved for, and we have
not determined that no genuine dispute exists as to whether prospective purchasers of Applicant's goods might
believe that both parties’ goods come from the same source. See id. at 1192 (acknowledging that usually, if the
Board "should find under the du Pont factors that the parties' respective goods are not readily distinguishable, that
they might be targeted to the same consumers through overlapping trade channels, and in the event that
prospective [*30] purchasers of an applicant's goods might well believe that both parties' goods come from the
same source, then a likelihood of confusion will usually trump any" parody defense) (emphasis added).

Parody is a potential defense only if the involved marks otherwise would not be found confusingly similar. See
Boston Red Sox Baseball Club LP v. Sherman, 88 USPQ2d 1581, 1592 (TTAB 2008) ("In finding that the marks are
not similar, we have given no weight to applicant's argument that his mark is a parody. Parody is not a defense if
the marks would otherwise be considered confusingly similar."). Because Opposer has not made out its full claim of
likelihood of confusion (i.e., Opposer has not shown on summary judgment that no genuine dispute of material fact
exists as to whether prospective purchasers of Applicant's goods might believe that both Applicant and Opposer's
goods come from the same source), Opposer has not met its initial burden to show that no genuine dispute of
material fact remains as to the applicability of an alleged parody defense.

2. Summary

Opposer's motion for partial summary judgment is granted as to Opposer's standing; Opposer's priority [*31] of
use of the mark CARDS AGAINST HUMANITY for card games and game cards, as shown by Registration No.
4304905; and the similarity of the parties' goods, channels of trade, and classes of consumers. There are no
genuine disputes of material fact as to these issues.

Opposer's motion for partial summary judgment is denied as to Opposer's priority of use of the trade dress mark
incorporating the wording CARDS AGAINST HUMANITY, as shown in Registration No. 4623613; and Applicant's
"defenses" of lack of actual confusion and parody. Opposer has not met its initial burden of showing that there are
no genuine disputes of material fact as to these issues. The fact that we have identified the aforementioned genuine
disputes of material fact as a basis for denying the partial motion for summary judgment should not be construed as
a finding that these necessarily are the only issue which remains for trial. See, e.g., Am. Express Mktg. & Dev.
Corp. v. Gilad Dev. Corp., 94 USPQ2d 1294, 1301 n.5 (TTAB 2010).

Opposer's motion for partial summary judgment is moot as to Opposer's priority of use of the common law mark
CAH; and all of Applicant's affirmative defenses except [*32] the "defenses" of no actual confusion and parody.
These matters (except actual confusion and parody) have been stricken from the pleadings.

The parties are reminded that evidence submitted in support of or in opposition to a motion for summary judgment
is of record only for consideration of that motion. Any such evidence to be considered at final hearing must be
properly introduced during the appropriate trial period. See, e.g., Levi Strauss & Co. v. R. Josephs Sportswear, 28
USPQ2d 1464 (TTAB 1993).

IV. The Parties May Replead

Inasmuch as we have stricken dilution, false suggestion of a connection, Opposer's allegations of common law
rights, and Applicant's affirmative defenses (except actual confusion and parody) from the pleadings, Opposer is
allowed until September 20, 2017, in which to file and serve an amended notice of opposition, if it has a reasonable
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basis therefor; and Applicant is allowed until October 5, 2017, in which to file and serve an answer to the
prospective amended notice of opposition, if an amended notice of opposition is filed, or to file an amended answer,
if it has a reasonable basis therefor and if no amended notice [*33] of opposition is filed; failing which, this case will
proceed under the pleadings as stricken (i.e., under the sole ground of likelihood of confusion, and under the only
two "defenses" of no actual confusion and parody). See Musical Directions v. McHugh, 104 USPQ2d 1157, 1160
(TTAB 2012) (party allowed to replead after Board struck claims sua sponte).

V. Schedule

Proceedings are resumed. Dates are reset on the following schedule:
Amended Notice of Opposition Due, if Filed ~ 9/20/2017
Answer to Amended Notice of Opposition; 10/5/2017

or Amended Answer Due, if Filed

Opposer's 30-day Trial Period Ends 11/27/2017
Applicant's Pretrial Disclosures 12/12/2017
Applicant's 30-day Trial Period Ends 1/26/2018
Opposer's Rebuttal Disclosures 2/10/2018
Opposer's 15-day Rebuttal Period Ends 3/12/2018

Briefs shall be filed in accordance with Trademark Rules 2.128(a) and (b). An oral hearing will be set only upon
request filed as provided by Trademark Rule 2.129.

In view of treatment of the pleadings and the motion for partial summary judgment, the late stage at which Opposer
moved for summary judgment, and Trademark Rule 2.127(e)(1) [*34] as now amended, 12 the Board will not
entertain another motion for summary judgment. This case should proceed to trial once the pleadings are settled.

VI. Civil Action Information

If the parties are together involved in a civil action, Opposer must so inform the Board in writing within ten days of
the mailing date of this order and provide the Board with the status of; and a copy of the operative complaint,
answer, and any counterclaim complaint and answer (without exhibits) from; the civil action. See Trademark Rule

2.117(a).

VIl. Requirement for Future Motions

Because there have been negative procedural or substantive issues with each of the major filings in this case (i.e.,
complaint, [*35] answer, motion for summary judgment, and brief in opposition), the Board imposes the following
procedural requirement upon the parties: For any future unconsented motion to be filed in this case by either party,
the filing party must first telephone the assigned Interlocutory Attorney to seek permission to file the unconsented
motion. The Board attorney may, in exercising her discretion, determine that a telephonic case conference with
opposing counsel (i.e., the non-filing party) is required. See Schering-Plough Animal Health Corp. v. AQua Gen AS,
90 USPQ2d 1184, 1185 (TTAB 2009) (Board required party obtain permission before filing any unconsented or
unstipulated motion); Carrini Inc. v. Carla Carini S.R.L., 57 USPQ2d 1067, 1071 (TTAB 2000) ("Board possesses
the inherent authority to control the disposition of cases on its docket, which necessarily includes the inherent
power to enter sanctions.").

End of Document

12 See footnote 4, supra, explaining that this rule was amended effective January 14, 2017, to require a motion for summary
judgment be filed prior to the deadline for pretrial disclosures for the first testimony period -- a date that passed in this case on
November 20, 2016. See also
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Subsequent History:

Later proceeding at Great Adirondack Steak & Seafood Caf, Inc. v. Adirondack Pub & Brewery, Inc., 2019 TTAB
LEXIS 193 (Trademark Trial & App. Bd., Jan. 9, 2019)

Core Terms

affirmative defense, pleaded, Cancellation, registration, beer, summary judgment, allegations, fraud claim, notice,
counterclaim, Trademark, commerce, cases, consolidated, Declaration, genuine dispute, material fact, cross-
motion, proceedings, defenses, Brewery, motion to strike, filing date, STRICKEN, laches

Panel: [*1] Before Quinn, Lykos and Masiello, Administrative Trademark Judges.

Opinion

THIS OPINION IS NOT A PRECEDENT OF THE TTAB
By the Board:

It has come to the Board's attention that prior to the filing of Opposition No. 91219612, Adirondack Pub & Brewery,
Inc. filed Cancellation No. 92058318 petitioning to cancel the registration that Great Adirondack Steak & Seafood
Cafe, Inc. has pleaded in Opposition No. 91219162. When cases involving common questions of law and fact are
pending before the Board, the Board may order consolidation of the cases. See Fed. R. Civ. P. 42(a); TBMP § 511
(2014) (consolidation is discretionary with the Board, and may be ordered upon the Board's own initiative); see also
Regatta Sport Ltd. v. Telux-Pioneer Inc.,.20 USPQ2d 1154 (TTAB 1991). Inasmuch as the parties to Opposition No.
91219162 and Cancellation No. 92058318 are the same and the proceedings involve common questions of law and
fact, the proceedings are consolidated and may be presented on the same record and briefs. Cancellation No.
92058318 will be treated as a counterclaim in Opposition No. 91219162, and in this order, we will refer to Great
Adirondack Steak & Seafood [*2] Cafe, Inc. as "Opposer/Counterclaim-Defendant” and Adirondack Pub & Brewery,
Inc. as "Applicant/Counterclaim-Plaintiff."
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The record will be maintained in Opposition No. 91219162 as the "parent" case. The parties should no longer file
separate papers or submissions in connection with each proceeding, but instead should file only a single copy of
each submission in the parent case. Each submission filed should bear the case caption as set forth above and the
parent case should be designated as the parent case by following it with: "(parent),” as in the case caption set forth
above.

Consolidated cases do not lose their separate identity because of consolidation. Each proceeding retains its
separate character and requires entry of a separate judgment. The single decision on the consolidated cases shall
take into account any differences in the issues raised by the respective pleadings and a copy of the final decision
shall be placed in each proceeding file. See Dating DNA LLC v. Imagini Holdings Ltd.,.94 USPQ2d 1889, 1893

(TTAB 2010).

These consolidated cases now come up on: (1) the parties' stipulated motion to amend the Board's standard
protective agreement in Opposition [*3] No. 91219162; (2) Opposer/Counterclaim-Defendant's motion to strike,
filed December 29, 2014 in Opposition No. 91219162; (3) Applicant/Counterclaim-Plaintiff's motion for summary
judgment, filed November 7, 2014 in Cancellation No. 92058318; and (4) Opposer/Counterclaim-Defendant's
crossmotion, filed November 10, 2014 in Cancellation No. 92058318, which we construe as a combined cross-
motion for judgment on the pleadings regarding whether the claim of fraud has been adequately pleaded, and a
cross-motion for summary judgment on the claim that Opposer/Counterclaim-Defendant's mark was not in use in
commerce in connection with the involved goods as of the filing date of the underlying use-based application. '
Opposer/-Counterclaim-Defendant's motion to strike and the parties' cross-motions for summary judgment are fully
briefed. Applicant/Counterclaim-Plaintiff did not respond to the merits of Opposer/Counterclaim-Defendant's motion
for judgment on the pleadings, 2 but rather than grant the motion as conceded, we exercise our discretion to
consider the cross-motion on its merits.

[*4]
1. Stipulated Motion to Amend the Standard Protective Agreement in Opposition No. 91219162

The parties' stipulated motion to amend the Board's standard protective agreement in Opposition No. 91219162 is
GRANTED and use of the protective agreement attached to the parties' motion is approved. 3 See Trademark Rule
2.116(qg). The parties are referred, as appropriate, to TBMP §§ 412.04 (Filing of Confidential Materials with the
Board) and 412.05 (Handling of Confidential Materials by the Board).

The parties are advised that only confidential or trade secret information should be filed pursuant to a stipulated
protective agreement. Such an agreement may not be used as a means of circumventing [*5] Trademark Rules
2.27(d) and (e), which provide that the file of a published application or issued registration, and all proceedings
relating thereto, should otherwise be available for public inspection.

2. Motion to Strike in Opposition No. 91219162

On December 7, 2014, the Board issued an order suspending Cancellation No. 92058318 pending disposition of the parties'
cross-motions for summary judgment. We deem the proceedings suspended as of November 7, 2015 -- the date
Applicant/Counterclaim-Plaintiff filed its motion for summary judgment. Accordingly, Opposer/Counterclaim-Defendant's cross-
motion, filed November 10, 2014, is timely.

2 Applicant/Counterclaim-Plaintiff has argued only the merits of its fraud claim.

30n April 2, 2014, the Board issued an order approving use of an identical protective agreement in Cancellation No. 92058318.
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Applicant/Counterclaim-Plaintiff seeks registration of the mark ADIRONDACK BREWERY for "beer." # In its notice
of opposition, Opposer/Counterclaim-Defendant alleges: (1) prior use and registration of the mark GREAT
ADIRONDACK BREWING COMPANY, in standard characters, for ales and beers; ° (2) that use of
Applicant/Counterclaim-Plaintiff's mark is likely to cause confusion with Opposer/Counterclaim-Defendant's mark;
and (3) that the involved mark is merely descriptive of beer. Applicant/Counterclaim-Plaintiff filed an answer on
December 11, 2014 denying the salient allegations in the notice of opposition and asserting seven affirmative
defenses.

[*6]

Opposer/Counterclaim-Defendant filed a timely motion to strike six of the seven affirmative defenses on the ground
that the affirmative defenses are "bald and conclusory assertions that do not provide [Opposer/Counterclaim-
Defendant] with fair notice of the basis for the claimed defenses, and do not plead the elements necessary to
establish the Affirmative Defenses." Motion to Strike, pp. 1-2. In response, Applicant/Counterclaim-Plaintiff argues
that it "should not have any burden or responsibility to specifically outline each of its defenses when they are
factually of the same substance as [the claims pleaded] in [Cancellation No. 92058318]," see Response to Motion
to Strike, pp. 1-2; that it has pleaded its affirmative defenses "in a simple and concise manner" in compliance [*7]
with Trademark Rule 2.106(b)(1), © id.; and that although the defense of laches in an opposition proceeding "is very
limited," Opposer/Counterclaim-Defendant "has been aware of the [involved application] since December 4, 2013,
as a result of [Cancellation No. 92058318]." /d. at p. 2.

The Board may strike from a pleading any insufficient defense, or any redundant, immaterial, impertinent or
scandalous matter. See Fed. R. Civ. P. 12(f); Am. Vitamin Prods. Inc. v. DowBrands Inc.,.22 USPQ2d 1313, 1314
(TTAB 1992); TBMP § 506.01. Motions to strike are not favored, and as such, a defense will not be stricken as
insufficient if the insufficiency is not clearly apparent, or if it raises factual issues that should [*8] be determined on
the merits. See TBMP § 506.01. Moreover, the primary purpose of the pleadings is to give fair notice of the claims
or defenses asserted. See id; see also TBMP §§ 309.03 and 311.02. Thus, the Board, in its discretion, may decline
to strike even objectionable pleadings where their inclusion will not prejudice the adverse party, but rather will
provide fuller notice of the basis for a claim or defense. See Harsco Corp. v. Elec. Sciences Inc.,.9 USPQ2d 1570

(TTAB 1988).

As an initial matter, Applicant/Counterclaim-Plaintiff's assertion that its claims in Cancellation No. 92058318 have
placed Opposer/Counterclaim-Defendant on sufficient notice of its affirmative defenses in Opposition No. 91219162
is without merit. Although the cases are consolidated, Opposition No. 91219162 and Cancellation No. 92058318
are separate proceedings and the sufficiency of the pleadings in each case must stand on their own. With this in
mind, the Board addresses each of Applicant/Counterclaim-Plaintiff's affirmative defenses in turn below.

Applicant/Counterclaim-Plaintiff's Affirmative Defenses 1 and 2

1. "[Opposer/Counterclaim-Defendant] fails [*9] to state a claim upon which relief may be granted."
2. "[Opposer/Counterclaim-Defendant] fails to plead its claim with adequate particularity."

4 Application Serial No. 86027053, filed August 2, 2013, based on an allegation of first use of April 28, 1999 and first use in
commerce of September 11, 1999; claiming acquired distinctiveness pursuant to Section 2(f) of the Trademark Act, 15 U.S.C. §
1052(f); "brewery" disclaimed.

5Registration No. 4425098; filed March 8, 2013; issued October 29, 2013; based on a claim of first use and first use in
commerce of December 30, 1997; claiming acquired distinctiveness pursuant to Section 2(f) of the Trademark Act, 15 U.S.C. §
1052(f); "brewing company" disclaimed.

6 Applicant/Counterclaim-Plaintiff also argues that Opposer/Counterclaim-Defendant's affirmative defenses in Cancellation No.
92058318 are similarly short and concise. We address the sufficiency of Opposer/Counterclaim-Defendant's affirmative
defenses in Section 4 below.
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Affirmative Defense 2 is an amplification of Affirmative Defense 1, and therefore, we address these affirmative
defenses together. An assertion that a pleading fails to state a claim upon which relief can be granted is not a true
affirmative defense because it relates to an assertion of the insufficiency of the pleading rather than a statement of
a defense to a properly pleaded claim. See Hornblower & Weeks Inc. v. Hornblower & Weeks Inc.,60 USPQ2d
1733, 1738 n.7 (TTAB 2001). Nonetheless, we have reviewed the sufficiency of the notice of opposition.

To state a claim upon which relief can be granted, a plaintiff need only allege such facts as would, if proved,
establish that: 1) it has standing to maintain the proceeding, and 2) a valid ground exists for opposing the
registration sought or cancelling the issued registration. See Lipton Indus., Inc. v. Ralston Purina Co.,670 F.2d
1024, 213 USPQ 185, 187 (CCPA 1982). Specifically, a complaint "must contain sufficient factual matter, accepted
as true, [*10] to 'state a claim to relief that is plausible on its face." Ashcroft v. Igbal, 556 U.S. 662, 129 S. Ct.
1937, 173 L. Ed. 2d 868 (2009) (quoting Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570, 127 S. Ct. 1955, 167 L.
Ed. 2d 929 (2007)). In particular, a plaintiff must allege well-pleaded factual matter and more than "[t]hreadbare
recitals of the elements of a cause of action, supported by mere conclusory statements," to state a claim plausible
on its face. Igbal, 556 U.S. 662, 129 S. Ct. 1937, 173 L. Ed. 2d 868 (citing Twombly, 550 U.S. at 555). Further, all of
the plaintiff's well-pleaded allegations must be accepted as true, and the complaint must be construed in the light
most favorable to the plaintiff. See, e.g., Advanced Cardiovascular Sys. Inc. v. SciMed Life Sys. Inc.,988 F.2d 1157,
26 USPQ2d 1038, 1041 (Fed. Cir. 1993); Fair Indigo LLC v. Style Conscience, 85 USPQ2d 1536, 1537 (TTAB

2007).

Opposer/Counterclaim-Defendant has sufficiently alleged both its standing and a valid ground for opposition by
pleading its prior use and registration of the mark GREAT ADIRONDACK BREWING COMPANY and a plausible
claim of likelihood of confusion. See Notice of Opposition, PP 2-9; see [*11] also Barbara's Bakery Inc. v.
Landesman, 82 USPQ2d 1283, 1285 (TTAB 2007); TBMP § 309.03(b) and cases cited in footnote 7 therein.
Opposer also has adequately pleaded that Applicant/Counterclaim-Plaintiff's mark is merely descriptive. / See
Notice of Opposition, P 10; see also M. Polaner, Inc. v. J.M. Smucker Co.,24 USPQ2d 1059, 1060 (TTAB 1992)
(construing descriptiveness claim to include an implicit assertion of lack of acquired distinctiveness).

[*12]

In view of these findings, Opposer/Counterclaim-Defendant's motion is GRANTED with respect to Affirmative
Defenses 1 and 2, which are STRICKEN.

Applicant/Counterclaim-Plaintiff's Affirmative Defenses 3 and 4
3. "[Opposer/Counterclaim-Defendant's] claims are barred by the doctrine of estoppel.”

4. "[Opposer/Counterclaim-Defendant's] claims are barred by the doctrines of waiver, laches and/or
acquiescence."

Affirmative defenses, like claims in a notice of opposition or petition for cancellation, must be supported by enough
factual background and detail to fairly place the claimant on notice of the basis for the defenses. See IdeasOne Inc.
v. Nationwide Better Health Inc.,89 USPQ2d 1952, 1953 (TTAB 2009); Ohio State Univ. v. Ohio Univ.,51 USPQ2d
1289, 1292 (TTAB 1999) (noting that the primary purpose of pleadings "is to give fair notice of the claims or
defenses asserted"); see also TBMP § 311.02(b) and the cases cited in footnote 15 therein. Here,
Applicant/Counterclaim-Plaintiff's defenses of estoppel, laches, acquiescence and waiver are bald, conclusory
allegations that are not supported by [*13] any facts.

7We note that Opposer/Counterclaim-Defendant has not asserted a claim that the involved mark is primarily geographically
descriptive of the involved goods. To assert such a claim, a plaintiff must plead that: (1) the primary significance of the mark is
as the name of a place that is generally known; and (2) the relevant purchasers would associate defendant's goods with the
place named, i.e.,that the public would believe that the goods come from the place named. Grand Canyon West Ranch LLC v.
Hualapai Tribe, 88 USPQ2d 1501, 1505 (TTAB 2008).
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Moreover, although Trademark Rule 2.106(b)(1) in principle allows a defendant to plead the defenses of estoppel,
laches, and acquiescence, such defenses generally are not available in opposition proceedings. See Barbara's
Bakery, 82 USPQ2d at 1292 n.14 (noting that amendment of applicant's answer to assert defenses of laches,
acquiescence or estoppel would be futile as such defenses generally are not available opposition proceedings); see
also Lincoln Logs, Ltd. v. Lincoln Pre-Cut Logs Homes, Inc., 971 F.2d 732, 23 USPQ2d 1701, 1703 (Fed. Cir.
1992); Nat'| Cable Television Assoc. v. Am. Cinema Editors Inc.,937 F.2d 1572, 19 USPQ2d 1424, 1432 (Fed. Cir.
1991). In addition, such equitable defenses cannot be asserted against a claim of descriptiveness, which has been
pleaded here. See Callaway Vineyard & Winery v. Endsley Capital Group, Inc.,63 USPQ2d 1919, 1923 (TTAB

2002).

In view of the foregoing, Opposer/Counterclaim-Defendant's motion to strike is GRANTED with respect to
affirmative defenses 3 and 4, which are STRICKEN.

Applicant/Counterclaim-Plaintiff's Affirmative Defenses 5 and [*14] 7
5. "[Opposer/Counterclaim-Defendant's] claims are barred by the doctrine of unclean hands."
7. "[Opposer/Counterclaim-Defendant] obtained its registration by fraud."

Applicant/Counterclaim-Plaintiff has not adequately pleaded an affirmative defense of unclean hands or fraud as it
has not alleged any specific misconduct on the part of Opposer/Counterclaim-Defendant. 8 See Midwest Plastic
Fabricators Inc. v. Underwriters Labs. Inc.,.5 USPQ2d 1067, 1069 (TTAB 1987) ("[R]espondent's fourth affirmative
defense does not include allegations that state a defense of unclean hands. There are no specific allegations of
conduct by petitioner that, if proved, would prevent petitioner from prevailing on its claim; instead, the allegations of
the fourth affirmative defense are either unclear, non-specific, irrelevant to a pleading of unclean hands, or merely
conclusory in nature."). Moreover, an affirmative defense of fraud needs to be alleged with a heightened degree of
particularity in compliance with Fed. R. Civ. P. 9(b), and that has not been done here. See In re Bose Corp.,580
F.3d 1240, 91 USPQ2d 1938, 1939 (Fed. Cir. 2009). Accordingly, [*15] Opposer/Counterclaim-Defendant's motion
is GRANTED with respect to affirmative defenses 5 and 7, which are STRICKEN.

[*16]

Applicant/Counterclaim-Plaintiff's Affirmative Defense 6
6. "[Opposer/Counterclaim-Defendant's] Mark is not in use in commerce."

Opposer/Counterclaim-Defendant has not objected to Affirmative Defense 6, but to be complete, we address the
sufficiency of this defense. See Fed. R. Civ. P. 12(f) (Board may strike an insufficient defense on its own initiative);
Am. Vitamin Prods., Inc.,.22 USPQZ2d at 1314. The allegation that Opposer/Counterclaim-Defendant's pleaded mark
is not in use in commerce is not a proper affirmative defense, but rather, in the context of Opposition No. 91219162,
is an impermissible collateral attack against the pleaded registration. See Trademark Rule 2.106(b)(2)(ii); Textron,
Inc. v. The Gillette Co.,180 USPQ 152, 153 (TTAB 1973) (defense attacking validity of pleaded registration must be
raised by way of petition for cancellation); see also TBMP §§ 313.01 and 313.02. Moreover, we note that this

8 Under the equitable defense of unclean hands, a plaintiff may be estopped from relying on a pleaded registration because the
registration was obtained or maintained on the basis of a false statement. See Duffy-Mott Co., Inc. v. Cumberland Packing
Co.,424 F.2d 1095, 57 C.C.P.A. 1046, 165 USPQ 422, 424-25 (CCPA 1970); Lever Bros. Co. v. Shaklee Corp.,214 USPQ 654,
659 (TTAB 1982) ("While ordinarily, in a proceeding before this Board, a Principal Register registrant is entitled to rely upon the
presumptions of validity, ownership and exclusive right to use accorded under the provisions of the Trademark Act, we have
determined that such presumptions are effectively rebutted where there is clear and unmistakable evidence in the record that the
registered mark is invalid due to its having been abandoned, obtained on the basis of a false statement or subject to some other
material defect. Where such unmistakable evidence exists, the registration is not accorded any evidentiary value in regard to the
issues in a proceeding before us.").
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affirmative defense is effectively superseded by Applicant's claim of non-use in Cancellation No. 92058318. °
Accordingly, Affirmative Defense 6 is STRICKEN.

[*17]
3. Motion for Judgment on the Pleadings in Cancellation No. 92058318

Opposer/Counterclaim-Defendant argues that Applicant/Counterclaim-Plaintiff has failed to adequately plead a
claim of fraud because: (1) the allegations in the petition for cancellation are made solely on information and belief,
see Opposer/Counterclaim-Defendant's Cross-Motion, p. 13-14; (2) Applicant/Counterclaim-Plaintiff has failed to
allege intent, see id. at p. 14; and (3) none of the alleged false statements would have been material to the
issuance of the involved registration. See id. at p. 15. 10

If, as is the case here, a defendant files a motion for judgment on the pleadings under Fed. R. Civ. P. 12(c) that is
based on the assertion that the complaint fails to state a claim upon which relief can be granted, the standard for
adjudicating [*18] the motion is the same as that of a motion filed pursuant to Fed. R. Civ. P. 12(b)(6). See Western
Worldwide Enters. Group Inc. v. Qingdao Brewery, 17 USPQ2d 1137, 1139 (TTAB 1990). Accordingly, we consider
whether Applicant/Counterclaim-Plaintiff has alleged such facts as would, if proven at trial or on summary judgment,
establish that Applicant/Counterclaim-Plaintiff has standing to petition for the cancellation of the registered mark
and that a statutory ground exists for canceling such registration. See supra, pp. 7-8.

Applicant/Counterclaim-Plaintiff's allegation that it is using and has filed a federal trademark application for the mark
ADIRONDACK BREWERY for beer, if proven, would be sufficient to show that it is not a mere intermeddler, but has
a real interest in petitioning to cancel the mark GREAT ADIRONDACK BREWING COMPANY for ales and beer. Cf.
Anosh Toufigh v. Persona Parfum, Inc.,.95 USPQ2d 1872, 1874 (TTAB 2010) (standing established based solely on
testimony that petitioner filed an application for an identical mark for goods similar to those in respondent's
registration). Moreover, Applicant/Counterclaim-Plaintiff's standing is [*19] inherent in its position as defendant in
Opposition No. 91219162. See TBMP § 309.03(b) and cases cited in footnote 14 therein.

We now turn to whether Applicant/Counterclaim-Plaintiff has adequately pleaded a claim of fraud. Fraud in
procuring a trademark registration occurs when an applicant for registration knowingly makes a specific false,
material representation of fact in connection with an application to register, with the intent of obtaining a registration
to which it is otherwise not entitled. See In re Bose Corp.,.91 USPQ2d at 1939; Qualcomm Inc. v. FLO Corp.,93
USPQ2d 1768, 1770 (TTAB 2010). As previously stated, a claim of fraud must set forth all elements of the claim
with a heightened degree of particularity in compliance with Fed. R. Civ. P. 9(b). See Asian and Western Classics
B.V. v. Selkow, 92 USPQ2d 1478, 1478-79 (TTAB 2009). As such, "allegations made 'on information and belief'
must be accompanied by a statement of facts upon which the belief is founded." /d. at 1479. In addition, intent to
deceive the USPTO is a specific element of a fraud claim, and must be sufficiently pleaded. In re Bose, 91 USPQ2d
at 1939-1940; [*20] Asian and Western Classics, 92 USPQ2d at 1479.

Applicant/Counterclaim-Plaintiff's allegations of fraud are as follows:

4. "Upon information and belief, [Opposer/Counterclaim-Defendant] has not used the mark GREAT
ADIRONDACK BREWING COMPANY in commerce on beer and/or ale since December 30, 1997, as declared
in its application.”

5. "Upon information and belief, [Opposer/Counterclaim-Defendant's] specimen of use submitted to obtain the
registration is a photograph of a 'growler' or empty container and not a label showing the mark as affixed to a

91In Cancellation No. 92058318, Applicant/Counterclaim-Plaintiff has adequately pleaded a claim that Opposer/Counterclaim-
Defendant's Registration No. 4425098 is void ab initio on the ground that the involved mark was not in use in commerce in
connection with the identified goods as of the filing date of the underlying use-based application. See infra, p. 17.

10 Opposer/Counterclaim-Defendant also argues the merits of Applicant/-Counterclaim-Plaintiff's fraud claim. See
Opposer/Counterclaim-Defendant Cross-Motion, pp. 15-23.
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container of beer or ale and not a label approved by alcoholic beverage regulators for a container of beer or
ale."

6. "Upon information and belief, while [Opposer/Counterclaim-Defendant] has obtained from state and federal
licensing authorities various Certificates of Label Approval for beer and ale, until about 2011, none of these
certificates show or provide for use of the trademark use of [sic] GREAT ADIRONDACK BREWING COMPANY
making the use of GREAT ADIRONDACK BREWING COMPANY without approved use, unlawful under state
and federal laws regulating alcoholic beverages.”

7. "Upon information and [*21] belief, [Opposer/Counterclaim-Defendant's] products have never been sold in
interstate commerce, as declared in its application for the registration, but have sold been [sic] only out of its
restaurant premises in upstate New York, primarily within the county in which the restaurant is situated, and
only within the limits of New York State."

These allegations fail to sufficiently set forth a claim of fraud for a number of reasons. First, intent is an
indispensable element of a fraud claim and intent has not been pleaded here. Second, Applicant/Counterclaim-
Plaintiff has not supported its allegations made "on information and belief" with any specific factual allegations.
Third, a date of first use is not material to the Office's decision to issue a registration. As such, even if the first use
date claimed in Opposer/Counterclaim-Defendant's underlying application were incorrect, this would not constitute
fraud. See Hiraga v. Arena, 90 USPQ2d 1102, 1107 (TTAB 2009) (recognizing that the critical issue is whether the
mark was in use in commerce in connection with the identified goods as of the filing date of the use-based
application). Fourth, to the extent Applicant/-Counterclaim-Plaintiff [22] is attempting to assert a claim of fraud
based on the insufficiency of Opposer/Counterclaim-Defendant's specimen, that is an ex parte examination issue
and not a proper basis for a claim of fraud. ' Cf., e.g., General Mills Inc. v. Health Valley Foods. 24 USPQ2d 1270,
1273 n. 6 (TTAB 1992); Marshall Field & Co. v. Mrs. Fields Cookies, 11 USPQ2d 1355, 1358 (TTAB 1989). Lastly,
while a claim of fraud may be based on allegations of unlawful use, it is the Board's practice to find use of a mark
unlawful only where: (1) non-compliance has been previously determined by a court or agency with competent
jurisdiction under the involved statute; or (2) there has been a per se violation of a statute regulating the sale of the
defendant's goods. See Kellogg Co. v. New Generation Foods, Inc..6 USPQ2d 2045, 2047 (TTAB 1988); see also
General Mills, 24 USPQ2d at 1273-74; Santinine Societa v. P.A.B. Produits, 209 USPQ 958, 964 (TTAB 1981).
Here, Applicant/Counterclaim-Plaintiff has not alleged that any court or agency has determined that
Opposer/Counterclaim-Defendant's use of the involved mark for the involved [*23] goods has violated a statute.
Nor has Applicant/-Counterclaim-Plaintiff alleged any specific per se violation of a statute.

In view of the foregoing, Opposer/Counterclaim-Defendant's cross-motion for judgment on the pleadings is
GRANTED. However, if the facts so warrant, Applicant/Counterclaim-Plaintiff is allowed until April 18, 2015 to file
an amended petition for cancellation which includes a properly pleaded claim of fraud, failing which
Applicant/Counterclaim-Plaintiff's allegations of fraud will be given no further consideration. 12 In the event
Applicant/Counterclaim-Plaintiff fles an amended petition for cancellation, Opposer/Counterclaim-Defendant is
allowed until May 8, 2015 to file an answer or otherwise respond to the amended complaint.

[24]

Notwithstanding Applicant/Counterclaim-Plaintiff's failure to adequately plead a claim of fraud, we find that the
petition for cancellation states a claim of non-use as of the filing date of the underlying use-based application.
Specifically, we construe paragraph 7 of the complaint as alleging that Opposer/Counterclaim-Defendant's mark

"1In contrast, a claim of fraud may be based on an assertion that the defendant submitted a fabricated specimen, but
Applicant/Counterclaim-Plaintiff has not made any such allegation.

2 Any amended counterclaim or answer to the counterclaim should be filed only in the child case, Cancellation No. 92058318.
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was not in use in commerce regulated by Congress as of the filing date of the application because use of the
involved mark for the involved goods has been limited to purely intrastate use. '3

[25]
4. Sufficiency of Opposer/Counterclaim-Defendant's Affirmative Defenses in Cancellation No. 92058318

Applicant/Counterclaim-Plaintiff has not moved to strike Opposer/-Counterclaim-Defendant's affirmative defenses in
Cancellation No. 92058313, but the affirmative defenses that Opposer/Counterclaim-Defendant has asserted are
identical to Applicant/Counterclaim-Plaintiff's affirmative defenses in Opposition No. 91219162, which we have
found insufficient. Specifically, Opposer/Counterclaim-Defendant has pleaded that:

1. "[Applicant/Counterclaim-Plaintiff] fails to state a claim upon which relief may be granted."
2. "[Applicant/Counterclaim-Plaintiff] fails to plead its claim with adequate particularity."
3. "[Applicant/Counterclaim-Plaintiff's] claims are barred by the doctrine of equitable estoppel.”

4. "[Applicant/Counterclaim-Plaintiff's] claims are barred by the doctrines of waiver, laches and/or
acquiescence."; and

5. "[Applicant/Counterclaim-Plaintiff's] claims are barred by the doctrine of unclean hands."

As explained in Section 2 above, failure to state a claim is not a true affirmative defense, and in any event, we have
addressed [*26] the sufficiency of Applicant/Counterclaim-Plaintiff's counterclaim in Section 3 above. In addition,
the affirmative defenses of equitable estoppel, waiver, laches, acquiescence and unclean hands have not been
pleaded with particularity. '* Accordingly, the affirmative defenses in Cancellation No. 92058318 are STRICKEN.

5. Parties’ Cross-Motions for Summary Judgment in Cancellation No. 92058318

Because Applicant/Counterclaim-Plaintiff has moved for summary judgment solely on "the ground that the
specimen of use submitted with the application was fraudulent,” and a claim of fraud has not been adequately
pleaded, we give no consideration to Applicant/Counterclaim-Plaintiff's motion for summary judgment. [27] 1° See
Fed. R. Civ. P. 56(a); see also TBMP 528.07(a) ("A party may not obtain summary judgment on an issue that has
not been pleaded.").

Opposer/Counterclaim-Defendant has moved for summary judgment on the ground that, at the time it filed its
underlying-use based application, it was using the involved mark in connection with the involved goods in
commerce regulated [*28] by Congress. Summary judgment is appropriate only where there are no genuine
disputes as to any material facts, thus allowing the case to be resolved as a matter of law. Fed. R. Civ. P. 56(a).
The party seeking summary judgment bears the burden of demonstrating the absence of any genuine dispute of
material fact, and that it is entitled to a judgment under the applicable law. See Celotex Corp. v. Catrett, 477 U.S.

3To be clear, a mark registered pursuant to Trademark Act Section 1(a) need not have been used in interstate commerce as of
the filing date of the allegation of use. A mark may be registered pursuant to Section 1(a) of the Trademark Act if it is used in
commerce that may be regulated by Congress, which includes intrastate use of a mark that directly affects a type of commerce
that Congress may regulate. 75 U.S.C. §§ 1051(a) and 1127; see also In re Silenus Wines, Inc..557 F.2d 806, 194 USPQ 261
(CCPA 1977); TMEP § 901.03 (Jan. 2015).

“These equitable defenses also are "severely limited" in cancellation actions. TBMP § 311.02(b). In addition, to the extent
Applicant/Counterclaim-Plaintiff adequately pleads a claim of fraud, these equitable defenses would not be available. See id. and
cases cited in footnote 7 therein.

15 Applicant/Counterclaim-Plaintiff is advised that the factual question of intent, which is an element of a fraud claim, "is
particularly unsuited to disposition on summary judgment." Copelands' Enters. Inc. v. CNV Inc.,.945 F.2d 1563, 20 USPQ2d
1295, 1299 (Fed. Cir. 1991) (emphasis added); see also Asian and Western Classics, 92 USPQ2d at 1480. Moreover, "[a] party
making a fraud claim is under a heavy burden because fraud must be proven to the hilt by clear and convincing evidence,
leaving nothing to speculation, conjecture, or surmise...." Asian and Western Classics, 92 USPQ2d at 1480.
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317,323, 106 S. Ct. 2548, 91 L. Ed. 2d 265 (1986); Sweats Fashions, 833 F.2d 1560, 4 USPQ2d at 1796. This
burden is greater than the evidentiary burden at trial. See TBMP § 528.01 and cases cited therein. A factual dispute
is genuine if, on the evidence of record, a reasonable fact finder could resolve the matter in favor of the non-moving
party. See Opryland USA Inc. v. Great Am. Music Show Inc.,970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir.
1992); Olde Tyme Foods, Inc. v. Roundy's, Inc.,.961 F.2d 200, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992). Evidence
on summary judgment must be viewed in a light most favorable to the non-movant, and all justifiable inferences are
to be drawn in the non-movant's favor. Lloyd's Food Prods., Inc. v. Eli's, Inc.,987 F.2d 766, 25 USPQ2d 2027, 2029
(Fed. Cir. 1993);[*29] Opryland USA, 23 USPQ2d at 1472. The Board may not resolve genuine disputes as to
material facts; it may only ascertain whether genuine disputes as to material facts exist. See Lloyd's Food Prods.,25
USPQ2d at 2029; Olde Tyme Foods, 22 USPQ2d at 1544.

Upon careful consideration of the parties’ arguments and evidence, and drawing all inferences with respect to the
motion in favor of Applicant/Counterclaim-Plaintiff as the non-movant, we find that there are genuine disputes of
material fact regarding whether, as of the fiing date of the underlying use-based application,
Opposer/Counterclaim-Defendant was: (1) using the involved mark in connection with the involved goods in
intrastate commerce in a manner directly affecting a type of commerce that Congress may regulate; or (2) making a
bona fide use of the mark in interstate commerce.

More specifically, the declarations of Opposer/Counterclaim-Defendant's owner/president and brewery manager
show that as of the filing date of the underlying application, Opposer/Counterclaim-Defendant was selling beer and
ale in connection with the involved mark in five restaurants in New York state. [*30] See Declaration of Edward
Kane, P 15 and Declaration of Robert Chandler Kane, P 5. There is, however, a genuine dispute of material fact
regarding whether such intrastate use of the mark directly affected commerce that Congress may regulate. 6
Opposer/Counterclaim-Defendant's president/owner, manager, and brewery manager also each attested that since
prior to the filing date of the underlying application, Opposer/Counterclaim-Defendant has "regular[ly]" sold, from its
restaurant in Lake Placid, New York, growlers and kegs of ale and beer (including root beer) bearing the involved
mark "to customers from out of state, who buy the products to take home." Declaration of Edward Kane, PP 2 and
5, Declaration of Robert Charles Kane, PP 2 and 3, and Declaration of Robert Chandler Kane, PP 2 and 5. But
there is no definitive evidence regarding the identity and state of residence of these purchasers, and therefore,
there is a genuine dispute of material fact regarding whether such sales constituted a use in commerce. '/ In
addition, Opposer/Counterclaim-Defendant's president/owner, manager, and brewery manager each stated that (1)
every year since 2006, Opposer/Counterclaim-Defendant [*31] "has shipped its beer and/or ale in containers
bearing the [involved mark] to Colorado in order to participate in the Great American Beer Festival"; (2) that every
two years since 2008, Opposer/Counterclaim-Defendant "has shipped its beer and/or ale in containers bearing the
[involved mark] to Boulder, Colorado to participate in the World Beer Cup"; and (3) the involved mark was displayed
on signage and pamphlets at the Great American Beer Festival. Declaration of Edward Kane, PP 17 and 19,

16 Opposer/Counterclaim-Defendant submitted printouts from the Internet consisting of customer reviews for its restaurants, and
in some cases, the reviewer identified its purported state of residency. See Declaration of Rachel Peariman, Exhibit G.
Notwithstanding that the Internet documents were properly authenticated, they are hearsay to the extent Opposer/Counterclaim-
Defendant is attempting to use them to establish that its New York state restaurants, where it sells its beer and ale, are
frequented by out-of-state customers. In addition, in connection with its reply brief, Opposer/Counterclaim-Defendant submitted
a second declaration from its brewery manager, Robert Chandler Kane, authenticating: (1) Exhibit A as "true and accurate
receipts for purchase of [Opposer/Counterclaim-Defendant's] kegs by various retailers to whom [Opposer/Counterclaim-
Defendant] supplies kegs of its products for retail"; and (2) Exhibit B as "a true and accurate copy of a report that correctly
reflects of [sic] [Opposer/Counterclaim-Defendant's] sales to various retail locations since 2000." The receipts attached as
Exhibit A are all dated after the filing date of the underlying application, and also either do not list an address for the purchaser or
list a New York state address. Similarly, there is no evidence that the sales reflected in Exhibit B were made in connection with
the involved mark or that any of the purchasers were from outside the state of New York.

7 Opposer/Counterclaim-Defendant's brewery manager authenticated "sales records for February and March of 2013," which he
attests "include the sale of growlers of root beer,” but the declaration and sales records are ambiguous as to whether these
sales were made in connection with the involved mark as well as to out-of-state customers. Reply Brief, Second Declaration of
Robert Chandler Kane, P 3 and Exhibit A thereto.
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Declaration of Robert Charles Kane, PP 11 and 13, and Declaration of Robert Chandler Kane, PP 6 and 8. There
are, however, genuine disputes of material fact regarding the manner in which the mark was applied to the goods
shipped to these events and the manner in which the mark was displayed on point of sale materials at the Great
American Beer Festival, such that Opposer/Counterclaim-Defendant has not proven beyond dispute that customers
would have perceived the use of the involved mark as a proper trademark for the goods.

[*32]

In view of the foregoing, Opposer/Counterclaim-Defendant's motion for summary judgment is DENIED. '8
[33]

6. Procedural Issue

In view of the number of unconsented motions that have been filed in these consolidated proceedings, the parties'
are required to seek the Board's written approval prior to filing any further unconsented pre-trial motions. 19

7. Dates Reset
Proceedings are resumed and dates are reset as follows:

Discovery OPEN
Deadline for Discovery Conference in Opposition
No. 91219162 n20 April 18, 2015

Initial Disclosures in Opposition No. 91219162

Due May 18, 2015
Expert Disclosures Due September 15, 2015
Discovery Closes October 15, 2015
Plaintiff's Pretrial Disclosures November 29, 2015

30-day testimony period for plaintiff's testimony
to close January 13, 2016

Defendant/Counterclaim Plaintiff's Pretrial

Disclosures January 28, 2016

8The fact that we have identified genuine disputes of material fact as a sufficient basis for denying Opposer/Counterclaim-
Defendant's motion for summary judgment should not be construed as a finding that these are necessarily the only issues which
remain for trial. In addition, the parties should note that the evidence submitted in connection with the cross-motions for
summary judgment is of record only for consideration of those motions. To be considered at final hearing, any such evidence
must be properly introduced in evidence during the appropriate trial period. See Levi Strauss & Co. v. R. Josephs Sportswear
Inc.,28 USPQ2d 1464 (TTAB 1993); Pet Inc. v. Bassetti 219 USPQ 911 (TTAB 1983); Am. Meat Institute v. Horace W.
Longacre, Inc..211 USPQ 712 (TTAB 1981).

A party seeking permission to file an unconsented motion should contact both opposing counsel and the assigned
interlocutory attorney to schedule a mutually agreeable time for the parties and the Board to participate in a telephone
conference to discuss the basis for any proposed motion.
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Discovery OPEN

30-day testimony period for defendant and

plaintiff in the counterclaim to close March 13, 2016

Counterclaim Defendant's and Plaintiff's
Rebuttal Disclosures Due March 28, 2016

30-day testimony period for defendant in the
counterclaim and rebuttal testimony for plaintiff
to close May 12, 2016

Counterclaim Plaintiff's Rebuttal Disclosures
Due May 27, 2016

15-day rebuttal period for plaintiff in the

counterclaim to close June 26, 2016

Brief for plaintiff due August 25, 2016

Brief for defendant and plaintiff in the

counterclaim due September 24, 2016

Brief for defendant in the counterclaim and reply
brief, if any, for plaintiff due October 24, 2016

Reply brief, if any, for plaintiff in the

counterclaim due November 8, 2016
[*34]

20

In each instance, a copy of the transcript of testimony, together with copies of documentary exhibits, must be
served on the adverse party within thirty days after completion of the taking of testimony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rules 2.128(a) and (b). An oral hearing will be set only upon
request filed as provided by Trademark Rule 2.129.

*kk

20|f the discovery conference conducted and initial disclosures served previously in Cancellation No. 92058318 adequately
address the claims in Opposition No. 91219162, the parties need not hold another discovery conference or serve another set of
initial disclosures.
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2021 WL 1828125 (Trademark Tr. & App. Bd.)
THIS ORDER IS NOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

JOCKEY INTERNATIONAL, INC.
V.
LAMONT D. COOPER

Opposition No. 91248336
April 30, 2021

*1 Before Lykos, Pologeorgis, and Lebow
Administrative Trademark Judges

By the Board:

This case now comes up for consideration of the following motions: (1) Applicant's motion (filed August 28, 2020) to amend

his answer to add additional counterclaims and affirmative defenses, 26 TTABVUE; 1 (2) Opposer's cross-motion to extend
trial dates, 31 TTABVUE 26; (3) Opposer's motion (filed September 24, 2020) for discovery sanctions, 28 TTABVUE; (4)

Applicant's cross-motion (filed September 11, 2020) for discovery sanctions, 30 TTABVUE; 2 (5) Applicant's motion (filed
September 28, 2020) for summary judgment on Applicant's proposed counterclaims of abandonment, likelihood of confusion,
and fraud and on Opposer's dilution claim, 33 TTABVUE; and (6) Opposer's cross-motion (filed October 28, 2020) for summary
judgment on its likelihood of confusion claim, 40 TTABVUE. All motions are contested.

We have considered the parties' briefs and evidence, but address the record only to the extent necessary to support our analysis
and findings, and do not repeat or address all of the parties' arguments or evidence. Guess? IP Holder LP v. Knowluxe LLC,
116 USPQ2d 2018, 2019 (TTAB 2015). For purposes of this order, we presume the parties' familiarity with the pleadings, and
the arguments and evidence submitted in connection with the subject motions.

I. Applicant's Motion to Amend his Answer

By way of background, in the Board's order mailed July 31, 2020, Applicant was allowed time to submit an amended answer
setting forth a sufficiently pleaded affirmative defense of waiver (the only defense that was stricken in that order without
prejudice) and counterclaim(s) for abandonment. 23 TTABVUE 11. The Board also addressed the parties' cross-motions to
compel discovery, and Opposer's motion to extend and reset the trial schedule. 23 TTABVUE 44. Based on that reset schedule,

discovery was closed and Opposer's pretrial disclosures were due September 29, 2020. 3 23 TTABVUE 44.

Applicant seeks to amend his answer beyond what was allowed by the Board in the July 30, 2020 order. Specifically, based on
Opposer's recently served documents responsive to Applicant's discovery requests, 26 TTABVUE 3, in addition to amending
his pleading to include an abandonment counterclaim (Count 2), Applicant also seeks to add counterclaims for Likelihood

of Confusion (Count 1) and Fraud (Count [3 4 ), and four purported affirmative defenses, namely, abandonment of Opposer's
common law rights in certain jockey design marks, 27 TTABVUE 19; equitable estoppel, 27 TTABVUE 20; fraud, 27
TTABVUE 21; and unclean hands, 27 TTABVUE 23.

A. Legal Standard applicable to Motion to Amend Pleading
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*2 Under Trademark Rule 2.107(a), 37 C.F.R. § 2.107(a), pleadings in an opposition proceeding “may be amended in the
same manner and to the same extent as in a civil action in a United States district court.” Fed. R. Civ. P. 15(a)(2), applicable
to this proceeding pursuant to Trademark Rule 2.116(a), as well as Trademark Rule 2.107(a), encourages the Board to look
favorably on motions to amend, stating that the Board “should freely give leave when justice so requires.” Nevertheless, if
allowance of the amendment would cause undue delay, prejudice the opposing party, be futile or be the product of bad faith
or dilatory motive, amendment will be denied. See Foman v. Davis, 371 U.S. 178, 182 (1962); W.R. Grace & Co. v. Arizona
Feeds, 195 USPQ 670, 671 (Comm'r Pat. 1977); Kemin Foods, L.C. v. Pigmentos Vegetales Del Centro S.A. de C.V., 464 F.3d
1339, 80 USPQ2d 1385, 1395 (Fed. Cir. 2006); Am. Express Mktg. & Dev. Corp. v. Gilad Dev. Corp., 94 USPQ2d 1294, 1297
(TTAB 2010); see also Jive Software, Inc. v. Jive Comms., Inc., 125 USPQ2d 1175, 1175-80 (TTAB 2017) (motions to amend
to assert a compulsory counterclaim should be examined in combination with Fed. R. Civ. P. 15(a)); TRADEMARK TRIAL
AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) § 507.02 (2020). The granting of a motion for leave to amend
a pleading is within the discretion of the Board and is allowed only when justice so requires. 7rek Bicycle Corp. v. StyleTrek
Ltd., 64 USPQ2d 1540, 1541 (TTAB 2001).

In determining whether the other party would be prejudiced by allowance of the proposed amendment, the timing of the motion
for leave to amend plays a large role. Embarcadero Tech., Inc. v. Delphix Corp., 117 USPQ2d 1518, 1523 (TTAB 2016) (citing
Black & Decker Corp. v. Emerson Electric Co., 84 USPQ2d 1482, 1486 (TTAB 2007)). The concept of “undue delay” is
inextricably linked with the concept of prejudice to the nonmoving party (see Marshall Field & Co. v. Mrs. Fields Cookies, 11
USPQ2d 1355, 1359 (TTAB 1989)). In view thereof, the Board may determine that if there is no prejudice to the non-moving
party, there is no undue delay. See Am. Express Mktg. & Dev. Corp., 94 USPQ2d at 1297 (although delay was substantial, no
prejudice where proceedings were still in the discovery stage and non-movant could be afforded time in which to take discovery).
The Board may also consider whether the party has previously amended its pleadings. /d.

*3 Nonetheless, a motion for leave to amend should be filed as soon as any ground for such amendment becomes apparent. See
Media Online Inc. v. El Clasificado Inc., 88 USPQ2d 1285 (TTAB 2008); Trek Bicycle Corp., 64 USPQ2d at 1541. Any party
who delays filing a motion for leave to amend its pleading and, in so delaying, causes prejudice to its adversary, is acting contrary
to the spirit of Rule 15(a) and risks denial of that motion. See Capital Speakers Inc. v. Capital Speakers Club of Washington
D.C. Inc., 41 USPQ2d 1030 (TTAB 1996) (the Board may deny a motion to amend when the movant knew or should have
known of the facts upon which the amendment is based when the original pleading was filed, and the movant offers no excuse
for the delay); see also Charles Alan Wright et al., 6 FED. PRAC. & PROC. CIV. § 1488 (3d ed. October 2020); Chapman,
“Tips from the TTAB: Amending Pleadings: The Right Stuff,” 81 Trademark Reporter 302, 307 (1991).

B. Analysis
1. Timeliness and Prejudice

Turning first to the issue of whether Applicant unduly delayed in filing his motion, Opposer disputes that Applicant's motion
to amend its pleading is timely. Specifically, Opposer contends that each proposed defense and counterclaim were known to
Applicant at the time he filed his answer, and that as a result of the untimely submission of his motion, Opposer will be severely
prejudiced by the addition of new defenses and counterclaims eight months after the close of discovery because Opposer will not
have the opportunity to engage in discovery necessary to defend against said defenses and counterclaims. 31 TTABVUE 3-4.

We find that Applicant's motion to amend is timely insofar as he learned of the grounds for the counterclaims and affirmative
defenses as a result of the revised discovery responses and Opposer's production of over 2000 documents (i.e., Jockey0522-
Jockey2539) after the Board's July 31, 2020 order, 31 TTABVUE 5-6; see also 38 TTABVUE 3. See Trademark Rule 2.106(b)
(3)(1), 37 C.F.R. § 2.106(b)(3)(i) (“If grounds for a counterclaim are learned during the course of the opposition proceeding, the
counterclaim shall be pleaded promptly after the grounds therefor are learned.”); see also Karsten Mfg. Corp. v. Editoy AG, 79
USPQ2d 1783, 1786 (TTAB 2006) (motion for leave to amend pleading granted because grounds for new claim were learned
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during discovery); United States Olympic Committee v. O-M Bread Inc., 26 USPQ2d 1221, 1222 (TTAB 1993) (applicant not
prejudiced because proceeding still in pre-trial phase); Focus 21 Int'l Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 USPQ2d
1316, 1318 (TTAB 1992) (motion to amend filed prior to opening of petitioner's testimony period permitted); Caron Corp. v.
Helena Rubenstein, Inc., 193 USPQ 113 (TTAB 1976) (neither party had yet taken testimony); Mack Trucks, Inc. v. Monroe
Auto Equip. Co., 182 USPQ 511, 512 (TTAB 1974) (applicant would not be unduly prejudiced since no testimony had yet been
taken); TBMP § 507.02(a).

*4 Moreover, the Board finds no prejudice to Opposer. Prejudice contemplates an adverse effect on the non-movant's ability to
litigate the case, e.g., where the movant's delay has resulted in a loss or unavailability of evidence or witnesses, which otherwise
would have been available to the non-movant. See Trek Bicycle, 64 USPQ2d at 1541 (citing Pratt v. Philbrook, 109 F.3d 18 (1st
Cir. 1997)). Opposer has not argued that it will lose access to evidence or witnesses if Applicant's motion to amend is granted.
Because the ground for one of Applicant's proposed affirmative defenses and counterclaims is abandonment based on nonuse,
it is likely that much of the information relevant to defend against that affirmative defense and counterclaim is in Opposer's
possession. Cf. Bad Boys Bail Bonds, Inc. v. Yowell, 115 USPQ2d 1925, 1930 (TTAB 2015) (any evidence related to [plaintiff's]
use of its mark would be in its own possession, custody, or control). Thus, we fail to see how Opposer will be prejudiced by the
Board's decision allowing Applicant to add the abandonment defense and counterclaim. Additionally, any potential prejudice
to Opposer related to discovery of facts related to Applicant's alleged use of his common law trademarks can be mitigated by
the reopening of discovery for that purpose (see infra).

In view of the foregoing, we find that Applicant's motion to amend is timely insofar as granting Applicant's motion would not
prejudice Opposer or significantly delay resolution of the proceeding. Accordingly, we turn to whether Applicant's proposed
affirmative defenses and counterclaims are sufficiently pleaded or otherwise available.

2. Sufficiency of Counterclaims

For purposes of determining the sufficiency of Applicant's pleading, all of his well-pleaded allegations must be accepted as
true, and the complaint must be construed in the light most favorable to Applicant. See Adv. Cardiovascular Sys. Inc. v. SciMed
Life Sys. Inc., 988 F.2d 1157,26 USPQ2d 1038, 1041 (Fed. Cir. 1993); Petroleos Mexicanos v. Intermix SA, 97 USPQ2d 1403,
1405 (TTAB 2010). Further, “[u]nder the simplified notice pleading of the Federal Rules of Civil Procedure, the allegations
of a complaint should be construed liberally so as to do substantial justice.” Fair Indigo LLC v. Style Conscience, 85 USPQ2d
1536, 1538 (TTAB 2007).

a. Likelihood of Confusion

To plead a claim of likelihood of confusion under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), only a general
allegation of likelihood of confusion is sufficient. See Wet Seal, Inc. v. FD Mgmt., Inc., 82 USPQ2d 1629, 1640 n.21 (TTAB
2007) (“Opposer is not required to specifically plead every factual component of a likelihood of confusion claim.”); see also
Hornblower & Weeks, Inc. v. Hornblower & Weeks, Inc., 60 USPQ2d 1733, 1735 (TTAB 2001).

*5 With respect to priority, because Applicant does not plead ownership of a trademark registration, it is sufficient for him to
allege that he accrued a proprietary interest in a mark (or marks) before the filing date of each application underlying Opposer's
pleaded registrations or before Opposer's proven dates of first use (whichever is earlier). See Section 2(d) of the Trademark
Act, 15 U.S.C. § 1052(d); see also Herbko Int'l Inc. v. Kappa Books Inc., 308 F.3d 1156, 64 USPQ2d 1375, 1378 (Fed. Cir.
2002); Otto Roth & Co., Inc. v. Universal Corp., 640 F.2d 1317, 209 USPQ 40, 43 (CCPA 1981); see also Giersch v. Scripps
Networks Inc., 90 USPQ2d 1020, 1022 (TTAB 2009) (Prior proprietary rights in a mark may be established through actual use,
use analogous to trademark use, or an earlier constructive use date accorded to the party's own application.).

Initially, Applicant's proposed likelihood of confusion counterclaim under Trademark Act Section 2(d), 15 U.S.C. § 1052(d),
to cancel Opposer's pleaded Registration No. 4471345 is time-barred under Trademark Act Section 14(1), 15 U.S.C. § 1064(1),
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because the opposition was filed on May 22, 2019, more than five years after said registration issued on January 21, 2014. > Tn
view thereof, Applicant's motion for leave to amend its pleading to add a counterclaim of likelihood of confusion claim against
Opposer's pleaded Registration No. 4471345 is DENIED as time-barred. See Fed. R. Civ. P. 12(f); Trademark Rule 2.116(a).

Regarding the proposed counterclaim to cancel Opposer's Registration Nos. 4641620 and 5984914, Applicant pleads, in relevant

part, the following: 6

49. Applicant has used the below displayed trademarks (collectively, the “Black Jockey” marks) in U.S. commerce in connection
with hats; hoodies; jackets; longsleeved shirts; shoes; t-shirts since at least as early as August 01, 2006. As a result of this use,
consumers have come to associate the Black Jockey marks in connection with Applicant and Applicant's goods. Accordingly,
Applicant has valid and subsisting common law rights in the Black Jockey marks in connection with such goods.

52. Applicant's use [of] the Black Jockey marks predates any use [on] which Registrant may rely for purposes of priority.
Accordingly, Applicant has priority over Registrant's use.

53. Registrant's marks are confusingly similar to Applicant's Black Jockey marks in sight, connotation, and commercial
impression.

*6 54. The goods covered by trademark Registration Nos. 4471345, 4641620, and 5984914 are similar or related to Applicant's
goods.

55. Registrant's marks in Registration Nos. 4471345, 4641620, and 5984914 are unrestricted as to consumers and trade channels.
As such, it is presumed that those goods are sold to all ordinary consumers of goods, including consumers of Applicant's goods,
and travel in all ordinary trade channels, including the world wide web, Facebook, and Instagram through which Applicant
sells goods under Black Jockey marks.

56. On information and belief, Registrant adopted marks in Registration Nos. 4471345, 4641620, and 5984914 in bad faith
because since at least as early as 2010 Registrant was aware of Applicant's use of its Black Jockey marks due to the prior
dealings involving Registrant and Applicant's related company, BJC concerning their trademark rights.

57. Accordingly, Registrant's Registration Nos. 4471345, 4641620, and 5984914 should be cancelled because they were adopted
in bad faith and comprise of marks which so resemble Applicant's previously used Black Jockey marks when used in connection
with Registrant's goods are likely to cause confusion, mistake, or deception within the meaning of 15 U.S.C. § 1052(d), and
cause damage to Applicant.

Applicant has sufficiently alleged priority and likelihood of confusion as between his common law marks and Opposer's two
registered marks by asserting, “Applicant's use [of] the Black Jockey marks predates any use [on] which Registrant may rely
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for purposes of priority,” § 52, 27 TTABVUE 26; and that the marks in U.S. Reg. Nos. 4641620 and 5984914 “comprise of [sic]
marks which so resemble Applicant's previously used Black Jockey marks when used in connection with Registrant's goods are
likely to cause confusion, mistake, or deception ...” § 57, 27 TTABVUE 27. We construe Applicant's allegation to mean that
his use is prior to any dates of use on which Opposer may rely, including the constructive use dates for Opposer's two pleaded

marks at issue.’ In view of the foregoing, Applicant's counterclaims based on likelihood of confusion visa-vis Opposer's U.S.
Reg. Nos. 4641620 and 5984914 are sufficiently pleaded. Accordingly, Applicant's motion to amend his pleading to include
this particular likelihood of confusion claim is GRANTED.

b. Abandonment

To set forth a cause of action to cancel a registration that assertedly has been abandoned based on nonuse, a plaintiff must
allege nonuse of the mark and an intent not to resume use. See Trademark Act Section 45, 15 U.S.C. § 1127 (“A mark shall
be deemed to be “abandoned” ... [w]hen its use has been discontinued with intent not to resume such use”); Lewis Silkin LLP
v. Firebrand LLC, 129 USPQ2d 1015, 1020 (TTAB 2018). Three consecutive years of nonuse gives rise to the presumption
of an intent not to resume use. /d.

*7 Applicant's relevant allegations are as follows:

59. On information and belief, Registrant has abandoned, with no intent to resume use of registered marks, Registration Nos.
0711570 and 0768840 mark [sic] in connection with all or some of the goods recited in such registrations for more than three
years.

60. On information and belief, as a result of said abandonment, Registrant's marks have lost all capacity as a source indicator
for the recited services.

62. Accordingly, since Registrant abandoned the marks in Registration Nos. 0711570, and 0768840 in
connection with all or some of the pleaded goods, pursuant to 15 U.S.C. § 1064(3) Registrant's marks should
be cancelled for those pleaded and abandoned goods.

Because Applicant has alleged that Opposer has “abandoned” 8 the two registered marks in connection with all or some of the
recited goods for more than three years with no intent to resume use, the abandonment counterclaims are sufficiently pleaded. See
Vitaline Corp. v. Gen. Mills, Inc., 891 F.2d 273, 13 USPQ2d 1172, 1174 (Fed. Cir. 1989) (“abandonment requires both nonuse
and intent not to resume use of the mark™); Syntex (U.S.A.) Inc. v. E.R. Squibb & Sons Inc., 14 USPQ2d 1879, 1880 (TTAB

1990) (sufficient abandonment counterclaim alleges plaintiff “discontinuing its use for more than two ? years with no intent to
resume such use.”). Accordingly, Applicant's motion to amend its pleading to include this abandonment claim is GRANTED.

c. Fraud
To assert a viable claim of fraud in the procurement of a registration, the plaintiff (here, Applicant as counterclaim-plaintiff)

must allege with particularity, rather than by implied expression, that the defending party knowingly made a false, material
representation of fact in connection with the application with the intent to deceive the U.S. Patent and Trademark Office
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(USPTO). In re Bose Corp., 580 F.3d 1240, 91 USPQ2d 1938, 1942 (Fed. Cir. 2009); Enbridge Inc. v. Excelerate Energy LP,
92 USPQ2d 1537 (TTAB 2009); see also Fed. R. Civ. P. 9(b); Trademark Rule 2.116(a), 37 C.F.R. § 2.116(a); SA Charles
Alan Wright et al., FED. PRAC. & PROC. § 1298 (4th ed. 2020) (discussing particularity requirement of Fed. R. Civ. P. 9(b)).
Intent to deceive is an indispensable element of the analysis in a fraud case and must be pleaded. See In re Bose Corp., 91
USPQ2d at 1941. Nonetheless, intent, as a condition of mind of a person, may be averred generally. Fed. R. Civ. P. 9(b); see
also DaimlerChrysler Corp. v. American Motors Corp., 94 USPQ2d 1086, 1088 (TTAB 2010).

*8 Additionally, because Applicant alleges that the purported false, material representation of fact is the declaration statement
in each of the underlying applications, § 64, 27 TTABVUE, that is, Opposer's averment that “to the best of [its] knowledge
and belief no other person ... has the right to use the mark in commerce, ...,” id., the fraud claim must include the following
additional allegations beyond those required in Bose:

(1) There was in fact another use of the same or a confusingly similar mark at the time the oath was signed;

(2) The other user had legal rights superior to Applicant's;

(3) Applicant knew that the other user had rights in the mark superior to applicant's, and either believed that a likelihood of
confusion would result from applicant's use of its mark or had no reasonable basis for believing otherwise; and

(4) Applicant, in failing to disclose these facts to the U.S. Patent and Trademark Office, intended to procure a registration to
which it was not entitled.

See Qualcomm Inc. v. FLO Corp., 93 USPQ2d 1768, 1770 (TTAB 2010); Intellimedia Sports Inc. v. Intellimedia Corp., 43
USPQ2d 1203, 1205 (TTAB 1997). Therefore, under Qualcomm and Intellimedia, a plaintiff claiming that the declaration
or oath in a defendant's application for registration was executed fraudulently in that there was another use of the same or a
confusingly similar mark at the time the oath was signed, and must allege particular facts that, if proven, would establish the
foregoing elements.

Applicant's relevant allegations are as follows:

65. On information and belief, the declarations were false, because on information and belief, since at least as early as 2010
Registrant was fully aware of Applicant's and/or BJC's earlier use due to the prior dealings involving Registrant and Applicant's
related company, BJC concerning their trademark rights.

66. On information and belief, due to this prior knowledge of Applicant's and/or BJC's usage and as evidence obtained through
discovery in this proceeding will likely further show, Registrant knew the representations were false at the time they were made.

67. Registrant's statements were made with the intent to induce officials of the USPTO to approve Registrant's applications
for registration.

68. The false representations were material, because but for the false representations, the USPTO would not have approved
the marks for registration. Consequently, in reliance on the false representations, the USPTO approved all such marks for
registration.

69. Based on the foregoing, Registrant obtained Registration Nos. 4471345, 4641620, and 5984914 fraudulently. Accordingly,
all such registrations should be cancelled in their entirety.

*9 Insofar as Applicant's fraud counterclaims do not include any of the allegations required under Qualcomm and Intellimedia,
Applicant's fraud counterclaims are insufficiently pleaded. In particular, with respect to Applicant's allegations based “on
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information and belief,” these allegations are not supported by specific facts upon which Applicant's belief is reasonably based.
See Exergen Corp. v. Wal-Mart Stores, Inc., 575 F.3d 1312, 91 USPQ2d 1656, 1670 (Fed. Cir. 2009) (“Pleading on information
and belief is permitted under Rule 9(b) ..., but only if the pleading sets forth the specific facts upon which the belief is reasonably
based.”); Freki Corp. N.V. d.b.a. Pinnacle Sports Worldwide v. Pinnacle Entm't, Inc., 126 USPQ2d 1697, 1703 (TTAB 2018);
Mechatzer Lowenbrau Benedikt Weiss KG v. White Gold LLC, 95 USPQ2d 1185, 1187 (TTAB 2010). Additionally, any superior
rights in this context must be alleged (and ultimately shown) to be so by prior use, or by being clearly established, e.g., by court
decree or previous agreement of the parties. See Intellimedia, 43 USPQ2d at 1207; see also Daniel J. Quirk, Inc. v. Village Car
Co., 120 USPQ2d 1146, 1150 (TTAB 2016) (“Petitioner must prove that it possesses rights in one of its pleaded marks ... that
are superior to Respondent's rights in any [same or] formative marks.).

3. Sufficiency of Affirmative Defenses

a. Abandonment

10 shown below, or any

Applicant alleges, “[t]o the extent Opposer is pleading common law rights in its vintage jockey figure,
“related marks comprising or containing a visual representation of the figure of a jockey, either in a full body design or half
body design,” on information and belief, any such rights in any such mark(s) have been abandoned with no intent to resume

when used in connection with Opposer's pleaded goods. 4 23, 27 TTABVUE 19.

Additionally, Applicant alleges, “[o]n information and belief any such marks have not been used in connection with the pleaded
goods for three years or more, § 24, id; “as a result of said abandonment, Opposer's marks have lost all capacity as a source
indicator for the pleaded services [sic],” | 25, id; and “... the federal registration for this mark has expired. Accordingly, any
such marks have been abandoned with no intent to resume, and Opposer is precluded from relying on any such marks to support
its priority,” 426, 27 TTABVUE 20.

*10 A defendant's claim that a common law mark has been abandoned is a recognized affirmative defense. See, e.g., Exec.
Coach Builders, Inc. v. SPV Coach Co., 123 USPQ2d 1175, 1180 (TTAB 2017); Azeka Bldg. Corp. v. Azeka, 122 USPQ2d
1477, 1485 (TTAB 2017); see also Jack Wolfskin Ausrustung Fur Draussen GmbH & Co. KGAA v. New Millennium Sports,
S.L.U., 797 F.3d 1363, 116 USPQ2d 1129, 1131 (Fed. Cir. 2015), cert. denied, 136 S. Ct. 982 (2016). Because Applicant has
alleged at least three consecutive years of nonuse (“three years or more,” 4 24, id. at 19), as well as nonuse within the three
years preceding this opposition, together with “no intent to resume use,” q 23, id. at 17, Applicant's abandonment defense as
to Opposer's common law mark identified as the “vintage jockey figure” is sufficiently pleaded. See Trademark Act Section
45, 15 U.S.C. § 1127; Lewis Silkin, 129 USPQ2d at 1018. Accordingly, Applicant's motion to amend his pleading to include
the affirmative defense of abandonment is GRANTED.

b. Equitable Estoppel
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Applicant pleads the affirmative defense of equitable estoppel with respect to all five of Opposer's pleaded registrations. To
sufficiently plead this defense, the defending party must allege: (1) misleading conduct which leads another to reasonably infer
that rights will not be asserted against it; (2) reliance upon this conduct; and (3) due to this reliance, material prejudice if the
delayed assertion of such rights is permitted. See Lincoln Logs Ltd. v. Lincoln Pre-Cut Log Homes, Inc., 971 F.2d 732, 23
USPQ2d 1701, 1703 (Fed. Cir. 1992) (citing A.C. Aukerman Co. v. R.L. Chaides Construction Co., 960 F.2d 1020, 22 USPQ2d
1321 (Fed. Cir. 1992)); see also Blackhorse v. Pro Football, Inc., 98 USPQ2d 1633, 1637 (TTAB 2011) (“Equitable estoppel is
the doctrine by which a person may be precluded by his act or conduct, or silence when it is his duty to speak, from asserting a
right which he otherwise would have had.”); Panda Travel, Inc. v. Resort Option Enter., Inc., 94 USPQ2d 1789, 1797 (TTAB
2009) (“misleading conduct ... may include not only statements and action but silence and inaction, leading another to reasonably
infer that rights will not be asserted against it”).

Additionally, it is well-settled that “estoppel require[s] some affirmative act by opposer which led applicant to reasonably believe
that opposer would not oppose applicant's registration of its mark.” DAK Indus. Inc. v. Daiichi Kosho Co. Ltd., 25 USPQ2d
1622, 1625 (TTAB 1993) (emphasis added). In view thereof, “[c]onduct which occurs prior to the publication of the application
for opposition generally cannot support a finding of equitable estoppel.” Bausch & Lomb Inc. v. Storz, 87 USPQ2d 1526, 1531
(TTAB 2008); see also Lincoln Logs Ltd. v. Lincoln Pre-Cut Log Homes, Inc., 971 F.2d 732,23 USPQ2d 1701, 1703 (Fed. Cir.
1992) (“Inasmuch as Opposer has acted at its first opportunity to object to registration of Applicant's current LINCOLN mark
and made no representation to Applicant that it would not so oppose, Applicant would appear to have no basis for either a laches
or estoppel defense against Opposer respecting the application in issue.”); Barbara's Bakery, Inc. v. Landesman, 82 USPQ2d
1283, 1292 n.14 (noting that amendment of applicant's answer to assert defenses of laches, acquiescence or estoppel would be
futile as such defenses generally are not available opposition proceedings) (internal citations omitted).

*11 Applicant essentially alleges the following (emphasis added):
* on information and belief, Opposer has been aware since at least 2010, of Applicant's use of his mark, 429, 27 TTABVUE 20;

* Applicant continued to use his mark for approximately 14 years without Opposer attempting to assert any rights in its earlier
designs and did not enforce any rights in the newly adopted designs for 10 years, “not even a single cease and desist letter until
after the initiation of these proceedings,” 9 33, id. at 21;

* Opposer's silence and inaction relating to Applicant's usage has caused Applicant to rely on such omissions that his continued
use was permitted, § 35, 27 TTABVUE 21; and

* Applicant has expended a substantial amount of time and money in its brand, and the 10-14 year time lapse since Opposer
became aware of Applicant's or BIC's use of the mark has resulted in the loss of records and contact with potential witnesses,
936, id.

Applicant's equitable estoppel defense is insufficiently pleaded because Applicant does not allege that Opposer's conduct or
inaction related to Applicant's registration of its mark, rather than Applicant's use of his mark. See q 35, id. Accordingly, any
amendment of Applicant's answer to include this defense would be futile, unless Applicant can allege and ultimately establish
that Opposer's misleading conduct related to Applicant's registration of his mark. Therefore, as to this defense, Applicant's
motion to amend his pleading is DENIED WITHOUT PREJUDICE.

c. Fraud

Applicant's allegations of fraud as an affirmative defense are essentially identical to the allegations set forth in his fraud
counterclaims, discussed supra. Compare 99 37-43, 27 TTABVUE 21-23 to 99 63-69, 27 TTABVUE 28-29. Because fraud as
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a ground for cancellation of a registration will not be heard without the filing of a counterclaim, see Trademark Rule 2.114(b)
(3)(ii), 37 C.ER. § 2.114(b)(3)(i1), the fraud affirmative defense is redundant, as well as insufficiently pleaded, for the reasons
discussed with respect to Applicant's fraud counterclaims. Accordingly, Applicant's motion for leave to amend his answer to
assert this defense is DENIED.

d. Unclean Hands

The equitable defense of unclean hands may arise in connection with a plaintiff's misconduct related to, inter alia, its attempt
to acquire a registration, such as when a specific misrepresentation of fact was assertedly made which caused the examining
attorney to allow publication of the plaintiff's mark. See Phonak Holding AG v. Resound GmbH, 56 USPQ2d 1057, 1059 (TTAB
2000); see also Hornblower & Weeks Inc. v. Hornblower & Weeks Inc., 60 USPQ2d 1733, 1738 (TTAB 2001) (Where the
conduct alleged to have resulted in unclean hands relates to a plaintiff's acquisition, or attempt to acquire, a registration, the
unclean hands defense goes only to the plaintiff's ability to rely on its registration, not to its common law rights.). Additionally,
the alleged misconduct must be related to the present claim. See Warnaco Inc. v. Adventure Knits, Inc., 210 USPQ 307 (TTAB
1981); Tony Lama Company, Inc. v. Anthony Di Stefano, 206 USPQ 176, 179 (TTAB 1980); VIP Foods, Inc. v. VI.P. Food
Products, 200 USPQ 105, 113 (TTAB 1978).

*12 Applicant's unclean hands defense is comprised of the following allegations:
44. Applicant repeats and re-alleges each and every allegation contained in paragraphs 1 through 43 as if fully set forth herein.

45. On information and belief, Opposer adopted the marks in Registration Nos. 4471345, 4641620, and 5984914 in bad faith,
because on information and belief Opposer has been aware of Applicant's and/or BJC's use at least since 2010.

46. Opposer's acquisition of its registrations were based upon material misrepresentations of fact [that] caused the USPTO to
approve publication of Opposer's marks and eventually lead to the registrations of 4471345, 4641620, and 5984914.

47. Accordingly, Opposer's bad faith adoption weighs heavily against any claims of likelihood of confusion alleged by Opposer.

Also relevant to Applicant's unclean hands defense are the following allegations, which are incorporated by reference into the
unclean hands defense:

29. On information and belief, Opposer has been aware of Applicant's use at least since 2010, when Opposer challenged a
separate mark owned by Applicant's licensee and related company, The Black Jockey Company, Inc (“BJC”).

30. It is believed that Opposer was aware of Applicant's marks because since that time, Opposer has adopted the marks in
Registration Nos. 4471345, 4641620, and 5984914 as well as apparel designs all of which are virtually identical and confusingly
similar to Applicant's ...

38. On October 31,2011, May 23, 2012, and November 02, 2017, Opposer filed intent to-use applications for Registration Nos.
4471345, 4641620, and 5984914, declaring that, “to the best of [its] knowledge and belief no other person ... has the right to use
the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to be likely, when used on or
in connection with the goods/services of such other person, to cause confusion, or to cause mistake, or to deceive; and that all
statements made of [its] own knowledge are true; and that all statements made on information and belief are believed to be true.”

39. On information and belief, the declarations were false, because on information and belief, Opposer was fully aware of
Applicant's and/or BJC's prior use since at least as early as 2010.
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40. On information and belief, due to this prior knowledge of Applicant's and/or BJC's usage and as evidence obtained through
discovery in this proceeding will likely further show, Opposer knew the representations were false at the time they were made

By his allegations, Applicant essentially alleges that Opposer has known about Applicant's mark(s) since at least as early as
2010; that regardless of its awareness of Applicant's mark(s), Opposer adopted trademarks and apparel designs in bad faith
and made the material misrepresentation of fact that “no other person ... has the right to use the mark in commerce” in the
applications underlying U.S. Reg. Nos. 4471345, 4641620, and 5984914; and such trademarks and apparel designs are virtually
identical to and confusingly similar to Applicant's marks. Thus, when Applicant's allegations are viewed as a whole, we find
that Applicant's equitable defense of unclean hands is sufficiently pleaded. See American Hygienic Laboratories Inc. v. Tiffany
& Co., 12 USPQ2d 1979, 1985 (TTAB 1989) (unclean hands defense based on alleged perjury committed during testimony).
Accordingly, Applicant's motion to amend his pleading to include the affirmative defense of unclean hands is GRANTED.

C. Repleading Allowed

*13 Notwithstanding the foregoing orders denying without prejudice Applicant's motion to amend its pleading to include
certain of Applicant's counterclaims and affirmative defenses, it is the Board's general practice to allow a party an opportunity
to correct a defective pleading. See Intellimedia Sports Inc. v. Intellimedia Corp., 43 USPQ2d 1203, 1208 (TTAB 1997); Miller
Brewing Co. v. Anheuser-Busch Inc., 27 USPQ2d 1711, 1714 (TTAB 1993); TBMP § 503.03. In view thereof, Applicant is
allowed until MAY 15, 2021, to submit an amended answer setting forth, in addition to the above-identified sufficiently pleaded
counterclaims and affirmative defenses, a sufficient pleading of his fraud counterclaims and the affirmative defense of equitable
estoppel, as discussed herein, failing which the proceeding will move forward solely on Opposer's claims of likelihood of
confusion and dilution, and on Applicant's counterclaims based on likelihood of confusion and abandonment, and affirmative
defenses of abandonment and unclean hands.

The trial schedule will be reset at the close of this order to allow time for Opposer to submit an answer to Applicant's
counterclaims and to reopen a period for limited discovery on new issues raised by Applicant's amended pleading.

I1. Opposer's Motion for Discovery Sanctions

A. Background and Parties' Arguments

On July 31, 2020, the Board granted in part and denied in part the parties' respective cross-motions to compel discovery
responses, ordering both parties to serve better responses and responsive documents. 23 TTABVUE 13-27, 28-42. Opposer
requests that the Board enter an estoppel sanction under Trademark Rule 2.120(h)(1), 37 C.F.R. § 2.120(h)(1), against Applicant
for his alleged failure to comply with the Board's discovery order. In support thereof, Opposer contends that Applicant's
supplemental production of documents served on August 28, 2020 (documents numbered 057-100) and on September 3, 2020
(an additional 149 pages) were inadequate and do not comply with the Board's order. 28 TTABVUE 3. Specifically, Opposer
states that:

* In connection with Interrogatory Nos. 3, 5, 7 and 17 and Document Request Nos. 4 and 6, Applicant failed “to produce
responsive information or documents by the deadline set forth at the conclusion of this order, or state unequivocally that no other
responsive information or documents exist that are responsive to these particular interrogatories and document requests” (citing
to the Board's 7/31/2020 order, 23 TTABVUE 30-31), 28 TTABVUE 4 (Opposer's emphasis); rather, Applicant states that he
continues to look for additional witnesses and customers, although at this time no additional information exists (Applicant's
emphasis), id. at 5;

*14 < Applicant limited its response to Opposer's Interrogatory No. 7 to “planned use,” rather than Applicant's past, present
and contemplated sale of goods bearing the applied-for mark, 28 TTABVUE 5;
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* Applicant served untimely documents on September 3, “purporting to demonstrate Applicant's use of the Disputed Mark,”
id. at 6;

* Supplemental documents pertaining to Document Requests Nos. 3, 7 and 8, namely, printouts from various websites, including
Facebook posts, i.e., documents numbered 057 through 081, do not show the complete URL for the depicted web pages, do
not show the date of the screen shots, and/or do not show posted dates for Instagram posts; rather, Applicant's counsel directed
Opposer's counsel to the web pages where the shots are located in order to obtain the missing information, id. at 7, 9-10; and

* Applicant provided redacted copies of documents numbered 056, 077, 078 and 082, but did not provided unredacted copies
of the confidential information, id. at 10.

In view of the foregoing, Opposer requests that the Board preclude Applicant from relying on at trial any documents or
information that he was ordered to produce pursuant to the July 31 order, but were not produced by August 31, 2020 (i.e., those
documents produced on September 3, 2020, numbered 101-249, including a hangtag, 32 TTABVUE 8-9, and the 73 documents
produced on September 21, 2020, id. at 9), and order Applicant to produce unredacted copies of documents numbered 056,

077, 078 and 082. !

In contrast to Opposer's arguments, Applicant asserts that he has fully complied with the Board's July 31, 2020 order, 29
TTABVUE 6, explaining, for instance, that he only stated in some instances that he does not have information or documents
“at this time” because they do not exist now. /d; see also 3rd supplemental responses to Interrogatory No. 4, 29 TTABVUE
25 (“Applicant's plans could change tomorrow, but, at this time, in this moment, today, as of the drafting of this response, he
has no additional information to provide about his future plans.”) and to Interrogatory Nos. 3 and 7, 29 TTABVUE 24, 26-27.
Applicant also states why, with respect to some documents, the complete website or date is not shown in the web page or
Instagram printouts. Specifically, “Counsel is aware of the rule which provides that introduction of evidence under the Notice
of Reliance requires such information, [but] she is not aware of any such rule regarding discovery.” 29 TTABVUE 48; see also
29 TTABVUE 11 (Applicant is “unaware of any rule requiring all website content, website URLSs, and dates in discovery.”).

Applicant also points out that he had previously served unredacted documents on March 7, 2020 (document no. 056), 29
TTABVUE 14, again on August 28, 2020, id., and “on September 11, 2020, [Applicant] again, served on Jockey unredacted
copies of documents already served on March 7 and August 28.” 29 TTABVUE 14.

*15 Applicant also contends, inter alia, that he should not “be precluded from attempting to find or search for witnesses,” 29
TTABVUE 8, and asserts that any additional information or witnesses provided on top of the 5 witnesses already identified
would only bolster Applicant's case, not “surprise” Opposer, id.

We note also that in Applicant's supplemental responses to Opposer's interrogatories, Applicant states the following:

“As provided in his second and third supplemental responses, Applicant has produced all responsive
documents. In other words, there are no documents being withheld on the basis of privilege or
confidentiality. Accordingly, there is no privilege log to produce.”



JOCKEY INTERNATIONAL, INC. v. LAMONT D. COOPER, 2021 WL 1828125 (2021)

28 TTABVUE 26 (emphasis added).

In its reply brief, Opposer argues further that Applicant's contention (in response to Opposer's motion) that he is merely
supplementing his previous discovery responses does not address his failure to timely respond to the Board's compel order, and
that such late supplementation so close to Opposer's pretrial disclosure due date negatively impacts Opposer's ability to prepare
for trial. 32 TTABVUE 10-11. Additionally, Opposer reiterates that its ability to access complete internet page substance is still
hampered, notwithstanding additional pages produced by Applicant in response to Opposer's motion (referencing Applicant's
response, exhibits F-002-003), because the hovering dialog box showing a complete URL is unavailable from a PDF document.
Id. at 12. Therefore, Opposer has no means of accessing the complete URL for these documents. /d.

B. Legal Standard

If a party fails to comply with an order of the Board relating to discovery, including an order compelling discovery, the Board
may order appropriate sanctions as defined in Trademark Rule 2.120(h)(1), 37 C.F.R. § 2.120(h)(1), and Fed. R. Civ. P. 37(b)
(2), including entry of judgment against the disobedient party. See, e.g., HighBeam Marketing LLC v. HighBeam Research LLC,
85 USPQ2d 1902, 1905 (TTAB 2008) (preclusion sanction entered in view of failure to produce documents in compliance with
order until faced with a motion for sanctions); MHW Ltd. v. Simex, Aussenhandelsgesellschafi Savelsberg KG, 59 USPQ2d
1477 (TTAB 2000); Baron Philippe de Rothschild S.A. v. Styl-Rite Optical Mfg. Co., 55 USPQ2d 1848 (TTAB 2000); Unicut
Corp. v. Unicut, Inc., 222 USPQ 341 (TTAB 1984) (judgment appropriate sanction for violating prior Board order compelling
appearance at deposition and responses to document requests); Caterpillar Tractor Co. v. Catfish Anglers Together, Inc., 194
USPQ 99 (TTAB 1976); TBMP § 527.01(e). Judgment is a harsh remedy, but it is justified where no less drastic remedy would
be effective, and there is a strong showing of willful evasion. See Unicut, 222 USPQ at 344; see also MHW Ltd., 59 USPQ2d at
1478 (sanctions in the nature of entry of judgment granted after finding that non-movant engaged for years in delaying tactics,
including willful disregard of the Board's orders).

*16 Sanctions may also include striking all or part of the pleadings of the disobedient party; refusing to allow the disobedient
party to support or oppose designated claims or defenses; prohibiting the disobedient party from introducing designated matters
in evidence; making adverse inferences; or entering judgment against the disobedient party.

C. Order on Opposer's Motion for Sanctions

1. Unequivocal Statements regarding Status of Discovery 12

It is clear from the Board's various summary orders within the July 31, 2020 order that if Applicant did not have possession,
custody or control of any other responsive, non-privileged information or documents, Applicant was required to state specifically
with respect to its production of documents and responses to Opposer's discovery requests that no other information or

documents are available. > See the following excerpts from that order:

* [Applicant's objection on the ground of confidentiality to] Interrogatory nos. 3, 4, 5, 6, 7, 9, 13, 14, 15 16, 17 and 18
and requests for production nos. 4, 6, 7, 8 and 17 ... are OVERRULED. ... Applicant is ORDERED to produce responsive
information or documents by the deadline set forth at the conclusion of this order, or state unequivocally that no other
responsive information or documents exist that are responsive to these particular interrogatories and document requests.
23 TTABVUE 30-31.

* [TInsofar as Applicant alleges use of his mark since August 1, 2006, Opposer is entitled to determine whether Applicant has
used and continuously used the applied-for mark in connection with all the goods identified in the application. 23 TTABVUE
31. ... Therefore, Applicant is ORDERED to serve on Opposer's counsel all non-privileged documents that are responsive to
Opposer's requests for production nos. 4, 5 and 9, which he has not already produced, or state that there are no other such
documents, no later than the deadline set forth at the conclusion of this order. 23 TTABVUE 33.
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* [Regarding document] request no. 7 [concerning] Applicant's intended and actual channels of trade, ... Applicant must produce
responsive, non-privileged documents not previously produced, including relevant printouts from the identified websites. If no
other non-privileged, responsive documents exist, Applicant must say so explicitly. /d. at 36-37.

* [Regarding document] request no. 8: ... Applicant is ORDERED to produce responsive, non-privileged documents not
previously produced, including relevant printouts from the identified websites, regarding how Applicant's identified goods
are advertised, marketed, and promoted in connection with the applied-for mark. If no other non-privileged, responsive
documents exist, Applicant must say so explicitly. /d. at 37.

*17 < Applicant's original and supplemental responses to request nos. 1 and 3 are insufficient insofar as the responses
do not state unequivocally, in contrast to Applicant's response to no. 2, whether responsive documents exist or not.
Stating that “any documents subsequently discovered will be supplemented timely [sic] pursuant to the Federal Rules,” 11
TTABVUE 198-99, provides no information other than that Applicant intends to supplement his discovery responses as needed.
Additionally, as discussed supra [23 TTABVUE 28-29], the mere references to Instagram and Facebook pages are unacceptable.
Id. at 35.

Applicant's supplemental responses show that Applicant sought to respond to the Board's summary orders as required, but
failed to use the requisite wording to describe the status of his information and document search. Rather, because Applicant's
counsel apparently remains engaged in looking for additional evidence, Applicant stated only that he has no other responses
“at this time.” Further, Applicant has now cured the problem regarding the status of his discovery of responses information and
documents by including statements in his third supplemental response dated September 3, 2020, that “Applicant has produced
all responsive documents,” 28 TTABVUE 26, 47, and, with respect to Interrogatory No. 7, that “Applicant maintains that he
will continue to search for witnesses and customers because again, at this time, no additional information exists. Accordingly,
all such responsive information has been provided.” 28 TTABVUE 5 (emphasis original).

While Applicant and Applicant's counsel are reminded of their duty to adhere to the Board's orders and schedules, Opposer is

reminded that the parties' duty to supplement 14 continues after the close of discovery. See Vignette Corp. v. Marino, 77 USPQ2d
1408, 1411 (TTAB 2005) (finding it would be “unduly harsh” to exclude evidence produced for the first time on summary
judgment, absent an unequivocal refusal to produce the requested information during discovery, particularly in light of the fact
that “discovery responses may be supplemented at any time, even during trial, or after receipt of a summary judgment motion”).

Therefore, to the extent Opposer is seeking an order prohibiting Applicant, on timeliness grounds, from offering as evidence
information or documents served on or before September 3, 2020, Opposer's motion for sanctions is DENIED. Applicant's
failure to use particular words, when he intended to and did inform Opposer regarding the status of production, albeit using
terminology different from what was required by the Board, is not so egregious as to warrant the estoppel sanction. Further, the
Board will not make prospective or hypothetical evidentiary rulings and will not screen a party's evidence before trial. See, e.g.,
Greenhouse Systems Inc. v. Carson, 37 USPQ2d 1748, 1750 (TTAB 1995) (the Board does not consider motions in limine); see
also TBMP § 527.01(f) (“[T]he Board will deny a motion to prospectively exclude evidence that might be introduced at trial
and that might be inconsistent with discovery responses or other material not provided during discovery.”).

2. Insufficient Response to Opposer's Interrogatory No. 7
*18 Turning to Opposer's complaint regarding Applicant's response to Opposer's Interrogatory No. 7, i.e., that Applicant

limited his response to “planned use,” rather than identifying a witness regarding Applicant's past, present and contemplated sale
of goods bearing the applied-for mark, 28 TTABVUE 5-6, Opposer is objecting to an issue that was not specifically addressed by
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the Board's discovery order. 15 Specifically, Interrogatory No. 7 was only raised by Opposer in its motion to compel with respect
to Applicant's objection that any response thereto would be confidential. 11 TTABVUE 7. The Board overruled Applicant's
objection and ordered him “to produce responsive information or documents by the deadline set forth at the conclusion of this
order, or state unequivocally that no other responsive information or documents exist that are responsive to these particular
interrogatories and document requests.” 23 TTABVUE 30-31. Because there was no discovery order issued regarding the
substance of Opposer's Interrogatory No. 7, Opposer's motion for sanctions on the substance of Applicant's response thereto is
DENIED as premature. See Trademark Rule 2.120(h)(1), 37 C.F.R. § 2.120(h)(1).

Nevertheless, it appears that Applicant may have conflated the Board's several summary orders regarding Opposer's various

6

discovery requests, 16 insofar as Applicant has only identified witnesses knowledgeable of “past” sale of goods (“early sales”):

Applicant continues to search for additional customers and witnesses regarding early sales for which he
has limited documentation. Sales documentation can be found and Applicant's Production 077-078.

... as it relates to past use (i.e. early sales) which was not compelled by the Board, but in your September
1, correspondence alleged to be in violation of the Order, during the suspension of the proceedings, as a
courtesy, Applicant provided a list of names witnesses that he expects to include in his pre-trial disclosures|. ]
Applicant maintains that he will continue to search for witnesses and customers because again, at this time,
no additional information exists. Accordingly, all such responsive information has been provided.

With respect to those persons knowledgeable about the proof of sales not requested but provided by
Applicant, those persons were also provided in the Amended Initial Disclosures and herewith in Applicant's
Second Amended Initial Disclosures. For your convenience the name[s] are also enumerated below... 28
TTABVUE 30.

In view of the insufficiency of Applicant's second and third supplemental responses to Opposer's Interrogatory No. 7, Opposer's
motion for sanctions is GRANTED to the extent that Applicant is ORDERED to serve a complete response thereto, that is,
Applicant must identify persons knowledgeable of Applicant's present and contemplated sale of goods bearing the applied-for

mark no later than MAY 15, 2021. 17 Alternatively, if Applicant has already identified the person or persons responsive to this
interrogatory in a different format, such as in his Pretrial Disclosures served on May 11, 2020, 29 TTABVUE 186, or his Second
Amended Initial Disclosures served on September 3, 2020, 29 TTABVUE 180, no later than MAY 15, 2021, Applicant must
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inform Opposer's counsel where such information is located in the documents already served on Opposer, and identify which
previously identified persons are specifically responsive to Opposer's Interrogatory No. 7.

*19 Should Applicant fail to comply with this order, the Board will entertain a renewed motion for discovery sanctions, which
may be granted.

3. Inadequately Identified Documents from the Internet

Opposer seeks supplemental documents responsive to its Document Requests Nos. 3, 7 and 8 because the documents already
served do not show complete URLs and dates of access. Applicant's rationale for not providing complete documents is
unavailing. One of the purposes of discovery is to provide each party with the ability to examine the strengths and weaknesses of
the other party's case and evidence. With respect to documents emanating from or accessible only via the Internet, a party must
be able to access the document or web page to determine its authenticity. Further, documents obtained from the Internet may
only be admitted into evidence in inter partes proceedings pursuant to notice of reliance in accordance with Trademark Rule
2.122(e), 37 C.F.R. § 2.122(e), provided the document identifies the date of publication or the date the document was accessed
and printed, as well as its source (e.g., URL). Safer Inc. v. OMS Invs., Inc., 94 USPQ2d 1031, 1039 (TTAB 2010). Trademark
Rule 2.122(¢)(2) codifies the decision in Safer. See Trademark Rule 2.122(¢)(2), 37 C.F.R. § 2.122(e)(2) (Internet materials
may be admitted into evidence under a notice of reliance in accordance with paragraph (g) of this section, in the same manner
as a printed publication in general circulation, so long as the date the internet materials were accessed and their source (e.g.,
URL) are provided). Such expansion was intended to expedite and facilitate the presentation and evaluation of evidence that is
readily available to the public through the Internet. United Global Media Group, Inc. v. Tseng, 112 USPQ2d 1039, 1046 (TTAB
2014). Without the required information shown in the documents produced, Opposer is unable to verify Applicant's evidence.

Accordingly, Opposer's motion for sanctions is granted to the extent that Applicant is ORDERED to serve on Opposer's counsel
no later than MAY 15, 2021, all responsive documents to Opposer's Document Request Nos. 3, 7, and 8 previously served on
Opposer from the Internet, including but not limited Applicant's website, Facebook, or Instagram pages, and said documents
must show the complete URL and date accessed, failing which the Board will entertain a renewed motion for sanctions, which
may be granted.

4. Improperly Redacted Documents

Applicant states that he provided unredacted copies of documents at issue on March 7, 2020, and again on September 11, 2020.
29 TTABVUE 14. Opposer does not address this issue in its reply brief, Accordingly, Opposer's motion for discovery sanctions
on this issue is DENIED as moot.

II1. Applicant's Motion for Discovery Sanctions

*20 Applicant requests that the Board enter sanctions against Opposer on the basis that it has acted “in bad faith” in this
proceeding. 30 TTABVUE 2. Specifically, Applicant argues, inter alia, that Opposer served responsive discovery responses
“rife with general objections,” id., Opposer failed to supplement its production of documents for eight months, id. at 5-6, and
Opposer's September 1, 2020 correspondence included numerous “bad faith inquiries.” Id. at 3. In short, Applicant asserts that
Opposer should be sanctioned for “unduly prejudicing” Applicant and delaying the progress of this case, id. at 6, and that even
Opposer's motion for sanctions was filed in bad faith. /d.

We find Applicant's motion for sanctions to be improper for the following reasons. First, Applicant has not articulated how
Opposer failed to comply with a Board discovery order, which would provide a potential basis for issuing a sanctions order. See
Trademark Rule 2.120(h)(1), 37 C.F.R. § 2.120(h)(1). Moreover, pursuant to the Board's August 28, 2020 order, 25 TTABVUE
3, Opposer was allowed until September 14, 2020, to serve amended discovery responses and documents on Applicant's counsel
as required by the Board's July 31, 2020 order. Nonetheless, Applicant filed his motion for sanctions before Opposer's September
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14, 2020 deadline, thus, there is no allegation in Applicant's motion that Opposer failed to meet that deadline or otherwise not
comply with the Board's July 31, 2020 order, nor could Applicant's motion contain such allegations because the motion was
filed prematurely.

Additionally, the second part of Applicant's motion, 30 TTABVUE 6-12, argues essentially that Opposer's motion for sanctions
was filed in bad faith, id. at 6, and that certain discovery requests (including some discussed in Opposer's motion for sanctions)
and Opposer's September 1, 2020 correspondence constitute gamesmanship and harassment of Applicant, and amount to bad
faith. See, e.g., 30 TTABVUE 8. The segment of Applicant's motion related to the propriety of Opposer's discovery requests
should have been raised either in response to Opposer's motion to compel filed on March 12, 2020, 11 TTABVUE, or in
opposition to Opposer's motion for sanctions. Applicant's motion for sanctions is, in essence, an impermissible sur-reply to
Opposer's motion for sanctions, see Trademark Rule 2.127(a), 37 C.F.R. § 2.127(a), or a late-filed motion for reconsideration
of the Board's order concerning Applicant's motion to compel, see Trademark Rule 2.127(b), 37 C.F.R. § 2.127(b), neither of
which will we consider. Accordingly, Applicant's motion for sanctions is DENIED.

*21 Additionally, as of the date of this order, Applicant is ORDERED to contact the Board's Interlocutory Attorney to obtain
prior leave to file any further unconsented motions in this proceeding. Carrini Inc. v. Carla Carini S.R.L., 57 USPQ2d 1067,
1071 (TTAB 2000) (entering sanctions against both parties for failing to adhere to Board's order stating that no further papers

should be filed by either party without prior leave of the Board); 18 see also Giant Food, Inc. v. Standard Terry Mills, Inc., 231
USPQ 626, 632 (TTAB 1986) (“the Board [may] exercise its inherent power to control the progress of proceedings before it”).

IV. Cross-Motions for Summary Judgment
A. Preliminary Matter: Applicant's Unpleaded Claims

A party may not obtain summary judgment on an issue that has not been pleaded. See Fed. R. Civ. P. 56(a); Omega SA (Omega
AG) (Omega Ltd.) v. Alpha Phi Omega, 118 USPQ2d 1289, 1291 n.2, 1292 (TTAB 2016) (applicant may not obtain summary
judgment on unpleaded defense). However, as in this case, a party that seeks summary judgment on an unpleaded issue may
simultaneously move to amend its pleading to assert the matter. TBMP § 528.07(a); see also Societe des Produits Marnier
Lapostolle v. Distillerie Moccia S.R.L., 10 USPQ2d 1241, 1242 n.4 (TTAB 1989) (motion to amend to add new ground, filed
simultaneously with motion for summary judgment, granted and allegations in new ground deemed denied).

Insofar as we have granted Applicant's motion to amend its pleading with respect to Applicant's abandonment and unclean hands
affirmative defenses, his likelihood of confusion counterclaim vis-a-vis Opposer's U.S. Reg. Nos. 4641620 and 5984914, and
his abandonment counterclaim regarding U.S. Reg. Nos. 711570 and 768840, see supra, we will consider Applicant's motion
for summary judgment with regard to those defenses and counterclaims to the extent Applicant seeks summary judgment on
those issues. However, with respect to Applicant's likelihood of confusion counterclaim related to U.S. Reg. No. 4471345,

which is time-barred, 19 Applicant's motion for summary judgment will not be considered. See Asian and Western Classics
B.V.v. Lynne Selkow, 92 USPQ2d 1478, 1480 (TTAB 2009) (petitioner cannot obtain summary judgment on an insufficiently
pleaded fraud claim).

Because Applicant does not initially state on which claims, counterclaims or affirmative defenses he seeks summary judgment,
based on the arguments set forth in the motion, we construe Applicant's motion as seeking summary judgment on the following:
(1) abandonment counterclaim regarding U.S. Reg. Nos. 711570 and 768840, 33 TTABVUE 5; (ii) Opposer's claim of dilution,
id. at 6; (ii1) Applicant's priority and likelihood of confusion counterclaim in connection with U.S. Reg. Nos. 4641620 and

5984914, 20 see id. at 9,11, ! and (iv) Applicant's counterclaims of fraud, 33 TTABVUE 13. Because no answer is of record to
Applicant's amended pleading, for purposes of determining Applicant's motion summary judgment only, we deem Applicant's
allegations in his counterclaims to be denied by Opposer.
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*22 Regarding Opposer's cross-motion for summary judgment, Opposer argues that Applicant's motion for summary judgment
should not be considered because it is based on unpleaded claims and affirmative defenses. 40 TTABVUE 10. However, Opposer
argues alternatively that there are genuine disputes as to material facts, which preclude entry of summary judgment in Applicant's
favor on his counterclaims and affirmative defenses. /d. at 3, 16-27. Opposer also opposes Applicant's motion for summary
judgment on Opposer's claim of dilution, id. at 11-12, and seeks summary judgment in its favor on its asserted claim of likelihood
of confusion. Id. at 13, 27.

B. Applicable Legal Standard

Summary judgment is an appropriate method of disposing of cases in which there are no genuine disputes as to material facts,
thus allowing resolution as a matter of law. See Fed. R. Civ. P. 56(a). The burden is on the party moving for summary judgment
to demonstrate the absence of any genuine dispute of material fact and that it is entitled to summary judgment as a matter of
law. Fed. R. Civ. P. 56(c). See Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986); Sweats Fashions, Inc. v. Pannill Knitting
Co. Inc., 833 F.2d 1560, 4 USPQ2d 1793, 1796 (Fed. Cir. 1987). A factual dispute is genuine if, on the evidence of record, a
reasonable fact finder could resolve the matter in favor of the non-moving party. See Opryland USA Inc. v. Great Am. Music
Show Inc., 970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme Foods, Inc. v. Roundy's, Inc., 961 F.2d 200, 22
USPQ2d 1542, 1544 (Fed. Cir. 1992).

Evidence on summary judgment must be viewed in a light most favorable to the non-movant, and all justifiable inferences are
to be drawn in the non-movant's favor. Lloyd's Food Prods., Inc. v. Eli's, Inc., 987 F.2d 766, 25 USPQ2d 2027, 2029 (Fed.
Cir. 1993); Opryland USA, 23 USPQ2d at 1472. The Board may not resolve genuine disputes as to material facts; it may only
ascertain whether genuine disputes as to material facts exist. See Lloyd's Food Prods., 25 USPQ2d at 2029; Olde Tyme Foods,
22 USPQ2d at 1542.

When cross-motions for summary judgment are presented, the Board evaluates each motion on its own merits and resolves all
doubts and draws all reasonable inferences against the party whose motion is being considered. Ava Ruha Corp. v. Mother's
Nutritional Ctr, Inc., 113 USPQ2d 1575, 1579 (TTAB 2015). The mere fact that both parties have moved for summary judgment
does not necessarily mean there are no genuine disputes of material fact, or authorize the resolution of such disputes, or dictate
that the Board should enter judgment in favor of one of the parties. See Fishking Processors Inc. v. Fisher King Seafoods Ltd.,
83 USPQ2d 1762, 1764 (TTAB 2007); Drive Trademark Holdings LP v. Inofin, 83 USPQ2d 1433, 1437 (TTAB 2007).

C. Analysis and Order

(1) Applicant's Motion for Summary Judgment

*23 Initially, we note Opposer's objections to the credibility or admissibility of some of Applicant's evidence in support of his
motion for summary judgment. 40 TTABVUE 21. In particular, Opposer argues, inter alia, the following:
* Applicant's declaration uses overly broad wording, i.e., “Black Jockey Clothing products,” rather than specifying the nature
of the products, id. at 22;

* Regarding the hangtag referenced in Applicant's declaration, the exhibit is actually two hangtags, one of which shows a
composite of multiple designs; the declaration does not specify with which goods the hangtags were used; and the hangtags
were not provided to Opposer before Applicant's submission of his motion for summary judgment, id.;

* The first spreadsheet submitted to show alleged sales between 2006 and 2010 was constructed “from memory” and because
it is submitted for the truth of the matter shown therein, it is inadmissible and does not qualify as a business records exception
to hearsay, id. at 23;
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* Regarding the second and third spreadsheets submitted to show alleged sales between 2015 and 2019, there is no foundation
provided, id.; and the alleged sales shown in all spreadsheets are de minimus and do not show bona fide use of the applied-
for mark in commerce, 40 TTABVUE 24;

* The declarations of Applicant's alleged friends and business associates are not “clear, convincing, uncontradicted, and/or
corroborated by documentary evidence,” Id. at 25-26; and

* The hand-drawn images of the purported layout of Applicant's store, 33 TTABVUE 231-232, are inadmissible hearsay insofar
as they were created for purposes of litigation and cannot be relied upon to provide use. /d. at 22.

Regarding Opposer's objections to Applicant's hangtags, 33 TTABVUE 224-225, and declarations of alleged past purchasers
of Applicant's goods bearing the applied-for mark, id. at 237-246, the Board is capable of weighing the probative value of all
evidence in the record, while bearing in mind any limitations that may be present. Luxco, Inc. v. Consejo Regulador del Tequila,
A.C., 121 USPQ2d 1477, 1479 (TTAB 2017); Hunt Control Sys. Inc. v. Koninkijke Philips Elec. N.V., 98 USPQ2d 1558, 1564
(TTAB 2011), rev'd on other grounds, Civ. No. 11-3684, 2017 WL 3719468 (D.N.J. Aug. 29, 2017). Accordingly, we have
considered the foregoing materials, keeping in mind Opposer's objections, and have accorded Applicant's evidence whatever
probative value it merits.

*24 As to Opposer's objection to Applicant's alleged failure to serve the hangtags in response to Opposer's discovery requests
prior to Applicant's submission of his motion for summary judgment, Applicant explains that he previously disclosed the
information “in a different form (i.e., mock-ups, patches, and interior labels),” 46 TTABVUE 4; the “actual 2006 hang tag can

be seen in both [parties'] productions,” 46 TTABVUE 4, citing to Applicant's exhibit A010-014; 2 Applicant did not realize the
omission until his September submission; and his production was supplemented soon thereafter. /d. Although Opposer contends
that Applicant did not disclose this evidence in discovery prior to the filing of his motion for summary judgment, the record
does not show that Applicant stated outright that he would not provide responsive documents, and he ultimately supplemented
his document production after realizing his mistake. Cf. Vignette Corp. v. Marino, 77 USPQ2d 1408, 1411 (TTAB 2005) (Board
properly considered applicant's declaration provided on summary judgment, reasoning that it would be “unfair to foreclose

applicant from the opportunity to amplify the assertions made in his previous discovery responses in order to defend against

23

opposer's motion for summary judgment’). Therefore, under the present circumstances, > we decline to exclude documents that

were disclosed in Applicant's supplemental discovery responses. Accordingly, Opposer's objection to the hangtags is overruled.

With respect to Opposer's objections to Applicant's charts of alleged sales of his goods with the applied-for mark, pursuant to
the Fed. R. Civ. P. 56(c)(4), an affiant or declarant may testify based on his or her personal knowledge from a review of the
contents of files and records. Ava Ruha Corp. v. Mother's Nutritional Ctr., Inc., 113 USPQ2d 1575, 1578 (TTAB 2015) (Fed.
R. Civ. P. 56(c)(4) allows testimony from personal knowledge based on review of files and records or position with company).
Further, Federal Rule of Civil Procedure 56(c)(4) does not require the submission of admissible evidence, and summaries of
business records may be admissible if the underlying documents are available. See Fed. R. Evid. 1006. Therefore, an objection
is only proper when “the material cited to support or dispute a fact cannot be presented in a form that would be admissible in
evidence.” Fed. R. Civ. P. 56(¢)(2).

Here, Applicant testifies in his amended declaration, 46 TTABVUE 141, that the sales figures dating from 2006 to 2019, Exh.
B001-003, 33 TTABVUE 31-35, “were generated directly from my store point of sale system (POS) and kept in the regular
course of business.” § 17, Amended dec. of Lamont D. Cooper, /d. at 144. Applicant also explains why some data were missing
or inaccurate. ] 18-19, Id. In view thereof, the record indicates that admissible evidence underlying Applicant's charts of sales
figures is available. Accordingly, this objection is also overruled.
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(a) Applicant's Abandonment Counterclaim

*25 Applicant seeks summary judgment on his counterclaim that Opposer abandoned its marks in U.S. Reg. Nos. 711570 and
768840. Under Section 45 of the Trademark Act, 15 U.S.C. § 1127, a mark shall be deemed abandoned:

When its use has been discontinued with intent not to resume such use. Intent not to resume may be inferred
from circumstances. Nonuse for 3 consecutive years shall be prima facie abandonment. “Use” of a mark
means the bona fide use of such mark made in the ordinary course of trade, and not made merely to reserve
a right in the mark.

Thus, there are two elements to a nonuse abandonment claim: nonuse of a mark and intent not to resume use. Exec. Coach
Builders, 123 USPQ2d at 1180; see also Jack Wolfskin, 116 USPQ2d at 1131.

Because registrations are presumed valid under Section 7(b) of the Trademark Act, 15 U.S.C. § 1057(b), the party seeking
cancellation based on abandonment bears the burden of proving a prima facie case by a preponderance of the evidence. See
Imperial Tobacco Ltd. v. Philip Morris Inc., 899 F.2d 1575, 14 USPQ2d 1390, 1393 (Fed. Cir. 1990); On-Line Careline Inc. v.
America Online Inc., 229 F.3d 1080, 56 USPQ2d 1471, 1476 (Fed. Cir. 2000); Cerveceria Centroamericana, S.A. v. Cerveceria
India, Inc., 892 F.2d 1021, 13 USPQ2d 1307, 1310 (Fed. Cir. 1989); Quality Candy Shoppes/Buddy Squirrel of Wisconsin Inc.
v. Grande Foods, 90 USPQ2d 1389, 1393 (TTAB 2007).

Applicant is incorrect in his argument that Opposer is obligated to demonstrate that there is no genuine dispute that it is using
the marks in U.S. Reg. Nos. 711570 and 768840. Only where the nonmoving party will bear the burden of proof at trial on
a dispositive issue, may the moving party discharge its burden by showing that there is an absence of evidence to support the
nonmoving party's case. Celotex Corp. v. Catrett, 477 U.S. at 325; Copelands' Enters. Inc. v. CNV Inc., 945 F.2d 1563, 20
USPQ2d 1295, 1298 (Fed. Cir. 1991). In that case, the summary judgment motion may properly be made in reliance solely on
the “pleadings, depositions, answers to interrogatories, and admissions on file”” and “requires the nonmoving party to go beyond
the pleadings and by her own affidavits, or by the depositions, answers to interrogatories, and admissions on file, designate
specific facts showing that there is a genuine issue for trial.” Celotex Corp. v. Catrett, 477 U.S. at 324.

*26 Here, Applicant bears the burden at trial of proving a prima facie case by a preponderance of the evidence. Therefore,
on summary judgment, Applicant is obligated to submit evidence showing that there is no genuine dispute as to any material
fact, i.e., that there has been no use of the involved marks for a period of three years, or there was a period of nonuse for less

that three years and no intent to resume use. Because Applicant has not submitted any evidence establishing the foregoing, 24
Applicant's motion for summary judgment on its counterclaim of abandonment is DENIED.

(b) Opposer's Dilution Claim

On Applicant's motion for summary judgment as to dilution, we consider whether the record shows no genuine dispute that
Opposer cannot prove the four factors of Trademark Act Section 43(c)(1), 15 U.S.C. § 1125(c)(1). Fed. R. Civ. P. 56(a); Celotex
Corp. v. Catrett, 477 U.S. 317 (1986); see also Omega SA, 118 USPQ2d at 1298.

To succeed on Opposer's dilution claim, 25 Applicant relies on the success of his abandonment claim, i.e., that the Board finds
that there is no genuine dispute that the marks in U.S. Reg. Nos. 711570 and 768840 were abandoned by Opposer, to assert
that Applicant has priority of use because Opposer, assertedly, does not have priority of use. Applicant argues that because of
his purported priority of use, Opposer's dilution claim fails. 33 TTABVUE 6. Additionally, Applicant contends that Opposer's
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“niche fame” for underwear is insufficient to demonstrate fame with respect to wearing apparel, id., and that there is no evidence
that Opposer's marks in U.S. Reg. Nos. 711570 and 768840 are famous. /d.

Applicant's reliance on his alleged priority of use is insufficient to succeed on summary judgment. As the movant on summary
judgment on Opposer's dilution claim, Applicant must establish that there is no genuine dispute as to the following materials
facts, namely: (1) Opposer's marks are neither distinctive nor famous, (2) if Opposer's marks are distinctive and famous, they did
not become famous prior to Applicant's first actual or constructive use of the applied-for mark; (3) Applicant is not using a mark
in commerce that dilutes the plaintiff's allegedly famous mark; and (4) Applicant's mark is not likely to blur the distinctiveness of
Opposer's allegedly famous marks. See Omega SA, 118 USPQ2d at 1298; see also Coach Servs. Inc. v. Triumph Learning LLC,
668 F.3d 1356, 101 USPQ2d 1713, 1723-24 (Fed. Cir. 2012); N.Y. Yankees P'ship v. IET Prods. & Servs., Inc., 114 USPQ2d
1497, 1505-06 (TTAB 2015) (citing UMG Recordings Inc. v. Mattel Inc., 100 USPQ2d 1868, 1888 (TTAB 2011) and Zoro Co.
v. ToroHead Inc., 61 USPQ2d 1164, 1183 (TTAB 2001)).

*27 Further, in determining whether a mark is likely to cause dilution by blurring, we consider all factors relevant to the issue,
including the following six factors that are enumerated in Trademark Act Section 43(c)(2)(B), 15 U.S.C. § 1125(c)(B)(i)-(vi):
(i) The degree of similarity between the mark or trade name and the famous mark;

(i1) The degree of inherent or acquired distinctiveness of the famous mark;

(iii) The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark;
(iv) The degree of recognition of the famous mark;

(v) Whether the user of the mark or trade name intended to create an association with the famous mark; and

(vi) Any actual association between the mark or trade name and the famous mark.

Omega SA, 118 USPQ2d at 1298.

Based on our consideration of the parties' submissions, and viewing such evidence in a light most favorable to Opposer, the
non-movant, we find that Applicant has failed to show an absence of a genuine dispute regarding the four factors set forth in
Trademark Act Section 43(c)(1). Additionally, notwithstanding Opposer's evidence regarding the fame of its JOCKEY figure
marks, including the declaration of Anna Arbas, Senior Vice President of Marketing, 42 TTABVUE 29-30, and regardless of
the Board's finding 34 years ago in Jockey Int'l Inc. v. Butler, 3 USPQ2d 1607 (TTAB 1987) that Opposer's “JOCKEY word
and design marks are famous trademarks in the field of clothing,” id. at 1611, in this matter, we find that there are genuine
disputes as to whether the parties' marks are sufficiently similar to cause dilution. See Nike Inc. v. Maher, 100 USPQ2d 1018,
1028-29 (TTAB 2011); see also 7-Eleven, Inc. v. Lawrence I. Wechsler, 83 USPQ2d 1715, 1729 (TTAB 2007); Carefirst of
Maryland Inc. v. FirstHealth of the Carolinas Inc., 77 USPQ2d 1492, 1514 (TTAB 2005) (“For purposes of dilution, a party
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must prove more than confusing similarity; it must show that the marks are ‘identical or very substantially similar.””) (internal

citation omitted). Accordingly, Applicant's motion for summary judgment on Opposer's claim of dilution is DENIED.
(c) Applicant's Counterclaim of Likelihood of Confusion regarding U.S. Reg. Nos. 4641620 and 5984914

As noted, Applicant contends that because Opposer assertedly abandoned its marks in U.S. Reg. Nos. 711570 and 768840,
Applicant has priority of use. 33 TTABVUE 5. Based on those arguments, Applicant also moves for summary judgment on
its asserted Section 2(d) counterclaim, contending that there is likelihood of confusion vis-a-vis his mark and Opposer's U.S.
Reg. Nos. 4641620 and 5984914. Id. at 10.
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*28 Applicant's motion for summary judgment has been denied with respect to his abandonment counterclaim. Further, we
note that in response to Applicant's motion for summary judgment, Opposer has submitted status and title data in the nature of
current TSDR printouts on its five pleaded registrations. See Opposer's Response and Cross-Motion, 40 TTABVUE 91, Exh.
Q, 41 TTABVUE 17-35. In view thereof, Opposer's registrations are presumed valid under Section 7(b) of the Trademark Act,
15 U.S.C. § 1057(b); therefore, priority is not at issue, see King Candy Co., Inc. v. Eunice King's Kitchen, Inc., 496 F.2d 1400,
182 USPQ 108 (CCPA 1974). Because Applicant's fraud counterclaims are insufficiently pleaded and summary judgment has
been denied on the fraud counterclaims and Applicant's abandonment counterclaim, Applicant cannot establish priority with his
summary judgment motion. Moreover, we find that there exists a genuine dispute as to the dissimilarity of the parties' marks.
Accordingly, Applicant's motion for summary judgment on its likelihood of confusion counterclaim is DENIED.

(2) Opposer's Cross-Motion for Summary Judgment

After careful consideration of the parties' arguments and evidence in support of and in response to Opposer's cross-motion for
summary judgment, and drawing all inferences in favor of Applicant, the non-movant, the Board finds that Opposer has failed
to carry its burden of proof as to its claim of priority and likelihood of confusion. Specifically, we find that, at a minimum, there
is a genuine dispute of material fact as to the similarity of Opposer's trademarks and Applicant's applied-for mark. Accordingly,
Opposer cross-motion for summary judgment on its likelihood of confusion claim under 15 U.S.C. § 1052(d) is DENIED.

V. Opposer's Motion to Extend the Trial Schedule
A. Motion and Parties' Arguments

As part of its opposition to Applicant's motion to amend his pleading, discussed supra, Opposer requests that the Board extend
the trial schedule. 31 TTABVUE 26. As grounds therefor, Opposer asserts that “efficient adjudication of this dispute is best
served by an extension of the existing trial deadlines so that, prior to trial, the Board may decide the Motion to Amend, the
pleadings may be finalized, and any additional discovery that may be required can be scheduled and completed.” /d. at 27.
Opposer also states that if the Board grants Applicant's motion to amend, it will seek to reopen the discovery period “so that
it may adequately defend against Applicant's allegations.” /d.

In response, Applicant contends that his motion to amend does not raise new issues, therefore, the Board should deny Opposer's
motion because it has not shown good cause for extending the trial schedule or reopening the discovery period. 36 TTABVUE 2.
Specifically, Applicant argues that Opposer should have propounded relevant discovery earlier in the proceeding because it had
not originally submitted certified status and title copies of its pleaded registrations, therefore, “priority, likelihood of confusion,
and abandonment were discoverable at the onset.” Id. at 3. Applicant also asserts reopening discovery will be prejudicial to
Applicant because additional discovery will be financially burdensome, id. at 5; and that Opposer has already asked for two
extensions to the discovery period. /d. at 6.

B. Order

*29 Initially, as a practical matter, because this proceeding was suspended under Trademark Rule 2.127(d) on September 28,
2020, the date on which Applicant filed his motion for summary judgment, which was also the day before Opposer's pretrial
disclosures were due, 23 TTABVUE 44, trial dates, including all remaining disclosure due dates, will be reset when the Board
resumes this proceeding, see infra. Therefore, Opposer's motion to extend trial dates was unnecessary and is denied as moot.
See Trademark Rule 2.127(d), 37 C.F.R. § 2.127(d); see also Elec. Indus. Ass'n v. Potega, 50 USPQ2d 1775, 1776 n.4 (TTAB
1999) (dates reset beginning with the period that was running when the potentially dispositive motion was filed).

Notwithstanding the foregoing, we find it appropriate to reopen the discovery period for Opposer only, for the limited purpose
of allowing Opposer to take discovery regarding the common law marks pleaded by Applicant in his amended pleading, set
forth below for the parties' convenience, or any new issues raised by Applicant's amended pleading:
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Accordingly, the discovery period is hereby REOPENED for Opposer only and closes on the date set forth in the revised trial
schedule.

VI. Summary; Proceeding Resumed; Trial Dates Reset

To summarize, for the reasons discussed herein, Applicant's motion to amend his pleading is GRANTED in part, and
DENIED in part, as discussed herein; Applicant is allowed until MAY 15, 2021, to submit an amended answer, counterclaims
and affirmative defenses, to the extent discussed in this order; Opposer's motion for sanctions is GRANTED, in part, and
DENIED, in part, to the extent discussed above; Applicant is ORDERED to produce certain information and/or documents,
as discussed in this order; Applicant's motion for sanctions is DENIED; and the parties' cross-motions for summary judgment

are DENIED. %° %7 No further motions for summary judgment will be considered.

The proceeding is resumed. Trial dates are reset as shown in the following schedule:

Applicant's Amended Pleading Due 5/15/2021
Opposer's Answer Due 6/14/2021
Discovery Closes for Opposer 6/30/2021
Plaintiff's Pretrial Disclosures Due 8/14/2021
Plaintiff's 30-day Trial Period Ends 9/28/2021
Defendant's Pretrial Disclosures Due 10/13/2021
Defendant's 30-day Trial Period Ends 11/27/2021
Plaintiff's Rebuttal Disclosures Due 12/12/2021
Plaintiff's 15-day Rebuttal Period Ends 1/11/2022
Plaintiff's Opening Brief Due 3/12/2022
Defendant's Brief Due 4/11/2022
Plaintiff's Reply Brief Due 4/26/2022
Request for Oral Hearing (optional) Due 5/6/2022

*30 Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is taken and introduced out of the presence
of the Board during the assigned testimony periods. The parties may stipulate to a wide variety of matters, and many requirements
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relevant to the trial phase of Board proceedings are set forth in Trademark Rules 2.121 through 2.125,37 C.F.R. §§ 2.121-2.125.
These include pretrial disclosures, the manner and timing of taking testimony, matters in evidence, and the procedures for
submitting and serving testimony and other evidence, including affidavits, declarations, deposition transcripts and stipulated
evidence. Trial briefs shall be submitted in accordance with Trademark Rules 2.128(a) and (b), 37 C.F.R. §§ 2.128(a) and (b).
Oral argument at final hearing will be scheduled only upon the timely submission of a separate notice as allowed by Trademark
Rule 2.129(a), 37 C.F.R. § 2.129(a).

Footnotes

1 Citations to the record or briefs in this order include citations to the publicly available documents on the Trademark Trial
and Appeal Board Inquiry System (TTABVUE), the Board's electronic docketing system. See, e.g., Turdin v. Trilobite,
Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014). The number preceding “TTABVUE” corresponds to the docket entry
number; the number(s) following “TTABVUE” refer to the page number(s) of that particular docket entry. All citations to
documents contained in the TTABVUE database are to the downloadable .pdf versions of the documents in the USPTO
TTABVUE Case Viewer. Parties should use the same method to refer to the record in their submissions to the Board.

2 Neither of the parties' motions for discovery sanctions seek relief that is potentially dispositive of this matter. This
proceeding has been suspended, in view of Applicant's motion for summary judgment, since September 28, 2020. See
Trademark Rule 2.127(d). See also 39 TTABVUE.

3 The Board's order mailed August 28, 2020, 25 TTABVUE, granting a 14-day extension of time for Opposer to serve
discovery responses, did not change the trial schedule set in the Board's July 31, 2020 order.

4 Applicant's fraud claim is incorrectly identified as Count “2”. We construe the fraud claim to be “Count 3.”

5 Under Trademark Rule 2.122(b)(1), the file of each registration against which a counterclaim for cancellation is filed
forms part of the record of the proceeding without any action by the parties and reference may be made to the file for
any relevant and competent purpose in accordance with paragraph (b)(2) of the rule.

6 References to U.S. Reg. No. 4471345 are not considered.

7 In this case, the underlying applications for both U.S. Reg. Nos. 4641620 and 5984914 were filed based on Opposer's
intent to use the applied-for marks under Section 1(b) of the Trademark Act, 15 U.S.C. § 1051(b), and only subsequent
to the filing dates of the underlying applications did Opposer file statements of use. An “applicant may rely without
further proof upon the filing date of its application as a ‘constructive use’ date for purposes of priority.” Syngenta Crop
Protection, Inc. v. Bio-Chek, LLC, 90 USPQ2d 1112, 1119 (TTAB 2009) (citing Trademark Act § 7(c); Levi Strauss &
Co. v. R. Josephs Sportswear Inc., 36 USPQ2d 1328, 1332 (TTAB 1994)).

8 We take judicial notice of the definition of “abandoned,” which is defined as “left by the owner” or “no longer held ...;
given up.” See definition of “abandoned” at “Abandoned.” Merriam-Webster.com Dictionary, Merriam-Webster, https://
www.merriam-webster.com/dictionary/abandoned. Accessed March 27, 2021. The Board may take judicial notice of
dictionary definitions, including online reference works that exist in print format or have regular fixed editions. See, e.g.,
Syngenta Crop Protection, Inc. v. Bio-Chek LLC, 90 USPQ2d at 1117; Boston Red Sox Baseball Club LP v. Sherman, 88
USPQ2d 1581, 1590 n.8 (TTAB 2008) (judicial notice taken of definition from the Merriam-Webster Online Dictionary);
In re Red Bull GmbH, 78 USPQ2d 1375, 1378 (TTAB 20006); see also University of Notre Dame du Lac v. J. C. Gourmet
Food Imports Co., 213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983).
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As of January 1, 1996, the Trademark Act was amended to require a claim of three years nonuse, rather than two years,
as a prima facie case for abandonment. See Trademark Act Section 45, 15 U.S.C. Section 1127. Since the notice of
opposition was filed after this date, Applicant must establish three years of nonuse for a prima facie case of abandonment.

See paragraph 3 of the notice of opposition, in which Opposer discusses its use of the Jockey Figure and related marks.
1 TTABVUE 7.

Opposer also complains about the tone and language of the correspondence from Applicant's counsel as not being
compliant with the requirement for professional courtesy and decorum required under TBMP § 115.01.28 TTABVUE
3, note 4. We note Opposer's reply brief in support of its motion for sanctions, in which Opposer describes in further
detail its concerns regarding the conduct of Applicant's counsel in this proceeding. See 32 TTABVUE 3-6.

Interrogatory Nos. 3, 5, 7, and 17 and Requests for Production Nos. 4 and 6.

For clarity, portions of the Board's July 31, 2020 order are emphasized by showing segments in bold type font. Certain
interrogatories and requests for production are also highlighted.

Parties are required to supplement their respective initial disclosures and discovery responses “in a timely manner if
the party learns that in some material respect the disclosure or response is incomplete or incorrect and if the additional
or corrective information has not otherwise been made known to the other parties during the discovery process or in
writing.” Fed. R. Civ. P. 26(¢)(1)(A); Trademark Rules 2.116(a) and 2.120, 37 C.E.R. §§ 2.116(a) and 2.120.

Notably, it was only in regard to Document Request No. 4 (requesting documents sufficient to identify all goods and/
or services Applicant has offered for sale or intends to offer for sale) that the Board stated that “Opposer is entitled
to determine whether Applicant has used and continuously used the applied-for mark in connection with all the goods
identified in the application.” 23 TTABVUE 31. The Board ordered Applicant to serve on Opposer's counsel all non-
privileged documents that are responsive to Opposer's requests for production nos. 4 (as well as for Doc. Request nos.
5 and 9), which he had not already produced, or state that there are no other such documents. Id. at 33.

[Regarding] interrogatory no. 3: ... Applicant is ORDERED to identify persons who have information on any planned
use of the applied-for mark with respect to goods identified in the application. 23 TTABVUE 39.

[Regarding] request [for production] no. 6, [t]o the extent Opposer seeks documents sufficient to identify Applicant's use
or planned use on “any” goods and/or services in U.S. commerce, such request is overly broad ... Therefore, Applicant
is only required to provide non-privileged responsive information and documents related to its current use or planned
use on goods identified in the opposed application or related thereto. /d. at 36.

This is a scheduling order, not a compel order.

“Some lesser sanctions that may be used to safeguard a tribunal's right to control its docket may include: explicit
warnings, prohibition of filing papers without prior leave, referral of attorney for disciplinary action, exclusion of
evidence, striking motions or filings, conditional dismissal, and dismissal without prejudice.” Carrini, 57 USPQ2d at
1072 n.3.

Applicant does not seek summary judgment on the insufficiently pleaded equitable estoppel defense.

Although Applicant refers also to U.S. Reg. No. 4471345, as discussed supra, his likelihood of confusion claim as to
the mark identified therein is time-barred.

Applicant also separately discusses his allegations of bad faith on the part of Opposer in adopting the marks in U.S.
Reg. Nos. 44771345, 4641620 and 5984914. 33 TTABVUE 11-13. “Bad faith” is not a separate ground or basis for
summary judgment. Rather, bad faith, or intent to confuse, falls under the thirteenth DuPont factor in a likelihood of
confusion analysis, namely, “any other established fact probative of the effect of use.” L.C. Licensing Inc. v. Berman,
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86 USPQ2d 1883, 1890 (TTAB 2008). In view thereof, we treat Applicant's arguments regarding Opposer's alleged bad
faith in connection with his motion on his likelihood of confusion claim. Further, we find that Applicant does not seek
summary judgment on his affirmative defense of unclean hands.

In reply, Opposer refers to the documents related to hang tags as Exh. A-012, A-010-14, and B-001-010. 47 TTABVUE
11. Opposer also argues that none of the documents show use of the applied-for mark before 2011. /d.

We note also that Applicant's submission of his hangtag is supported by the declaration of Robert C. Hayes. 33
TTABVUE 236.

We note Applicant's submission of Opposer's original and supplementary responses to Applicant's discovery (motion,
Exh. E). 33 TTABVUE 137 et seq. Opposer's amended responses to Applicant's requests for production of documents,
33 TTABVUE 200, and in particular, Opposer's response to request no. 3, id. at 205-206, indicate that Opposer has
produced documents and things showing the first use of Opposer's mark(s) depicted in Exh. A-C of Applicant's requests.
(n.b. The actual exhibits attached to Applicant's requests for production are not of record.) In view thereof, Applicant's
exhibits raise a genuine dispute of material fact as to whether Opposer is using the marks in U.S. Reg. Nos. 711570
and 768840.

Opposer pleads that the registration and use of Applicant's applied-for mark is “likely to dilute the strength of Opposer's
famous JOCKEY Figure Marks.” § 22, | TTABVUE 13. We construe Opposer's pleading to be a claim of dilution by
blurring, not by tarnishment.

The fact that we identify certain material facts that are genuinely in dispute should not be construed as a finding that
these are the only issues that remain for trial.

The parties are reminded that evidence submitted in support of or in opposition to a motion for summary judgment is
of record only for consideration of that motion. To be considered at final hearing, any such evidence must be properly
introduced during the appropriate trial period. See, e.g., Levi Strauss & Co. v. R. Joseph Sportswear Inc., 28 USPQ2d
1464 (TTAB 1993); TBMP § 528.05(a).

2021 WL 1828125 (Trademark Tr. & App. Bd.)

End of Document © 2022 Thomson Reuters. No claim to original U.S. Government Works.
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2019 WL 975116 (Trademark Tr. & App. Bd.)
THIS ORDER IS NOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

PURE & SIMPLE CONCEPTS INC.
V.
GRYPHON GROUPE, LLC

Opposition No. 91238034
February 26, 2019

*1 Before Wellington, Hightower, and Heasley
Administrative Trademark Judges

By the Board:

Gryphon Groupe, LLC (“Applicant”) has moved for summary judgment on Pure & Simple Concepts Inc.'s (“Opposer”) pleaded

claim of likelihood of confusion and on Applicant's pleaded defense of collateral estoppel. The motion is fully briefed. !
I. Background

Applicant seeks to register the mark STH INDUSTRY, in standard characters, for “Men's swimwear, socks, underwear, tank

tops, and t-shirts” in International Class 25. 2

On November 28,2017, Opposer filed a notice of opposition opposing registration of Applicant's mark on the following grounds,
as identified on the ESTTA cover sheet: likelihood of confusion under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d);
dilution by blurring under Section 43(c) of the Trademark Act, 15 U.S.C. § 1125(c); and deceptiveness under Section 2(a) of
the Trademark Act, 15 U.S.C. § 1052(a).

In support of its standing and claims, Opposer has pleaded ownership of eight registrations for marks consisting of or containing
the word “INDUSTRY,” including, for example:

* Registration No. 2118102, 3 for the mark INDUSTRY BY WORK WEAR, in typeset form, 4 for “all men's, women's, boys'
and girls' wearing apparel, namely, shirts, pants, blazers, jackets, vests, skirts, shorts, jeans, sweaters and T-shirts, together with
all accessories, namely, belts, socks, ties, underclothing, caps and hats” in International Class 25;

* Registration No. 2403592, > for the mark INDUSTRY GIRL, in typeset form, for “All Women's and girls' wearing apparel,
namely, shirts, pants, blazers, jackets, vests, skirts, shorts, jeans, sweaters and T-shirts, together with all accessories, namely,
belts, socks, ties, underclothing, caps and hats” in International Class 25; and

* Registration No. 3407934, ® for the mark INDUSTRY and Design, as shown below, for “Wholesale store, on-line wholesale
store and on-line retail store services featuring men's, women's, boys', girls' and children's wearing apparel, namely, shirts,
pants, blazers, jackets, vests, skirts, shorts, jeans, sweaters, T-shirts, underclothing, undergarments, underwear, lingerie,
panties, hosiery, camisoles, sleepwear, and footwear, together with all accessories, namely, belts, socks, ties, caps and hats”
in International Class 35:
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(.
INDUSTRY

*2 Inits answer, Applicant denied the salient allegations in the notice of opposition and asserted numerous affirmative defenses,
including estoppel.

I1. Prior Proceeding

Applicant contends that Opposer's claims are barred, at least in part, by the Board's findings in a prior proceeding, Opposition
No. 91216270. In the prior proceeding, Opposer, jointly with another third-party plaintiff, opposed registration of a third-party
application for the mark FINEST QUALITY GARMENT MAKERS INDUSTRIE TURN OF THE CENTURY CLOTHING
EST 1999 and Design, as shown below, for “clothing, namely, shirts, pants, jeans, coats, jackets, denim pants, denim jackets,
denim jeans, swimsuits, athletic trunks, shorts, underwear, socks, t-shirts, dresses, skirts, blouses, coveralls, belts, footwear and

headwear” in Class 25 and “Retail clothing store services” in Class 35: 7

“*EET GLJAL,T
¢ " — "

GARMENT MAKERS
etk B

FEETEE

EAT g

Opposer filed a notice of opposition on May 7, 2014, opposing registration of the mark on the grounds of likelihood of confusion
and dilution. On May 11, 2018, the Board dismissed the opposition, finding, in pertinent part, that Opposer failed to establish
a family of marks, that Opposer's marks are not famous, and that Opposer's marks are weak based in part on the existence and
extent of third party use of INDUSTRY-formative marks for goods and services related to apparel. 7 TTABVUE 19-51.

II1. Sua Sponte Review

As an initial matter, the Board reviewed the pleadings upon consideration of the motion for summary judgment. Upon review,
we find that Opposer has sufficiently pleaded its standing, as well as its claims of dilution by blurring and likelihood of confusion
based on each of its pleaded marks individually.

We find, however, that although Opposer asserts a “family of Industry” marks, it has not sufficiently pleaded ownership of a
“family of marks” to rely upon the putative family as a separate basis for opposition. “Simply using a series of similar marks
does not of itself establish the existence of a family.” J & J Snack Foods Corp. v. McDonald's Corp., 932 F.2d 1460, 18 USPQ2d
1889, 1891 (Fed. Cir. 1991). To plead ownership of a family of marks, a plaintiff must allege the following: “(1) prior use of
marks sharing a recognizable common characteristic; (2) that the common characteristic is distinctive (i.e., not descriptive or
highly suggestive or so commonly used in the trade that it cannot function as the distinguishing feature of any party's mark);
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and (3) that prior to the defendant's first use (or constructive first use) of its involved mark, plaintiff's marks have been used and
advertised in promotional material or in everyday sales activities in such a manner as to create common exposure and thereafter
recognition among the purchasing public such that the common characteristic is itself indicative of a common origin of the
goods or services.” Wise F&lI, LLC v. Allstate Ins. Co., 120 USPQ2d 1103, 1109 (TTAB 2016).

*3 Here, Opposer alleges prior use and ownership of eight marks each containing the word “INDUSTRY” and that “the public
has come to recognize INDUSTRY as signifying Opposer's products and Opposer.” Notice of Opposition § 4. Opposer has
failed to plead, however, that the common element of the putative family, i.e., “INDUSTRY,” is distinctive and came to indicate
a common origin of its goods or services prior to Applicant's constructive first use. In view of the foregoing, the Board finds
that Opposer has failed to plead a claim of likelihood of confusion or dilution based on a family of marks and the allegations
regarding a putative family of marks are therefore stricken.

Opposer also identified deceptiveness under Section 2(a) of the Trademark Act as a ground for opposition on the ESTTA cover
sheet; however, the notice of opposition is devoid of any allegations supporting such a claim. Although the content of the
ESTTA cover sheet is read in conjunction with the notice of opposition, PPG Indus. Inc. v. Guardian Indus. Corp., 73 USPQ2d
1926, 1928 (TTAB 2005), the mere mention of a ground on the cover sheet is insufficient to constitute a claim. Embarcadero
Techs. Inc. v. RStudio Inc., 105 USPQ2d 1825, 1927 n.2 (TTAB 2013). A mark is deceptive under Section 2(a) where (1) it
consists of or comprises matter that misdescribes the character, quality, function, composition or use of the goods or services;
(2) prospective purchasers are likely to believe such matter describes the goods or services; and (3) the misdescriptive matter is
likely to affect the decision to purchase of a significant portion of the relevant consumers. See In re Spirits Int'l, N.V., 563 F.3d
1347, 90 USPQ2d 1489, 1493-94 (Fed. Cir. 2009); Hoover Co. v. Royal Appliance Mf'g Co., 238 F.3d 1357, 57 USPQ2d 1720,
1723 (Fed. Cir. 2001). Here, the notice of opposition fails to allege any facts to support a claim of deceptiveness. We therefore
find that Opposer has failed to plead a claim of deceptiveness.

Consistent with Board practice, however, Opposer is allowed time in which to amend its pleading to assert a family of marks
and a claim of deceptiveness, as further set forth below, if Opposer has a basis for so doing, failing which these claims will be
stricken with prejudice and given no further consideration.

Additionally, we reviewed Applicant's answer in determining the motion for summary judgment. In its answer, Applicant asserts
numerous affirmative defenses. As its first affirmative defense, Applicant asserts that the “petition” fails to state a claim upon
which relief can be granted. This is not an affirmative defense because it relates to an assertion of the insufficiency of the
pleading of Opposer's claims rather than a statement of a defense to a properly pleaded claim. See Hornblower & Weeks Inc. v.
Hornblower & Weeks Inc., 60 USPQ2d 1733, 1738 n.7 (TTAB 2001). In view thereof, this asserted affirmative defense stands
stricken.

*4 As its second affirmative defense, Applicant asserts waiver, estoppel, laches, acquiescence, and unclean hands. The second
affirmative defense consists of bald, conclusory allegations insufficient to provide Opposer with adequate notice of the bases
for the defenses. See Fair Indigo LLC v. Style Conscience, 85 USPQ2d 1536, 1538 (TTAB 2007). A pleading of a defense must
include enough factual detail to provide Opposer fair notice of the defense. Fed. R. Civ. P. 8(b)(1); IdeasOne Inc. v. Nationwide
Better Health Inc., 89 USPQ2d 1952, 1953 (TTAB 2009); Ohio State Univ. v. Ohio Univ., 51 USPQ2d 1289, 1292 (TTAB 1999)
(the primary purpose of pleadings “is to give fair notice of the claims or defenses asserted”).

We note that Applicant's motion for summary judgment is based, in part, on the insufficiently pleaded affirmative defense
of collateral estoppel. A party may not obtain summary judgment on an unpleaded or improperly pleaded claim or defense.
See Fed. R. Civ. P. 56(a); Omega SA (Omega AG) (Omega Ltd.) v. Alpha Phi Omega, 118 USPQ2d 1289, 1291 n.2 (TTAB
2016). In this instance, however, Opposer did not object, but rather responded to the summary judgment motion on the issue
of collateral estoppel on the merits. We therefore consider the affirmative defense of collateral estoppel amended by agreement
of the parties for purposes of this motion only. See Inter IKEA Sys. B.V. v. Akea, LLC, 110 USPQ2d 1734, 1745 n.31 (TTAB
2014); TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) § 528.07(a) (2018). Applicant
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is provided time, however, in which to amend its affirmative defenses of waiver, estoppel, laches, acquiescence, and/or unclean

hands, if justified and appropriate, as further set forth below. 8

Applicant's third, fourth, and fifth affirmative defenses are not true affirmative defenses, but rather constitute mere amplifications
of Applicant's denials of Opposer's claims. The Board does not find it necessary to strike these paragraphs as they provide
fuller notice of the bases of Applicant's defense. See, e.g., Order of Sons of Italy in America v. Profumi Fratelli Nostra AG, 36
USPQ2d 1221, 1223 (TTAB 1995) (amplification of applicant's denial of opposer's claims not stricken).

Finally, as its sixth affirmative defense, Applicant pleads that Opposer's marks have not acquired secondary meaning. Inasmuch
as Opposer has pleaded ownership of eight registrations, this affirmative defense would constitute an impermissible collateral
attack on Opposer's pleaded registrations. See Trademark Rule 2.106(b)(3)(ii) (“An attack on the validity of a registration
pleaded by an opposer will not be heard unless a counterclaim or separate petition is filed to seek the cancellation of such
registration.”). Moreover, whether Opposer has established secondary meaning in its pleaded mark(s) is not relevant, as the
marks are registered on the Principal Register and therefore presumed to be distinctive. See 15 U.S.C. § 7(b). Accordingly, the
sixth affirmative defense is hereby stricken.

IV. Applicant's Motion for Summary Judgment

*5 Applicant has moved for summary judgment on its defense of collateral estoppel, or issue preclusion. Applicant argues
that Opposer is barred from re-litigating specific issues decided by the Board in the prior proceeding, namely, that Opposer
cannot establish a family of marks, that “INDUSTRY” is weak for clothing, that there is no likelihood of confusion between
the terms INDUSTRY and INDUSTRIES based on the number and existence of third party marks, and that Opposer's marks
are not famous. 7 TTABVUE 5.

Additionally, Applicant argues that there is no genuine dispute of material fact with respect to Opposer's claim of likelihood of
confusion and has moved for summary judgment on that claim.

In support of its motion for summary judgment, Applicant submits a copy of the May 11, 2018 order in Opposition No.

91216270, Applicant's January 4, 2018 answer to the notice of opposition in this proceeding, ? copies of TESS printouts for
third-party registrations, a printout of an online article from World Economic Forum, a copy of the notice of opposition in
Opposition No. 91216270, and a copy of Opposer's November 28, 2017 notice of opposition in this proceeding.

In opposition to Applicant's motion for summary judgment, Opposer submits the affidavit of Ted Rozenwald, President
of Opposer, who attaches, inter alia, the following: documents evidencing Opposer's use of its pleaded marks;
documents evidencing Opposer's participation in trade shows; copies of selected advertisements and publications featuring
Opposer's pleaded marks; documents evidencing Opposer's sales and inventory; screenshots of Opposer's website
www.manhattaninc.com/Industry; and copies of TESS records for third-party registrations.

For purposes of this order, we presume the parties' familiarity with the pleadings, the history of the proceeding, and the arguments
and evidence submitted with respect to Applicant's motion for summary judgment and Opposer's response thereto.

A. Summary Judgment Standard

Summary judgment is appropriate where the movant shows that there is no genuine dispute as to any material fact and that it
is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(a). A party asserting that a fact cannot be or is genuinely disputed
must support its assertion by either (1) citing to particular parts of materials in the record, or (2) showing that the materials cited
do not establish the absence or presence of a genuine dispute, or that an adverse party cannot produce admissible evidence to
support the fact. Fed. R. Civ. P. 56(c).
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A movant for summary judgment bears the burden of proof in regard to its motion. See Celotex Corp. v. Catrett, 477 U.S. 317,
323-24 (1986). In deciding the motion, the function of the Board is not to try issues of fact, but to determine if there are any
genuine disputes of material fact to be tried. See TBMP § 529.01 and cases cited therein. When the moving party has supported
its motion with sufficient evidence that, if unopposed, indicates there is no genuine dispute of material fact and that the moving
party is entitled to judgment as a matter of law, the burden then shifts to the non-moving party to demonstrate the existence
of a genuine dispute of material fact to be resolved at trial. Enbridge, Inc. v. Excelerate Energy LP, 92 USPQ2d 1537, 1540
(TTAB 2009).

*6 The nonmoving party must be given the benefit of all reasonable doubt as to whether genuine disputes of material fact exist,
and the evidentiary record on summary judgment, and all inferences to be drawn from the undisputed facts, must be viewed
in the light most favorable to the nonmoving party. See Opryland USA, Inc. v. Great Am. Music Show, Inc., 970 F.2d 847, 23
USPQ2d 1471, 1472 (Fed. Cir. 1992).

B. Issue Preclusion

Under the doctrine of issue preclusion, or collateral estoppel, a party may be barred from re-litigating the same issue in a
second action involving the parties. B&B Hardware, Inc. v. Hargis Indus., Inc., 125 S. Ct. 1293, 113 USPQ2d 2045, 2051
(2015). Issue preclusion requires the following: (1) identity of an issue in a prior proceeding; (2) that the identical issue was
actually litigated; (3) that determination of the issue was necessary to the judgment in the prior proceeding; and (4) that the
party defending against preclusion had a full and fair opportunity to litigate the issue in the prior proceeding. Mayer/Berkshire
Corp. v. Berkshire Fashions Inc., 424 F.3d 1229, 76 USPQ2d 1310, 1313 (Fed. Cir. 2005) (citing Montana v. U.S., 440 U.S.
147, 153-55 (1979)). The doctrine of issue preclusion may be invoked by a non-party to a prior action against one who was a
party to that action if the issues were fully litigated. See Blonder-Tongue Labs, Inc. v. Univ. of Ill. Found., 402 U.S. 313, 328-29
(1971) (rejecting requirement of mutuality of the parties for purposes of issue preclusion and finding that “the requirement of
determining whether the party against whom an estoppel is asserted had a full and fair opportunity to litigate is a most significant
safeguard”); see also Parklane Hosiery Co. v. Shore, 439 U.S. 322,329 (1979) (finding that trial courts have “broad discretion”
to determine whether nonmutual issue preclusion should apply); /n re Anderson, 101 USPQ2d 1912, 1916-17 (TTAB 2012)
(“[T]he Supreme Court has determined that collateral estoppel could, in some situations, be asserted by a non-party to the prior
action” and finding that the determination of whether to apply collateral estoppel is “firmly within [the Board's] discretion”);
Gal v. Israel Military Indus. of the Ministry of Defense of the State of Israel, 230 USPQ 669, 672 (TTAB 1986) (“[I]t is not
necessary that both the party asserting the prior judgment and the party against whom it is asserted be persons bound by the
judgment.”); see generally 18 A Charles Alan Wright, Arthur R. Miller, & Edward H. Cooper, Fed. Prac. & Proc. § 4465 (3d ed.
Nov. 2018). Whether issue preclusion applies is a question of law and, where “the facts material to issue preclusion are not in
dispute,” summary judgment may be appropriate. NH Beach Pizza LLC v. Cristy's Pizza Inc., 119 USPQ2d 1861, 1863 (TTAB
2016). Changes in facts or circumstances essential to a judgment may render collateral estoppel inapplicable in a subsequent
action, however. See Montana v. U.S., 440 U.S. 147 (1979).

*7 Upon careful consideration of the parties' arguments and evidence, and drawing all inferences in favor of Opposer as the
nonmoving party, we find that Applicant has not demonstrated the absence of a genuine dispute of material fact for trial and
that Applicant is not entitled to summary judgment with respect to Applicant's affirmative defense of collateral estoppel.

Based on the present record, 10" we find, at a minimum, ' that a genuine dispute of material fact exists as to whether the issues in
the prior proceeding and this opposition are identical, as required for application of the equitable defense of collateral estoppel.
There remains a genuine dispute of material fact as to whether intervening facts or circumstances have made issue preclusion
inapplicable, specifically with respect to the existence and extent of third-party use of purportedly similar marks, Opposer's
promotion and use of its pleaded marks and/or purported family of marks, and the fame or relative strength or weakness of
Opposer's pleaded marks. See Old Grantian Co. v. William Grant & Sons Ltd.,361 F.2d 1018, 150 USPQ 58, 61 (1966) (reversing
Board's grant of summary judgment on issue preclusion where the appellant argued change of circumstances, because “[t]he
scope of protection to which a mark is entitled is not fixed by time; rather, the owner's past conduct is always relevant as the
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mark may become strong or weak with the passage of time”); see also Safer, Inc. v. OMS Invs., Inc., 94 USPQ2d 1031, 1036
(TTAB 2010) (“[T]rademark rights are not static and [ ] the strength of a mark may change over time.”) (citing Jiffy, Inc. v.
Jordan Indus., Inc., 481 F.2d 1323, 179 USPQ 169, 170 (CCPA 1973) (“a weak mark need not remain a weak mark forever.
Development of association with the user as a source of the goods through continued sales and advertising of the goods may
turn a ‘weak’ mark into a strong, distinctive trademark.”)).

In view of the foregoing, Applicant's motion for summary judgment on Applicant's defense of collateral estoppel is DENIED.
C. Likelihood of Confusion

To prevail on its motion for summary judgment with respect to Opposer's likelihood of confusion claim, Applicant must establish
that there is no genuine dispute of material fact that Opposer does not have priority or that contemporaneous use of the parties'
respective marks on their respective goods and services would not be likely to cause confusion, mistake or to deceive consumers.
See Trademark Act Section 2(d), 15 U.S.C. § 1052(d); Hornblower & Weeks, 60 USPQ2d at 1735.

Upon careful consideration of the parties' arguments and evidence, and drawing all inferences in favor of Opposer as the
nonmoving party, we find that Applicant has not demonstrated the absence of a genuine dispute of material fact for trial and that
Applicant is not entitled to summary judgment under applicable law with respect to Opposer's claim of likelihood of confusion.

*8 Based on the present record, we find, at a minimum, that a genuine dispute of material fact exists as to the similarities or
dissimilarities between the parties' respective marks and commercial impressions for likelihood of confusion purposes.

In view of the foregoing, Applicant's motion for summary judgment on Opposer's claim of likelihood of confusion is DENIED.
V. Schedule

Opposer has until twenty days from the date of this order in which to file and serve an amended notice of opposition that
properly pleads a family of marks and/or a claim of deceptiveness, failing which, these claims will be stricken with prejudice
and given no further consideration.

In turn, Applicant is allowed until twenty days from the date of service of the amended notice of opposition, if any, in which to
file and serve an answer to the amended notice of opposition. Applicant may replead its affirmative defenses of waiver, estoppel,
laches, acquiescence, and/or unclean hands, if justified and appropriate, failing which, each of these affirmative defenses will

be stricken with prejudice and given no further consideration. 12

Proceedings are resumed. Remaining dates are reset as follows:

Plaintiff's Pretrial Disclosures Due 4/18/2019
Plaintiff's 30-day Trial Period Ends 5/21/2019
Defendant's Pretrial Disclosures Due 6/5/2019
Defendant's 30-day Trial Period Ends 7/20/2019
Plaintiff's Rebuttal Disclosures Due 8/4/2019
Plaintiff's 15-day Rebuttal Period Ends 9/3/2019

Plaintiff's Opening Brief Due 11/2/2019
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Defendant's Brief Due 12/2/2019
Plaintiff's Reply Brief Due 12/17/2019
Request for Oral Hearing (optional) Due 12/27/2019

*9 Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is taken and introduced out of the presence of
the Board during the assigned testimony periods. The parties may stipulate to a wide variety of matters, and many requirements
relevant to the trial phase of Board proceedings are set forth in Trademark Rules 2.121 through 2.125. These include pretrial
disclosures, the manner and timing of taking testimony, matters in evidence, and the procedures for submitting and serving
testimony and other evidence, including affidavits, declarations, deposition transcripts and stipulated evidence. Trial briefs shall
be submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at final hearing will be scheduled only upon
the timely submission of a separate notice as allowed by Trademark Rule 2.129(a).

Footnotes

1 Opposer's motion (filed November 20, 2018) to extend its time in which to file a response to Applicant's motion for
summary judgment is granted as conceded.

2 Application Serial No. 87354816, filed March 1, 2017, under Section 1(b) of the Trademark Act, 15 U.S.C. § 1051(b).
“INDUSTRY” is disclaimed.

3 Registration No. 2118102, issued December 2, 1997, alleging November 1996 as both the date of first use and the date
of first use in commerce. “WORK WEAR” is disclaimed. Section 8 and 9 declaration accepted December 29, 2017.

4 Prior to November 2, 2003, “standard character” drawings were known as “typed” drawings. A typed or typeset mark
is the legal equivalent of a standard character mark. TMEP § 807.03(i) (October 2018).

5 Registration No. 2403592, issued November 14, 2000, alleging January 1999 as both the date of first use and the date
of first use in commerce. “GIRL” is disclaimed. Section 8 and 9 declaration accepted November 2, 2010.

6 Registration No. 3407934, issued April 8, 2008, alleging December 19, 2006 as both the date of first use and first use
in commerce. “INDUSTRY” is disclaimed. The description of the mark is as follows: “The mark consists of the word
‘INDUSTRY” and a design of a bird's wing, with a body of a bird depicted as an ‘i’.”

7 Application Serial No. 85881059, filed March 20, 2013 pursuant to an allegation of a bona fide intent to use the mark
under Section 1(b) of the Trademark Act, 15 U.S.C. § 1051(b). The mark matured to registration (No. 5588539) on
October 23, 2018. “FINEST QUALITY AND GARMENT MAKERS INDUSTRIE AND TURN OF THE CENTURY
CLOTHING AND EST. 1999” is disclaimed. The description of the mark is as follows: “The mark consists of the
words ‘FINEST QUALITY GARMENT MAKERS INDUSTRIE TURN OF THE CENTURY CLOTHING EST 1999”
stacked with a line on the outside of ‘EST 1999’ and the phrase “TURN OF THE CENTURY CLOTHING.’ There is
a design line separated by two hammers creating an ‘X’ between the words ‘FINEST QUALITY’ and ‘GARMENT
MAKERS.””

8 We further note that the equitable defenses of acquiescence and laches are generally unavailable in opposition
proceedings. See Lincoln Logs, Ltd. v. Lincoln Pre-Cut Log Homes Inc.,23 USPQ2d 1701, 1703 (Fed. Cir. 1992) (Laches
is “tied to a party's registration of a mark, not to a party's use of the mark.”); Nat'l Cable Television Ass'n Inc. v. Am.
Cinema Eds. Inc., 937 F.2d 1572, 19 USPQ2d 1424, 1432 (Fed. Cir. 1991) (“In an opposition or cancellation proceeding
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10

11

12

the objection is to the rights which flow from registration of the mark.”); Panda Travel, Inc. v. Resort Option Enters.,
Inc., 94 USPQ2d 1789 (TTAB 2009) (laches begins to run from publication date and when an opposition is timely filed,
there can be no laches defense based on opposer's knowledge of prior use).

Rather than attaching copies of the pleadings in support of a motion, the parties should cite to material in the record by
indicating the TTABVUE docket entry number and the TTABVUE page number. See RxD Media, LLC v. IP Application
Dev. LLC, 125 USPQ2d 1801, 1804 (TTAB 2018); Turdin v. Trilobite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014).

The parties should note that the evidence submitted in connection with a motion for summary judgment or opposition
thereto is of record only for consideration of that motion. Any such evidence to be considered at final hearing must be
properly introduced in evidence during the appropriate trial period. See Levi Strauss & Co. v. R. Joseph Sportswear Inc.,
28 USPQ2d 1464 (TTAB 1993); Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB 1983).

The fact that we have identified a genuine dispute of material fact regarding intervening facts or circumstances should
not be construed as a finding that the affirmative defense of issue preclusion may not ultimately apply, or that this is
the only dispute that remains for trial.

In the event Opposer does not file and serve an amended notice of opposition by the deadline set forth above, Applicant is
allowed until April 8, 2019 in which to file and serve an amended answer that properly pleads its affirmative defenses of
waiver, estoppel, laches, acquiescence, and/or unclean hands, failing which the defenses will be stricken with prejudice
and given no further consideration.

2019 WL 975116 (Trademark Tr. & App. Bd.)

End of Document © 2022 Thomson Reuters. No claim to original U.S. Government Works.
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2020 WL 2554213 (Trademark Tr. & App. Bd.)
THIS OPINION IS NOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

THE COFFEE STUDIO, LLC
V.

REIGN LLC

Cancellation No. 92066245
May 18, 2020
*1 Ruth K. Khalsa, Nick Craft and Wensheng Ma of LegalForce RAPC Worldwide, P.C., for The Coffee Studio, LLC

Reign LLC (pro se) !

Before Zervas, Ritchie and Coggins
Administrative Trademark Judges
Opinion by Zervas

Administrative Trademark Judge:

Respondent is the owner of Registration No. 4636498 (“'498 registration”) for the mark

COFFEESSTUDIO

for “coffee-house and snack-bar services” in International Class 43 which issued on the Principal Register on November 11,
2014 based on an application filed on March 23, 2014. The '498 registration identifies first use of the mark on January 12,2012,
and first use in commerce on August 15, 2012, and describes the mark as consisting “of the stylized wording ‘COFFEE’ in
gold lettering with black outlining to the left of the design of a coffee cup on a saucer with steam rising out of the cup all in
the color black to the left of the stylized wording ‘STUDIO’ in brown lettering with black outlining.” The term “COFFEE”
has been disclaimed.

The Coffee Studio, LLC (“Petitioner”) filed a petition to cancel the '498 registration, 2 alleging (i) that it applied to register a
standard character mark “THE COFFEE STUDIO” (application Serial No. 87329515) and the mark

AMECT A VAT
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(application Serial No. 87329530) (collectively “Petitioner's Marks”), both for “Coffee shops; Coffee bars”; (ii) that its
applications have been refused registration by the USPTO based on alleged likelihood of confusion with the mark of the '498
registration; (iii) that it used Petitioner's Marks prior to the filing date of the application which matured into the '498 registration,
and such use predates any rights that may be asserted or relied upon by Respondent; (iv) that Respondent's mark “is identical
to” Petitioner's Marks “when used in connection with the services covered by [Respondent's] mark™; and (iv) that Respondent's
mark is likely to deceive or cause consumer confusion or mistake among potential purchasers.

Respondent filed an Answer in which it admitted (i) and (ii) above; denied the salient allegations of the petition for cancellation;

and raised laches, unclean hands and acquiescence as affirmative defenses. 3 Only Petitioner filed a brief.
I. The Record

*2 The record consists of the pleadings, the file of the involved registration, see Trademark Rule 2.122(b)(1), 37 C.F.R. §
2.122(b)(1), and the following:
* Affidavit of Lee C. Cano, a co-owner of Petitioner, and exhibits including her discovery deposition (12 TTABVUE);

* Affidavit of Miguel Cano, a co-owner of Petitioner, and exhibits including his discovery deposition (16 TTABVUE);
* Petitioner's Notice of Reliance submitting printouts of USPTO records involving the pleaded applications and the involved
registration; Petitioner's interrogatories and Respondent's responses thereto including documents referenced in its responses;

(17-20 TTABVUE);

» Respondent's Notice of Reliance and exhibits including Petitioner's responses to Respondent's interrogatories including
documents referenced in its responses (27 TTABVUE); and

* Declaration of Lyndsey Hopkins, Respondent's owner, and exhibits (27 TTABVUE).

II. Standing

Standing is a threshold issue that must be proven by the plaintiff in every inter partes case. See Empresa Cubana Del Tabaco
v. Gen. Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2014); John W. Carson Found. v. Toilets.com Inc., 94
USPQ2d 1942, 1945 (TTAB 2010). A party has standing to seek cancellation of a registration if the party believes it is likely
to be damaged by the registration. Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000).
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Respondent admitted in its Answer that Petitioner applied to register two marks consisting of or incorporating THE COFFEE
STUDIO and that both applications have been refused registration by the USPTO based on alleged likelihood of confusion

with the mark of the '498 registration. * In addition, Petitioner submitted (i) evidence of use of THE COFFEE STUDIO as a
mark (see discussion infra), and (ii) its pleaded applications and Office Actions refusing registration of its marks in view of the
'498 registration. Respondent's admissions and Petitioner's evidence demonstrate that Petitioner possesses a real interest in this
proceeding beyond that of a mere intermeddler, and a reasonable basis for its belief of damage. See, e.g., Lipton Indus., Inc. v.
Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982); Covidien LP v. Masimo Corp., 109 USPQ2d 1696, 1699
(TTAB 2014). We find, therefore, that Petitioner has proven its standing to petition for cancellation of Respondent's registration.

III. Petitioner's Burden of Proof

*3 As noted by the Federal Circuit, “[b]ecause a trademark owner's certificate of registration is ‘prima facie evidence of
the validity of the registration’ and continued use of the registered mark, the burden of proof is placed upon those who seek
cancellation. 15 U.S.C. § 1057(b) (1988). Accordingly, in a cancellation ... the petitioner bears the burden of proof. Moreover,
the petitioner's burden is to establish the case for cancellation by a preponderance of the evidence.” Cerveceria Centroamericana
S.A. v. Cerveceria India Inc., 892 F.2d 1021, 13 USPQ2d 1307, 1309 (Fed. Cir. 1989) (internal citations omitted); see also, On-
line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 56 USPQ2d 1471, 1476 (Fed. Cir. 2000).

IV. Priority

A party claiming prior use of a mark may petition to cancel a registration on the basis of such prior use pursuant to Section 14
of the Trademark Act, 15 U.S.C. § 1064. In a cancellation proceeding, to establish priority on a likelihood of confusion claim
brought under Section 2(d) of the Trademark Act, a party must prove that, vis-a-vis the other party, it owns “a mark or trade
name previously used in the United States ... and not abandoned.” Trademark Act § 2(d). A party may establish its own prior
proprietary rights in a mark through actual use, use analogous to trademark use, or an earlier constructive use date accorded to
the party's own application. See Giersch v. Scripps Networks Inc., 90 USPQ2d 1020, 1022 (TTAB 2009).

Respondent relies on August 15, 2012 as its priority date, which is the same first use date identified in Respondent's registration.

Ms. Hopkins testified that Respondent “has been operating coffee shops in Idaho since approximately August 15, 2012.” >
Respondent's answer to Interrogatory No. 7 states that Respondent's services under the involved mark have been offered since

approximately on or around August 15, 2012. % We find that Respondent has established use of its mark as of this date.

Turning to Petitioner, Lee Cano testified that she and her husband (Miguel Cano) formed Petitioner in May 2006 (4 13); that the
first blog post promoting The Coffee Studio was posted on or around December 27, 2006 (4 14); that “the logo design for The
Coffee Studio, seen at U.S. Application Serial No. 87/329,350 was finalized in or around April 2007” ( 17); that “The Coffee
Studio coffeehouse ... opened for business in December 2007 (9 3); that Petitioner's website at http://www.thecoffeestudio.com

“went live in 2007 and continues live through trial” (9 15); 7 and that:

*4 19. Since opening for business in December 2007, The Coffee Studio has been featured and promoted in several regional
publications with nationwide circulation, both in print and online, including TimeOut Chicago, January 10-16, 2008 and UR
Chicago Magazine, February 2008. ...

20. The Coffee Studio was promoted in a feature article in Issue 13 for May/June 2008 of Imbibe Magazine. ...

21. The Coffee Studio was featured as a 2009 Critic's Pick in the Eat Out Awards in the April 2009 issue of the TimeOut
Chicago magazine. ...

22. The Coffee Studio was featured in the January 2010 issue of Bon Appetit magazine in an article entitled “Best Boutique
Coffee Shops.” ...
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23. Since at least 2009, continuing until the present day, The Coffee Studio has maintained and continues to maintain an active
Twitter account @thecoffeestudio to promote its services. ...

24. Since at least 2009, continuing until the present day, The Coffee Studio has maintained and continues to maintain an active

FaceBook page @TheCoffeeStudio.Andersonville to promote its services. 8

Mr. Cano testified that The Coffee Studio coffeehouse opened for business in December 2007, ? and as follows:
Q. So I'm trying to figure out when you opened in December 2007 what were you doing.

A. Serving coffee and tea, pastries, the usual kind of cafe affair. Very limited food. Over the years we've started adding more

food and menu items. We do coffee and beer cocktails -- coffee and tea cocktails, sorry. 10

Additionally, Petitioner's response to Respondent's Interrogatory No. 15 identifies December 7, 2007 as the date when

Petitioner's service was first offered. !

Based on the foregoing, we find that Petitioner has established that it first used Petitioner's Marks prior to August 15, 2012,
Respondent's priority date, and that Petitioner has priority for Petitioner's Marks for coffee-house services.

V. Likelihood of Confusion

Our determination under Section 2(d) is based on an analysis of all of the probative facts in evidence that are relevant to the
factors bearing on the likelihood of confusion. In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA
1973) (“DuPont”) cited in B&B Hardware, Inc. v. Hargis Indus., Inc., 575 U.S. 138, 113 USPQ2d 2045, 2049 (2015). See also
In re Majestic Distilling Co., 315 F.3d 1311, 65 USPQ2d 1201, 1203 (Fed. Cir. 2003). “In discharging this duty, the thirteen
DuPont factors ‘must be considered’ ‘when [they] are of record.”” In re Guild Mortg. Co., 912 F.3d 1376, 129 USPQ2d 1160,
1162 (Fed. Cir. 2019), quoting In re Dixie Rests. Inc., 105 F.3d 1405, 41 USPQ2d 1531, 1533 (Fed. Cir. 1997) and DuPont,
177 USPQ at 567. “Not all of the DuPont factors are relevant to every case, and only factors of significance to the particular
mark need be considered.” Cai v. Diamond Hong, Inc., 901 F.3d 1367, 127 USPQ2d 1797, 1800 (Fed. Cir. 2018), quoting In re
Mighty Leaf Tea, 601 F.3d 1342, 94 USPQ2d 1257, 1259 (Fed. Cir. 2010). See also M2 Software, Inc. v. M2 Commc'ns, Inc.,
450 F.3d 1378, 78 USPQ2d 1944, 1947 (Fed. Cir. 2006); ProMark Brands Inc. v. GFA Brands, Inc., 114 USPQ2d 1232, 1242
(TTAB 2015) (“While we have considered each factor for which we have evidence, we focus our analysis on those factors we
find to be relevant.”).

*5 In any likelihood of confusion analysis, two key considerations are the similarities between the marks and the similarities
between the goods or services. See In re Chatam Int'l Inc., 380 F.3d 1340, 71 USPQ2d 1944, 1945-46 (Fed. Cir. 2004); Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundamental inquiry mandated by
§ 2(d) goes to the cumulative effect of differences in the essential characteristics of the goods and differences in the marks.”). See
also In re i.am.symbolic, LLC, 866 F.3d 1315, 123 USPQ2d 1744, 1747 (Fed. Cir. 2017) (“The likelihood of confusion analysis
considers all DuPont factors for which there is record evidence but ‘may focus ... on dispositive factors, such as similarity of
the marks and relatedness of the goods.””), quoting Herbko Int'l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 64 USPQ2d 1375,
1380 (Fed. Cir. 2002).

A. The similarity or dissimilarity of the marks.
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The wording in Petitioner's Marks (THE COFFEE STUDIO) is essentially identical to the wording of Respondent's registration
(COFFEE STUDIO) in “appearance, sound, connotation and commercial impression.” Palm Bay Imps. Inc. v. Veuve Clicquot
Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005) (quoting DuPont, 177 USPQ at
567). Because the inclusion of the term “the” at the beginning of a mark will generally not affect or otherwise diminish the overall
similarity between marks, the inclusion of that definite article in Petitioner's Marks has no source-identifying significance. See
In re Thor Tech Inc., 90 USPQ2d 1634, 1635 (TTAB 2009) (finding WAVE and THE WAVE “virtually identical” marks; “[t]he
addition of the word ‘The’ at the beginning of the registered mark does not have any trademark significance.”); In re Narwood
Prods. Inc.,223 USPQ 1034, 1034 (TTAB 1984) (finding THE MUSIC MAKERS and MUSIC-MAKERS “virtually identical”
marks; the inclusion of the definite article “the” is “insignificant in determining likelihood of confusion”); Bank of Am. Nat'l
Trust & Savings Ass'n v. First Nat'l Bank of Allentown, 220 USPQ 892, 896 (TTAB 1984) (finding TIMESAVER and THE
TIMESAVER STATEMENT to be “confusingly similar” marks); Dog House, Inc. v. Dawg House, Inc., 138 USPQ 466, 467
(TTAB 1963) (finding DAWG HOUSE and design and THE DOG HOUSE and design to be “substantially similar” marks).

*6 While Petitioner's composite mark contains design elements in addition to wording, the design elements of the parties'
composite marks do not obviate the likelihood of confusion. The inclusion of a coffee cup design in Respondent's mark reinforces
(as a pictorial representation) the term COFFEE in Registrant's mark. Although the design elements of the parties' composite
marks have some visual prominence and are different, in the case of marks consisting of words and a design, the words are
normally accorded greater weight because they are likely to make a greater impression upon purchasers, to be remembered by
them, and to be used by them to request the goods. See In re Viterra Inc., 671 F.3d 1358, 101 USPQ2d 1905, 1908 (Fed. Cir.
2012) (citing CBS Inc. v. Morrow, 708 F.2d 1579, 218 USPQ 198, 200 (Fed. Cir 1983)). The verbal portion of a word and design
mark “likely will appear alone when used in text and will be spoken when requested by consumers.” /d. at 1911; see also In
re Solid State Design Inc., 125 USPQ2d 1409, 1411 (TTAB 2018) (citing L.C. Licensing, Inc. v. Berman, 86 USPQ2d 1883,
1887 (TTAB 2007) (“[1]t is well settled that if a mark comprises both a word and a design, then the word is normally accorded

greater weight because it would be used by purchasers to request the goods.”)). 12

We therefore find that the wording in the parties' marks is the dominant element of their marks, and that their design elements
are not sufficient to distinguish the marks. See Orange Bang, Inc. v. Ole Mexican Foods, Inc., 116 USPQ2d 1102, 1116 (TTAB
2015) (finding same word element, not design elements, the dominant portion of the marks).

In view of the foregoing, we find that the DuPont factor of the similarity of the marks weighs heavily in favor of a finding
of likelihood of confusion.

B. The similarity or dissimilarity and nature of the services, and the established, likely-to-continue channels of trade and classes
of consumers.

The coffee-house services of the “498 registration are identical to Petitioner's services for which it has established priority.
Because they are identical, we presume that the channels of trade and classes of purchasers are the same. See In re Viterra Inc.,
671 F.3d 1358, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (identical goods are presumed to travel in same channels of trade to
same class of purchasers) (cited in Cai v. Diamond Hong, 127 USPQ2d at 1801 (“With respect to similarity of the established
trade channels through which the goods reach customers, the TTAB properly followed our case law and ‘presume [d] that the
identical goods move in the same channels of trade and are available to the same classes of customers for such goods....””));
In re Yawata Iron & Steel Co., 403 F.2d 752, 159 USPQ 721, 723 (CCPA 1968) (where there are legally identical goods, the
channels of trade and classes of purchasers are considered to be the same). Purchasers of such services are, of course, members
of the general public because coffee is consumed by the general population.

C. The conditions under which and buyers to whom sales are made.

*7 The degree of care that potential purchasers -- here, the general population -- will exercise in purchasing coffee-house
services affects how carefully purchasers will consider the marks at issue. The applicable standard of care for a likelihood-of-
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confusion analysis is that of the least sophisticated consumer. See Stone Lion Capital Partners, LP v. Lion Capital LLP, 746
F.3d 1317, 110 USPQ2d 1157, 1163 (Fed. Cir. 2014), (precedent requires consumer care for likelihood-of-confusion decision

to be based “on the least sophisticated potential purchasers”). Respondent's services have an average price of less than $10. 13
At this price point, we find that the coffee-house services are subject to impulse purchase by the general public and that the
DuPont factor regarding purchaser care weighs in favor of finding a likelihood of confusion.

D. Actual Confusion

Petitioner argues that vendors and third parties attempting to reach Respondent have mistakenly reached out to Petitioner
by email; that between December 2017 and January 2018, Petitioner received 19 emails addressed to “Tammy” or

“tammy@thecoffeestudio.com” apparently intended for Respondent; and that Petitioner does not employ administrative or

management personnel named Tammy. 14

The emails have titles such as “Funding your Business” and “Build your business online -- 3 tips, guides and offers.” 15 The
text of the emails have not been provided and the emails appear to be from vendors offering services to Respondent, e.g.,
marketing, label makers, etc. Because the emails appear to be solicitations and not from customers, and because they may have
been misdirected to Petitioner due to inattention or carelessness, as opposed to actual confusion, they are of limited probative
value. See Therma-Scan, Inc. v. Thermoscan, Inc., 295 F.3d 623, 63 USPQ2d 1659, 1665 (6th Cir. 2002) (“[W]e conclude that
the six e-mail messages provide only weak support for finding a likelihood of confusion.”); 4 J. T. MCCARTHY, MCCARTHY
ON TRADEMARKS AND UNFAIR COMPETITION § 23:14 (5th ed. March 2020 update) (“there is the possibility that e-
mails were misdirected by people ‘because they were inattentive or careless, as opposed to being actually confused.””).

We find this DuPont factor to be a neutral factor in our analysis.
E. Conclusion on Likelihood of Confusion

We have found that the marks are essentially identical in their wording and that the design elements of the composite marks do
not distinguish the marks. Additionally, we have found that the services, trade channels and classes of purchasers are identical
and that the services may be purchased with limited purchaser care by ordinary consumers of coffee in the general public. In

view thereof, we find that there is a likelihood of confusion between Petitioner's Marks for its services and Respondent's mark

for its identical coffee-house services.

VI. Affirmative Defenses

*8 As mentioned, Respondent pleaded three affirmative defenses. A legally sufficient pleading of an affirmative defense
must include enough factual detail to provide Petitioner fair notice of the basis for the defense. Fed. R. Civ. P. 8(b)(1) and
12(f); see e.g., IdeasOne Inc. v. Nationwide Better Health Inc., 89 USPQ2d 1952, 1953 (TTAB 2009); Fair Indigo LLC v. Style
Conscience, 85 USPQ2d 1536, 1538 (TTAB 2007); Midwest Plastic Fabricators, Inc. v. Underwriters Labs. Inc., 5 USPQ2d
1067, 1069 (TTAB 1980); see also TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP)
§ 311.02(b) (2019) (“The elements of a defense should be stated simply, concisely, and directly. However, the pleading should
include enough detail to give the plaintiff fair notice of the basis for the defense.”). Although the affirmative defenses are non-

specific or merely conclusory in nature, and therefore are insufficiently pleaded, Petitioner addressed the defenses in its brief. 17
Accordingly, we discuss them below.

A. Laches and Acquiescence

“[L]aches in a trademark proceeding recognized under 15 U.S.C. § 1069 requires a showing of undue delay in asserting rights
against a claimant to a conflicting mark and prejudice resulting therefrom.” Nat'l Cable TV Ass'n v. Am. Cinema Editors, Inc.,
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937F.2d 1572, 19 USPQ2d 1424, 1432 (Fed. Cir. 1991). A laches defense typically requires prejudice beyond merely continuing
to use the mark. Ralston Purina Co. v. Midwest Cordage Co., 373 F.2d 1015, 1019, 153 USPQ 73, 76 (CCPA 1967) (no laches
where evidence of promotional expenditure was not submitted and sales data did not show any substantial growth of trade during
the period at issue); Meyers v. Asics Corp., 974 F.2d 1304, 24 USPQ2d 1036, 1038 (Fed. Cir. 1992) (laches requires detriment
caused by the delay); A.C. Aukerman Co. v. R.L. Chaides Constr. Co., 960 F.2d 1020, 22 USPQ2d 1321, 1329 (Fed. Cir. 1992)
(in banc) (“The courts must look for a change in the economic position of the alleged infringer during the period of delay.”).
Ms. Hopkins' testified to Respondent's use of its mark and expenses related to advertising, signage, graphics, a website and

social media accounts but did not identify any material prejudice resulting from any delay. 1% She is silent on any knowledge
by Petitioner of Respondent's use of its mark. This falls short of supporting a laches defense.

*9 Turning to acquiescence, an acquiescence defense requires a showing that the plaintiff “expressly or by clear implication,
assents to, encourages, or furthers the activity on the part of the defendant, which is now objected to.” Hitachi Metals Int'],
Ltd. v. Yamakyu Chain Kabushiki Kaisha, 209 USPQ 1057, 1067 (TTAB 1981). “Acquiescence is a type of estoppel that is
based on the plaintiff's conduct that expressly or by clear implication consents to, encourages, or furthers the activities of the
defendant.” Nashin v. Prod. Source Int'l LLC, 107 USPQ2d 1257, 1263 (TTAB 2013) (quoting Panda Travel, Inc. v. Resort
Option Enter., Inc., 94 USPQ2d 1789 n.21 (TTAB 2009)); see also Christian Broad. Network Inc. v. ABS-CBN Int'l, 84 USPQ2d
1560, 1573 (TTAB 2007). Respondent has failed to submit evidence that would demonstrate that Petitioner, expressly or by
clear implication, consented to, encouraged, or furthered Respondent's belief that Petitioner consented to Respondent's use and
registration of the mark

COFFEESSTUDIO

in connection with the services identified in the registration.
For the foregoing reasons, Respondent's affirmative defenses of laches and acquiescence are denied.
B. Unclean Hands

A defense of unclean hands must be supported by specific allegations of misconduct by a plaintiff that, if proved, would prevent
the plaintiff from prevailing on its claim. See Midwest Plastic Fabricators v. Underwriters Labs.,5 USPQ2d at 1069. In addition,
the misconduct must be related to the plaintiff's claim. See Tony Lama Co. v. Di Stefano, 206 USPQ 176, 179 (TTAB 1980).
Respondent does not offer evidence to demonstrate that any conduct by Petitioner was egregious or unconscionable. See Patsy s
Italian Rest., Inc. v. Banas, 575 F. Supp. 2d 427, 461 (E.D.N.Y. 2008), aff”’d, 658 F.3d 254, 100 USPQ2d 1001 (2d Cir. 2011)
(“[B]ecause trademark law also involves protecting the public's interests, courts typically only bar recovery under a theory of
unclean hands when a plaintiff's conduct was ‘egregious,’ ... or ‘clear, unequivocal and convincing.”’ Plaintiffs behavior did
not constitute “unconscionable” conduct.). Respondent's affirmative defense of unclean hands is also denied.

Decision: The petition for cancellation is granted. Registration No. 4636498 will be cancelled in due course.

Footnotes

1 On January 9, 2020, the Board granted the request for withdrawal by counsel to Reign LLC (“Respondent”) and allowed
Respondent time to designate new counsel. Because the Board did not receive a designation of new counsel from
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Respondent within the time period set by the January 9, 2020 order, we presume that Respondent intends to represent
itself. 32 TTABVUE 2.

1 TTABVUE 2-5. Citations in this opinion are to the TTABVUE docket entry number and the electronic page number
where the document or testimony appears. Because the Board primarily uses TTABVUE in reviewing evidence, the
Board prefers that citations to non-confidential parts of the record include the TTABVUE docket entry number and the
TTABVUE page number. For material or testimony that has been designated confidential and which does not appear on
TTABVUE, the TTABVUE docket entry number where such material or testimony is located should be included in any
citation. See Turdin v. Trilobite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014).

4 TTABVUE 3.

4 TTABVUE 3.

Hopkins Decl . § 4, 27 TTABVUE 443.

19 TTABVUE 23.

L. Cano Aff. 994, 13-15, 19, 12 TTABVUE 3-5.

L. Cano Aff. 99 19-24, 12 TTABVUE 5-6.

M. Cano Depo. at p. 47, 16 TTABVUE 54; M. Cano Aff. 94, 16 TTABVUE 3.
1d. atp. 47-48, 16 TTABVUE 54-55.

27 TTABVUE 211.

See Petitioner's use of THE COFFEE STUDIO in text on its webpage stating, “The Coffee Studio is Andersonville's
modern, independent espresso bar focused on expertly crafting delicious drinks and snacks from fresh locally roasted
coffees and simple, flavorful ingredients.” L. Cano Aff. Exh. 3, 12 TTABVUE 16.

Respondent's Answer Interrog. No. 17, 19 TTABVUE 27-28.
L. Cano Aff. 9 27-28, 12 TTABVUE 6; L. Cano Aff. Ex. 12, 15 TTABVUE 28.
1d.

In order to grant the petition for cancellation, it is only necessary that we find likelihood of confusion with respect to one
service in Respondent's single-class registration. See N. Face Apparel Corp. v. Sanyang Indus. Co., Ltd., 116 USPQ2d
1217, 1229 (TTAB 2015), citing Tuxedo Monopoly, Inc. v. Gen. Mills Fun Grp., Inc., 648 F.2d 1335, 209 USPQ 986,
988 (CCPA 1981).

The affirmative defenses allege “Petitioner's unreasonable delay in bringing this action ...,” “Petitioner, by its own
conduct, has acted in such a way to preclude any recovery ...,” and “Petitioner, by its own conduct, has affirmatively
acted in a manner consistent with its acquiescence ....” (4 TTABVUE 4-5).

Hopkins Decl. 9 16-23, 27 TTABVUE 446-47.

2020 WL 2554213 (Trademark Tr. & App. Bd.)

End of Document © 2022 Thomson Reuters. No claim to original U.S. Government Works.
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