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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
 
ATP TOUR, INC., 
 

Opposer,  
 

v. 
 
ATP INSTITUTE PTY LTD,  
 

Applicant. 
 

  
 
Opposition No. 91278109 
 

Mark:  
Serial No.: 90701394 
Filed: May 10, 2021 
 
 

 
OPPOSER’S MOTION TO STRIKE APPLICANT’S FIRST, SECOND,  

AND SEVENTH AFFIRMATIVE DEFENSES AND RESERVATION OF RIGHTS 
 

 Opposer ATP Tour, Inc. submits this motion to strike Applicant ATP Institute Pty Ltd.’s 

first, second, and seventh affirmative defenses and reservation of rights because they are 

insufficient, improper, and/or unavailable under Federal Rule of Civil Procedure 12(f).  See 

Trademark Rule 2.116(a). 

I. FACTUAL BACKGROUND 

On May 10, 2021, Applicant filed Trademark Application Serial No. 90701394 for the 

mark ATP SCIENCE and Design covering the following goods: 

Confectionary, namely, candy and chocolate; Ice cream bars; Dessert mousse; 
Dessert puddings; Flavored and sweetened gelatins; Frozen confectionary; High-
protein cereal bars; Sherbets in Class 30; and  
 
Energy drinks; Isotonic beverages; Sports drinks; Sports drinks containing 
electrolytes; Concentrates and powders used in the preparation of energy drinks and 
fruit-flavored beverages; Concentrates for use in the preparation of sports drinks; 
Powders used in the preparation of isotonic sports drinks and sports beverages; 
Sports drinks, namely, energy drinks in Class 32 (the “’394 Application”). 
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The ’394 Application published for opposition on February 22, 2022, and after 

Opposer was granted a 90-day extension of time to oppose, it filed a Notice of Opposition on 

August 22, 2022.  1 TTABVUE.  As grounds for its opposition, Opposer alleges a likelihood of 

confusion and dilution via blurring of its ATP Marks.  1 TTABVUE, ¶¶ 13-19. 

On September 30, 2022, Applicant filed its Answer to Opposer’s Notice of Opposition.  

4 TTABVUE.  Applicant’s Answer includes, in relevant part, the following affirmative defenses 

and reservations of rights: 

First Affirmative Defense: “The Opposition fails to state a claim for which relief 
can be granted.” 
 
Second Affirmative Defense: “The Opposition is barred, in whole or in part, by 
the equitable doctrines of estoppel and unclean hands.” 
 
Seventh Affirmative Defense: “Assuming, arguendo, Opposer can show prior 
use of any of its ATP marks for sports drinks in Class 32 or food products in 
Class 30, such use has been abandoned.” 
 
Reservation of Rights: “Applicant gives notice that it may rely upon and use 
these and any other defenses as they become available or apparent during the 
course of discovery and hereby reserves the right to amend its Answer to assert or 
reassert such defenses, to raise additional defenses, and/or file counterclaims 
based on information obtained in discovery.” 
 

Id. at 4–6. 

II. ARGUMENT 

Federal Rule of Civil Procedure Rule 12(f) provides that “[t]he court may strike from a 

pleading an insufficient defense or any redundant, immaterial, . . . [or] impertinent[] . . . matter.”  

See also TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (“TBMP”) § 506.  

The Board may grant a motion to strike or, on its own initiative, strike from a pleading any 

insufficient defense and any matter that clearly has no bearing on the issues in the case.  Ohio 

State Univ. v. Ohio Univ., 51 USPQ2d 1289, 1292 (TTAB 1999).  Motions to strike should be 

granted where appropriate to “streamline the ultimate resolution of the action.”  5C CHARLES 
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ALAN WRIGHT & ARTHUR MILLER, FEDERAL PRACTICE AND PROCEDURE § 1380 (3d ed. 2022) 

(citation omitted).  Where an affirmative defense is unavailable and/or futile, it should be 

stricken with prejudice.  See Foman v. Davis, 371 U.S. 178, 183 (1962) (futility of amendment is 

a reason to deny a Rule 15(a) motion); Am. Express Mktg. & Dev. Corp. v. Gilad Dev. Corp., 94 

USPQ2d 1294, 1300 (TTAB 2010) (leave to amend answer to plead an additional affirmative 

defense denied as futile where defense is unavailable); Leatherwood Scopes Int’l, Inc. v. 

Leatherwood, 63 USPQ2d 1699, 1702 (TTAB 2002) (denying motion to amend notice of 

opposition because proposed claim of acquiescence was “legally insufficient, and allowing the 

proposed amendment therefore would be futile”).  As demonstrated below, striking Applicant’s 

insufficient, improper, and/or unavailable affirmative defenses will allow the Board and the 

parties to focus on the properly pleaded issues to be resolved in this case without wasting judicial 

resources.  See Sidney-Vinstein v. A.H. Robins Co., 697 F.2d 880, 885 (9th Cir. 1983) (“[T]he 

function of a 12(f) motion to strike is to avoid the expenditure of time and money that must arise 

from litigating spurious issues by dispensing with those issues prior to trial[.]”); In re 

Gabapentin Patent Litig., 648 F. Supp. 2d 641, 647 (D.N.J. 2009) (“The purpose of a motion to 

strike is to clean up the pleadings, streamline litigation, and avoid unnecessary forays into 

immaterial matters.”) (quotations and citation omitted). 

A. Applicant’s first affirmative defense should be stricken as improper because 
Opposer’s pleading is legally sufficient in stating a claim. 

An opposer may use Federal Rule of Civil Procedure Rule 12(f) to “test the sufficiency of 

the defense [of failure to state a claim] in advance of trial by moving . . . to strike the ‘defense’ 

from [applicant’s] answer.”  Order of Sons of Italy in Am. v. Profumi Fratelli Nostra AG, 36 

USPQ2d 1221, 1222 (TTAB 1995).  If an opposer’s pleading is legally sufficient to state a claim, 

then the failure to state a claim defense should be stricken.  Id. at 1222–23 (“Because opposer’s 
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pleading is legally sufficient in stating a claim, applicant’s first defense [of failure to state a 

claim] is hereby stricken.”); Am. Vitamin Prods. Inc. v. DowBrands Inc., 22 USPQ2d 1313, 1314 

(TTAB 1992) (striking registrant’s defense of failure to state a claim because opposer’s claim 

was legally sufficient).  Because Opposer’s pleading states a claim, Applicant’s affirmative 

defense of failure to state a claim upon which relief can be granted should be stricken. 

To withstand a motion to dismiss for failure to state a claim, an opposer need only allege 

facts, if proven, that establish:  (1) the opposer has standing to bring the proceeding, and (2) a 

valid ground exists for opposing registration.  See Lipton Indus., Inc. v. Ralston Purina Co., 213 

USPQ 185, 187 (CCPA 1982).  Dismissal is only appropriate where it appears certain that 

opposer is entitled to no relief under any set of facts that could be proved.  See Stanspec Co. v. 

Am. Chain & Cable Co., 189 USPQ 420, 422 (CCPA 1976).  For example, in Order of Sons, 

opposer established standing by pleading a description of its organization and its activities and 

that its reputation would be jeopardized by the registration of applicant’s application.  36 

USPQ2d at 1223.  It properly pled a valid ground for opposition (disparagement) by alleging that 

applicant’s use and registration of its mark would disparage individual members of opposer’s 

organization.  36 USPQ2d at 1223.  “Because opposer’s pleading [was] legally sufficient in 

stating a claim, applicant’s first defense [of failure to state a claim] was stricken.”  Id. 

Here, opposer establishes standing by:  (1) describing its activities in-depth, including 

pleading three valid and subsisting U.S. federal trademark registrations for its ATP marks (1 

TTABVUE, ¶¶ 1–10) and (2) alleging that it would be damaged by registration of the 

Application due to a likelihood of confusion and dilution (1 TTABVUE, ¶¶ 11–19).  Both 

likelihood of confusion and dilution are valid grounds for Opposer’s opposition.  See Am. 

Vitamin Prods., 22 USPQ2d at 1314 (finding likelihood of confusion a valid ground for 
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opposition and striking registrant’s affirmative defense of failure to state a claim); Chanel, Inc. v. 

Makarczyk, 110 USPQ2d 2013, 2022 (TTAB 2014) (“Congress . . . amended Sections 13 and 14 

of the Trademark Act to explicitly state that dilution is an available ground in opposition or 

cancellation proceedings before the Board.”).  Accordingly, Opposer’s pleading adequately 

states a claim, and Applicant’s first affirmative defense of failure to state a claim upon which 

relief can be granted should thus be stricken. 

B. Applicant’s equitable estoppel, unclean hands, and abandonment defenses 
should be stricken as insufficient and inadequately pled. 

Applicant’s affirmative defenses of equitable estoppel, unclean hands, and 

abandonment should be stricken as insufficient because Applicant fails to plead any facts to 

support them.  Under Federal Rule of Civil Procedure 8(b), an applicant must state its defenses 

in “short and plain terms.”  Moreover, the “elements of a defense should be stated simply, 

concisely, and directly” and “should include enough detail to give the plaintiff fair notice of the 

basis for the defense.”  TBMP § 311.02(b)(1); see also Fair Indigo LLC v. Style Conscience, 

85 USPQ2d 1536, 1538 (TTAB 2007).  Bald and conclusory allegations are insufficient under 

the Federal Rules and the TBMP, as they neither provide fair notice to opposer of the basis for 

a claim nor set forth sufficient facts that, if proven, support the claim.  See Otto Int’l, Inc. v. 

Otto Kern GMBH, 83 USPQ2d 1861, 1864 (TTAB 2007) (bald allegations in the language of 

the statute do not give fair notice of the basis for a claim); McDonnell Douglas Corp. v. Nat’l 

Data Corp., 228 USPQ 45, 47 (TTAB 1985) (“[B]ald allegations in the language of the statute 

neither give respondent fair notice of the basis for petitioner’s claim nor set forth sufficient 

facts to establish the elements necessary for recovery, if proven.”); see also TBMP § 

311.02(b)(1). 
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An applicant pleading estoppel must assert:  (1) misleading conduct, which may include 

not only statements and action but silence and inaction, leading another to reasonably infer that 

rights will not be asserted against it; (2) reliance upon this conduct; and (3) due to this reliance, 

material prejudice if the delayed assertion of such rights is permitted.  Lincoln Logs Ltd. v. 

Lincoln Pre-Cut Log Homes, Inc., 23 USPQ2d 1701, 1703 (Fed. Cir. 1992).  Applicant does not 

plead any facts sufficient to state a plausible claim on any of these elements, nor could it.  

Indeed, Applicant has done nothing more than plead the name of this defense.  See 4 TTABVUE 

at 4, ¶ 2.  This bald, conclusory, and naked assertion is insufficient and should be stricken.  See 

Cards Against Humanity, LLC v. Vampire Squid Cards, LLC, 2017 TTAB LEXIS 359, at *13–

14 (TTAB Sept. 6, 2017) (non-precedential)1 (striking affirmative defenses of acquiescence and 

waiver, which alleged that the claims were “barred in whole or in part by the equitable doctrines 

of laches, estoppel, waiver, and acquiescence as a result of plaintiff’s acts and omissions” 

because the defenses “were nakedly pleaded”); Great Adirondack Steak & Seafood Cafe, Inc. v. 

Adirondack Pub & Brewery, Inc., 2015 TTAB LEXIS 321, at *12–13 (TTAB Mar. 30, 2015) 

(non-precedential) (striking affirmative defense that a party’s “claims are barred by the doctrines 

of waiver, laches, and/or acquiescence” because they were “bald, conclusory allegations that are 

not supported by any facts”). 

Applicant’s unclean hands defense is similarly insufficient.  To plead a defense of 

unclean hands, Applicant must allege inequitable conduct related to Opposer’s claim.  Tony 

Lama Co. v. Di Stefano, 206 USPQ 176, 179 (TTAB 1980); VIP Foods, Inc. v. V.I.P. Food 

Prods., 200 USPQ 105, 112-13 (TTAB 1978).  Applicant failed to plead any inequitable 

conduct, nor could it.  Instead, Applicant again pleads nothing more than the name of this 

 
1 Copies of non-precedential decisions are attached to this motion as Exhibit A. 
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defense.  See 4 TTABVUE at 4, ¶ 2.  Accordingly, Applicant’s affirmative defense of unclean 

hands is insufficient and should be stricken.  See Pure & Simple Concepts Inc. v. Gryphon 

Groupe, LLC, Opposition No. 91238034, 2019 WL 975116, at *4 (TTAB Feb. 26, 2019) (non-

precedential) (striking affirmative defenses of waiver, estoppel, laches, acquiescence, and 

unclean hands because they consisted of “bald, conclusory allegations insufficient to provide 

Opposer with adequate notice of the bases for the defenses”). 

Finally, Applicant’s abandonment affirmative defense suffers from the same fatal flaw.  

To properly plead abandonment, Applicant must allege:  (1) at least three consecutive years of 

nonuse or (2) facts that show a period of nonuse less than three years coupled with an intent not 

to resume use.  See 15 U.S.C. § 1127; Imperial Tobacco, Ltd. v. Philip Morris, Inc., 14 USPQ2d 

1390, 1393 (Fed. Cir. 1990); Otto Int’l, 83 USPQ2d at 1863.  Once again, Applicant pleads only 

the name of its abandonment defense with no supporting facts pertaining to the alleged 

abandonment.  Accordingly, Applicant’s abandonment defense is insufficient and should be 

stricken.  See Otto Int’l, 83 USPQ2d at 1863 (finding abandonment claim “legally insufficient” 

and dismissing claim where the “petitioner has provided no facts to support its conclusory 

allegation of abandonment” other than “that respondent has ‘abandoned use’”).  

C. Applicant’s equitable estoppel defense is generally not available in opposition 
proceedings. 

The affirmative defense of equitable estoppel generally is not applicable in opposition 

proceedings because this defense starts to run from the time the application is published for 

opposition, not from the time of knowledge of use of the applied-for mark.  See Bausch & Lomb 

Inc. v. Karl Storz GmbH & Co. KG, 87 USPQ2d 1526, 1531 (TTAB 2008) (conduct that occurs 

prior to publication generally cannot support a finding of estoppel); Barbara’s Bakery, Inc. v. 

Landesman, 82 USPQ2d 1283, 1292 n.14 (TTAB 2007) (defenses of laches, acquiescence, and 
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estoppel are generally not available in opposition proceedings and amendment would be futile); 

Warner-Lambert Co. v. Sports Sols. Inc., 39 USPQ2d 1686, 1697 (TTAB 1996) (laches and 

estoppel defenses fail as a matter of law where a timely notice of opposition was filed after 

opposer obtained one extension of time); see also TBMP § 311.02(b)(1) (“[T]he availability of 

laches and acquiescence is severely limited in opposition and cancellation proceedings”); 3 J. 

THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 20:35 (5th ed. 

2022) (“Thus, this rule effectively eliminates the defense of laches from an opposition 

proceeding.”). 

Here, the Notice of Opposition was timely filed within the period prescribed by TTAB 

rules.  TBMP § 306.01 (“An opposition to the registration of a mark on the Principal Register 

must be filed prior to the expiration of the thirty-day period after publication of the mark in the 

Official Gazette for opposition, or within an extension of time to oppose granted to the opposer 

or its privy.”).  The ’394 Application published for opposition on February 22, 2022, Opposer 

sought and received a 90-day extension of time to oppose, and Opposer filed its Notice of 

Opposition on August 22, 2022, within the extended time period to oppose prescribed under 

Section 13(a) of the Trademark Act, 15 U.S.C. § 1063(a).  In no way “was the delay between 

publication and opposition undue or prejudicial to applicant’s rights.”  DAK Indus., Inc. v. 

Daiichi Kosho Co., 25 USPQ2d 1622, 1624 (TTAB 1992).  Accordingly, Applicant cannot plead 

facts sufficient to demonstrate the affirmative defense of equitable estoppel, and this defense 

should be stricken with prejudice.  Because allowing Applicant to amend this defense would be 

futile, Applicant’s defense of equitable estoppel should be stricken with prejudice. 

D. Applicant’s reservation of rights is improper. 

Applicant’s attempt to reserve the right to amend, modify, or supplement its Answer to 

assert additional affirmative defenses at some unspecified time in the future (see 4 TTABVUE at 
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6, ¶ 13) is improper under the Federal Rules of Civil Procedure.  See Philanthropist.com, Inc. v. 

Gen. Conference Corp. of Seventh-Day Adventists, 2021 USPQ2d 643, at *4 n.6 (TTAB 2021) 

(“Finally, Respondent’s attempt to reserve the right to add defenses is improper under the 

Federal Rules of Civil Procedure, because that would not give Petitioner fair notice of such 

defenses.” (citing FDIC v. Mahajan, 923 F. Supp. 2d 1133, 1141 (N.D. Ill. 2013)).  Whether 

Applicant may, at some future point, amend its Answer to include additional defenses is a matter 

to be raised by means of a timely motion for leave to amend under Federal Rule of Civil 

Procedure 15.  Accordingly, Applicant’s reservation of rights is an improper “affirmative 

defense” and should be stricken with prejudice. 

E. Proceedings should be suspended pending disposition of this Motion to 
Strike. 

The Board has broad power to suspend proceedings at its discretion.  TBMP § 510.01 

(“Flowing from the Board’s inherent power to schedule disposition of the cases on its docket is 

the power to stay proceedings, which may be exercised by the Board upon its own initiative, 

upon motion, or upon stipulation of the parties approved by the Board.”).  Trademark Rule 

2.127(d) and TBMP § 510.03(a) further provide that proceedings may be suspended pending 

disposition of a potentially dispositive motion or upon a showing of good cause.  Opposer’s 

instant motion to strike is potentially dispositive of several of Applicant’s claimed affirmative 

defenses.  Moreover, a suspension is also justified because it will allow the parties to avoid 

unnecessary discovery on the improper affirmative defenses.  Accordingly, Opposer respectfully 

requests that the Board exercise its discretion and suspend this proceeding pending disposition of 

this motion. 
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III. CONCLUSION 

In the interest of efficiency and to streamline resolution of this proceeding, Opposer 

respectfully requests that the Board strike Applicant’s first, second, and seventh affirmative 

defenses and Applicant’s reservation of rights with prejudice. 

      Respectfully submitted, 

Dated:  October 20, 2022   By:   /Douglas A. Rettew/   
Douglas A. Rettew 
Patrick J. Rodgers 
FINNEGAN, HENDERSON, FARABOW, 
  GARRETT & DUNNER, L.L.P. 
901 New York Avenue, N.W. 
Washington, D.C.  20001-4413 
Telephone: (202) 408-4000 
 
docketing@finnegan.com 
doug.rettew@finnegan.com 
patrick.rodgers@finnegan.com 
TTAB-Legal-Assistants@finnegan.com 
 
Attorneys for Opposer 
ATP TOUR, INC. 
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CERTIFICATE OF SERVICE 
 

I certify that a true and accurate copy of the foregoing OPPOSER’S MOTION TO 

STRIKE APPLICANT’S FIRST, SECOND AND SEVENTH AFFIRMATIVE DEFENSES 

AND RESERVATION OF RIGHTS was served by e-mail on October 20, 2022 on counsel of 

record for Applicant at the following address of record: 

 

MONICA L WALLACE 
HARPST BECKER LLC 
1559 CORPORATE WOODS PKWY, STE 250 
UNIONTOWN, OH 44685 
 
mwallace@harpstbecker.com 
manderson@harpstbecker.com  
 
 
 
 
      / Judy Valusek /    
      Trademark Legal Assistant 
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2017 TTAB LEXIS 359

Trademark Trial and Appeal Board

September 6, 2017, Decided 

Opposition No. 91225576 

Reporter

2017 TTAB LEXIS 359 *

Cards Against Humanity, LLC v. Vampire Squid Cards, LLC 

Subsequent History:

Later proceeding at Cards v. Vampire Squid Cards, 2019 TTAB LEXIS 187 (Trademark Trial & App. Bd., Feb. 28, 

2019)

Core Terms

registration, marks, CARDS, pleaded, parody, notice, likelihood of confusion, genuine dispute, material fact, 

estoppel, partial summary judgment, affirmative defense, summary judgment, stricken, purchasers, Trademark, 

channels, summary judgment motion, dilution, card game, defenses, false suggestion, grounds, incorporating, 

allegations, wording, common law, acquiescence, amended notice, cover sheet

Panel:  [*1]  Before Bergsman, Hightower, and Coggins, Administrative Trademark Judges.  

Opinion

THIS ORDER IS NOT A PRECEDENT OF THE TTAB

By the Board:

Now before the Board are Opposer's motions for partial summary judgment (filed December 5, 2016) and to strike 

(filed February 10, 2017). Applicant filed briefs in opposition to each motion. 1 

I. Relevant Background Applicant is the owner of application Serial No. 86620191 and seeks to register the mark 

CRABS ADJUST HUMIDITY (in standard characters) on the Principal Register for "card games; game cards." 2 

Applicant is also the owner of Application Serial No. 86622129 and seeks to register the composite mark shown at 

right on the Principal Register for "card games; game cards." 3 

1 Applicant's change of correspondence address (filed March 2, 2017) and Opposer's change of correspondence address (filed 

May 15, 2017) are noted and entered.

2 Application Serial No. 86620191, filed May 5, 2015, asserting a date of first use and use in commerce as of July 1, 2013.

3 Application Serial No. 86622129, filed May 5, 2015, asserting a date of first use and use in commerce as of July 1, 2013. The 

description of the mark states: "The mark consists of the words 'CRABS', 'ADJUST', and 'HUMIDITY', appearing in that order 

with each subsequent word following immediately below the prior word, and a dial appearing below the said words, and a crab 

claw appearing below the said dial." Color is not claimed as a feature of the mark.

https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:5PK5-RJJ0-01KR-B1BN-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:5WGY-V851-JG02-S4NF-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:5WGY-V851-JG02-S4NF-00000-00&context=1000516
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 [*2]  

On December 30, 2015, Opposer filed a consolidated notice of  Image Name  opposition, opposing 

registration of the marks in both of Applicant's applications. Applicant filed a timely answer in which it denied the 

salient allegations of the notice of opposition and asserted various affirmative defenses. On the last possible day 

before trial, Opposer filed the outstanding motion for partial summary judgment. 4 After receiving two extensions of 

time to file a response to the motion for summary judgment, Applicant filed a brief in opposition on the last possible 

day, as extended, and then filed two declarations [*3]  in support of its brief the following day (i.e., one day after the 

deadline to respond). 5 

 [*4]  

II. Motion to Strike

Opposer moves to strike Applicant's brief in opposition to the motion for summary judgment as both over length and 

untimely. Applicant admits that its brief in opposition is over length by two pages and that while the brief itself was 

timely filed, the declarations and exhibits thereto straddled the midnight (Eastern time) deadline thereby making the 

declarations and exhibits late (i.e., filed one day after the deadline).

While there are two acknowledged flaws with Applicant's brief, we need only address its length. 6 Briefs in response 

to a motion for summary judgment are limited to twenty-five pages. Trademark Rule 2.127(a); Cooper Techs. Co. v. 

Denier Elec. Co., 89 USPQ2d 1478, 1479 (TTAB 2008). The Board will not consider briefs that exceed the page 

limitation, nor will the Board dissect a party's brief to bring it within the allowable page limit. Saint Gobain Corp. v. 

Minn. Mining & Mfg. Co., 66 USPQ2d 1220, 1222 (TTAB 2003). In view thereof, Applicant's brief in opposition will 

be given no further consideration. Similarly, because the brief in opposition will not be considered, we will give no 

consideration [*5]  to Opposer's reply brief in support of the motion for partial summary judgment. Although we give 

no further consideration to the brief, we decline to treat Opposer's motion for summary judgment as conceded 

inasmuch as it is clear that Applicant contests the motion. See TBMP § 502.04.

4 Under Trademark Rule 2.127(e) in effect at the time, a motion for summary judgment could be filed prior to the commencement 

of the first testimony period. This rule was amended effective January 14, 2017, to require such a motion to be filed prior to (i.e., 

the day before) the deadline for pretrial disclosures for the first testimony period. See "Miscellaneous Changes to Trademark 

Trial and Appeal Board Rules of Practice," 81 Fed. Reg. 69950 (Oct. 7, 2016); "Miscellaneous Changes to Trademark Trial and 

Appeal Board Rules of Practice; Clarification," 82 Fed. Reg. 33804 (July 21, 2017) (clarifying that "prior to the deadline for 

pretrial disclosures" means "before the day of the deadline for pretrial disclosures").

5 The Declaration of Heidi Klein (20 TTABVUE) was filed as confidential without an accompanying public copy of that 

submission. See TBMP § 412.04 (June 2017) ("If a party submits any . . . filing containing confidential information . . . under 

seal, the party must also submit for the public record a redacted version of said submission."). It is odd that Applicant would do 

this because the Board raised a similar issue with Opposer's declaration of Eleanor Lackman, just one month earlier. See 12 

TTABVUE 1. Given our treatment of the declaration (i.e., non-consideration, discussed infra), Applicant will not be required to 

submit a public copy since the declaration and exhibits thereto play no substantive role in our determination of the issues raised 

by the motion for summary judgment.

6 Notwithstanding our treatment of the brief on the sole issue of its length, Applicant is reminded that Eastern Time controls the 

timeliness of filing dates. See "Miscellaneous Changes to Trademark Trial and Appeal Board Rules of Practice," 81 Fed. Reg. 

19296, 19296 (Notice of Proposed Rulemaking April 4, 2016) (describing ongoing practice of using Eastern Time to determine 

the timeliness of ESTTA filing dates). See also Trademark Rule 2.195(a)(2); TBMP §§ 108, 109, 110.01, 302.01, and 502.02(a).

2017 TTAB LEXIS 359, *1

https://advance.lexis.com/api/document?collection=administrative-codes&id=urn:contentItem:66JR-3X33-CGX8-03V5-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:4857-XVD0-0017-K0SF-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:4857-XVD0-0017-K0SF-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-codes&id=urn:contentItem:66JR-3X33-CGX8-03V5-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-codes&id=urn:contentItem:5KWF-P9R0-006W-82S1-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-codes&id=urn:contentItem:5P2N-1R40-006W-808M-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-codes&id=urn:contentItem:5JFR-K150-006W-82DY-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-codes&id=urn:contentItem:5JFR-K150-006W-82DY-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-codes&id=urn:contentItem:66JR-3X33-CGX8-0438-00000-00&context=1000516
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III. Motion for Summary Judgment

As an initial matter, we note that the text of Opposer's motion for summary judgment is difficult to read: some letters 

appear to run together, some letters appear [*6]  incomplete, some letters appear bolder and thicker than others, 

and some letters appear to have extraneous marks. The overall effect is blurry and dizzying. A filer is responsible 

for ensuring that all Board submissions are legible. Trademark Rule 2.126(a)(2); TBMP § 110.02(b).

Opposer moves for partial summary judgment on the issues of standing; priority; the similarity of the parties' goods, 

trade channels, and class of purchasers; Applicant's parody defense; and all of Applicant's other affirmative 

defenses. See Motion, p. 2 (10 TTABVUE 3).

A. The pleadings

A decision on summary judgment necessarily requires a review of the operative pleadings. Asian & Western 

Classics B.V. v. Selkow, 92 USPQ2d 1478, 1478 (TTAB 2009). Generally, only well pleaded issues may be the 

basis for grant of summary judgment. Id. at 1480 (citing Intermed Communications, Inc. v. Chaney, 197 USPQ 501, 

503 n.2 (TTAB 1977) ("If a claim has not been properly pleaded, one cannot obtain summary judgment thereon")); 

Consolidated Foods Corp. v. Berkshire Handkerchief Co., 229 USPQ 619, 621 (TTAB 1986). In view thereof, the 

Board must examine [*7]  the notice of opposition and answer to determine if Opposer's grounds and Applicant's 

affirmative defenses are well pleaded.

1. Notice of opposition

The ESTTA cover sheet identifies two grounds for opposition: likelihood of confusion and dilution. 1 TTABVUE 2. 

Opposer confirms that these are the two grounds for opposition in its motion for summary judgment, as Opposer 

states that it opposes the subject applications "based upon a likelihood of confusion with and dilution of Opposer's" 

marks. 10 TTABVUE 2. A review of the notice of opposition itself, however, reveals that Opposer included an 

allegation that the subject marks "falsely suggest a connection with Opposer," implicating Trademark Act Section 

2(a). Notice, para. 11.b. (1 TTABVUE 7). The Board will review the sufficiency of the allegations supporting these 

three grounds.

a. Priority and likelihood of confusion

In order to properly state a claim of likelihood of confusion, Opposer must plead that (1) Applicant's marks, as 

applied to its goods, so resembles Opposer's marks as to be likely to cause confusion, mistake or deception; and 

(2) Opposer has either priority of use or a federal registration of Opposer's [*8]  pleaded marks. See Fed. R. Civ. P. 

8(a); King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

On the ESTTA cover sheet, Opposer lists only the following two "Marks Cited by Opposer as Basis for Opposition:" 

Registration No. 4304905 for the mark CARDS AGAINST HUMANITY and Registration No. 4623613 for a mark 

consisting of product packaging incorporating the wording CARDS AGAINST HUMANITY. ESTTA cover sheet (1 

TTABVUE 2-3). See "Miscellaneous Changes to Trademark Trial and Appeal Board Rules of Practice," 81 Fed. 

Reg. 69950, 69957 (Oct. 7, 2016) (The ESTTA cover sheet is considered part of the complete opposition pleading). 

In the body of the notice of opposition attached to the ESTTA cover sheet, Opposer alleges that since 2009 it has 

used the trademark CARDS AGAINST HUMANITY and a distinctive trade dress incorporating the wording CARDS 

AGAINST HUMANITY for a card game (para. 2); that is owns Registration No. 4304905 for the mark CARDS 

AGAINST HUMANITY and Registration No. 4623613 for a trade dress mark incorporating the wording CARDS 

AGAINST HUMANITY for card games and game cards (para. 2); that the public readily [*9]  identifies the term 

"CAH" as signifying "Cards Against Humanity," a common law term (para. 5); and that Applicant's marks "so 

resemble Opposer's previously-registered Cards Against Humanity Marks . . . [that t]hey are likely to cause 

confusion" with Opposer (para. 11.a.). 1 TTABVUE 5, 7. In view of these allegations, Opposer has clearly and 

sufficiently alleged priority and likelihood of confusion with its mark CARDS AGAINST HUMANITY and trade dress 

(i.e., product packaging) mark incorporating the wording CARDS AGAINST HUMANITY.
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However, Opposer has not sufficiently alleged either priority or likelihood of confusion with the referenced common 

law CAH mark. Specifically, Opposer failed to allege (either generally or specifically), a date of priority of use for the 

purported common law mark CAH, and failed to allege that Applicant's marks so resembles Opposer's common law 

mark CAH as to be likely to cause confusion, mistake, or deception. 7 In view thereof, Opposer may not obtain 

summary judgment on any element of priority or likelihood of confusion with respect to its purported common law 

mark CAH. See Asian & Western Classics B.V. v. Selkow, 92 USPQ2d at 1480. [*10]  

b. Dilution

In order to properly state a claim of dilution, Opposer must plead that its marks are distinctive and famous and that 

its marks became famous prior to Applicant's first use of its applied-for marks in commerce. See Omega SA 

(Omega AG) (Omega Ltd.) v. Alpha Phi Omega, 118 USPQ2d 1289 (TTAB 2016); Gen. Mills Inc. v. Fage Dairy 

Processing Indus. SA, 100 USPQ2d 1584, 1595 n.13 (TTAB 2011), judgment set aside on other grounds, opinion 

not vacated, 110 USPQ2d 1679 (TTAB 2014) (nonprecedential); Toro Co. v. ToroHead, Inc., 61 USPQ2d 1164, 

1174 (TTAB 2001). The notice of opposition does not allege [*11]  that Opposer's marks are famous, does not 

allege that Opposer's marks became famous prior to Applicant's first use in commerce, and does not directly allege 

that the marks are distinctive. Opposer's allegation of dilution is, therefore, legally insufficient. See Inter IKEA Sys. 

B.V. v. Akea, LLC, 110 USPQ2d 1734, 1745 (TTAB 2014); Polaris Indus. Inc. v. DC Comics, 59 USPQ2d 1798, 

1800 (TTAB 2000); Toro Co., 61 USPQ2d at 1174. In view thereof, the ground of dilution is stricken without 

prejudice from the notice of opposition.

c. False suggestion of a connection

In order to properly plead a claim of false suggestion of a connection, Opposer must allege that 1) Applicant's mark 

is the same or a close approximation of the name or identity of a person or institution; 2) Applicant's mark would be 

recognized as such by purchasers, in that the mark points uniquely and unmistakably to the person or institution 

named or identified; 3) the person or institution named or identified is not connected with the goods sold by 

Applicant under the mark; and 4) the name or identity of the person or institution identified is of sufficient fame [*12]  

or reputation that when Applicant's mark is used in connection with its goods, a connection with the person or 

institution identified would be presumed. Nike, Inc. v. Palm Beach Crossfit Inc., 116 USPQ2d 1025, 1031 (TTAB 

2015) (citing In re Nieves & Nieves LLC, 113 USPQ2d 1629, 1632-33 (TTAB 2015)). A "person" includes a juristic 

entity as well as a natural person.

Even when construed liberally and favorably to Opposer, the notice of opposition fails to allege a single one of the 

four required elements of the claim. 8 Indeed, it appears that Opposer either conflates the ground of false 

suggestion of a connection with likelihood of confusion or simply summarily recited in the final paragraph of the 

notice of opposition that Applicant's marks "falsely suggest a connection with Opposer." See Notice, para. 11.b. (1 

TTABVUE 7). Opposer's ground of false suggestion of a connection is legally insufficient. In view thereof, the 

ground of false suggestion of a connection is stricken without prejudice from the notice of opposition.

 [*13]  

2. Answer

Applicant alleged the following numbered paragraphs under the "Affirmative Defenses" heading in its answer:

7 Because the common law CAH mark is not alleged to be registered and is identified only as a common law mark, Opposer's 

allegation that Applicant's marks "so resemble Opposer's previously-registered Cards Against Humanity Marks" does not 

contemplate the common law CAH mark. Notice, para. 11 (1 TTABVUE 7) (emphasis added).

8 The closest Opposer comes to alleging any element of this ground is in paragraph 6, which alleges, inter alia, that Opposer's 

marks are an integral part of Opposer's corporate identity. 1 TTABVUE 6.
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11. Opposer learned of Applicant's intent to use the marks for which registration is now sought, and acquiesced 

to Applicant's use of the marks. Accordingly, Opposer has waived whatever opposition basis it may have had, 

and is estopped from opposing the instant application.

12. Opposer has unreasonably delayed, to Applicant's detriment, in revoking Opposer's consent of Applicant's 

use of Applicant's marks for which registration is now sought. Accordingly, Opposer's allegations are barred by 

laches.

13. Applicant's Marks are a parody of Opposer's Marks.

14. Applicant's Marks do not and cannot dilute Opposer's Marks.

15. Applicant's Marks do not falsely suggest a connection with Opposer's Marks.

16. Applicant's Marks are unique and distinctive.

17. Applicant's Mark do not, and are not likely to, cause confusion, or mistake, or deception with Opposer's 

Marks.

18. Applicant's Marks have been in use by Applicant for over two (2) years without any instance of actual 

confusion.

19. Opposer's allegations are barred in whole [*14]  or in part by the equitable doctrines of laches, estoppel, 

waiver, and acquiescence as a result of plaintiff's acts and omissions.

20. Opposer's allegations are barred by the doctrine of unclean hands or other applicable equitable principles.

Paragraph 11 (acquiescence, waiver, and estoppel) is stricken without prejudice because the defenses therein are 

nakedly pleaded. Moreover, the availability of acquiescence is severely limited in an opposition proceeding because 

this defense, in Board proceedings, starts to run from the time of knowledge of the application for registration (that 

is, from the time the mark is published for opposition -- not from the time of knowledge of use). See Nat'l Cable 

Television Ass'n v. Am. Cinema Editors, Inc., 937 F.2d 1572, 19 USPQ2d 1424, 1432 (Fed. Cir. 1991); Bausch & 

Lomb Inc. v. Karl Storz GmbH & Co. KG, 87 USPQ2d 1526 (TTAB 2008); Barbara's Bakery, Inc. v. Landesman, 82 

USPQ2d 1283, 1292 n.14 (TTAB 2007); Krause v. Krause Publ'ns Inc., 76 USPQ2d 1904, 1914 (TTAB 2005); 

Warner-Lambert Co. v. Sports Solutions, 39 USPQ2d 1686, 1687 (TTAB 1996). [*15]  In the answer, Applicant has 

not alleged any facts or events occurring between the time its marks was published for opposition (i.e., November 

3, 2015) and the filing of the notice of opposition (i.e., December 30, 2015). Inasmuch as the opposition was filed 

within the time allowed therefor, it does not appear that these affirmative defenses will be available to Applicant. 

Further, to the extent Applicant intended to allege estoppel separately from acquiescence, the Board notes that this 

defense is otherwise not pleaded with the appropriate particularity. Trademark Act § 19, 15 U.S.C. § 1069, 

provides, in relevant part, that the equitable principles of estoppel may be considered and applied. However, there 

are various types of estoppel recognized by law, including: collateral estoppel, estoppel by laches, equitable 

estoppel, 9 licensee estoppel, and contract estoppel. Applicant has not indicated which type of estoppel it is 

asserting affirmatively nor provided enough information concerning the nature of the purported estoppel and the 

underlying factual circumstances, even in general terms, which may give rise to the purported estoppel. Applicant 

has not provided [*16]  sufficient allegations of fact to put Opposer on notice of the bases upon which the estoppel 

defense is being asserted. See Heller Finance, Inc. v. Midwhey Powder Co., 883 F.2d 1286, 1294 (7th Cir. 1989) 

(upholding motion to strike affirmative defenses because they were bare bones, conclusory allegations); Fleet 

Business Credit Corp. v. National City Leasing Corp., 191 F.R.D. 568, 570 (N.D. Ill. 1999) (bare bones waiver and 

estoppel defenses fail to sufficiently plead the affirmative defenses).

Paragraph 12 (laches) is stricken without prejudice because, in addition to being nakedly pleaded, the availability 

of laches (like acquiescence, explained supra) is severely limited in an opposition proceeding as it is triggered only 

by the date the [*17]  mark is published for opposition -- not by the date of knowledge of use. See TBMP § 

9 "Conduct which occurs prior to the publication of the application for opposition generally cannot support a finding of equitable 

estoppel." Bausch & Lomb Inc. v. Karl Storz GmbH & Co. KG, 87 USPQ2d at 1531.
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312.02(b); and cases cited in the paragraph above (Nat'l Cable Television Ass'n, Bausch & Lomb., Barbara's 

Bakery, Krause, and Warner-Lambert).

Paragraph 13 (parody) does not raise a true "defense" to a claim of likelihood of confusion; instead, parody is 

simply another factor which is relevant to the analysis of likelihood of confusion. Indeed, the Board will usually 

assess alleged parody as part of the circumstances in determining whether a plaintiff has made out its claim. See, 

e.g., Research in Motion Ltd. v. Defining Presence Marketing Grp. Inc., 102 USPQ2d 1187, 1191-92 (TTAB 2012); 

cf. N.Y. Yankees P'ship v. IET Prods. & Servs., Inc., 114 USPQ2d 1497, 1509-10 (TTAB 2015) (explaining why the 

parody exclusion does not apply in dilution proceedings before the Board). Because parody is merely another way 

of arguing that confusion is not likely (see, e.g., Starbucks U.S. Brands v. Ruben, 78 USPQ2d 1741, 1754 (TTAB 

2006); Columbia Pictures Indus., Inc. v. Miller, 211 USPQ 816, 820 (TTAB 1981)), this paragraph informs [*18]  

Opposer of one way Applicant will defend against the ground of likelihood of confusion. 10 

Paragraphs 14 (no dilution), 15 (no false suggestion of a connection), and 17 (no confusion, mistake, or deception) 

do not add anything to Applicant's earlier denials in the answer, and do not apprise Opposer with greater 

particularity of any position Applicant is taking in the defense of its right of registration. In view thereof, these 

defense paragraphs are redundant and are stricken, without prejudice. See, e.g., Order of Sons of Italy in Am. v. 

Profumi Fratelli Nostra AG, 36 USPQ2d 1221, 1223 (TTAB 1995).

Paragraph 16 (Applicant's marks are unique and distinctive) does [*19]  not allege an affirmative defense. Although 

such allegation might be relevant to an opposition grounded in mere descriptiveness, lack of acquired 

distinctiveness, or genericness, the allegation does not appear relevant to the grounds in this opposition. In view 

thereof, this paragraph is stricken, without prejudice.

Paragraph 18 (no actual confusion) provides Opposer with more information as to at least one way Applicant may 

try to defend its right of registration (i.e., the seventh du Pont 11 factor, the "nature and extent of any actual 

confusion").

Paragraphs 19 (laches, estoppel, waiver, and acquiescence) and 20 (unclean hands or other applicable equitable 

principles) are nakedly pleaded. Affirmative defenses, like claims in a notice of opposition, must be supported by 

enough factual background and detail to fairly place Opposer on notice of the basis for the defenses. See IdeasOne 

Inc. v. Nationwide Better Health Inc., 89 USPQ2d 1952, 1953 (TTAB 2009); [*20]  Ohio State Univ. v. Ohio Univ., 51 

USPQ2d 1289, 1289 (TTAB 1999) (primary purpose of pleadings "is to give fair notice of the claims or defenses 

asserted"). Applicant must allege sufficient facts beyond a tender of "'naked assertion[s]" devoid of "further factual 

enhancement," to support its claims and defenses. Ashcroft v. Iqbal, 556 U.S. 662, 678, 129 S. Ct. 1937, 173 L. Ed. 

2d 868 (2009) (quoting Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570, 127 S. Ct. 1955, 167 L. Ed. 2d 929 (2007)). 

These nakedly pleaded defenses fail to meet that standard and are therefore insufficient. Moreover, as explained 

above, the availability of laches and acquiescence is severely limited in an opposition proceeding at the Board. In 

view thereof, Paragraphs 19 and 20 are stricken, without prejudice.

3. Summary of pleading issues

Opposer has sufficiently pleaded a single ground for opposition, namely, likelihood of confusion with its mark 

CARDS AGAINST HUMANITY and its mark consisting of product packaging incorporating the wording CARDS 

AGAINST HUMANITY. Opposer's grounds of dilution and false suggestion of a connection are stricken without 

prejudice from the notice of opposition.

10 Although we have stricken Opposer's dilution claim, supra, inasmuch as Opposer is allowed time in which to file an amended 

notice of opposition (see discussion infra), we alert the parties to the N.Y. Yankees P'ship cite earlier in this paragraph explaining 

that parody does not apply to a dilution claim.

11 In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973).
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Applicant has alleged [*21]  that its marks are a parody of Opposer's marks and that the parties' marks have been in 

use for over two years without any instance of actual confusion, defensive allegations which inform Opposer of how 

Applicant will defend against the ground of likelihood of confusion; however, Applicant's defense paragraph Nos. 

11, 12, 14, 15, 16, 17, 19, and 20, are stricken from the answer, without prejudice.

B. Substance of the motion

We now turn to the substance of the motion for partial summary judgment. As noted above, Opposer seeks 

summary judgment on the issues of standing; priority; the similarity of the parties' goods, trade channels, and class 

of purchasers; Applicant's parody defense; and all of Applicant's other affirmative defenses. See Motion, p. 2 (10 

TTABVUE 3). Inasmuch as we have stricken all true affirmative defenses from the answer, the motion is moot to 

the extent it seeks summary judgment on "all of Applicant's other affirmative defenses."

For purposes of this order, we presume the parties' familiarity with the pleadings as discussed supra, the history of 

the proceeding, and the arguments and evidence submitted with respect to Opposer's motion for [*22]  partial 

summary judgment. Therefore, for the sake of efficiency, we address the record on summary judgment only to the 

extent necessary to set forth our analysis and findings. We do not repeat or address all of Opposer's arguments 

and evidence. See Guess? IP Holder LP v. Knowluxe LLC, 116 USPQ2d 2018, 2019 (TTAB 2015).

1. Summary judgment standard

Summary judgment is appropriate where the movant shows that there is no genuine dispute as to any material fact 

and that it is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(a). A party asserting that a fact cannot be or 

is genuinely disputed must support its assertion by either (1) citing to particular parts of materials in the record, or 

(2) showing that the materials cited do not establish the absence or presence of a genuine dispute, or that an 

adverse party cannot produce admissible evidence to support the fact. Fed. R. Civ. P. 56(c).

A movant for summary judgment carries the burden of proof in regard to its motion. See Celotex Corp. v. Catrett, 

477 U.S. 317, 323-24, 106 S. Ct. 2548, 91 L. Ed. 2d 265 (1986). In deciding the motion, the function of the Board is 

not to try issues of fact, but to determine if there are [*23]  any genuine disputes of material fact to be tried. See 

TBMP § 529.01 and cases cited therein. The nonmoving party must be given the benefit of all reasonable doubt as 

to whether genuine issues of material fact exist, and the evidentiary record on summary judgment, and all 

inferences to be drawn from the undisputed facts, must be viewed in the light most favorable to the nonmoving 

party. See Opryland USA, Inc. v. Great Am. Music Show, Inc., 970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir. 

1992).

a. Standing

We first consider whether Opposer has standing to bring this opposition proceeding. Standing is a threshold issue 

that must be proven by a plaintiff in every inter partes case. See Empresa Cubana Del Tabaco v. Gen. Cigar Co., 

753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2014); John W. Carson Found. v. Toilets.com Inc., 94 USPQ2d 

1942, 1945 (TTAB 2010). Opposer submitted with its motion a printout from the USPTO's TSDR electronic 

database showing that one of its pleaded registrations, namely, Registration No. 4304905 for CARDS AGAINST 

HUMANITY, is valid and subsisting. See Lackman Decl'n, Exhibit 2 (15 TTABVUE 18-21).  [*24]  Opposer's 

standing to bring this opposition is established by the TSDR printout. See Trademark Rule 2.122(d)(1); see also 

Cunningham v. Laser Golf Corp., 222 F.3d 943, 945, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); Edwards 

Lifesciences Corp. v. Vigilanz Corp., 94 USPQ2d 1399, 1408 (TTAB 2010). Accordingly, we find that there is no 

genuine dispute of material fact regarding Opposer's standing.

b. Priority

We turn next to the issue of whether there is a genuine dispute of material fact regarding Opposer's asserted 

priority of use. There is no genuine dispute of material fact regarding Opposer's priority in this case as to Opposer's 

use of the mark CARDS AGAINST HUMANITY for "card games; game cards" because Opposer submitted a TSDR 
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printout of Opposer's pleaded Registration No. 4304905 for the standard character mark CARDS AGAINST 

HUMANITY showing that the registration is valid and subsisting and owned by Opposer. Because Opposer's 

pleaded registration is of record, priority is not at issue with respect to the goods covered by that registration vis-à-

vis the involved applications. Mini Melts, Inc. v. Reckitt Benckiser LLC, 118 USPQ2d 1464, 1469 (TTAB 2016) [*25]  

(citing King Candy Co. v. Eunice King's Kitchen, Inc., 182 USPQ at 110); TBMP § 309.03(c). Accordingly, there is 

no genuine dispute of material fact as to Opposer's priority as to the mark CARDS AGAINST HUMANITY for card 

games and game cards, as shown by Registration No. 4304905.

However, a genuine dispute remains as to pleaded Registration No. 4623613 for the trade dress mark incorporating 

the wording CARDS AGAINST HUMANITY. Although Opposer states that it has done so, Opposer failed to submit 

a TSDR printout of pleaded Registration No. 4623613. There is no such printout in either the confidential or public 

copy of the Lackman Declaration (11 and 15 TTABVUE 22-24); there is only a copy of the registration certificate 

itself. The registration certificate itself is insufficient to make this registration of record under Trademark Rule 

2.122(d) because it does not show the current status and does not appear to have been issued at a time 

reasonably contemporaneous with Opposer's motion for partial summary judgment. See United Global Media 

Group, Inc. v. Tseng, 112 USPQ2d 1039, 1042 (TTAB 2014); TBMP § 704.03(b)(1)(A).

c. Goods, trade channels, and  [*26]   class of purchasers

Consideration of the similarity of the parties' goods is based on the goods recited in Applicant's applications vis-à-

vis the goods identified in Opposer's pleaded registration which is of record. See Stone Lion Capital Partners, LP v. 

Lion Capital LLP, 746 F.3d 1317, 110 USPQ2d 1157, 1161 (Fed. Cir. 2014); Canadian Imperial Bank of Commerce 

v. Wells Fargo Bank, Nat'l Asso., 811 F.2d 1490, 1 USPQ2d 1783, 1815 (Fed. Cir. 1992). Applicant's description of 

goods in both subject applications is "card games; game cards." The description of goods in Opposer's pleaded 

Registration No. 4304905 is also "card games; game cards." The parties' goods are, therefore, identical. Because 

the goods are identical, and there are no restrictions on channels of trade in either the subject applications or the 

registration that is of record, it is presumed that Applicant's goods and Registrant's goods move in the same 

channels of trade normal for those goods and are offered to the same classes of purchasers. See In re Viterra Inc., 

671 F.3d 1358, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (legally identical goods are presumed to travel in same 

channels of [*27]  trade to same class of purchasers) (citing Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 

1261, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)); Am. Lebanese Syrian Associated Charities Inc. v. Child Health 

Research Inst., 101 USPQ2d 1022, 1028 (TTAB 2011); Tea Board of India v. Republic of Tea, Inc., 80 USPQ2d 

1881, 1897 (TTAB 2008) ("Because the goods are identical and there are no restrictions in the identification of 

goods, the channels of trade as well as the purchasers for such goods are deemed identical" and include the same 

purchasers.). Accordingly, we find there is no genuine dispute of material fact that that the parties' goods are 

identical, travel in the same channels of trade, and are purchased by the same classes of consumers.

d. Defense of no actual confusion

Opposer asks us to either strike Applicant's defense paragraph 18 (that "Applicant's [m]arks have been in use by 

Applicant for over two (2) years without any instance of actual confusion") or give it no separate consideration 

because it merely amplifies Applicant's denial of the ground of likelihood of confusion. See Mot., p. 20 (10 

TTABVUE 21). We decline [*28]  to do either. As noted supra, defense paragraph 18 provides Opposer with more 

information as to at least one way Applicant may try to defend its right of registration. We are unable to determine 

on the partial summary judgment record now before us whether Applicant's allegation of the absence of actual 

confusion may be relevant or have probative value to the larger analysis of likelihood of confusion. See, e.g., 

Citigroup Inc. v. Capital City Bank Grp., Inc., 94 USPQ2d 1645, 1660 (TTAB 2010) (stating that absence of reported 

instances of confusion may be meaningful "if the record indicates appreciable and continuous use by applicant of its 

mark for a significant period of time in the same markets as those served by opposer under its marks"), aff'd, 637 

F.3d 1344, 98 USPQ2d 1253 (Fed. Cir. 2011). Opposer has not met its burden of demonstrating that no genuine 

dispute of material fact remains as to the relevance or probative value of the lack of actual confusion.

e. Defense of parody
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Parody is a potential defense only if the involved marks otherwise would not be found confusingly similar. For this 

reason, the Board will assess alleged parody [*29]  as part of the circumstances in determining whether Opposer 

has made out its claim. See, e.g., Research in Motion Ltd. v. Defining Presence Marketing Grp. Inc., 102 USPQ2d 

at 1191-92. In the present motion for partial summary judgment, Opposer does not move for summary judgment on 

the ground of likelihood of confusion; instead, as discussed supra, Opposer moved for partial summary judgment 

only as to the similarity of the parties' goods, trade channels, and class of purchasers.

While we have found no genuine dispute of material fact that the parties' goods are identical, travel in the same 

channels of trade, and are purchased by the same classes of consumers, Opposer has not moved for, and we have 

not determined that no genuine dispute exists as to whether prospective purchasers of Applicant's goods might 

believe that both parties' goods come from the same source. See id. at 1192 (acknowledging that usually, if the 

Board "should find under the du Pont factors that the parties' respective goods are not readily distinguishable, that 

they might be targeted to the same consumers through overlapping trade channels, and in the event that 

prospective  [*30]   purchasers of an applicant's goods might well believe that both parties' goods come from the 

same source, then a likelihood of confusion will usually trump any" parody defense) (emphasis added).

Parody is a potential defense only if the involved marks otherwise would not be found confusingly similar. See 

Boston Red Sox Baseball Club LP v. Sherman, 88 USPQ2d 1581, 1592 (TTAB 2008) ("In finding that the marks are 

not similar, we have given no weight to applicant's argument that his mark is a parody. Parody is not a defense if 

the marks would otherwise be considered confusingly similar."). Because Opposer has not made out its full claim of 

likelihood of confusion (i.e., Opposer has not shown on summary judgment that no genuine dispute of material fact 

exists as to whether prospective purchasers of Applicant's goods might believe that both Applicant and Opposer's 

goods come from the same source), Opposer has not met its initial burden to show that no genuine dispute of 

material fact remains as to the applicability of an alleged parody defense.

2. Summary

Opposer's motion for partial summary judgment is granted as to Opposer's standing; Opposer's priority [*31]  of 

use of the mark CARDS AGAINST HUMANITY for card games and game cards, as shown by Registration No. 

4304905; and the similarity of the parties' goods, channels of trade, and classes of consumers. There are no 

genuine disputes of material fact as to these issues.

Opposer's motion for partial summary judgment is denied as to Opposer's priority of use of the trade dress mark 

incorporating the wording CARDS AGAINST HUMANITY, as shown in Registration No. 4623613; and Applicant's 

"defenses" of lack of actual confusion and parody. Opposer has not met its initial burden of showing that there are 

no genuine disputes of material fact as to these issues. The fact that we have identified the aforementioned genuine 

disputes of material fact as a basis for denying the partial motion for summary judgment should not be construed as 

a finding that these necessarily are the only issue which remains for trial. See, e.g., Am. Express Mktg. & Dev. 

Corp. v. Gilad Dev. Corp., 94 USPQ2d 1294, 1301 n.5 (TTAB 2010).

Opposer's motion for partial summary judgment is moot as to Opposer's priority of use of the common law mark 

CAH; and all of Applicant's affirmative defenses except [*32]  the "defenses" of no actual confusion and parody. 

These matters (except actual confusion and parody) have been stricken from the pleadings.

The parties are reminded that evidence submitted in support of or in opposition to a motion for summary judgment 

is of record only for consideration of that motion. Any such evidence to be considered at final hearing must be 

properly introduced during the appropriate trial period. See, e.g., Levi Strauss & Co. v. R. Josephs Sportswear, 28 

USPQ2d 1464 (TTAB 1993).

IV. The Parties May Replead

Inasmuch as we have stricken dilution, false suggestion of a connection, Opposer's allegations of common law 

rights, and Applicant's affirmative defenses (except actual confusion and parody) from the pleadings, Opposer is 

allowed until September 20, 2017, in which to file and serve an amended notice of opposition, if it has a reasonable 
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basis therefor; and Applicant is allowed until October 5, 2017, in which to file and serve an answer to the 

prospective amended notice of opposition, if an amended notice of opposition is filed, or to file an amended answer, 

if it has a reasonable basis therefor and if no amended notice [*33]  of opposition is filed; failing which, this case will 

proceed under the pleadings as stricken (i.e., under the sole ground of likelihood of confusion, and under the only 

two "defenses" of no actual confusion and parody). See Musical Directions v. McHugh, 104 USPQ2d 1157, 1160 

(TTAB 2012) (party allowed to replead after Board struck claims sua sponte).

V. Schedule

Proceedings are resumed. Dates are reset on the following schedule:

Amended Notice of Opposition Due, if Filed 9/20/2017

Answer to Amended Notice of Opposition; 10/5/2017

or Amended Answer Due, if Filed

Opposer's 30-day Trial Period Ends 11/27/2017

Applicant's Pretrial Disclosures 12/12/2017

Applicant's 30-day Trial Period Ends 1/26/2018

Opposer's Rebuttal Disclosures 2/10/2018

Opposer's 15-day Rebuttal Period Ends 3/12/2018

Briefs shall be filed in accordance with Trademark Rules 2.128(a) and (b). An oral hearing will be set only upon 

request filed as provided by Trademark Rule 2.129.

In view of treatment of the pleadings and the motion for partial summary judgment, the late stage at which Opposer 

moved for summary judgment, and Trademark Rule 2.127(e)(1)  [*34]  as now amended, 12 the Board will not 

entertain another motion for summary judgment. This case should proceed to trial once the pleadings are settled.

VI. Civil Action Information

If the parties are together involved in a civil action, Opposer must so inform the Board in writing within ten days of 

the mailing date of this order and provide the Board with the status of; and a copy of the operative complaint, 

answer, and any counterclaim complaint and answer (without exhibits) from; the civil action. See Trademark Rule 

2.117(a).

VII. Requirement for Future Motions

Because there have been negative procedural or substantive issues with each of the major filings in this case (i.e., 

complaint,  [*35]  answer, motion for summary judgment, and brief in opposition), the Board imposes the following 

procedural requirement upon the parties: For any future unconsented motion to be filed in this case by either party, 

the filing party must first telephone the assigned Interlocutory Attorney to seek permission to file the unconsented 

motion. The Board attorney may, in exercising her discretion, determine that a telephonic case conference with 

opposing counsel (i.e., the non-filing party) is required. See Schering-Plough Animal Health Corp. v. Aqua Gen AS, 

90 USPQ2d 1184, 1185 (TTAB 2009) (Board required party obtain permission before filing any unconsented or 

unstipulated motion); Carrini Inc. v. Carla Carini S.R.L., 57 USPQ2d 1067, 1071 (TTAB 2000) ("Board possesses 

the inherent authority to control the disposition of cases on its docket, which necessarily includes the inherent 

power to enter sanctions.").  

End of Document

12 See footnote 4, supra, explaining that this rule was amended effective January 14, 2017, to require a motion for summary 

judgment be filed prior to the deadline for pretrial disclosures for the first testimony period -- a date that passed in this case on 

November 20, 2016. See also
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Great Adirondack Steak & Seafood Cafe, Inc. v. Adirondack Pub & Brewery, 
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Adirondack Pub & Brewery, Inc. v. Great Adirondack Steak & Seafood Cafe, 
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Later proceeding at Great Adirondack Steak & Seafood Caf, Inc. v. Adirondack Pub & Brewery, Inc., 2019 TTAB 
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Core Terms

affirmative defense, pleaded, Cancellation, registration, beer, summary judgment, allegations, fraud claim, notice, 

counterclaim, Trademark, commerce, cases, consolidated, Declaration, genuine dispute, material fact, cross-

motion, proceedings, defenses, Brewery, motion to strike, filing date, STRICKEN, laches

Panel:  [*1]  Before Quinn, Lykos and Masiello, Administrative Trademark Judges.  

Opinion

THIS OPINION IS NOT A PRECEDENT OF THE TTAB

By the Board:

It has come to the Board's attention that prior to the filing of Opposition No. 91219612, Adirondack Pub & Brewery, 

Inc. filed Cancellation No. 92058318 petitioning to cancel the registration that Great Adirondack Steak & Seafood 

Cafe, Inc. has pleaded in Opposition No. 91219162. When cases involving common questions of law and fact are 

pending before the Board, the Board may order consolidation of the cases. See Fed. R. Civ. P. 42(a); TBMP § 511 

(2014) (consolidation is discretionary with the Board, and may be ordered upon the Board's own initiative); see also 

Regatta Sport Ltd. v. Telux-Pioneer Inc.,20 USPQ2d 1154 (TTAB 1991). Inasmuch as the parties to Opposition No. 

91219162 and Cancellation No. 92058318 are the same and the proceedings involve common questions of law and 

fact, the proceedings are consolidated and may be presented on the same record and briefs. Cancellation No. 

92058318 will be treated as a counterclaim in Opposition No. 91219162, and in this order, we will refer to Great 

Adirondack Steak & Seafood [*2]  Cafe, Inc. as "Opposer/Counterclaim-Defendant" and Adirondack Pub & Brewery, 

Inc. as "Applicant/Counterclaim-Plaintiff."

The record will be maintained in Opposition No. 91219162 as the "parent" case. The parties should no longer file 

separate papers or submissions in connection with each proceeding, but instead should file only a single copy of 
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each submission in the parent case. Each submission filed should bear the case caption as set forth above and the 

parent case should be designated as the parent case by following it with: "(parent)," as in the case caption set forth 

above.

Consolidated cases do not lose their separate identity because of consolidation. Each proceeding retains its 

separate character and requires entry of a separate judgment. The single decision on the consolidated cases shall 

take into account any differences in the issues raised by the respective pleadings and a copy of the final decision 

shall be placed in each proceeding file. See Dating DNA LLC v. Imagini Holdings Ltd.,94 USPQ2d 1889, 1893 

(TTAB 2010).

These consolidated cases now come up on: (1) the parties' stipulated motion to amend the Board's standard 

protective agreement in Opposition [*3]  No. 91219162; (2) Opposer/Counterclaim-Defendant's motion to strike, 

filed December 29, 2014 in Opposition No. 91219162; (3) Applicant/Counterclaim-Plaintiff's motion for summary 

judgment, filed November 7, 2014 in Cancellation No. 92058318; and (4) Opposer/Counterclaim-Defendant's 

crossmotion, filed November 10, 2014 in Cancellation No. 92058318, which we construe as a combined cross-

motion for judgment on the pleadings regarding whether the claim of fraud has been adequately pleaded, and a 

cross-motion for summary judgment on the claim that Opposer/Counterclaim-Defendant's mark was not in use in 

commerce in connection with the involved goods as of the filing date of the underlying use-based application. 1 

Opposer/-Counterclaim-Defendant's motion to strike and the parties' cross-motions for summary judgment are fully 

briefed. Applicant/Counterclaim-Plaintiff did not respond to the merits of Opposer/Counterclaim-Defendant's motion 

for judgment on the pleadings, 2 but rather than grant the motion as conceded, we exercise our discretion to 

consider the cross-motion on its merits.

 [*4]  

1. Stipulated Motion to Amend the Standard Protective Agreement in Opposition No. 91219162

The parties' stipulated motion to amend the Board's standard protective agreement in Opposition No. 91219162 is 

GRANTED and use of the protective agreement attached to the parties' motion is approved. 3 See Trademark Rule 

2.116(g). The parties are referred, as appropriate, to TBMP §§ 412.04 (Filing of Confidential Materials with the 

Board) and 412.05 (Handling of Confidential Materials by the Board).

The parties are advised that only confidential or trade secret information should be filed pursuant to a stipulated 

protective agreement. Such an agreement may not be used as a means of circumventing [*5]  Trademark Rules 

2.27(d) and (e), which provide that the file of a published application or issued registration, and all proceedings 

relating thereto, should otherwise be available for public inspection.

2. Motion to Strike in Opposition No. 91219162

Applicant/Counterclaim-Plaintiff seeks registration of the mark ADIRONDACK BREWERY for "beer." 4 In its notice 

of opposition, Opposer/Counterclaim-Defendant alleges: (1) prior use and registration of the mark GREAT 

ADIRONDACK BREWING COMPANY, in standard characters, for ales and beers; 5 (2) that use of 

1 On December 7, 2014, the Board issued an order suspending Cancellation No. 92058318 pending disposition of the parties' 

cross-motions for summary judgment. We deem the proceedings suspended as of November 7, 2015 -- the date 

Applicant/Counterclaim-Plaintiff filed its motion for summary judgment. Accordingly, Opposer/Counterclaim-Defendant's cross-

motion, filed November 10, 2014, is timely.

2 Applicant/Counterclaim-Plaintiff has argued only the merits of its fraud claim.

3 On April 2, 2014, the Board issued an order approving use of an identical protective agreement in Cancellation No. 92058318.

4 Application Serial No. 86027053, filed August 2, 2013, based on an allegation of first use of April 28, 1999 and first use in 

commerce of September 11, 1999; claiming acquired distinctiveness pursuant to Section 2(f) of the Trademark Act, 15 U.S.C. § 

1052(f); "brewery" disclaimed.
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Applicant/Counterclaim-Plaintiff's mark is likely to cause confusion with Opposer/Counterclaim-Defendant's mark; 

and (3) that the involved mark is merely descriptive of beer. Applicant/Counterclaim-Plaintiff filed an answer on 

December 11, 2014 denying the salient allegations in the notice of opposition and asserting seven affirmative 

defenses.

 [*6]  

Opposer/Counterclaim-Defendant filed a timely motion to strike six of the seven affirmative defenses on the ground 

that the affirmative defenses are "bald and conclusory assertions that do not provide [Opposer/Counterclaim-

Defendant] with fair notice of the basis for the claimed defenses, and do not plead the elements necessary to 

establish the Affirmative Defenses." Motion to Strike, pp. 1-2. In response, Applicant/Counterclaim-Plaintiff argues 

that it "should not have any burden or responsibility to specifically outline each of its defenses when they are 

factually of the same substance as [the claims pleaded] in [Cancellation No. 92058318]," see Response to Motion 

to Strike, pp. 1-2; that it has pleaded its affirmative defenses "in a simple and concise manner" in compliance [*7]  

with Trademark Rule 2.106(b)(1), 6 id.; and that although the defense of laches in an opposition proceeding "is very 

limited," Opposer/Counterclaim-Defendant "has been aware of the [involved application] since December 4, 2013, 

as a result of [Cancellation No. 92058318]." Id. at p. 2.

The Board may strike from a pleading any insufficient defense, or any redundant, immaterial, impertinent or 

scandalous matter. See Fed. R. Civ. P. 12(f); Am. Vitamin Prods. Inc. v. DowBrands Inc.,22 USPQ2d 1313, 1314 

(TTAB 1992); TBMP § 506.01. Motions to strike are not favored, and as such, a defense will not be stricken as 

insufficient if the insufficiency is not clearly apparent, or if it raises factual issues that should [*8]  be determined on 

the merits. See TBMP § 506.01. Moreover, the primary purpose of the pleadings is to give fair notice of the claims 

or defenses asserted. See id; see also TBMP §§ 309.03 and 311.02. Thus, the Board, in its discretion, may decline 

to strike even objectionable pleadings where their inclusion will not prejudice the adverse party, but rather will 

provide fuller notice of the basis for a claim or defense. See Harsco Corp. v. Elec. Sciences Inc.,9 USPQ2d 1570 

(TTAB 1988).

As an initial matter, Applicant/Counterclaim-Plaintiff's assertion that its claims in Cancellation No. 92058318 have 

placed Opposer/Counterclaim-Defendant on sufficient notice of its affirmative defenses in Opposition No. 91219162 

is without merit. Although the cases are consolidated, Opposition No. 91219162 and Cancellation No. 92058318 

are separate proceedings and the sufficiency of the pleadings in each case must stand on their own. With this in 

mind, the Board addresses each of Applicant/Counterclaim-Plaintiff's affirmative defenses in turn below.

Applicant/Counterclaim-Plaintiff's Affirmative Defenses 1 and 2

1. "[Opposer/Counterclaim-Defendant] fails [*9]  to state a claim upon which relief may be granted."

2. "[Opposer/Counterclaim-Defendant] fails to plead its claim with adequate particularity."

Affirmative Defense 2 is an amplification of Affirmative Defense 1, and therefore, we address these affirmative 

defenses together. An assertion that a pleading fails to state a claim upon which relief can be granted is not a true 

affirmative defense because it relates to an assertion of the insufficiency of the pleading rather than a statement of 

a defense to a properly pleaded claim. See Hornblower & Weeks Inc. v. Hornblower & Weeks Inc.,60 USPQ2d 

1733, 1738 n.7 (TTAB 2001). Nonetheless, we have reviewed the sufficiency of the notice of opposition.

5 Registration No. 4425098; filed March 8, 2013; issued October 29, 2013; based on a claim of first use and first use in 

commerce of December 30, 1997; claiming acquired distinctiveness pursuant to Section 2(f) of the Trademark Act, 15 U.S.C. § 

1052(f); "brewing company" disclaimed.

6 Applicant/Counterclaim-Plaintiff also argues that Opposer/Counterclaim-Defendant's affirmative defenses in Cancellation No. 

92058318 are similarly short and concise. We address the sufficiency of Opposer/Counterclaim-Defendant's affirmative 

defenses in Section 4 below.
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To state a claim upon which relief can be granted, a plaintiff need only allege such facts as would, if proved, 

establish that: 1) it has standing to maintain the proceeding, and 2) a valid ground exists for opposing the 

registration sought or cancelling the issued registration. See Lipton Indus., Inc. v. Ralston Purina Co.,670 F.2d 

1024, 213 USPQ 185, 187 (CCPA 1982). Specifically, a complaint "must contain sufficient factual matter, accepted 

as true,  [*10]  to 'state a claim to relief that is plausible on its face.'" Ashcroft v. Iqbal, 556 U.S. 662, 129 S. Ct. 

1937, 173 L. Ed. 2d 868 (2009) (quoting Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570, 127 S. Ct. 1955, 167 L. 

Ed. 2d 929 (2007)). In particular, a plaintiff must allege well-pleaded factual matter and more than "[t]hreadbare 

recitals of the elements of a cause of action, supported by mere conclusory statements," to state a claim plausible 

on its face. Iqbal, 556 U.S. 662, 129 S. Ct. 1937, 173 L. Ed. 2d 868 (citing Twombly, 550 U.S. at 555). Further, all of 

the plaintiff's well-pleaded allegations must be accepted as true, and the complaint must be construed in the light 

most favorable to the plaintiff. See, e.g., Advanced Cardiovascular Sys. Inc. v. SciMed Life Sys. Inc.,988 F.2d 1157, 

26 USPQ2d 1038, 1041 (Fed. Cir. 1993); Fair Indigo LLC v. Style Conscience, 85 USPQ2d 1536, 1537 (TTAB 

2007).

Opposer/Counterclaim-Defendant has sufficiently alleged both its standing and a valid ground for opposition by 

pleading its prior use and registration of the mark GREAT ADIRONDACK BREWING COMPANY and a plausible 

claim of likelihood of confusion. See Notice of Opposition, PP 2-9; see  [*11]   also Barbara's Bakery Inc. v. 

Landesman, 82 USPQ2d 1283, 1285 (TTAB 2007); TBMP § 309.03(b) and cases cited in footnote 7 therein. 

Opposer also has adequately pleaded that Applicant/Counterclaim-Plaintiff's mark is merely descriptive. 7 See 

Notice of Opposition, P 10; see also M. Polaner, Inc. v. J.M. Smucker Co.,24 USPQ2d 1059, 1060 (TTAB 1992) 

(construing descriptiveness claim to include an implicit assertion of lack of acquired distinctiveness).

 [*12]  

In view of these findings, Opposer/Counterclaim-Defendant's motion is GRANTED with respect to Affirmative 

Defenses 1 and 2, which are STRICKEN.

Applicant/Counterclaim-Plaintiff's Affirmative Defenses 3 and 4

3. "[Opposer/Counterclaim-Defendant's] claims are barred by the doctrine of estoppel."

4. "[Opposer/Counterclaim-Defendant's] claims are barred by the doctrines of waiver, laches and/or 

acquiescence."

Affirmative defenses, like claims in a notice of opposition or petition for cancellation, must be supported by enough 

factual background and detail to fairly place the claimant on notice of the basis for the defenses. See IdeasOne Inc. 

v. Nationwide Better Health Inc.,89 USPQ2d 1952, 1953 (TTAB 2009); Ohio State Univ. v. Ohio Univ.,51 USPQ2d 

1289, 1292 (TTAB 1999) (noting that the primary purpose of pleadings "is to give fair notice of the claims or 

defenses asserted"); see also TBMP § 311.02(b) and the cases cited in footnote 15 therein. Here, 

Applicant/Counterclaim-Plaintiff's defenses of estoppel, laches, acquiescence and waiver are bald, conclusory 

allegations that are not supported by [*13]  any facts.

Moreover, although Trademark Rule 2.106(b)(1) in principle allows a defendant to plead the defenses of estoppel, 

laches, and acquiescence, such defenses generally are not available in opposition proceedings. See Barbara's 

Bakery, 82 USPQ2d at 1292 n.14 (noting that amendment of applicant's answer to assert defenses of laches, 

acquiescence or estoppel would be futile as such defenses generally are not available opposition proceedings); see 

also Lincoln Logs, Ltd. v. Lincoln Pre-Cut Logs Homes, Inc., 971 F.2d 732, 23 USPQ2d 1701, 1703 (Fed. Cir. 

1992); Nat'l Cable Television Assoc. v. Am. Cinema Editors Inc.,937 F.2d 1572, 19 USPQ2d 1424, 1432 (Fed. Cir. 

1991). In addition, such equitable defenses cannot be asserted against a claim of descriptiveness, which has been 

7 We note that Opposer/Counterclaim-Defendant has not asserted a claim that the involved mark is primarily geographically 

descriptive of the involved goods. To assert such a claim, a plaintiff must plead that: (1) the primary significance of the mark is 

as the name of a place that is generally known; and (2) the relevant purchasers would associate defendant's goods with the 

place named, i.e.,that the public would believe that the goods come from the place named. Grand Canyon West Ranch LLC v. 

Hualapai Tribe, 88 USPQ2d 1501, 1505 (TTAB 2008).
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pleaded here. See Callaway Vineyard & Winery v. Endsley Capital Group, Inc.,63 USPQ2d 1919, 1923 (TTAB 

2002).

In view of the foregoing, Opposer/Counterclaim-Defendant's motion to strike is GRANTED with respect to 

affirmative defenses 3 and 4, which are STRICKEN.

Applicant/Counterclaim-Plaintiff's Affirmative Defenses 5 and   [*14]    7

5. "[Opposer/Counterclaim-Defendant's] claims are barred by the doctrine of unclean hands."

7. "[Opposer/Counterclaim-Defendant] obtained its registration by fraud."

Applicant/Counterclaim-Plaintiff has not adequately pleaded an affirmative defense of unclean hands or fraud as it 

has not alleged any specific misconduct on the part of Opposer/Counterclaim-Defendant. 8 See Midwest Plastic 

Fabricators Inc. v. Underwriters Labs. Inc.,5 USPQ2d 1067, 1069 (TTAB 1987) ("[R]espondent's fourth affirmative 

defense does not include allegations that state a defense of unclean hands. There are no specific allegations of 

conduct by petitioner that, if proved, would prevent petitioner from prevailing on its claim; instead, the allegations of 

the fourth affirmative defense are either unclear, non-specific, irrelevant to a pleading of unclean hands, or merely 

conclusory in nature."). Moreover, an affirmative defense of fraud needs to be alleged with a heightened degree of 

particularity in compliance with Fed. R. Civ. P. 9(b), and that has not been done here. See In re Bose Corp.,580 

F.3d 1240, 91 USPQ2d 1938, 1939 (Fed. Cir. 2009). Accordingly,  [*15]  Opposer/Counterclaim-Defendant's motion 

is GRANTED with respect to affirmative defenses 5 and 7, which are STRICKEN.

 [*16]  

Applicant/Counterclaim-Plaintiff's Affirmative Defense 6

6. "[Opposer/Counterclaim-Defendant's] Mark is not in use in commerce."

Opposer/Counterclaim-Defendant has not objected to Affirmative Defense 6, but to be complete, we address the 

sufficiency of this defense. See Fed. R. Civ. P. 12(f) (Board may strike an insufficient defense on its own initiative); 

Am. Vitamin Prods., Inc.,22 USPQ2d at 1314. The allegation that Opposer/Counterclaim-Defendant's pleaded mark 

is not in use in commerce is not a proper affirmative defense, but rather, in the context of Opposition No. 91219162, 

is an impermissible collateral attack against the pleaded registration. See Trademark Rule 2.106(b)(2)(ii); Textron, 

Inc. v. The Gillette Co.,180 USPQ 152, 153 (TTAB 1973) (defense attacking validity of pleaded registration must be 

raised by way of petition for cancellation); see also TBMP §§ 313.01 and 313.02. Moreover, we note that this 

affirmative defense is effectively superseded by Applicant's claim of non-use in Cancellation No. 92058318. 9 

Accordingly, Affirmative Defense 6 is STRICKEN.

 [*17]  

3. Motion for Judgment on the Pleadings in Cancellation No. 92058318

8 Under the equitable defense of unclean hands, a plaintiff may be estopped from relying on a pleaded registration because the 

registration was obtained or maintained on the basis of a false statement. See Duffy-Mott Co., Inc. v. Cumberland Packing 

Co.,424 F.2d 1095, 57 C.C.P.A. 1046, 165 USPQ 422, 424-25 (CCPA 1970); Lever Bros. Co. v. Shaklee Corp.,214 USPQ 654, 

659 (TTAB 1982) ("While ordinarily, in a proceeding before this Board, a Principal Register registrant is entitled to rely upon the 

presumptions of validity, ownership and exclusive right to use accorded under the provisions of the Trademark Act, we have 

determined that such presumptions are effectively rebutted where there is clear and unmistakable evidence in the record that the 

registered mark is invalid due to its having been abandoned, obtained on the basis of a false statement or subject to some other 

material defect. Where such unmistakable evidence exists, the registration is not accorded any evidentiary value in regard to the 

issues in a proceeding before us.").

9 In Cancellation No. 92058318, Applicant/Counterclaim-Plaintiff has adequately pleaded a claim that Opposer/Counterclaim-

Defendant's Registration No. 4425098 is void ab initio on the ground that the involved mark was not in use in commerce in 

connection with the identified goods as of the filing date of the underlying use-based application. See infra, p. 17.
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Opposer/Counterclaim-Defendant argues that Applicant/Counterclaim-Plaintiff has failed to adequately plead a 

claim of fraud because: (1) the allegations in the petition for cancellation are made solely on information and belief, 

see Opposer/Counterclaim-Defendant's Cross-Motion, p. 13-14; (2) Applicant/Counterclaim-Plaintiff has failed to 

allege intent, see id. at p. 14; and (3) none of the alleged false statements would have been material to the 

issuance of the involved registration. See id. at p. 15. 10 

If, as is the case here, a defendant files a motion for judgment on the pleadings under Fed. R. Civ. P. 12(c) that is 

based on the assertion that the complaint fails to state a claim upon which relief can be granted, the standard for 

adjudicating [*18]  the motion is the same as that of a motion filed pursuant to Fed. R. Civ. P. 12(b)(6). See Western 

Worldwide Enters. Group Inc. v. Qinqdao Brewery, 17 USPQ2d 1137, 1139 (TTAB 1990). Accordingly, we consider 

whether Applicant/Counterclaim-Plaintiff has alleged such facts as would, if proven at trial or on summary judgment, 

establish that Applicant/Counterclaim-Plaintiff has standing to petition for the cancellation of the registered mark 

and that a statutory ground exists for canceling such registration. See supra, pp. 7-8.

Applicant/Counterclaim-Plaintiff's allegation that it is using and has filed a federal trademark application for the mark 

ADIRONDACK BREWERY for beer, if proven, would be sufficient to show that it is not a mere intermeddler, but has 

a real interest in petitioning to cancel the mark GREAT ADIRONDACK BREWING COMPANY for ales and beer. Cf. 

Anosh Toufigh v. Persona Parfum, Inc.,95 USPQ2d 1872, 1874 (TTAB 2010) (standing established based solely on 

testimony that petitioner filed an application for an identical mark for goods similar to those in respondent's 

registration). Moreover, Applicant/Counterclaim-Plaintiff's standing is [*19]  inherent in its position as defendant in 

Opposition No. 91219162. See TBMP § 309.03(b) and cases cited in footnote 14 therein.

We now turn to whether Applicant/Counterclaim-Plaintiff has adequately pleaded a claim of fraud. Fraud in 

procuring a trademark registration occurs when an applicant for registration knowingly makes a specific false, 

material representation of fact in connection with an application to register, with the intent of obtaining a registration 

to which it is otherwise not entitled. See In re Bose Corp.,91 USPQ2d at 1939; Qualcomm Inc. v. FLO Corp.,93 

USPQ2d 1768, 1770 (TTAB 2010). As previously stated, a claim of fraud must set forth all elements of the claim 

with a heightened degree of particularity in compliance with Fed. R. Civ. P. 9(b). See Asian and Western Classics 

B.V. v. Selkow, 92 USPQ2d 1478, 1478-79 (TTAB 2009). As such, "allegations made 'on information and belief' 

must be accompanied by a statement of facts upon which the belief is founded." Id. at 1479. In addition, intent to 

deceive the USPTO is a specific element of a fraud claim, and must be sufficiently pleaded. In re Bose, 91 USPQ2d 

at 1939-1940; [*20]  Asian and Western Classics, 92 USPQ2d at 1479.

Applicant/Counterclaim-Plaintiff's allegations of fraud are as follows:

4. "Upon information and belief, [Opposer/Counterclaim-Defendant] has not used the mark GREAT 

ADIRONDACK BREWING COMPANY in commerce on beer and/or ale since December 30, 1997, as declared 

in its application."

5. "Upon information and belief, [Opposer/Counterclaim-Defendant's] specimen of use submitted to obtain the 

registration is a photograph of a 'growler' or empty container and not a label showing the mark as affixed to a 

container of beer or ale and not a label approved by alcoholic beverage regulators for a container of beer or 

ale."

6. "Upon information and belief, while [Opposer/Counterclaim-Defendant] has obtained from state and federal 

licensing authorities various Certificates of Label Approval for beer and ale, until about 2011, none of these 

certificates show or provide for use of the trademark use of [sic] GREAT ADIRONDACK BREWING COMPANY 

making the use of GREAT ADIRONDACK BREWING COMPANY without approved use, unlawful under state 

and federal laws regulating alcoholic beverages."

7. "Upon information and [*21]  belief, [Opposer/Counterclaim-Defendant's] products have never been sold in 

interstate commerce, as declared in its application for the registration, but have sold been [sic] only out of its 

10 Opposer/Counterclaim-Defendant also argues the merits of Applicant/-Counterclaim-Plaintiff's fraud claim. See 

Opposer/Counterclaim-Defendant Cross-Motion, pp. 15-23.
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restaurant premises in upstate New York, primarily within the county in which the restaurant is situated, and 

only within the limits of New York State."

These allegations fail to sufficiently set forth a claim of fraud for a number of reasons. First, intent is an 

indispensable element of a fraud claim and intent has not been pleaded here. Second, Applicant/Counterclaim-

Plaintiff has not supported its allegations made "on information and belief" with any specific factual allegations. 

Third, a date of first use is not material to the Office's decision to issue a registration. As such, even if the first use 

date claimed in Opposer/Counterclaim-Defendant's underlying application were incorrect, this would not constitute 

fraud. See Hiraga v. Arena, 90 USPQ2d 1102, 1107 (TTAB 2009) (recognizing that the critical issue is whether the 

mark was in use in commerce in connection with the identified goods as of the filing date of the use-based 

application). Fourth, to the extent Applicant/-Counterclaim-Plaintiff [*22]  is attempting to assert a claim of fraud 

based on the insufficiency of Opposer/Counterclaim-Defendant's specimen, that is an ex parte examination issue 

and not a proper basis for a claim of fraud. 11 Cf., e.g., General Mills Inc. v. Health Valley Foods, 24 USPQ2d 1270, 

1273 n. 6 (TTAB 1992); Marshall Field & Co. v. Mrs. Fields Cookies, 11 USPQ2d 1355, 1358 (TTAB 1989). Lastly, 

while a claim of fraud may be based on allegations of unlawful use, it is the Board's practice to find use of a mark 

unlawful only where: (1) non-compliance has been previously determined by a court or agency with competent 

jurisdiction under the involved statute; or (2) there has been a per se violation of a statute regulating the sale of the 

defendant's goods. See Kellogg Co. v. New Generation Foods, Inc.,6 USPQ2d 2045, 2047 (TTAB 1988); see also 

General Mills, 24 USPQ2d at 1273-74; Santinine Societa v. P.A.B. Produits, 209 USPQ 958, 964 (TTAB 1981). 

Here, Applicant/Counterclaim-Plaintiff has not alleged that any court or agency has determined that 

Opposer/Counterclaim-Defendant's use of the involved mark for the involved [*23]  goods has violated a statute. 

Nor has Applicant/-Counterclaim-Plaintiff alleged any specific per se violation of a statute.

In view of the foregoing, Opposer/Counterclaim-Defendant's cross-motion for judgment on the pleadings is 

GRANTED. However, if the facts so warrant, Applicant/Counterclaim-Plaintiff is allowed until April 18, 2015 to file 

an amended petition for cancellation which includes a properly pleaded claim of fraud, failing which 

Applicant/Counterclaim-Plaintiff's allegations of fraud will be given no further consideration. 12 In the event 

Applicant/Counterclaim-Plaintiff files an amended petition for cancellation, Opposer/Counterclaim-Defendant is 

allowed until May 8, 2015 to file an answer or otherwise respond to the amended complaint.

 [*24]  

Notwithstanding Applicant/Counterclaim-Plaintiff's failure to adequately plead a claim of fraud, we find that the 

petition for cancellation states a claim of non-use as of the filing date of the underlying use-based application. 

Specifically, we construe paragraph 7 of the complaint as alleging that Opposer/Counterclaim-Defendant's mark 

was not in use in commerce regulated by Congress as of the filing date of the application because use of the 

involved mark for the involved goods has been limited to purely intrastate use. 13 

 [*25]  

4. Sufficiency of Opposer/Counterclaim-Defendant's Affirmative Defenses in Cancellation No. 92058318

Applicant/Counterclaim-Plaintiff has not moved to strike Opposer/-Counterclaim-Defendant's affirmative defenses in 

Cancellation No. 92058313, but the affirmative defenses that Opposer/Counterclaim-Defendant has asserted are 

11 In contrast, a claim of fraud may be based on an assertion that the defendant submitted a fabricated specimen, but 

Applicant/Counterclaim-Plaintiff has not made any such allegation.

12 Any amended counterclaim or answer to the counterclaim should be filed only in the child case, Cancellation No. 92058318.

13 To be clear, a mark registered pursuant to Trademark Act Section 1(a) need not have been used in interstate commerce as of 

the filing date of the allegation of use. A mark may be registered pursuant to Section 1(a) of the Trademark Act if it is used in 

commerce that may be regulated by Congress, which includes intrastate use of a mark that directly affects a type of commerce 

that Congress may regulate. 15 U.S.C. §§ 1051(a) and 1127; see also In re Silenus Wines, Inc.,557 F.2d 806, 194 USPQ 261 

(CCPA 1977); TMEP § 901.03 (Jan. 2015).
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identical to Applicant/Counterclaim-Plaintiff's affirmative defenses in Opposition No. 91219162, which we have 

found insufficient. Specifically, Opposer/Counterclaim-Defendant has pleaded that:

1. "[Applicant/Counterclaim-Plaintiff] fails to state a claim upon which relief may be granted."

2. "[Applicant/Counterclaim-Plaintiff] fails to plead its claim with adequate particularity."

3. "[Applicant/Counterclaim-Plaintiff's] claims are barred by the doctrine of equitable estoppel."

4. "[Applicant/Counterclaim-Plaintiff's] claims are barred by the doctrines of waiver, laches and/or 

acquiescence."; and

5. "[Applicant/Counterclaim-Plaintiff's] claims are barred by the doctrine of unclean hands."

As explained in Section 2 above, failure to state a claim is not a true affirmative defense, and in any event, we have 

addressed [*26]  the sufficiency of Applicant/Counterclaim-Plaintiff's counterclaim in Section 3 above. In addition, 

the affirmative defenses of equitable estoppel, waiver, laches, acquiescence and unclean hands have not been 

pleaded with particularity. 14 Accordingly, the affirmative defenses in Cancellation No. 92058318 are STRICKEN.

5. Parties' Cross-Motions for Summary Judgment in Cancellation No. 92058318

Because Applicant/Counterclaim-Plaintiff has moved for summary judgment solely on "the ground that the 

specimen of use submitted with the application was fraudulent," and a claim of fraud has not been adequately 

pleaded, we give no consideration to Applicant/Counterclaim-Plaintiff's motion for summary judgment. [*27]  15 See 

Fed. R. Civ. P. 56(a); see also TBMP 528.07(a) ("A party may not obtain summary judgment on an issue that has 

not been pleaded.").

Opposer/Counterclaim-Defendant has moved for summary judgment on the ground that, at the time it filed its 

underlying-use based application, it was using the involved mark in connection with the involved goods in 

commerce regulated [*28]  by Congress. Summary judgment is appropriate only where there are no genuine 

disputes as to any material facts, thus allowing the case to be resolved as a matter of law. Fed. R. Civ. P. 56(a). 

The party seeking summary judgment bears the burden of demonstrating the absence of any genuine dispute of 

material fact, and that it is entitled to a judgment under the applicable law. See Celotex Corp. v. Catrett, 477 U.S. 

317, 323, 106 S. Ct. 2548, 91 L. Ed. 2d 265 (1986); Sweats Fashions, 833 F.2d 1560, 4 USPQ2d at 1796. This 

burden is greater than the evidentiary burden at trial. See TBMP § 528.01 and cases cited therein. A factual dispute 

is genuine if, on the evidence of record, a reasonable fact finder could resolve the matter in favor of the non-moving 

party. See Opryland USA Inc. v. Great Am. Music Show Inc.,970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir. 

1992); Olde Tyme Foods, Inc. v. Roundy's, Inc.,961 F.2d 200, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992). Evidence 

on summary judgment must be viewed in a light most favorable to the non-movant, and all justifiable inferences are 

to be drawn in the non-movant's favor. Lloyd's Food Prods., Inc. v. Eli's, Inc.,987 F.2d 766, 25 USPQ2d 2027, 2029 

(Fed. Cir. 1993); [*29]  Opryland USA, 23 USPQ2d at 1472. The Board may not resolve genuine disputes as to 

material facts; it may only ascertain whether genuine disputes as to material facts exist. See Lloyd's Food Prods.,25 

USPQ2d at 2029; Olde Tyme Foods, 22 USPQ2d at 1544.

Upon careful consideration of the parties' arguments and evidence, and drawing all inferences with respect to the 

motion in favor of Applicant/Counterclaim-Plaintiff as the non-movant, we find that there are genuine disputes of 

material fact regarding whether, as of the filing date of the underlying use-based application, 

14 These equitable defenses also are "severely limited" in cancellation actions. TBMP § 311.02(b). In addition, to the extent 

Applicant/Counterclaim-Plaintiff adequately pleads a claim of fraud, these equitable defenses would not be available. See id. and 

cases cited in footnote 7 therein.

15 Applicant/Counterclaim-Plaintiff is advised that the factual question of intent, which is an element of a fraud claim, "is 

particularly unsuited to disposition on summary judgment." Copelands' Enters. Inc. v. CNV Inc.,945 F.2d 1563, 20 USPQ2d 

1295, 1299 (Fed. Cir. 1991) (emphasis added); see also Asian and Western Classics, 92 USPQ2d at 1480. Moreover, "[a] party 

making a fraud claim is under a heavy burden because fraud must be proven to the hilt by clear and convincing evidence, 

leaving nothing to speculation, conjecture, or surmise...." Asian and Western Classics, 92 USPQ2d at 1480.
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Opposer/Counterclaim-Defendant was: (1) using the involved mark in connection with the involved goods in 

intrastate commerce in a manner directly affecting a type of commerce that Congress may regulate; or (2) making a 

bona fide use of the mark in interstate commerce.

More specifically, the declarations of Opposer/Counterclaim-Defendant's owner/president and brewery manager 

show that as of the filing date of the underlying application, Opposer/Counterclaim-Defendant was selling beer and 

ale in connection with the involved mark in five restaurants in New York state.  [*30]  See Declaration of Edward 

Kane, P 15 and Declaration of Robert Chandler Kane, P 5. There is, however, a genuine dispute of material fact 

regarding whether such intrastate use of the mark directly affected commerce that Congress may regulate. 16 

Opposer/Counterclaim-Defendant's president/owner, manager, and brewery manager also each attested that since 

prior to the filing date of the underlying application, Opposer/Counterclaim-Defendant has "regular[ly]" sold, from its 

restaurant in Lake Placid, New York, growlers and kegs of ale and beer (including root beer) bearing the involved 

mark "to customers from out of state, who buy the products to take home." Declaration of Edward Kane, PP 2 and 

5, Declaration of Robert Charles Kane, PP 2 and 3, and Declaration of Robert Chandler Kane, PP 2 and 5. But 

there is no definitive evidence regarding the identity and state of residence of these purchasers, and therefore, 

there is a genuine dispute of material fact regarding whether such sales constituted a use in commerce. 17 In 

addition, Opposer/Counterclaim-Defendant's president/owner, manager, and brewery manager each stated that (1) 

every year since 2006, Opposer/Counterclaim-Defendant [*31]  "has shipped its beer and/or ale in containers 

bearing the [involved mark] to Colorado in order to participate in the Great American Beer Festival"; (2) that every 

two years since 2008, Opposer/Counterclaim-Defendant "has shipped its beer and/or ale in containers bearing the 

[involved mark] to Boulder, Colorado to participate in the World Beer Cup"; and (3) the involved mark was displayed 

on signage and pamphlets at the Great American Beer Festival. Declaration of Edward Kane, PP 17 and 19, 

Declaration of Robert Charles Kane, PP 11 and 13, and Declaration of Robert Chandler Kane, PP 6 and 8. There 

are, however, genuine disputes of material fact regarding the manner in which the mark was applied to the goods 

shipped to these events and the manner in which the mark was displayed on point of sale materials at the Great 

American Beer Festival, such that Opposer/Counterclaim-Defendant has not proven beyond dispute that customers 

would have perceived the use of the involved mark as a proper trademark for the goods.

 [*32]  

In view of the foregoing, Opposer/Counterclaim-Defendant's motion for summary judgment is DENIED. 18 

16 Opposer/Counterclaim-Defendant submitted printouts from the Internet consisting of customer reviews for its restaurants, and 

in some cases, the reviewer identified its purported state of residency. See Declaration of Rachel Pearlman, Exhibit G. 

Notwithstanding that the Internet documents were properly authenticated, they are hearsay to the extent Opposer/Counterclaim-

Defendant is attempting to use them to establish that its New York state restaurants, where it sells its beer and ale, are 

frequented by out-of-state customers. In addition, in connection with its reply brief, Opposer/Counterclaim-Defendant submitted 

a second declaration from its brewery manager, Robert Chandler Kane, authenticating: (1) Exhibit A as "true and accurate 

receipts for purchase of [Opposer/Counterclaim-Defendant's] kegs by various retailers to whom [Opposer/Counterclaim-

Defendant] supplies kegs of its products for retail"; and (2) Exhibit B as "a true and accurate copy of a report that correctly 

reflects of [sic] [Opposer/Counterclaim-Defendant's] sales to various retail locations since 2000." The receipts attached as 

Exhibit A are all dated after the filing date of the underlying application, and also either do not list an address for the purchaser or 

list a New York state address. Similarly, there is no evidence that the sales reflected in Exhibit B were made in connection with 

the involved mark or that any of the purchasers were from outside the state of New York.

17 Opposer/Counterclaim-Defendant's brewery manager authenticated "sales records for February and March of 2013," which he 

attests "include the sale of growlers of root beer," but the declaration and sales records are ambiguous as to whether these 

sales were made in connection with the involved mark as well as to out-of-state customers. Reply Brief, Second Declaration of 

Robert Chandler Kane, P 3 and Exhibit A thereto.

18 The fact that we have identified genuine disputes of material fact as a sufficient basis for denying Opposer/Counterclaim-

Defendant's motion for summary judgment should not be construed as a finding that these are necessarily the only issues which 

remain for trial. In addition, the parties should note that the evidence submitted in connection with the cross-motions for 

summary judgment is of record only for consideration of those motions. To be considered at final hearing, any such evidence 

2015 TTAB LEXIS 321, *29
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 [*33]  

6. Procedural Issue

In view of the number of unconsented motions that have been filed in these consolidated proceedings, the parties' 

are required to seek the Board's written approval prior to filing any further unconsented pre-trial motions. 19 

7. Dates Reset

Proceedings are resumed and dates are reset as follows:

Discovery OPEN

Deadline for Discovery Conference in Opposition

No. 91219162 n20 April 18, 2015

Initial Disclosures in Opposition No. 91219162

Due May 18, 2015

Expert Disclosures Due September 15, 2015

Discovery Closes October 15, 2015

Plaintiff's Pretrial Disclosures November 29, 2015

30-day testimony period for plaintiff's testimony

to close January 13, 2016

Defendant/Counterclaim Plaintiff's Pretrial

Disclosures January 28, 2016

30-day testimony period for defendant and

plaintiff in the counterclaim to close March 13, 2016

Counterclaim Defendant's and Plaintiff's

Rebuttal Disclosures Due March 28, 2016

30-day testimony period for defendant in the

counterclaim and rebuttal testimony for plaintiff

to close May 12, 2016

must be properly introduced in evidence during the appropriate trial period. See Levi Strauss & Co. v. R. Josephs Sportswear 

Inc.,28 USPQ2d 1464 (TTAB 1993); Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB 1983); Am. Meat Institute v. Horace W. 

Longacre, Inc.,211 USPQ 712 (TTAB 1981).

19 A party seeking permission to file an unconsented motion should contact both opposing counsel and the assigned 

interlocutory attorney to schedule a mutually agreeable time for the parties and the Board to participate in a telephone 

conference to discuss the basis for any proposed motion.
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Discovery OPEN

Counterclaim Plaintiff's Rebuttal Disclosures

Due May 27, 2016

15-day rebuttal period for plaintiff in the

counterclaim to close June 26, 2016

Brief for plaintiff due August 25, 2016

Brief for defendant and plaintiff in the

counterclaim due September 24, 2016

Brief for defendant in the counterclaim and reply

brief, if any, for plaintiff due October 24, 2016

Reply brief, if any, for plaintiff in the

counterclaim due November 8, 2016

 [*34]  

20

In each instance, a copy of the transcript of testimony, together with copies of documentary exhibits, must be 

served on the adverse party within thirty days after completion of the taking of testimony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rules 2.128(a) and (b). An oral hearing will be set only upon 

request filed as provided by Trademark Rule 2.129.

*** 

End of Document

20 If the discovery conference conducted and initial disclosures served previously in Cancellation No. 92058318 adequately 

address the claims in Opposition No. 91219162, the parties need not hold another discovery conference or serve another set of 

initial disclosures.
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2019 WL 975116 (Trademark Tr. & App. Bd.)

THIS ORDER IS NOT A PRECEDENT OF THE TTAB

Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

PURE & SIMPLE CONCEPTS INC.

v.

GRYPHON GROUPE, LLC

Opposition No. 91238034
February 26, 2019

*1  Before Wellington, Hightower, and Heasley
Administrative Trademark Judges

By the Board:

Gryphon Groupe, LLC (“Applicant”) has moved for summary judgment on Pure & Simple Concepts Inc.'s (“Opposer”) pleaded

claim of likelihood of confusion and on Applicant's pleaded defense of collateral estoppel. The motion is fully briefed. 1

 
I. Background

Applicant seeks to register the mark 5TH INDUSTRY, in standard characters, for “Men's swimwear, socks, underwear, tank

tops, and t-shirts” in International Class 25. 2

On November 28, 2017, Opposer filed a notice of opposition opposing registration of Applicant's mark on the following grounds,
as identified on the ESTTA cover sheet: likelihood of confusion under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d);
dilution by blurring under Section 43(c) of the Trademark Act, 15 U.S.C. § 1125(c); and deceptiveness under Section 2(a) of
the Trademark Act, 15 U.S.C. § 1052(a).

In support of its standing and claims, Opposer has pleaded ownership of eight registrations for marks consisting of or containing
the word “INDUSTRY,” including, for example:

• Registration No. 2118102, 3  for the mark INDUSTRY BY WORK WEAR, in typeset form, 4  for “all men's, women's, boys'
and girls' wearing apparel, namely, shirts, pants, blazers, jackets, vests, skirts, shorts, jeans, sweaters and T-shirts, together with
all accessories, namely, belts, socks, ties, underclothing, caps and hats” in International Class 25;

• Registration No. 2403592, 5  for the mark INDUSTRY GIRL, in typeset form, for “All Women's and girls' wearing apparel,
namely, shirts, pants, blazers, jackets, vests, skirts, shorts, jeans, sweaters and T-shirts, together with all accessories, namely,
belts, socks, ties, underclothing, caps and hats” in International Class 25; and

• Registration No. 3407934, 6  for the mark INDUSTRY and Design, as shown below, for “Wholesale store, on-line wholesale
store and on-line retail store services featuring men's, women's, boys', girls' and children's wearing apparel, namely, shirts,
pants, blazers, jackets, vests, skirts, shorts, jeans, sweaters, T-shirts, underclothing, undergarments, underwear, lingerie,
panties, hosiery, camisoles, sleepwear, and footwear, together with all accessories, namely, belts, socks, ties, caps and hats”
in International Class 35:
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*2  In its answer, Applicant denied the salient allegations in the notice of opposition and asserted numerous affirmative defenses,
including estoppel.
 
II. Prior Proceeding

Applicant contends that Opposer's claims are barred, at least in part, by the Board's findings in a prior proceeding, Opposition
No. 91216270. In the prior proceeding, Opposer, jointly with another third-party plaintiff, opposed registration of a third-party
application for the mark FINEST QUALITY GARMENT MAKERS INDUSTRIE TURN OF THE CENTURY CLOTHING
EST 1999 and Design, as shown below, for “clothing, namely, shirts, pants, jeans, coats, jackets, denim pants, denim jackets,
denim jeans, swimsuits, athletic trunks, shorts, underwear, socks, t-shirts, dresses, skirts, blouses, coveralls, belts, footwear and

headwear” in Class 25 and “Retail clothing store services” in Class 35: 7

Opposer filed a notice of opposition on May 7, 2014, opposing registration of the mark on the grounds of likelihood of confusion
and dilution. On May 11, 2018, the Board dismissed the opposition, finding, in pertinent part, that Opposer failed to establish
a family of marks, that Opposer's marks are not famous, and that Opposer's marks are weak based in part on the existence and
extent of third party use of INDUSTRY-formative marks for goods and services related to apparel. 7 TTABVUE 19-51.
 
III. Sua Sponte Review

As an initial matter, the Board reviewed the pleadings upon consideration of the motion for summary judgment. Upon review,
we find that Opposer has sufficiently pleaded its standing, as well as its claims of dilution by blurring and likelihood of confusion
based on each of its pleaded marks individually.

We find, however, that although Opposer asserts a “family of Industry” marks, it has not sufficiently pleaded ownership of a
“family of marks” to rely upon the putative family as a separate basis for opposition. “Simply using a series of similar marks
does not of itself establish the existence of a family.” J & J Snack Foods Corp. v. McDonald's Corp., 932 F.2d 1460, 18 USPQ2d
1889, 1891 (Fed. Cir. 1991). To plead ownership of a family of marks, a plaintiff must allege the following: “(1) prior use of
marks sharing a recognizable common characteristic; (2) that the common characteristic is distinctive (i.e., not descriptive or
highly suggestive or so commonly used in the trade that it cannot function as the distinguishing feature of any party's mark);
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and (3) that prior to the defendant's first use (or constructive first use) of its involved mark, plaintiff's marks have been used and
advertised in promotional material or in everyday sales activities in such a manner as to create common exposure and thereafter
recognition among the purchasing public such that the common characteristic is itself indicative of a common origin of the
goods or services.” Wise F&I, LLC v. Allstate Ins. Co., 120 USPQ2d 1103, 1109 (TTAB 2016).

*3  Here, Opposer alleges prior use and ownership of eight marks each containing the word “INDUSTRY” and that “the public
has come to recognize INDUSTRY as signifying Opposer's products and Opposer.” Notice of Opposition ¶ 4. Opposer has
failed to plead, however, that the common element of the putative family, i.e., “INDUSTRY,” is distinctive and came to indicate
a common origin of its goods or services prior to Applicant's constructive first use. In view of the foregoing, the Board finds
that Opposer has failed to plead a claim of likelihood of confusion or dilution based on a family of marks and the allegations
regarding a putative family of marks are therefore stricken.

Opposer also identified deceptiveness under Section 2(a) of the Trademark Act as a ground for opposition on the ESTTA cover
sheet; however, the notice of opposition is devoid of any allegations supporting such a claim. Although the content of the
ESTTA cover sheet is read in conjunction with the notice of opposition, PPG Indus. Inc. v. Guardian Indus. Corp., 73 USPQ2d
1926, 1928 (TTAB 2005), the mere mention of a ground on the cover sheet is insufficient to constitute a claim. Embarcadero
Techs. Inc. v. RStudio Inc., 105 USPQ2d 1825, 1927 n.2 (TTAB 2013). A mark is deceptive under Section 2(a) where (1) it
consists of or comprises matter that misdescribes the character, quality, function, composition or use of the goods or services;
(2) prospective purchasers are likely to believe such matter describes the goods or services; and (3) the misdescriptive matter is
likely to affect the decision to purchase of a significant portion of the relevant consumers. See In re Spirits Int'l, N.V., 563 F.3d
1347, 90 USPQ2d 1489, 1493-94 (Fed. Cir. 2009); Hoover Co. v. Royal Appliance Mf'g Co., 238 F.3d 1357, 57 USPQ2d 1720,
1723 (Fed. Cir. 2001). Here, the notice of opposition fails to allege any facts to support a claim of deceptiveness. We therefore
find that Opposer has failed to plead a claim of deceptiveness.

Consistent with Board practice, however, Opposer is allowed time in which to amend its pleading to assert a family of marks
and a claim of deceptiveness, as further set forth below, if Opposer has a basis for so doing, failing which these claims will be
stricken with prejudice and given no further consideration.

Additionally, we reviewed Applicant's answer in determining the motion for summary judgment. In its answer, Applicant asserts
numerous affirmative defenses. As its first affirmative defense, Applicant asserts that the “petition” fails to state a claim upon
which relief can be granted. This is not an affirmative defense because it relates to an assertion of the insufficiency of the
pleading of Opposer's claims rather than a statement of a defense to a properly pleaded claim. See Hornblower & Weeks Inc. v.
Hornblower & Weeks Inc., 60 USPQ2d 1733, 1738 n.7 (TTAB 2001). In view thereof, this asserted affirmative defense stands
stricken.

*4  As its second affirmative defense, Applicant asserts waiver, estoppel, laches, acquiescence, and unclean hands. The second
affirmative defense consists of bald, conclusory allegations insufficient to provide Opposer with adequate notice of the bases
for the defenses. See Fair Indigo LLC v. Style Conscience, 85 USPQ2d 1536, 1538 (TTAB 2007). A pleading of a defense must
include enough factual detail to provide Opposer fair notice of the defense. Fed. R. Civ. P. 8(b)(1); IdeasOne Inc. v. Nationwide
Better Health Inc., 89 USPQ2d 1952, 1953 (TTAB 2009); Ohio State Univ. v. Ohio Univ., 51 USPQ2d 1289, 1292 (TTAB 1999)
(the primary purpose of pleadings “is to give fair notice of the claims or defenses asserted”).

We note that Applicant's motion for summary judgment is based, in part, on the insufficiently pleaded affirmative defense
of collateral estoppel. A party may not obtain summary judgment on an unpleaded or improperly pleaded claim or defense.
See Fed. R. Civ. P. 56(a); Omega SA (Omega AG) (Omega Ltd.) v. Alpha Phi Omega, 118 USPQ2d 1289, 1291 n.2 (TTAB
2016). In this instance, however, Opposer did not object, but rather responded to the summary judgment motion on the issue
of collateral estoppel on the merits. We therefore consider the affirmative defense of collateral estoppel amended by agreement
of the parties for purposes of this motion only. See Inter IKEA Sys. B.V. v. Akea, LLC, 110 USPQ2d 1734, 1745 n.31 (TTAB
2014); TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) § 528.07(a) (2018). Applicant
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is provided time, however, in which to amend its affirmative defenses of waiver, estoppel, laches, acquiescence, and/or unclean

hands, if justified and appropriate, as further set forth below. 8

Applicant's third, fourth, and fifth affirmative defenses are not true affirmative defenses, but rather constitute mere amplifications
of Applicant's denials of Opposer's claims. The Board does not find it necessary to strike these paragraphs as they provide
fuller notice of the bases of Applicant's defense. See, e.g., Order of Sons of Italy in America v. Profumi Fratelli Nostra AG, 36
USPQ2d 1221, 1223 (TTAB 1995) (amplification of applicant's denial of opposer's claims not stricken).

Finally, as its sixth affirmative defense, Applicant pleads that Opposer's marks have not acquired secondary meaning. Inasmuch
as Opposer has pleaded ownership of eight registrations, this affirmative defense would constitute an impermissible collateral
attack on Opposer's pleaded registrations. See Trademark Rule 2.106(b)(3)(ii) (“An attack on the validity of a registration
pleaded by an opposer will not be heard unless a counterclaim or separate petition is filed to seek the cancellation of such
registration.”). Moreover, whether Opposer has established secondary meaning in its pleaded mark(s) is not relevant, as the
marks are registered on the Principal Register and therefore presumed to be distinctive. See 15 U.S.C. § 7(b). Accordingly, the
sixth affirmative defense is hereby stricken.
 
IV. Applicant's Motion for Summary Judgment

*5  Applicant has moved for summary judgment on its defense of collateral estoppel, or issue preclusion. Applicant argues
that Opposer is barred from re-litigating specific issues decided by the Board in the prior proceeding, namely, that Opposer
cannot establish a family of marks, that “INDUSTRY” is weak for clothing, that there is no likelihood of confusion between
the terms INDUSTRY and INDUSTRIES based on the number and existence of third party marks, and that Opposer's marks
are not famous. 7 TTABVUE 5.

Additionally, Applicant argues that there is no genuine dispute of material fact with respect to Opposer's claim of likelihood of
confusion and has moved for summary judgment on that claim.

In support of its motion for summary judgment, Applicant submits a copy of the May 11, 2018 order in Opposition No.

91216270, Applicant's January 4, 2018 answer to the notice of opposition in this proceeding, 9  copies of TESS printouts for
third-party registrations, a printout of an online article from World Economic Forum, a copy of the notice of opposition in
Opposition No. 91216270, and a copy of Opposer's November 28, 2017 notice of opposition in this proceeding.

In opposition to Applicant's motion for summary judgment, Opposer submits the affidavit of Ted Rozenwald, President
of Opposer, who attaches, inter alia, the following: documents evidencing Opposer's use of its pleaded marks;
documents evidencing Opposer's participation in trade shows; copies of selected advertisements and publications featuring
Opposer's pleaded marks; documents evidencing Opposer's sales and inventory; screenshots of Opposer's website
www.manhattaninc.com/Industry; and copies of TESS records for third-party registrations.

For purposes of this order, we presume the parties' familiarity with the pleadings, the history of the proceeding, and the arguments
and evidence submitted with respect to Applicant's motion for summary judgment and Opposer's response thereto.
 
A. Summary Judgment Standard

Summary judgment is appropriate where the movant shows that there is no genuine dispute as to any material fact and that it
is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(a). A party asserting that a fact cannot be or is genuinely disputed
must support its assertion by either (1) citing to particular parts of materials in the record, or (2) showing that the materials cited
do not establish the absence or presence of a genuine dispute, or that an adverse party cannot produce admissible evidence to
support the fact. Fed. R. Civ. P. 56(c).
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A movant for summary judgment bears the burden of proof in regard to its motion. See Celotex Corp. v. Catrett, 477 U.S. 317,
323-24 (1986). In deciding the motion, the function of the Board is not to try issues of fact, but to determine if there are any
genuine disputes of material fact to be tried. See TBMP § 529.01 and cases cited therein. When the moving party has supported
its motion with sufficient evidence that, if unopposed, indicates there is no genuine dispute of material fact and that the moving
party is entitled to judgment as a matter of law, the burden then shifts to the non-moving party to demonstrate the existence
of a genuine dispute of material fact to be resolved at trial. Enbridge, Inc. v. Excelerate Energy LP, 92 USPQ2d 1537, 1540
(TTAB 2009).

*6  The nonmoving party must be given the benefit of all reasonable doubt as to whether genuine disputes of material fact exist,
and the evidentiary record on summary judgment, and all inferences to be drawn from the undisputed facts, must be viewed
in the light most favorable to the nonmoving party. See Opryland USA, Inc. v. Great Am. Music Show, Inc., 970 F.2d 847, 23
USPQ2d 1471, 1472 (Fed. Cir. 1992).
 
B. Issue Preclusion

Under the doctrine of issue preclusion, or collateral estoppel, a party may be barred from re-litigating the same issue in a
second action involving the parties. B&B Hardware, Inc. v. Hargis Indus., Inc., 125 S. Ct. 1293, 113 USPQ2d 2045, 2051
(2015). Issue preclusion requires the following: (1) identity of an issue in a prior proceeding; (2) that the identical issue was
actually litigated; (3) that determination of the issue was necessary to the judgment in the prior proceeding; and (4) that the
party defending against preclusion had a full and fair opportunity to litigate the issue in the prior proceeding. Mayer/Berkshire
Corp. v. Berkshire Fashions Inc., 424 F.3d 1229, 76 USPQ2d 1310, 1313 (Fed. Cir. 2005) (citing Montana v. U.S., 440 U.S.
147, 153-55 (1979)). The doctrine of issue preclusion may be invoked by a non-party to a prior action against one who was a
party to that action if the issues were fully litigated. See Blonder-Tongue Labs, Inc. v. Univ. of Ill. Found., 402 U.S. 313, 328-29
(1971) (rejecting requirement of mutuality of the parties for purposes of issue preclusion and finding that “the requirement of
determining whether the party against whom an estoppel is asserted had a full and fair opportunity to litigate is a most significant
safeguard”); see also Parklane Hosiery Co. v. Shore, 439 U.S. 322, 329 (1979) (finding that trial courts have “broad discretion”
to determine whether nonmutual issue preclusion should apply); In re Anderson, 101 USPQ2d 1912, 1916-17 (TTAB 2012)
(“[T]he Supreme Court has determined that collateral estoppel could, in some situations, be asserted by a non-party to the prior
action” and finding that the determination of whether to apply collateral estoppel is “firmly within [the Board's] discretion”);
Gal v. Israel Military Indus. of the Ministry of Defense of the State of Israel, 230 USPQ 669, 672 (TTAB 1986) (“[I]t is not
necessary that both the party asserting the prior judgment and the party against whom it is asserted be persons bound by the
judgment.”); see generally 18A Charles Alan Wright, Arthur R. Miller, & Edward H. Cooper, Fed. Prac. & Proc. § 4465 (3d ed.
Nov. 2018). Whether issue preclusion applies is a question of law and, where “the facts material to issue preclusion are not in
dispute,” summary judgment may be appropriate. NH Beach Pizza LLC v. Cristy's Pizza Inc., 119 USPQ2d 1861, 1863 (TTAB
2016). Changes in facts or circumstances essential to a judgment may render collateral estoppel inapplicable in a subsequent
action, however. See Montana v. U.S., 440 U.S. 147 (1979).

*7  Upon careful consideration of the parties' arguments and evidence, and drawing all inferences in favor of Opposer as the
nonmoving party, we find that Applicant has not demonstrated the absence of a genuine dispute of material fact for trial and
that Applicant is not entitled to summary judgment with respect to Applicant's affirmative defense of collateral estoppel.

Based on the present record, 10  we find, at a minimum, 11  that a genuine dispute of material fact exists as to whether the issues in
the prior proceeding and this opposition are identical, as required for application of the equitable defense of collateral estoppel.
There remains a genuine dispute of material fact as to whether intervening facts or circumstances have made issue preclusion
inapplicable, specifically with respect to the existence and extent of third-party use of purportedly similar marks, Opposer's
promotion and use of its pleaded marks and/or purported family of marks, and the fame or relative strength or weakness of
Opposer's pleaded marks. See Old Grantian Co. v. William Grant & Sons Ltd., 361 F.2d 1018, 150 USPQ 58, 61 (1966) (reversing
Board's grant of summary judgment on issue preclusion where the appellant argued change of circumstances, because “[t]he
scope of protection to which a mark is entitled is not fixed by time; rather, the owner's past conduct is always relevant as the
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mark may become strong or weak with the passage of time”); see also Safer, Inc. v. OMS Invs., Inc., 94 USPQ2d 1031, 1036
(TTAB 2010) (“[T]rademark rights are not static and [ ] the strength of a mark may change over time.”) (citing Jiffy, Inc. v.
Jordan Indus., Inc., 481 F.2d 1323, 179 USPQ 169, 170 (CCPA 1973) (“a weak mark need not remain a weak mark forever.
Development of association with the user as a source of the goods through continued sales and advertising of the goods may
turn a ‘weak’ mark into a strong, distinctive trademark.”)).

In view of the foregoing, Applicant's motion for summary judgment on Applicant's defense of collateral estoppel is DENIED.
 
C. Likelihood of Confusion

To prevail on its motion for summary judgment with respect to Opposer's likelihood of confusion claim, Applicant must establish
that there is no genuine dispute of material fact that Opposer does not have priority or that contemporaneous use of the parties'
respective marks on their respective goods and services would not be likely to cause confusion, mistake or to deceive consumers.
See Trademark Act Section 2(d), 15 U.S.C. § 1052(d); Hornblower & Weeks, 60 USPQ2d at 1735.

Upon careful consideration of the parties' arguments and evidence, and drawing all inferences in favor of Opposer as the
nonmoving party, we find that Applicant has not demonstrated the absence of a genuine dispute of material fact for trial and that
Applicant is not entitled to summary judgment under applicable law with respect to Opposer's claim of likelihood of confusion.

*8  Based on the present record, we find, at a minimum, that a genuine dispute of material fact exists as to the similarities or
dissimilarities between the parties' respective marks and commercial impressions for likelihood of confusion purposes.

In view of the foregoing, Applicant's motion for summary judgment on Opposer's claim of likelihood of confusion is DENIED.
 
V. Schedule

Opposer has until twenty days from the date of this order in which to file and serve an amended notice of opposition that
properly pleads a family of marks and/or a claim of deceptiveness, failing which, these claims will be stricken with prejudice
and given no further consideration.

In turn, Applicant is allowed until twenty days from the date of service of the amended notice of opposition, if any, in which to
file and serve an answer to the amended notice of opposition. Applicant may replead its affirmative defenses of waiver, estoppel,
laches, acquiescence, and/or unclean hands, if justified and appropriate, failing which, each of these affirmative defenses will

be stricken with prejudice and given no further consideration. 12

Proceedings are resumed. Remaining dates are reset as follows:

Plaintiff's Pretrial Disclosures Due
 

4/18/2019
 

Plaintiff's 30-day Trial Period Ends
 

5/21/2019
 

Defendant's Pretrial Disclosures Due
 

6/5/2019
 

Defendant's 30-day Trial Period Ends
 

7/20/2019
 

Plaintiff's Rebuttal Disclosures Due
 

8/4/2019
 

Plaintiff's 15-day Rebuttal Period Ends
 

9/3/2019
 

Plaintiff's Opening Brief Due 11/2/2019
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Defendant's Brief Due
 

12/2/2019
 

Plaintiff's Reply Brief Due
 

12/17/2019
 

Request for Oral Hearing (optional) Due
 

12/27/2019
 

*9  Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is taken and introduced out of the presence of
the Board during the assigned testimony periods. The parties may stipulate to a wide variety of matters, and many requirements
relevant to the trial phase of Board proceedings are set forth in Trademark Rules 2.121 through 2.125. These include pretrial
disclosures, the manner and timing of taking testimony, matters in evidence, and the procedures for submitting and serving
testimony and other evidence, including affidavits, declarations, deposition transcripts and stipulated evidence. Trial briefs shall
be submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at final hearing will be scheduled only upon
the timely submission of a separate notice as allowed by Trademark Rule 2.129(a).

Footnotes

1 Opposer's motion (filed November 20, 2018) to extend its time in which to file a response to Applicant's motion for
summary judgment is granted as conceded.

2 Application Serial No. 87354816, filed March 1, 2017, under Section 1(b) of the Trademark Act, 15 U.S.C. § 1051(b).
“INDUSTRY” is disclaimed.

3 Registration No. 2118102, issued December 2, 1997, alleging November 1996 as both the date of first use and the date
of first use in commerce. “WORK WEAR” is disclaimed. Section 8 and 9 declaration accepted December 29, 2017.

4 Prior to November 2, 2003, “standard character” drawings were known as “typed” drawings. A typed or typeset mark
is the legal equivalent of a standard character mark. TMEP § 807.03(i) (October 2018).

5 Registration No. 2403592, issued November 14, 2000, alleging January 1999 as both the date of first use and the date
of first use in commerce. “GIRL” is disclaimed. Section 8 and 9 declaration accepted November 2, 2010.

6 Registration No. 3407934, issued April 8, 2008, alleging December 19, 2006 as both the date of first use and first use
in commerce. “INDUSTRY” is disclaimed. The description of the mark is as follows: “The mark consists of the word
‘INDUSTRY’ and a design of a bird's wing, with a body of a bird depicted as an ‘i’.”

7 Application Serial No. 85881059, filed March 20, 2013 pursuant to an allegation of a bona fide intent to use the mark
under Section 1(b) of the Trademark Act, 15 U.S.C. § 1051(b). The mark matured to registration (No. 5588539) on
October 23, 2018. “FINEST QUALITY AND GARMENT MAKERS INDUSTRIE AND TURN OF THE CENTURY
CLOTHING AND EST. 1999” is disclaimed. The description of the mark is as follows: “The mark consists of the
words ‘FINEST QUALITY GARMENT MAKERS INDUSTRIE TURN OF THE CENTURY CLOTHING EST 1999”
stacked with a line on the outside of ‘EST 1999’ and the phrase ‘TURN OF THE CENTURY CLOTHING.’ There is
a design line separated by two hammers creating an ‘X’ between the words ‘FINEST QUALITY’ and ‘GARMENT
MAKERS.”’

8 We further note that the equitable defenses of acquiescence and laches are generally unavailable in opposition
proceedings. See Lincoln Logs, Ltd. v. Lincoln Pre-Cut Log Homes Inc., 23 USPQ2d 1701, 1703 (Fed. Cir. 1992) (Laches
is “tied to a party's registration of a mark, not to a party's use of the mark.”); Nat'l Cable Television Ass'n Inc. v. Am.
Cinema Eds. Inc., 937 F.2d 1572, 19 USPQ2d 1424, 1432 (Fed. Cir. 1991) (“In an opposition or cancellation proceeding
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the objection is to the rights which flow from registration of the mark.”); Panda Travel, Inc. v. Resort Option Enters.,
Inc., 94 USPQ2d 1789 (TTAB 2009) (laches begins to run from publication date and when an opposition is timely filed,
there can be no laches defense based on opposer's knowledge of prior use).

9 Rather than attaching copies of the pleadings in support of a motion, the parties should cite to material in the record by
indicating the TTABVUE docket entry number and the TTABVUE page number. See RxD Media, LLC v. IP Application
Dev. LLC, 125 USPQ2d 1801, 1804 (TTAB 2018); Turdin v. Trilobite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014).

10 The parties should note that the evidence submitted in connection with a motion for summary judgment or opposition
thereto is of record only for consideration of that motion. Any such evidence to be considered at final hearing must be
properly introduced in evidence during the appropriate trial period. See Levi Strauss & Co. v. R. Joseph Sportswear Inc.,
28 USPQ2d 1464 (TTAB 1993); Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB 1983).

11 The fact that we have identified a genuine dispute of material fact regarding intervening facts or circumstances should
not be construed as a finding that the affirmative defense of issue preclusion may not ultimately apply, or that this is
the only dispute that remains for trial.

12 In the event Opposer does not file and serve an amended notice of opposition by the deadline set forth above, Applicant is
allowed until April 8, 2019 in which to file and serve an amended answer that properly pleads its affirmative defenses of
waiver, estoppel, laches, acquiescence, and/or unclean hands, failing which the defenses will be stricken with prejudice
and given no further consideration.

2019 WL 975116 (Trademark Tr. & App. Bd.)

End of Document © 2022 Thomson Reuters. No claim to original U.S. Government Works.

https://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2021095080&pubNum=0001013&originatingDoc=I70a6d09a3be911e9bc5d825c4b9add2e&refType=RP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation) 
https://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2021095080&pubNum=0001013&originatingDoc=I70a6d09a3be911e9bc5d825c4b9add2e&refType=RP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation) 
https://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2043879630&pubNum=0001013&originatingDoc=I70a6d09a3be911e9bc5d825c4b9add2e&refType=RP&fi=co_pp_sp_1013_1804&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_1013_1804 
https://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2043879630&pubNum=0001013&originatingDoc=I70a6d09a3be911e9bc5d825c4b9add2e&refType=RP&fi=co_pp_sp_1013_1804&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_1013_1804 
https://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2032639172&pubNum=0001013&originatingDoc=I70a6d09a3be911e9bc5d825c4b9add2e&refType=RP&fi=co_pp_sp_1013_1476&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_1013_1476 
https://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1993249316&pubNum=0001013&originatingDoc=I70a6d09a3be911e9bc5d825c4b9add2e&refType=RP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation) 
https://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1993249316&pubNum=0001013&originatingDoc=I70a6d09a3be911e9bc5d825c4b9add2e&refType=RP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation) 
https://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1983028319&pubNum=0000867&originatingDoc=I70a6d09a3be911e9bc5d825c4b9add2e&refType=RP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation) 

	Exhibit A.pdf
	Cards Against Humanity v. Vampire Squid Cards, 2017 TTAB LEXIS 359.PDF
	2017 TTAB LEXIS 359
	Subsequent History
	Core Terms
	Panel
	Opinion


	Great Adirondack v. Adirondack Pub, 2015 TTAB LEXIS 321.PDF
	2015 TTAB LEXIS 321
	Subsequent History
	Core Terms
	Panel
	Opinion




