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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

HANGZHOU HIKVISION DIGITAL 
TECHNOLOGY CO., LTD., 

Opposer, 

v. 

CREATIVE SECURITY TECHNOLOGY, 

Applicant. 

Opposition No. 91277548 

 

 

 

OPPOSITION TO APPLICANT’S 

MOTION FOR SUMMARY JUDGMENT AND  

OPPOSER’S CROSS-MOTION FOR SUMMARY JUDGMENT 

 

Opposer Hangzhou Hikvision Digital Technology Co., Ltd. (“Opposer” or “Hikvision”) 

hereby opposes the Motion for Summary Judgment, 4 TTABVUE (“Applicant’s Motion”), filed 

by Applicant Creative Security Technology (“Applicant”).1  Opposer further cross-moves for 

summary judgment on its claim preclusion claim (“Opposer’s Cross-Motion”) because there is 

no genuine issue of material fact in dispute that claim preclusion bars registration of the pending 

application.   

I. INTRODUCTION 

The present opposition is the third time Opposer has opposed Applicant’s attempt to 

register the mark BITVISION for the same security and surveillance products.  Applicant failed 

to respond to the first two oppositions, resulting in final default judgments.  Based on the identity 

of the parties, the Board’s judgments in the prior oppositions, and the same transactional facts 

 

1 On September 14, 2022, the Trademark Trial and Appeal Board (the “Board”) converted 
Applicant’s Motion to Strike Opposer’s Notice of Opposition into a Motion for Summary 
Judgment.  8 TTABVUE 2.   
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involved in each proceeding, there is no genuine issue of material fact in dispute that Applicant’s 

trademark application is barred from registration by claim preclusion.  Opposer therefore 

respectfully requests the Board deny Applicant’s Motion and grant Opposer’s Cross-Motion.  

II. FACTUAL BACKGROUND 

On August 25, 2020, Applicant filed U.S. Trademark Application Serial No. 90/136,472 

for the mark  (the “Application”), which is the subject of this Opposition 

proceeding.  Applicant filed the Application, based on Lanham Act Section 1(a), in connection 

with: “Closed circuit TV systems for security and surveillance, namely, cameras, switchers, 

monitors, microphones, and recorders” in International Class 9.  1 TTABVUE 19-27.   

Prior to Applicant filing the Application, on August 7, 2020, Opposer commenced 

Opposition No. 91264109 against Application Serial No. 88/662,228 for the mark 

, filed by Applicant’s predecessor Longse USA Inc., comprising the identical 

literal element and covering the same goods for which Applicant now seeks registration.  A true 

and correct copy of the Notice of Opposition from Opposition No. 91264109 is attached hereto 

as Exhibit A.   

In that opposition proceeding, Applicant’s predecessor failed to file an Answer or 

otherwise respond and failed to show cause why judgment by default should not be entered 

against it.  Accordingly, on November 6, 2020, the Board sustained Opposer’s opposition in a 

final judgment that concluded “judgment by default is hereby entered against Applicant, the 

opposition is sustained, and registration to Applicant is refused.”  1 TTABVUE 29.  The Board 

terminated Opposition No. 91264109 on November 6, 2020.  Applicant never sought relief from 

this judgment of the Board.  

On May 17, 2021, Opposer commenced Opposition No. 91269368 against Applicant with 
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respect to Application Serial No. 88/184,109 for the mark BitVision, in standard characters, 

comprising the identical literal element and covering the same goods for which Applicant now 

seeks registration.  A true and correct copy of the Notice of Opposition from Opposition No. 

91269368 is attached hereto as Exhibit B.   

Applicant again failed to file an Answer or otherwise respond.  Applicant also failed to 

respond to the notice of default that issued on July 7, 2021.  On August 16, 2021, the Board 

sustained Opposer’s opposition in a final judgment, entering judgment by default against 

Applicant, sustaining the opposition, and refusing registration to Applicant.  1 TTABVUE 31.  

The Board terminated Opposition No. 91269368 on August 16, 2021.  Applicant never sought 

relief from this prior judgment of the Board, either. 

III. PROCEDURAL HISTORY 

On July 22, 2022, Opposer filed a Notice of Opposition against the pending Application.  

1 TTABVUE.  On August 26, 2022, Applicant filed a Motion to Strike Opposer’s Notice of 

Opposition.  4 TTABVUE.  Opposer filed an opposition to this motion on September 13, 2022.  

7 TTABVUE.  On September 14, 2022, the Board converted Applicant’s Motion to Strike 

Opposer’s Notice of Opposition into a Motion for Summary Judgment and set deadlines of 

October 15, 2022 for Applicant to supplement Applicant’s Motion and November 14, 2022 for 

Opposer to submit a response.  8 TTABVUE 2.  Applicant did not timely file any supplement.   

IV. ARGUMENT 

A. Standard For Summary Judgment. 

Summary judgment is appropriate when there is no genuine issue as to any material fact, 

and the moving party is entitled to judgment as a matter of law.  Fed. R. Civ. P. 56(a).  To defeat 

summary judgment, Applicant may not rest on denials or argument of counsel but “must 
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designate specific portions of the record or produce additional evidence showing the existence of 

a genuine issue of material fact for trial.”  Venture Out Props. LLC v. Wynn Resorts Holdings 

LLC, 81 U.S.P.Q.2d 1887, 1890 (T.T.A.B. 2007).  “If the nonmoving party fails to make a 

sufficient showing on an essential element of its case with respect to which it would have the 

burden of proof at trial, judgment as a matter of law may be entered in favor of the moving 

party.”  Fram Trak Indus., Inc. v. Wiretracks LLC, 77 U.S.P.Q.2d 2000 (T.T.A.B. 2006).  

Moreover, where, as here, cross-motions for summary judgment are filed, “differences in the 

accounts of the facts presented by the parties, . . . do not prevent summary judgment unless the 

differences are material to the outcome of the proceeding.”  See Pagan-Lewis Motors, Inc. v. 

Superior Pontiac, Inc., 216 U.S.P.Q. 897, 900 (T.T.A.B. 1982). 

B. There Is No Genuine Dispute That Res Judicata Bars The Application. 

An opposition based on res judicata or claim preclusion requires “(1) an identity of the 

parties or their privies, (2) a final judgment on the merits of the prior claim, and (3) the second 

claim [ ] be based on the same transactional facts as the first and should have been litigated in the 

prior case.”  See Orouba Agrifoods Processing Co. v. United Food Import, 97 U.S.P.Q.2d 1310 

(T.T.A.B. 2010) (quotation omitted).  Opposer alleged each of these factors as part of its ground 

for claim preclusion:   

Those opposition proceedings were between the same parties (or 

their privies); Opposer’s claim of likelihood of confusion herein is 

based on the same set of transactional facts as raised in Opposition 

Nos. 91264109 and 91269368; and the judgment on the merits in 

those proceedings is final. 

1 TTABVUE 11.  As more fully set forth below, Opposer’s claim preclusion ground for its 
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opposition is fully supported by the facts and law, and this ground alone warrants the refusal of 

Applicant’s third application for the BITVISION mark. 

1. The Parties Are Identical In All Three Opposition Proceedings. 

Applicant does not dispute—nor could it—that the parties from Opposition Nos. 

91264109 and 91269368 are identical to the present proceeding.  Hikvision was the opposer in 

each of the opposition proceedings, and Applicant was the defendant in each proceeding. 

In particular, the parties to Opposition No. 91269368 were Opposer and Applicant.  See 

Exhibit B.  In Opposition No. 91264109, Hikvision was the opposer and the named applicant 

was Longse USA Inc.  See Exhibit A.  As shown from the assignment records at Exhibit C, 

Longse USA Inc. amended its name to Creative Security Technology, Inc.  Therefore, Longse 

USA Inc. and Creative Security Technology are the same party. 

As all three opposition proceedings were between the same parties, element (1) of the 

claim preclusion analysis is satisfied. 

2. There Was A Final Judgment In Two Prior Opposition Proceedings. 

With respect to the second element of the claim preclusion analysis, Applicant argues that 

“[t]he prior opposition proceedings were never adjudicated on the merits” because “they were 

obtained by default.”2  4 TTABVUE 3.  However, the Federal Circuit and Board have long held 

that default judgments can give rise to res judicata.  See, e.g., Int’l Nutrition Co. v. Horphag 

Research, Ltd., 220 F.3d 1325, 1328, 55 U.S.P.Q. 2d 1492, 1494 (Fed. Cir. 2000) (“Contrary to 

[petitioner’s] argument, default judgments can give rise to res judicata.”); Bass Anglers 

Sportsman Soc’y of Am., Inc. v. Bass Pro Lures, Inc., 200 U.S.P.Q. 819, 822 (T.T.A.B. 1978) 

 

2 Applicant also allegedly quotes a “Federal Circuit ruled in 2010,” but as no citation is provided, 
it is unclear to which case Applicant refers or whether that case was adjudicated by default. 
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(“A judgment sustaining an opposition pursuant to Rule 2.135 is in the nature of a default 

judgment, which, it is well settled, has the same effect as a judgment on the merits.”).  

Accordingly, the final default judgments entered in Opposition Nos. 91264109 and 91269368 

support Opposer’s claim of res judicata.  

3. The Same Transactional Facts Exist Between This Opposition Proceeding 

And The Prior Two Opposition Proceedings. 

The likelihood of confusion claim in the present opposition is based on the same 

transactional facts as the likelihood of confusion claim in Opposition Nos. 91264109 and 

91269368 because the applications are for marks with the same commercial impression and 

cover the same goods.  For ease of reference, the Application at issue in this proceeding is 

compared with the applications at issue in the two prior oppositions below: 

Opposition 

No. 

91264109  
(1st Opposition) 

91269368 
(2nd Opposition) 

91277548 
(Current Opposition) 

Mark 

 

(Serial No. 88/662,228) 

BitVision 
(Standard Characters) 

 
(Serial No. 88/184,109) 

 

(Serial No. 90/136,472) 

Goods Class 09: Closed circuit 
TV systems for security 
and surveillance, namely, 
cameras, switchers, 
monitors, microphones, 
and recorders. 

Class 09: Closed circuit 
TV systems for security 
and surveillance, namely, 
cameras, switchers, 
monitors, microphones, 
and recorders 

Class 09: Closed circuit 
TV systems for security 
and surveillance, namely, 
cameras, switchers, 
monitors, microphones, 
and recorders. 

Description 

of the Mark 

The color(s) white and 
red is/are claimed as a 
feature of the mark.  The 
mark consists of white 
stylized wording 
“BITVISION” against a 
red background. 

N/A The color(s) red is/are 
claimed as a feature of 
the mark.  The mark 
consists of the word 
“Bitvision” with “B” in 
upper case text and the 
remaining letters in lower 
case text using a stylized 
bold font in the color red. 

See Exhibits A, B. 



 
 7 

Applicant does not dispute that the goods claimed in the pending Application are the 

same as the goods claimed in the prior applications.  Applicant nevertheless argues that the third 

element of claim preclusion is not met purportedly because “the marks involved in the previous 

proceedings [are] not the same as the mark in the current proceeding, and the marks convey 

different commercial impressions due to their differences in appearances.”  4 TTABUVE 3.  A 

review of the marks above shows the contrary.   

In particular, the application for BitVision (Serial No. 88/184,109) in standard character 

form contains the identical literal element as the pending Application and is broader than any 

particular depiction of the mark.  See TMEP § 807.03(a) (“If the applicant files an application on 

paper that includes a standard character claim, the applicant may depict the mark in any font 

style; may use bold or italicized letters; and may use both uppercase and lowercase letters, all 

uppercase letters, or all lowercase letters, since no claim is made to any particular font style, size, 

or color.”); SquirtCo v. Tomy Corp., 697 F.2d 1038, 1041 (Fed. Cir. 1983) (“[T]he argument 

concerning a difference in type style is not viable where one party asserts rights in no particular 

display.  By presenting its mark merely in a typed drawing, a difference cannot legally be 

asserted by that party.”). 

Additionally, the application for  (Serial No. 88/662,228) also 

contains the identical literal element of the pending Application and claims the color “red” as a 

feature of the mark.  The differences between Serial No. 88/662,228 and the pending Application 

are minor.   
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The Board has applied res judicata (and/or collateral estoppel3) in cases like this one and 

in cases where the marks at issue were even more dissimilar than the instant case, as in the 

following cases:  

• In J.I. Case Company v. F.L. Industries, Inc., the Board applied collateral estoppel 

and refused registration of the mark where the opposer previously 

opposed the applicant’s application to register “HI” in “a typed drawing format,” and 

the Board sustained the opposition in the prior proceeding based on likelihood of 

confusion.  229 U.S.P.Q. 697, 701 (T.T.A.B. 1986).  The Board found that “[w]hile 

applicant is technically correct in its assertion that the present form of the mark is not 

identical to the form sought to be registered in the prior proceeding, . . . the typed 

form of the mark was refused registration specifically because registration of the 

typed form of the mark would allow applicant to use the mark in the form sought to 

be registered herein,” and in the Board’s view “the two marks sought to be registered 

create substantially the same commercial impression and the relatively minor 

alterations do not rise to the level of a new mark sufficient, under the circumstances, 

to allow applicant to seek registration herein.”  Id. at 700. 

 

3 Collateral estoppel, or issue preclusion, is considered a “related principle” to “res judicata,” or 
claim preclusion.  TMEP § 1217.  Like claim preclusion, collateral estoppel “can also bar 
relitigation of the same issue in a second action between the same parties or their privies.”  Id.  

Collateral estoppel applies where “(1) a prior action presents an identical issue; (2) the prior 
action actually litigated and adjudged that issue; (3) the judgment in that prior action necessarily 
required determination of the identical issue; and (4) the prior action featured full representation 
of the estopped party.”  Stephen Slesinger, Inc. v. Disney Enterprises, Inc., 702 F.3d 640, 644, 
105 U.S.P.Q.2d 1472, 1474 (Fed. Cir. 2012).   
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• Similarly, in Miller Brewing Company v. Coy International Corporation, the Board 

applied res judicata and refused registration of the mark for “beer” 

where the opposer had previously opposed the applicant’s application for 

for “beer” in a prior opposition proceeding, an application which the 

applicant withdrew, resulting in judgment against the applicant in the prior 

proceeding.  230 U.S.P.Q. 675, 675-77 (T.T.A.B. 1986).  The Board found that the 

new design, which added the terminology “CASK NO. 32” and included additional 

sheaves of grain next to the oval design, “evolved out of the original design” and “the 

changes in the design mark . . . are so insignificant . . . [and] create substantially the 

same commercial impression” that “the minor alterations do not rise to the level of a 

new mark sufficient, under the circumstances, to allow the applicant to seek 

registration.”  Id. at 678. 

• In Aromatique Inc. v. Lang, the Board held that the applicant was equitably estopped 

from registering the mark where the applicant previously 

applied to register , which the applicant abandoned following 

the opposer’s opposition.  25 U.S.P.Q.2d 1359, 1360-61 (T.T.A.B. 1992).  The Board 

found that the “marks are for identical goods and differ ever so slightly in typeface 
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and capitalization” that the “very minor alterations to the mark . . . [did] not rise to the 

level that [the Board] can consider them to create a new mark sufficient, under the 

circumstances, to allow applicant to seek registration herein.”  Id. at 1361. 

• In Haggar Clothing Co. v. Merve Optik Sanayi Ve Ticaret Anonim Sirketi, the Board 

applied res judicata and refused registration of the mark  

where the opposer had previously opposed the applicant’s application for 

and final judgment was entered against the applicant in the 

prior proceeding.  Opposition No. 91221844, 2016 WL 837732, at *1 (T.T.A.B. 

2016) (non-precedential).  The Board found that “[t]he stylization of Applicant’s prior 

and applied-for marks is minimal, and the minor alteration to the prior mark does not 

rise to the level of a new mark.”  Id. at *5. 

• In Calavo Growers, Inc. v. Luis Calvo Sanz, S.A., the Board applied res judicata and 

refused registration of the mark where the opposer had 

previously opposed the applicant’s application for and the Board 

entered default judgment against the application in that proceeding.  Opposition No. 

91170990, 2007 WL 1144944, at *1 (T.T.A.B. 2007) (non-precedential).   The Board 

found that “the literal element of the marks at issue are identical” and that the 

applicant’s “slight modification to the design element of its current application cannot 

serve to avoid res judicata.”  Id. at *3. 
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• In Schering Corporation v. Diagnostic Test Group LLC, the Board applied res 

judicata and refused registration of the mark  where the opposer 

had previously opposed the applicant’s application for  and the 

Board entered default judgment against the application in that proceeding.  

Opposition No. 91179748, 2008 WL 2515108, at *2 (T.T.A.B. 2008) (non-

precedential).  The Board found that the marks are “the same mark in terms of 

commercial impression” because “[b]oth marks contain the same dominant term 

CLARITY shown in the color white on a red background in front of a checkmark” 

and the deletion of “of the small MEDICAL RAC + and design shown in the top left 

corner of the earlier mark is a minor alteration.”  Id at *4. 

• In Virgin Enterprises Ltd. v. Holts Company, the Board applied res judicata and 

refused registration of the mark ASHTON VIRGIN SUN GROWN in standard 

character form for “cigars” where the opposer previously opposed the applicant’s 

application for  (“Ashton Cabinet VSG Virgin Sun 

Grown and Design”) for “cigars” in a prior opposition proceeding, and default 

judgment was entered against the applicant in that proceeding.  Opposition No. 
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91176609, 2008 WL 885888 (T.T.A.B. 2008) (non-precedential).  The Board found 

that “the application that was the subject of the prior opposition proceeding, 

ASHTON CABINET VSG VIRGIN SUN GROWN and Design, is the same mark in 

terms of commercial impression, as ASHTON VIRGIN SUN GROWN, the mark 

involved in this proceeding” because “[c]learly, ASHTON VIRGIN SUN GROWN 

evolved out of the word and design mark, and the deletion of the design and the terms 

CABINET VSG are minor alterations which do not rise to the level of a new mark, 

sufficient to allow applicant to seek registration herein.”  Id.  

• Finally, in Rolex Watch U.S.A., Inc. v. Spooks GMBH, the Board applied res judicata 

and refused registration of the mark  where the opposer previously 

opposed the applicant’s application for , and default judgment was 

entered against the applicant in that proceeding.  Opposition No. 91231389, 2019 WL 

2865464, at *4 (T.T.A.B. 2019) (non-precedential).  The Board found that applicant’s 

“slight modification to the design elements of its Current Mark do not serve to avoid 

claim preclusion.”  Id. 

These cases demonstrate that Applicant’s position is untenable and that Opposer’s Cross-

Motion should be granted.  The mark  (Serial No. 90/136,472) is only a slight 

modification of  (Serial No. 88/662,228).  And the mark  would 

have been covered by a registration of BitVision (Serial No. 88/184,109) in standard characters.  
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Because Applicant’s mark that is the subject of this opposition proceeding creates substantially 

the same commercial impression as Applicant’s first two marks that were refused registration, 

the Application should be rejected.  Otherwise, it would “encourage losing parties to 

insignificantly modify their marks after an adverse ruling and thereby avoid the res judicata 

effect of the prior adjudication.”  See Miller Brewing Co. v. Coy Int’l Corp., 230 U.S.P.Q. 675, 

678 (T.T.A.B. 1986).   

V. CONCLUSION 

There is no genuine issue of material fact in dispute that the Application is barred by 

claim preclusion.  Accordingly, Opposer respectfully requests that the Board deny Applicant’s 

Motion and grant Opposer’s Cross-Motion, sustaining the opposition in favor of Opposer. 

 

Dated: November 11, 2022 
 

Respectfully submitted, 

By:  
Anna E. Raimer 
aeraimer@jonesday.com  
Megan L. McKeown 
mmckeown@jonesday.com  
JONES DAY 
717 Texas, Suite 3300 
Houston, TX  77002 
Telephone:  832.239.3939  
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mailto:mmckeown@jonesday.com
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CERTIFICATE OF SERVICE 

The undersigned hereby certifies that on November 11, 2022 the foregoing document was 

served upon counsel of record for Applicant, Di Li and Yifei (Maggie Zou) via email at 

di@dililaw.com and maggie@dililaw.com, respectively.    

   
 Anna E. Raimer 

mailto:di@dililaw.com
mailto:maggie@dililaw.com


EXHIBIT A 



Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA1073554

Filing date: 08/07/2020

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Hangzhou Hikvision Digital Technology Co., Ltd.

Granted to Date
of previous ex-
tension

08/08/2020

Address 36 MACHENG ROAD, XIHU DISTRICT
HANGZHOU, 0
CHINA

Attorney informa-
tion

ANNA E. RAIMER
JONES DAY
717 TEXAS AVENUE
SUITE 3300
HOUSTON, TX 77002
UNITED STATES
Primary Email: aeraimer@jonesday.com
Secondary Email(s): nytef@jonesday.com, ibtannen@jonesday.com, kabar-
rett@jonesday.com
832-239-3786

Docket Number 527623-60592

Applicant Information

Application No. 88662228 Publication date 06/09/2020

Opposition Filing
Date

08/07/2020 Opposition Peri-
od Ends

08/08/2020

Applicant Longse USA Inc.
147 S 6TH AVE.
LA PUENTE, CA 91746
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 2018/11/06 First Use In Commerce: 2018/11/06
All goods and services in the class are opposed, namely: Closed circuit TV systems for security and
surveillance, namely, cameras, switchers, monitors, microphones, and recorders

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

No use of mark in commerce before application
or amendment to allege use was filed

Trademark Act Sections 1(a) and (c)

Fraud on the USPTO In re Bose Corp., 580 F.3d 1240, 91 USPQ2d

http://estta.uspto.gov


1938 (Fed. Cir. 2009)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3344347 Application Date 09/07/2006

Registration Date 11/27/2007 Foreign Priority
Date

NONE

Word Mark HIKVISION

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2001/11/30 First Use In Commerce: 2001/11/30
Apparatus for transmission of communication; [ Camcorders; ] Cards with integ-
rated circuits; [ Central processing unitsfor processing information, data,
soundor images; ] Computer peripherals; Digital video recorders; Electric and
electronic video surveillance installations; [Electrical and electronic burglar
alarms; Integrated circuits; ] Video cameras;[ Video game machines for use with
televisions; Video output game machines for use with televisions;] Video-
telephones

U.S. Registration
No.

4476906 Application Date 11/20/2012

Registration Date 02/04/2014 Foreign Priority
Date

NONE

Word Mark HIKVISION

Design Mark

Description of
Mark

The mark consists of "HIKVISION" in stylized italicized letters.

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
DATA PROCESSING APPARATUS; COMPUTER MEMORIES; COMPUTER
OPERATING PROGRAMS, RECORDED; COMPUTER PERIPHERAL
DEVICES; RECORDED COMPUTER SOFTWARE FOR USE IN INSTALLING
AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS,
USE IN CAMERA AND VIDEO SYSTEMS, USE IN DATABASE MANAGE-
MENT, USE IN DIGITAL DATA ANALYSIS; MICROPROCESSORS; COM-
PUTER HARDWARE, NAMELY, MONITORS; CENTRAL PROCESSING
UNITS, NAMELY, PROCESSORS; PROCESSORS, NAMELY, CENTRAL PRO-
CESSING UNITS; INTEGRATED CIRCUIT CARDS; INTEGRATED CIRCUIT
CARDS, NAMELY, SMART CARDS; INPUT DEVICES FOR COMPUTERS,
NAMELY, DIGITAL LOGIC AND COMPUTING COUNTERS; PHOTOTELE-
GRAPHY APPARATUS; WEIGHING MACHINES; MOVING SPEED MEAS-
URES, NAMELY, SPEEDOMETERS, SPEED INDICATORS; ELECTRONIC
NOTICE BOARDS; INTERCOMMUNICATION APPARATUS, NAMELY, TELE-
PHONES, MOBILE PHONES, COMPUTERS; VIDEO TELEPHONES; NET-
WORK COMMUNICATION EQUIPMENT, NAMELY, COMPUTERS, TELE-
PHONES, MOBILE PHONES, MODEMS, TRANSMITTERS; SOUND RECORD-
ING APPARATUS; VIDEO RECORDERS; VIDEO CAMERAS; EDITING APPLI-
ANCES FOR CINEMATOGRAPHIC FILMS;CAMERAS FOR PHOTOGRAPHY;
OBSERVATION INSTRUMENTS, NAMELY, BINOCULARS, TELESCOPES,
AND MONITORS IN THE NATURE OF SURVEILLANCE CAMERAS; AUDI-
OVISUAL TEACHING APPARATUS, NAMELY, PHOTOGRAPHIC SLIDE
TRANSPARENCIES, VIDEO PROJECTING MACHINES; OPTICAL APPARAT-
US AND INSTRUMENTS, NAMELY, OPTICAL LENS FOR CAMERAS, BLANK
OPTICAL DATA CARRIERS; ELECTRICITY MAINS, NAMELY, ELECTRIC



WIRES AND CABLES; SEMICONDUCTOR APPARATUS, NAMELY, SEMI-
CONDUCTOR MEMORIES, SEMICONDUCTORS; ELECTRIC INSTALLA-
TIONS FOR THE REMOTE CONTROL OF INDUSTRIAL OPERATIONS;
ELECTROPLATING APPARATUS, NAMELY, ELECTROLYSIS APPARATUS
FOR ELECTROPLATING PURPOSES; FIRE EXTINGUISHING APPARATUS;
ELECTRIC WELDING APPARATUS, NAMELY, WELDING TRANSFORMERS;
PROTECTION DEVICES FOR PERSONAL USE AGAINST ACCIDENTS,
NAMELY, SAFETY GOGGLES, SAFETY HELMETS, SAFETY MONITORING
CAMERAS; ELECTRIC THEFT PREVENTION INSTALLATIONS, NAMELY,
THEFT ALARMS; EYEGLASSES; GALVANIC BATTERY CELLS; VIDEO
DISKS FEATURING ANIMATED CARTOONS; COMPUTER PROGRAMS FOR
USE IN INSTALLING AND OPERATING VIDEO SURVEILLANCE PRODUCTS
AND SOLUTIONS, USE IN CAMERAAND VIDEO SYSTEMS, USE IN DATA-
BASE MANAGEMENT, USE IN DIGITAL DATA ANALYSIS RECORDED ON
DISKS OR CD-ROMS; COMPUTER SOFTWARE FOR USE IN INSTALLING
AND OPERATINGVIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS,
USE IN CAMERA AND VIDEO SYSTEMS, USEIN DATABASE MANAGE-
MENT, USE IN DIGITAL DATA ANALYSIS RECORDED ON DISKS OR CD-
ROMS; DOWNLOADABLE ELECTRONIC PUBLICATIONS, NAMELY, JOURN-
ALS, NEWSPAPERS, BOOKS INTHE FIELD OF INDUSTRIAL OPERATIONS,
SCIENCE; DOWNLOADABLE COMPUTER PROGRAMS FORUSE IN IN-
STALLING AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND
SOLUTIONS, USE IN CAMERA AND VIDEO SYSTEMS, USE IN DATABASE
MANAGEMENT, USE IN DIGITAL DATA ANALYSIS; ELECTRONIC NOTICE
BOARDS; LIGHT-EMITTING ELECTRONIC POINTERS, NAMELY, LUMINOUS
POINTERS; FIRE ALARMS; SMOKE DETECTORS
Class 037. First use: First Use: 0 First Use In Commerce: 0
BUILDING CONSTRUCTION SUPERVISION; INSTALLATION, MAINTEN-
ANCE AND REPAIR OF COMPUTER HARDWARE; MACHINERY INSTALLA-
TION, MAINTENANCE AND REPAIR; FIRE ALARM INSTALLATION AND RE-
PAIR; BURGLAR ALARM INSTALLATION AND REPAIR
Class 042. First use: First Use: 0 First Use In Commerce: 0
SCIENTIFIC RESEARCH AND DEVELOPMENT FOROTHERS; SURVEYING;
MECHANICAL RESEARCH;INDUSTRIAL DESIGN; COMPUTER PROGRAM-
MING; COMPUTER SOFTWARE DESIGN; COMPUTER SYSTEMS ANALYS-
IS; COMPUTER SYSTEM DESIGN SERVICES; DATA CONVERSION OF
COMPUTER PROGRAMS AND DATA, NOT PHYSICAL CONVERSION;
TECHNICAL RESEARCH IN THE FIELD OF INDUSTRIAL OPERATIONS, SCI-
ENCE; TECHNICAL PROJECT STUDIES, NAMELY, COMPUTER PROJECT
MANAGEMENT SERVICES, DESIGNING ELECTRONICVIDEO SURVEIL-
LANCE PRODUCTS; ENGINEERING; ENGINEERING DRAWING SERVICES;
URBAN PLANNING; DÃ#COR SERVICES, NAMELY, DESIGN OF INTERIOR
DECOR; COMPUTER RENTAL; RENTAL OF COMPUTER HARDWARE; UP-
DATING OF COMPUTER SOFTWARE; CONSULTANCY IN THE DESIGN AND
DEVELOPMENT OF COMPUTER HARDWARE; RENTAL OF COMPUTER
SOFTWARE; RECOVERY OFCOMPUTER DATA; MAINTENANCE OF COM-
PUTER SOFTWARE; DUPLICATION OF COMPUTER PROGRAMS; CONVER-
SION OF DATA OR DOCUMENTS FROMPHYSICAL TO ELECTRONIC ME-
DIA; CREATING AND MAINTAINING WEB SITES FOR OTHERS; HOSTING
COMPUTER WEB SITES; COMPUTER SOFTWARE INSTALLATIONS; RENT-
AL OF NETWORK SERVERS; COMPUTER VIRUS PROTECTION SERVICES
Class 045. First use: First Use: 0 First Use In Commerce: 0
SECURITY CONSULTANCY; MONITORING OF BURGLAR AND SECURITY
ALARMS; SECURITY SERVICES, NAMELY, ARMED ESCORTS AND SECUR-
ITY PERSONNEL FOR BUSINESS AND PERSONAL TRAVELLING, COM-
MERCIAL SHIPPING AND PRIVATE WATERCRAFT; CLOTHING RENTAL;
FIRE-FIGHTING; INTELLECTUAL PROPERTY CONSULTANCY
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Signature /Kerry A. Barrett/
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 
 
 

 

HANGZHOU HIKVISION DIGITAL 

TECHNOLOGY CO., LTD., 

 

Opposer, 

 

v. 

LONGSE USA INC., 

Applicant. 
 

Application Serial No.:  88/662,228 

 
 
Opposition No. _____________________ 
 
Filing Date:  October 21, 2019 

Publication Date:  June 9, 2020 

Trademark:  BITVISION 

International Class:  9 
 

 

NOTICE OF OPPOSITION 

Opposer Hangzhou Hikvision Digital Technology Co., Ltd. (“Opposer” or “Hikvision”), 

a China Corporation, having an address at 36 Macheng Road, Xihu District, Hangzhou, China, 

believes that it will be damaged by registration of the proposed mark BITVISION as set forth in 

Application Serial No. 88/662,228, and therefore opposes registration of the same. 

The grounds for opposition are as follows: 

1. Hikvision is one of the world’s leading suppliers of video surveillance products 

and solutions.  In connection therewith, and for over a decade, Hikvision has used its mark 

“HIKVISION” and the stylized mark “ ” (collectively, the “HIKVISION Marks”) in 

commerce in the United States. 

2. Hikvision has prominently and extensively promoted and advertised its products 

bearing the HIKVISION Marks, expending significant resources in connection with such 

advertising and promotional efforts and building a valuable business and brand based on demand 

for its products.  Because of its dynamic growth and exceptional products sold under the 
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HIKVISION Marks, Hikvision has been ranked as a market share leader globally for video 

surveillance equipment. 

3. As a result of Hikvision’s continuous and extensive use, advertising and 

promotion of the HIKVISION
 
 Marks, as well as the distinctiveness of the marks, the relevant 

consuming public has come to associate the HIKVISION
 
 Marks as uniquely associated with 

Hikvision and an indication of origin.  As such, Hikvision has established valuable goodwill and 

exclusive rights in the HIKVISION
 
 Marks. 

4. Hikvision is the owner of a number of common law and registered trademarks for 

the HIKVISION Marks, including the following U.S. trademark registrations covering goods in 

International Class 9: 

Trademark Reg. No. / Date Goods/Services 

HIKVISION 3,344,347 

November 27, 

2007 

IC 9:  Apparatus for transmission of 

communication; cards with integrated circuits; 

computer peripherals; digital video recorders; 

electric and electronic video surveillance 

installations; video cameras; video-telephones. 

 
4,476,906 

February 4, 2014 

IC 9:  Recorded computer software for use in 

installing and operating video surveillance products 

and solutions, use in camera and video systems, use 

in database management, use in digital data 

analysis; computer hardware, namely monitors; 

phototelegraphy apparatus; video telephones; 

network communication equipment, namely, 

transmitters; sound recording apparatus; video 

recorders; video cameras; observation instruments, 

namely, monitors in the nature of surveillance 

cameras; optical apparatus and instruments, namely 

optical lens for cameras; computer programs for use 

in installing and operating video surveillance 

products and solutions, use in camera and video 

systems, use in database management, use in digital 

data analysis recorded on disks or CD-ROMS; 

computer software for use in installing and 

operating video surveillance products and solutions, 

use in camera and video systems, use in database 
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management, use in digital data analysis recorded 

on disks or CD-ROMS; downloadable computer 

programs for use in installing and operating video 

surveillance products and solutions, use in camera 

and video systems, use in database management, 

use in digital data analysis; and other goods in 

International Class 9. 

 

Various services in International Classes 37, 42, and 

45. 

 

True and correct copies of the foregoing trademark registrations and the trademark status pages 

are attached as Exhibit 1. 

5. According to U.S. Patent and Trademark Office (“USPTO”) records, U.S. 

Trademark Application Serial No. 88/662,228 for BITVISION (the “Application”) was filed on 

October 21, 2019, in the name of Longse USA Inc., a California corporation with an address of 

147 S. 6th Ave., LaPuente, California 91746.  Upon information and belief, and as shown from 

California Secretary of State records, a true and correct copy of which are attached as Exhibit 2, 

at the time of filing, Longse USA Inc. had amended its name to Creative Security Technology 

Inc., which entity now has a business address of 110 N. California Ave, City of Industry, 

California 91744.  (Longse USA Inc. and Creative Security Technology Inc. are referred to 

herein as “Applicant.”) 

6. Applicant filed the Application to register BITVISION based on Lanham Act 

Section 1(a), alleging use of the mark in commerce at least as early as November 6, 2018, in 

connection with: “Closed circuit TV systems for security and surveillance, namely, cameras, 

switchers, monitors, microphones, and recorders” in International Class 9.  See October 21, 2019 

Application, a true and correct copy of which is attached as Exhibit 3. 
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7. In connection with the original Specimen Description for the Application, 

Applicant described the original specimen as follows:  “We have used ‘BITVISION’ as our 

products APP name as well as the Logo of the APP.”  Id. 

8. The Application was initially refused under Lanham Act Sections 1 and 45 due to 

the insufficiency of the specimen.  In the refusal, the Examining Attorney described the 

submitted specimen as follows: 

Specifically, the specimen in this case consists of three images.  

The first image consists of three thumbnails of Youtube videos by 

applicant.  However, it is not clear what is contained within these 

videos, moreover, the mark is obscured from view in the two 

images that may contain the applied-for mark.  The second image 

is merely a rendering of the mark which can never serve as a 

suitable specimen.  The third image appears to be that of a mobile 

application screenshot from a mobile phone.  Although the 

applied-for mark is at the top center of the screen capture, at best, 

this shows mobile application software goods, which are not 

among the goods listed in the identification. 

January 27, 2020 Office Action (citations omitted), a true and correct copy of which is attached 

as Exhibit 4. 

9. Applicant responded to the Office Action on April 24, 2020, submitting a new 

specimen, described as “Product and Product Packaging.”  However, the specimen consists of 

photographs of third party products that have been altered to include Applicant’s alleged mark.  

See April 24, 2020 Office Action Response and attached specimens, a true and correct copy of 

which is attached as Exhibit 5. 

10. The Application was published for opposition in the Trademark Official Gazette 

on June 9, 2020.  Opposer timely filed a request for extension of time to oppose, which was 

granted. 
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GROUNDS FOR OPPOSITION 

Likelihood of Confusion 

11. Applicant is not affiliated with or sponsored by Opposer, and Applicant has never 

been authorized by Opposer to use the HIKVISION
 
 Marks. 

12. Opposer has used its HIKVISION Marks on its products well before the October 

21, 2019 filing date of the Application, as well as before Applicant’s alleged first date of use. 

13. Applicant’s alleged mark BITVISION is very similar in appearance, sound, and 

commercial impression to Opposer’s HIKVISION
 
 Marks, differing by only two letters.  

Importantly, the logos are virtually identical in terms of font and use of the color red.  From a 

comparison of the parties’ logos, as shown below, the VISION portion of the parties’ marks are 

in identical font.  Although still bold, italicized, and sans serif, the BIT portion of Applicant’s 

mark appears to be in a slightly different font than the VISION part of its mark (and has a little 

more spacing between the letters), suggesting that Applicant superimposed the letters “BIT” over 

Opposer’s logo: 

v.  

14. In addition, the goods included in the Application are identical to Opposer’s 

goods sold under the HIKVISION Marks and covered by Opposer’s trademark registrations for 

the HIKVISION Marks.  The goods identified in the Application are also likely to be sold to the 

same or overlapping classes of purchasers and trade channels as goods sold under the 

HIKVISION Marks. 

15. Because of the high degree of similarity between Opposer’s HIKVISION Marks 

and Applicant’s alleged mark, Opposer’s goods and the goods identified in the Application, and 
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the parties’ respective classes of purchasers and trade channels, the proposed mark BITVISION 

is likely to cause confusion, or to cause mistake, or to deceive, thereby damaging Opposer.  The 

proposed mark BITVISION should therefore be refused registration pursuant to Section 2(d) of 

the Trademark Act, 15 U.S.C. § 1052(d). 

Void Ab Initio 

16. Applicant alleged in the Application that the proposed mark BITVISION was first 

used in commerce by Applicant at least as early as November 6, 2018, and that the proposed 

mark was currently in use for all of the goods set forth in the Application, namely, “closed circuit 

TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, 

and recorders.” 

17. By Applicant’s admission in the Application, as of the filing date, the proposed 

mark was allegedly in use only in connection with an “APP name.”  See Exhibit 3. 

18. Because the alleged mark BITVISION was not in use in connection with “closed 

circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, 

microphones, and recorders” at the time the use-based Application was filed, the Application is 

void ab initio. 

Fraud 

19. Applicant committed fraud during the prosecution of the Application by 

submitting false statements of use and a fraudulent specimen. 

20. On April 24, 2020, Applicant filed an Office Action Response in which it 

represented and declared that the alleged mark BITVISION “was first used at least as early as 

11/06/2018 and first used in commerce at least as early as 11/06/2018, and is now in use in such 

commerce.”  See Exhibit 5.  Applicant further alleged: “The substitute (or new, or originally 
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submitted, if appropriate) specimen(s) was/were in use in commerce at least as early as the filing 

date of the application.”  Id. 

21. The substitute specimen submitted allegedly consists of products and packaging 

of a “smart video recorder” and “HD camera.”  Id. 

22. However, Applicant digitally altered the substitute specimen to superimpose the 

mark BITVISION onto the side of the packaging and cameras.  The digital alteration is 

evidenced by several factors, including the following: 

• on the second page of the specimen, in the bottom right corner, a box is visible 

with the logo of a check mark and the words “smart IPC,” which packaging is that 

of Opposer (see Exhibit 6, which is a true and correct photograph of Opposer’s 

packaging), suggesting that Applicant was using Opposer’s products or packaging 

in connection with the creation of a specimen of use for its products and 

packaging; 

• through a reverse image search, Opposer identified objective evidence of third 

party use of the identical “Smart Video Recorder” packaging shown on the first 

page of Applicant’s specimen without the alleged BITVISION mark in question, 

again revealing that the purported specimen as a mere digital alteration (see 

Exhibit 7, which is a true and correct copy of a website screen shot depicting this 

third party packaging); and 

• the edges of the alleged BITVISION labels in each of the specimens appear 

pixelated. 
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23. Accordingly, the substitute specimen submitted by Applicant did not show the 

alleged mark BITVISION in use in commerce as of the Application filing date, and the substitute 

specimen was not in use in commerce as of the Application filing date. 

24. Applicant’s representations to the USPTO regarding the use in commerce of the 

alleged mark BITVISION as well as the submitted specimen, as described above, were false at 

the time Applicant made them to the USPTO. 

25. Applicant knew that its representations were false at the time it made them. 

26. Applicant made each such representation willfully, knew that they were false, and 

made them with the intent that the USPTO would rely on them in processing the Application. 

27. Applicant’s representations were material to the approval of the Application for 

publication. 

28. The USPTO relied on Applicant’s representations in approving the Application 

for publication. 

29. The USPTO would not have approved the Application for publication but for 

Applicant’s false representations. 

30. As a result of and through Applicant’s representations, Applicant committed fraud 

in connection with its response to the USPTO’s Office Action, including the submission of a 

fraudulent, digitally altered substitute specimen. 

WHEREFORE, for the foregoing reasons, Opposer respectfully requests that the present 

Opposition be sustained in favor of Opposer, and that Application Serial No. 88/662,228 be 

refused registration. 
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The appropriate fee is also submitted herewith.  Please direct all future correspondence to 

the undersigned. 

 

Dated:  August 7, 2020 Respectfully submitted, 

 

 By:    

 

Anna E. Raimer 

JONES DAY 

717 Texas Ave., Suite 3300 

Houston, Texas 77002 

Telephone: 832.239.3786 

Facsimile:  832.239.3600 

Email: aeraimer@JonesDay.com 
 
Kerry Barrett 

JONES DAY 

901 Lakeside Ave. 
Cleveland, Ohio 4415 
Telephone: 216.586.7005 

Facsimile:  216.579.0212 

Email: kabarrett@JonesDay.com 
 

Attorneys for Opposer 

HANGZHOU HIKVISION DIGITAL 

TECHNOLOGY CO., LTD. 

mailto:aeraimer@JonesDay.com


EXHIBIT 1 
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Generated on: This page was generated by TSDR on 2020-08-07 10:59:07 EDT

Mark: HIKVISION

US Serial Number: 78969635 Application Filing Date: Sep. 07, 2006

US Registration Number: 3344347 Registration Date: Nov. 27, 2007

Filed as TEAS Plus: Yes Currently TEAS Plus: Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Offic

Status: A Section 15 declaration has been acknowledged.

Status Date: Oct. 06, 2017

Publication Date: Sep. 11, 2007

Mark Information

Goods and Services

 

Mark Literal Elements: HIKVISION

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Apparatus for transmission of communication; [ Camcorders; ] Cards with integrated circuits; [ Central proce
information, data, sound or images; ] Computer peripherals; Digital video recorders; Electric and electronic v
installations; [ Electrical and electronic burglar alarms; Integrated circuits; ] Video cameras; [ Video game m
televisions; Video output game machines for use with televisions;] Video-telephones

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 03

Class Status: ACTIVE

Basis: 1(a)
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Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

First Use: Nov. 30, 2001 Use in Commerce: Nov. 30, 2001

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Owner Name: Hangzhou Hikvision Digital Technology Co., Ltd

Owner Address: 555 Qianmo Road, Binjiang District
Hangzhou CHINA 310052

Legal Entity Type: CORPORATION State or Country Where
Organized:

CHINA

Attorney of Record
Attorney Name: Anna E. Raimer Docket Number: 013290-0018-

Attorney Primary Email
Address:

NYTEF@jonesday.com Attorney Email Authorized: Yes

Correspondent
Correspondent
Name/Address:

Anna E. Raimer
Jones Day
250 Vesey Street
New York, NEW YORK UNITED STATES 10281

Phone: 832-239-3786 Fax: 832-239-3600

Correspondent e-mail: NYTEF@jonesday.com aeraimer@jonesday.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Date Description Proceeding
Number

Oct. 06, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED
Oct. 06, 2017 SEC. 15 ACKNOWLEDGEMENT - E-MAILED
Oct. 06, 2017 REGISTERED - SEC. 15 ACKNOWLEDGED 67723
Oct. 06, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723
Oct. 06, 2017 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 67723
Oct. 06, 2017 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 67723
Oct. 06, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723
Sep. 05, 2017 TEAS SECTION 8 & 9 RECEIVED
Sep. 05, 2017 TEAS SECTION 15 RECEIVED
Nov. 27, 2016 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED
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TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Aug. 20, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 - E-MAILED
Aug. 20, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED 74886
Jul. 31, 2013 REGISTERED - SEC. 8 (6-YR) FILED 74886
Aug. 20, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 74886
Jul. 31, 2013 TEAS SECTION 8 RECEIVED
Jul. 31, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Nov. 27, 2007 REGISTERED-PRINCIPAL REGISTER
Sep. 11, 2007 PUBLISHED FOR OPPOSITION
Aug. 22, 2007 NOTICE OF PUBLICATION
Aug. 03, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 67215
Aug. 01, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER
Jul. 31, 2007 TEAS/EMAIL CORRESPONDENCE ENTERED 67215
Jul. 31, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 67215
Jul. 25, 2007 ASSIGNED TO LIE 67215
Jul. 20, 2007 ASSIGNED TO LIE 69350
Jul. 03, 2007 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Jan. 31, 2007 NON-FINAL ACTION E-MAILED 6325
Jan. 31, 2007 NON-FINAL ACTION WRITTEN 81097
Jan. 30, 2007 ASSIGNED TO EXAMINER 81097
Sep. 13, 2006 NEW APPLICATION ENTERED IN TRAM

TM Staff Information - None
File Location

Current Location: TMEG LAW OFFICE 102 Date in Location: Oct. 06, 2017

Proceedings - Click to Load
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Mark: HIKVISION

US Serial Number: 85784130 Application Filing Date: Nov. 20, 2012

US Registration Number: 4476906 Registration Date: Feb. 04, 2014

Register: Principal

Mark Type: Trademark, Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Offic

Status: Registered. The registration date is used to determine when post-registration maintenance documents are d

Status Date: Feb. 04, 2014

Publication Date: Nov. 19, 2013

Mark Information

Related Properties Information

Foreign Information

 

Mark Literal Elements: HIKVISION

Standard Character Claim: No

Mark Drawing Type: 5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Description of Mark: The mark consists of "HIKVISION" in stylized italicized letters.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Claimed Ownership of US
Registrations:

3344347

Foreign Registration
Number:

8783831 Foreign Registration Date: Nov. 14, 2011

Foreign
Application/Registration

Country:

CHINA Foreign Expiration Date: Nov. 13, 2021

Foreign Registration
Number:

8783850 Foreign Registration Date: Jun. 14, 2012

Foreign
Application/Registration

Country:

CHINA Foreign Expiration Date: Jun. 13, 2022
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Goods and Services

Foreign Registration
Number:

8783893 Foreign Registration Date: Nov. 14, 2011

Foreign
Application/Registration

Country:

CHINA Foreign Expiration Date: Nov. 13, 2021

Foreign Registration
Number:

8783904 Foreign Registration Date: Nov. 28, 2011

Foreign
Application/Registration

Country:

CHINA Foreign Expiration Date: Nov. 27, 2021

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: DATA PROCESSING APPARATUS; COMPUTER MEMORIES; COMPUTER OPERATING PROGRAMS, R
PERIPHERAL DEVICES; RECORDED COMPUTER SOFTWARE FOR USE IN INSTALLING AND OPERA
SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN CAMERA AND VIDEO SYSTEMS, USE IN DATA
USE IN DIGITAL DATA ANALYSIS; MICROPROCESSORS; COMPUTER HARDWARE, NAMELY, MONITO
PROCESSING UNITS, NAMELY, PROCESSORS; PROCESSORS, NAMELY, CENTRAL PROCESSING U
CIRCUIT CARDS; INTEGRATED CIRCUIT CARDS, NAMELY, SMART CARDS; INPUT DEVICES FOR CO
DIGITAL LOGIC AND COMPUTING COUNTERS; PHOTOTELEGRAPHY APPARATUS; WEIGHING MACH
MEASURES, NAMELY, SPEEDOMETERS, SPEED INDICATORS; ELECTRONIC NOTICE BOARDS; INTE
APPARATUS, NAMELY, TELEPHONES, MOBILE PHONES, COMPUTERS; VIDEO TELEPHONES; NETW
EQUIPMENT, NAMELY, COMPUTERS, TELEPHONES, MOBILE PHONES, MODEMS, TRANSMITTERS; 
APPARATUS; VIDEO RECORDERS; VIDEO CAMERAS; EDITING APPLIANCES FOR CINEMATOGRAPH
PHOTOGRAPHY; OBSERVATION INSTRUMENTS, NAMELY, BINOCULARS, TELESCOPES, AND MONIT
SURVEILLANCE CAMERAS; AUDIOVISUAL TEACHING APPARATUS, NAMELY, PHOTOGRAPHIC SLID
VIDEO PROJECTING MACHINES; OPTICAL APPARATUS AND INSTRUMENTS, NAMELY, OPTICAL LEN
OPTICAL DATA CARRIERS; ELECTRICITY MAINS, NAMELY, ELECTRIC WIRES AND CABLES; SEMICO
NAMELY, SEMICONDUCTOR MEMORIES, SEMICONDUCTORS; ELECTRIC INSTALLATIONS FOR THE
INDUSTRIAL OPERATIONS; ELECTROPLATING APPARATUS, NAMELY, ELECTROLYSIS APPARATUS 
PURPOSES; FIRE EXTINGUISHING APPARATUS; ELECTRIC WELDING APPARATUS, NAMELY, WELD
PROTECTION DEVICES FOR PERSONAL USE AGAINST ACCIDENTS, NAMELY, SAFETY GOGGLES, S
SAFETY MONITORING CAMERAS; ELECTRIC THEFT PREVENTION INSTALLATIONS, NAMELY, THEFT
GALVANIC BATTERY CELLS; VIDEO DISKS FEATURING ANIMATED CARTOONS; COMPUTER PROGR
INSTALLING AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN CAMER
USE IN DATABASE MANAGEMENT, USE IN DIGITAL DATA ANALYSIS RECORDED ON DISKS OR CD-R
SOFTWARE FOR USE IN INSTALLING AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND SO
AND VIDEO SYSTEMS, USE IN DATABASE MANAGEMENT, USE IN DIGITAL DATA ANALYSIS RECORD
ROMS; DOWNLOADABLE ELECTRONIC PUBLICATIONS, NAMELY, JOURNALS, NEWSPAPERS, BOOK
INDUSTRIAL OPERATIONS, SCIENCE; DOWNLOADABLE COMPUTER PROGRAMS FOR USE IN INSTA
VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN CAMERA AND VIDEO SYSTEMS, USE 
MANAGEMENT, USE IN DIGITAL DATA ANALYSIS; ELECTRONIC NOTICE BOARDS; LIGHT-EMITTING 
NAMELY, LUMINOUS POINTERS; FIRE ALARMS; SMOKE DETECTORS

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 03

Class Status: ACTIVE

Basis: 44(e)

For: BUILDING CONSTRUCTION SUPERVISION; INSTALLATION, MAINTENANCE AND REPAIR OF COMPU
MACHINERY INSTALLATION, MAINTENANCE AND REPAIR; FIRE ALARM INSTALLATION AND REPAIR
INSTALLATION AND REPAIR

International Class(es): 037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 44(e)

For: SCIENTIFIC RESEARCH AND DEVELOPMENT FOR OTHERS; SURVEYING; MECHANICAL RESEARCH
COMPUTER PROGRAMMING; COMPUTER SOFTWARE DESIGN; COMPUTER SYSTEMS ANALYSIS; C
DESIGN SERVICES; DATA CONVERSION OF COMPUTER PROGRAMS AND DATA, NOT PHYSICAL CO

javascript:;
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Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

RESEARCH IN THE FIELD OF INDUSTRIAL OPERATIONS, SCIENCE; TECHNICAL PROJECT STUDIES
PROJECT MANAGEMENT SERVICES, DESIGNING ELECTRONIC VIDEO SURVEILLANCE PRODUCTS
ENGINEERING DRAWING SERVICES; URBAN PLANNING; DÉCOR SER VICES, NAMELY, DESIGN OF I
COMPUTER RENTAL; RENTAL OF COMPUTER HARDWARE; UPDATING OF COMPUTER SOFTWARE
DESIGN AND DEVELOPMENT OF COMPUTER HARDWARE; RENTAL OF COMPUTER SOFTWARE; RE
DATA; MAINTENANCE OF COMPUTER SOFTWARE; DUPLICATION OF COMPUTER PROGRAMS; CON
DOCUMENTS FROM PHYSICAL TO ELECTRONIC MEDIA; CREATING AND MAINTAINING WEB SITES 
COMPUTER WEB SITES; COMPUTER SOFTWARE INSTALLATIONS; RENTAL OF NETWORK SERVER
PROTECTION SERVICES

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 44(e)

For: SECURITY CONSULTANCY; MONITORING OF BURGLAR AND SECURITY ALARMS; SECURITY SERVI
ESCORTS AND SECURITY PERSONNEL FOR BUSINESS AND PERSONAL TRAVELLING, COMMERCI
PRIVATE WATERCRAFT; CLOTHING RENTAL; FIRE-FIGHTING; INTELLECTUAL PROPERTY CONSULT

International Class(es): 045 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 44(e)

Filed Use: No Currently Use: No

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: Yes

Filed 44E: Yes Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Owner Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Owner Address: 36 Macheng Road, Xihu District
Hangzhou CHINA 310052

Legal Entity Type: CORPORATION State or Country Where
Organized:

CHINA

Attorney of Record
Attorney Name: Ilene B. Tannen Docket Number: 013290-0001-

Attorney Primary Email
Address:

NYTEF@JONESDAY.COM Attorney Email Authorized: Yes

Correspondent
Correspondent
Name/Address:

Ilene B. Tannen
JONES DAY
250 Vesey Street
NEW YORK, NEW YORK UNITED STATES 10281-1047

Phone: 212-326-3939 Fax: 212-755-7306

Correspondent e-mail: NYTEF@JONESDAY.COMibtannen@jonesday.c
om

Correspondent e-mail
Authorized:

Yes

Domestic Representative
Domestic Representative Ilene B. Tannen Phone: 212-326-3939

javascript:;
javascript:;
javascript:;
mailto:NYTEF@JONESDAY.COM
mailto:NYTEF@JONESDAY.COM
mailto:ibtannen@jonesday.com
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Prosecution History

TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Name:

Fax: 212-755-7306

Domestic Representative e-
mail:

NYTEF@JONESDAY.COM Domestic Representative e-
mail Authorized:

Yes

Date Description Proceeding
Number

Jul. 29, 2020 TEAS SECTION 15 RECEIVED
Jul. 21, 2020 TEAS SECTION 8 RECEIVED
Feb. 04, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED
Feb. 04, 2014 REGISTERED-PRINCIPAL REGISTER
Nov. 19, 2013 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
Nov. 19, 2013 PUBLISHED FOR OPPOSITION
Oct. 30, 2013 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
Oct. 16, 2013 LAW OFFICE PUBLICATION REVIEW COMPLETED 68552
Oct. 09, 2013 APPROVED FOR PUB - PRINCIPAL REGISTER
Oct. 09, 2013 EXAMINER'S AMENDMENT ENTERED 88888
Oct. 09, 2013 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328
Oct. 09, 2013 EXAMINERS AMENDMENT E-MAILED 6328
Oct. 09, 2013 EXAMINERS AMENDMENT -WRITTEN 82104
Sep. 05, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 68552
Sep. 05, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 68552
Sep. 04, 2013 ASSIGNED TO LIE 68552
Aug. 29, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Mar. 18, 2013 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325
Mar. 18, 2013 NON-FINAL ACTION E-MAILED 6325
Mar. 18, 2013 NON-FINAL ACTION WRITTEN 82104
Mar. 14, 2013 ASSIGNED TO EXAMINER 82104
Nov. 29, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Nov. 23, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff Information - None
File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Feb. 04, 2014

Proceedings - Click to Load
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2021)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 88662228

Filing Date: 10/21/2019

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory

under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK
\\TICRS\EXPORT17\IMAGEOUT

17\886\622\88662228\xml1\ FTK0002.JPG

*SPECIAL FORM YES

USPTO-GENERATED IMAGE NO

LITERAL ELEMENT BITVISION

*COLOR MARK YES

*COLOR(S) CLAIMED

(If applicable)

The color(s) white color for letters, background is red is/are

claimed as a feature of the mark.

*DESCRIPTION OF THE MARK

(and Color Location, if applicable)

The mark consists of White color for letters "BITVISION",

and Red Background.

PIXEL COUNT ACCEPTABLE YES

PIXEL COUNT 896 x 398

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Longse USA Inc.

*STREET 147 S 6th Ave.

*CITY La Puente

*STATE

(Required for U.S. applicants)
California

*COUNTRY United States

*ZIP/POSTAL CODE

(Required for U.S. and certain international addresses)
91746

PHONE 626-328-0059

FAX 6263360095

EMAIL ADDRESS XXXX

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

../FTK0002.JPG
../FTK0002.JPG


WEBSITE ADDRESS www.longse.com

LEGAL ENTITY INFORMATION

*TYPE CORPORATION

* STATE/COUNTRY OF INCORPORATION California

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION

Closed circuit TV systems for security and surveillance,

namely, cameras, switchers, monitors, microphones, and

recorders

*FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 11/06/2018

       FIRST USE IN COMMERCE DATE At least as early as 11/06/2018

       SPECIMEN

       FILE NAME(S)

\\TICRS\EXPORT17\IMAGEOUT

17\886\622\88662228\xml1\ FTK0003.JPG

       
\\TICRS\EXPORT17\IMAGEOUT

17\886\622\88662228\xml1\ FTK0004.JPG

       
\\TICRS\EXPORT17\IMAGEOUT

17\886\622\88662228\xml1\ FTK0005.JPG

       SPECIMEN DESCRIPTION
We have used "BITVISION" as our products APP name as

well as the Logo of the APP.

ADDITIONAL STATEMENTS SECTION

*TRANSLATION 

(if applicable)
 

*TRANSLITERATION 

(if applicable)
 

*CLAIMED PRIOR REGISTRATION

(if applicable)
 

*CONSENT (NAME/LIKENESS) 

(if applicable)

*CONCURRENT USE CLAIM 

(if applicable)
 

CORRESPONDENCE INFORMATION

*NAME Longse USA Inc.

FIRM NAME Longse USA Inc.

*STREET 147 S 6th Ave.

*CITY La Puente

*STATE 

(Required for U.S. addresses)
California

*COUNTRY United States

*ZIP/POSTAL CODE 91746

PHONE 626-328-0059

FAX 6263360095

*EMAIL ADDRESS horaechoi@gmail.com; lori@cstsecurity.com; qsj@qq.com

../FTK0003.JPG
../FTK0003.JPG
../FTK0004.JPG
../FTK0004.JPG
../FTK0005.JPG
../FTK0005.JPG


*AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

APPLICATION FILING OPTION TEAS Plus

NUMBER OF CLASSES 1

FEE PER CLASS 225

*TOTAL FEE PAID 225

SIGNATURE INFORMATION

* SIGNATURE /cai hongyun/

* SIGNATORY'S NAME HONGYUN CAI

* SIGNATORY'S POSITION CEO

SIGNATORY'S PHONE NUMBER 626-328-0059

* DATE SIGNED 10/21/2019



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2021)

 

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 88662228

Filing Date: 10/21/2019

To the Commissioner for Trademarks:

MARK: BITVISION (stylized and/or with design, see mark)

The literal element of the mark consists of BITVISION. The color(s) white color for letters, background is red is/are claimed as a feature of the

mark. The mark consists of White color for letters "BITVISION", and Red Background.

The applicant, Longse USA Inc., a corporation of California, having an address of

      147 S 6th Ave.

      La Puente, California 91746

      United States

      626-328-0059(phone)

      6263360095(fax)

      XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 

International Class 009:  Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and

recorders

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant attaches, or

will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in the class of

listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The specimen image

file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 009, the mark was first used by the applicant or the applicant's related company or licensee predecessor in interest at least

as early as 11/06/2018, and first used in commerce at least as early as 11/06/2018, and is now in use in such commerce. The applicant is

submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed

goods/services, consisting of a(n) We have used "BITVISION" as our products APP name as well as the Logo of the APP..

Specimen File1

Specimen File2

Specimen File3

For informational purposes only, applicant's website address is: www.longse.com

The applicant's current Correspondence Information:

      Longse USA Inc.

      Longse USA Inc.

      147 S 6th Ave.

      La Puente, California 91746

      626-328-0059(phone)

      6263360095(fax)

      horaechoi@gmail.com; lori@cstsecurity.com; qsj@qq.com (authorized).

Email Authorization: I authorize the USPTO to send email correspondence concerning the application to the applicant or the applicant's

attorney, or the applicant's domestic representative at the email address provided in this application. I understand that a valid email address must

be maintained and that the applicant or the applicant's attorney must file the relevant subsequent application-related submissions via the

../FTK0002.JPG')
../FTK0003.JPG
../FTK0004.JPG
../FTK0005.JPG


Trademark Electronic Application System (TEAS). Failure to do so will result in the loss of TEAS Plus status and a requirement to submit an

additional processing fee of $125 per international class of goods/services.

A fee payment in the amount of $225 has been submitted with the application, representing payment for 1 class(es).

Declaration

Basis:

If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;

The mark is in use in commerce on or in connection with the goods/services in the application;

The specimen(s) shows the mark as used on or in connection with the goods/services in the application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

AND/OR

If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),

and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;

The applicant has a bona fide intention to use the mark in commerce on or in connection with the goods/services in the

application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the

mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration

resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and

belief are believed to be true.

Declaration Signature

Signature: /cai hongyun/   Date: 10/21/2019

Signatory's Name: HONGYUN CAI

Signatory's Position: CEO

Signatory's Phone Number: 626-328-0059

Payment Sale Number: 88662228

Payment Accounting Date: 10/21/2019

Serial Number: 88662228

Internet Transmission Date: Mon Oct 21 15:01:17 EDT 2019

TEAS Stamp: USPTO/FTK-XX.XXX.XXX.XX-2019102115011786

7398-88662228-610cf734b6c347869bcd0a21ec

018e5a3c7b2817ecf7f29a531fb93ec7a8c574-C

C-01167235-20191021135311375782
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To: Longse USA Inc. (horaechoi@gmail.com)

Subject: U.S. Trademark Application Serial No. 88662228 - BITVISION - N/A

Sent: January 27, 2020 03:25:49 PM

Sent As: ecom119@uspto.gov

Attachments:

 

United States Patent and Trademark Office (USPTO)

Office Action (Official Letter) About Applicant’s Trademark Application

 
U.S. Application

Serial No. 88662228

 

Mark:  BITVISION

 

 

 

 

Correspondence

Address: 

LONGSE USA INC.

LONGSE USA INC.

147 S 6TH AVE.

LA PUENTE, CA

91746

 

 

 

Applicant:  Longse

USA Inc.

 

 
 

Reference/Docket

No. N/A

 

Correspondence

Email Address: 

 

horaechoi@gmail.com

 

 

 

NONFINAL OFFICE ACTION

 

The USPTO must receive applicant’s response to this letter within six months of the issue date below or the application will be abandoned. 

Respond using the Trademark Electronic Application System (TEAS).  A link to the appropriate TEAS response form appears at the end of this

Office action. 

 

 

Issue date:  January 27, 2020

 

INTRODUCTION

 

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to

the issues below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

 

SEARCH OF OFFICE’S DATABASE OF MARKS

 

The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that

would bar registration under Trademark Act Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).

 

SUMMARY OF ISSUES

 

·         Section 1 and 45 Refusal – Specimen Insufficient

·         Description of the Mark

mailto:horaechoi@gmail.com
https://www.uspto.gov/trademarks-application-process/abandoned-applications


 

SECTION 1 AND 45 REFUSAL – SPECIMEN INSUFFICIENT

 

Registration is refused because the specimen does not show the applied-for mark in use in commerce.  Trademark Act Sections 1 and 45, 15

U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a). 

 

Specifically, the specimen in this case consists of three images.  The first image consists of three thumbnails of Youtube videos by applicant. 

However, it is not clear what is contained within these videos, moreover, the mark is obscured from view in the two images that may contain the

applied-for mark.  The second image is merely a rendering of the mark which can never serve as a suitable specimen.  Trademark Act Sections 1

and 45, 15 U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); In re Chica, 84 USPQ2d 1845, 1848 (TTAB 2007); TMEP §§904,

904.07(a), 1301.04(g)(i).  The third image appears to be that of a mobile application screenshot from a mobile phone.  Although the applied-for

mark is at the top center of the screen capture, at best, this shows mobile application software goods, which are not among the goods listed in the

identification. 

 

An application based on Trademark Act Section 1(a) must include a specimen showing the applied-for mark in use in commerce for each

international class of goods identified in the application or amendment to allege use.  15 U.S.C. §1051(a)(1); 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a);

TMEP §§904, 904.07(a). 

 

Examples of specimens for goods include tags, labels, instruction manuals, containers, photographs that show the mark on the actual goods or

packaging, and displays associated with the actual goods at their point of sale.  See TMEP §§904.03 et seq.  Webpages may also be specimens for

goods when they include a picture or textual description of the goods associated with the mark and the means to order the goods.  TMEP

§904.03(i).  However, leaflets, handbills, advertising circulars, and other advertising materials generally are not acceptable specimens for goods. 

See TMEP §§904.03 et seq.

 

RESPONDING TO SECTION 1 AND 45 REFUSAL – SPECIMEN INSUFFICIENT

 

Applicant may respond to this refusal by satisfying one of the following for each applicable international class:

 

(1)        Submit a different specimen (a verified “substitute” specimen) that (a) was in actual use in commerce at least as early as the

filing date of the application or prior to the filing of an amendment to allege use and (b) shows the mark in actual use in commerce

for the goods identified in the application or amendment to allege use.  A “verified substitute specimen” is a specimen that is

accompanied by the following statement made in a signed affidavit or supported by a declaration under 37 C.F.R. §2.20:  “The

substitute (or new, or originally submitted, if appropriate) specimen(s) was/were in use in commerce at least as early as the filing

date of the application or prior to the filing of the amendment to allege use.”   The substitute specimen cannot be accepted without

this statement.

 

(2)        Amend the filing basis to intent to use under Section 1(b), for which no specimen is required.  This option will later necessitate

additional fee(s) and filing requirements such as providing a specimen.

 

For an overview of both response options referenced above and instructions on how to satisfy either option online using the Trademark Electronic

Application System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/specimen.jsp. 

 

 

Although applicant’s mark has been refused registration, applicant may respond to the refusal by submitting evidence and arguments in support

of registration.  However, if applicant responds to the refusal, applicant must also respond to the requirement set forth below.

 

DESCRIPTION OF THE MARK AND COLOR CLAIM

 

Applicant must submit an amended description of the mark because the current one is incomplete and does not describe all the significant aspects

of the mark.  37 C.F.R. §2.37; see TMEP §§808.01, 808.02.  Descriptions must be accurate and identify all the literal and design elements in the

mark.  See 37 C.F.R. §2.37; TMEP §§808 et seq.  Here, the description should state that the letter are in “stylized” form and that they are

“against” a red background.

 

In addition, the color claim will need to be simplified to simply state the generic color names that are claimed as a feature of the mark.  The color

claim contains extraneous descriptive wording that does not identify color in the drawing.  TMEP §807.07(a)(i)-(ii).

 

The following color claim and description are suggested, if accurate, changes are shown in bold: 

 

            The colors white and red are claimed as a feature of the mark.

http://www.uspto.gov/trademarks/law/substitutespecimen.jsp
http://www.uspto.gov/trademarks/law/amendingbasis.jsp
http://www.uspto.gov/trademarks/law/specimen.jsp


 

The mark consists of white stylized wording "BITVISION" against a red background.

 

ASSISTANCE

 

Response guidelines.  For this application to proceed, applicant must explicitly address each refusal and/or requirement in this Office action.  For

a refusal, applicant may provide written arguments and evidence against the refusal, and may have other response options if specified above.  For

a requirement, applicant should set forth the changes or statements.  Please see “ Responding to Office Actions” and the informational video

“Response to Office Action ” for more information and tips on responding.

 

Please call or email the assigned trademark examining attorney with questions about this Office action.  Although the trademark examining

attorney cannot provide legal advice or statements about applicant’s rights, the trademark examining attorney can provide applicant with

additional explanation about the refusal(s) and/or requirement(s) in this Office action.  See TMEP §§705.02, 709.06.  Although the USPTO does

not accept emails as responses to Office actions, emails can be used for informal communications and will be included in the application record. 

See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05. 

 

TRADEMARK COUNSEL SUGGESTED

 

Because of the legal technicalities and strict deadlines of the trademark application process, applicant may wish to hire a private attorney who

specializes in trademark matters to assist in the process.  The assigned trademark examining attorney can provide only limited assistance

explaining the content of an Office action and the application process.  USPTO staff cannot provide legal advice or statements about an

applicant’s legal rights.   TMEP §§705.02, 709.06.  See Hiring a U.S.-licensed trademark attorney for more information.

 

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL

REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application online

using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to Office

actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address; and (3)

agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b), 2.23(b);

TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of $125

per class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain situations, TEAS

Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without incurring

this additional fee.  

 

How to respond.  Click to file a response to this nonfinal Office action.    

 

/Jared M. Mason/

Trademark Examining Attorney

Law Office 119

(571) 272-4146

Jared.Mason@uspto.gov

 

RESPONSE GUIDANCE

Missing the response deadline to this letter will cause the application to abandon.  A response or notice of appeal must be received by

the USPTO before midnight Eastern Time of the last day of the response period.  TEAS and ESTTA maintenance or unforeseen

circumstances could affect an applicant’s ability to timely respond.  

 

Responses signed by an unauthorized party are not accepted and can cause the application to abandon.  If applicant does not have an

attorney, the response must be signed by the individual applicant, all joint applicants, or someone with legal authority to bind a juristic

applicant.  If applicant has an attorney, the response must be signed by the attorney.

 

If needed, find contact information for the supervisor of the office or unit listed in the signature block.

 

http://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-getting-started/process-overview/trademark-information-network#heading-14
https://www.uspto.gov/trademarks-getting-started/process-overview/trademark-information-network#heading-14
https://www.uspto.gov/trademarks-getting-started/why-hire-private-trademark-attorney
http://teas.uspto.gov/office/roa/
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information


To: Longse USA Inc. (horaechoi@gmail.com)

Subject: U.S. Trademark Application Serial No. 88662228 - BITVISION - N/A

Sent: January 27, 2020 03:25:50 PM

Sent As: ecom119@uspto.gov

Attachments:

 

United States Patent and Trademark Office (USPTO)

 

USPTO OFFICIAL NOTICE

 
Office Action (Official Letter) has issued

on January 27, 2020 for
U.S. Trademark Application Serial No. 88662228

 
Your trademark application has been reviewed by a trademark examining attorney.  As part of that review, the assigned attorney has
issued an official letter that you must respond to by the specified deadline or your application will be abandoned.  Please follow the
steps below.
 
(1)  Read the official letter.

 
(2)  Direct questions about the contents of the Office action to the assigned attorney below. 
 
 
/Jared M. Mason/
Trademark Examining Attorney
Law Office 119
(571) 272-4146
Jared.Mason@uspto.gov
 
Direct questions about navigating USPTO electronic forms, the USPTO website, the application process, the status of your
application, and/or whether there are outstanding deadlines or documents related to your file to the Trademark Assistance Center
(TAC).
 
(3)  Respond within 6 months (or earlier, if required in the Office action) from January 27, 2020, using the Trademark Electronic
Application System (TEAS).  The response must be received by the USPTO before midnight Eastern Time of the last day of the
response period.  See the Office action for more information about how to respond
 
 
 

GENERAL GUIDANCE
·         Check the status of your application periodically in the Trademark Status & Document Retrieval (TSDR) database to avoid

missing critical deadlines.
 
·         Update your correspondence email address, if needed, to ensure you receive important USPTO notices about your

application.
 
·         Beware of misleading notices sent by private companies about your application.  Private companies not associated with

the USPTO use public information available in trademark registrations to mail and email trademark-related offers and notices –
most of which require fees.  All official USPTO correspondence will only be emailed from the domain “@uspto.gov.”

 
 
 

mailto:horaechoi@gmail.com
https://www.uspto.gov/trademarks-application-process/abandoned-applications
http://tsdr.uspto.gov/view.action?sn=88662228&type=OOA&date=20200127#tdrlink
http://tsdr.uspto.gov/view.action?sn=88662228&type=OOA&date=20200127#tdrlink
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks-application-process/check-status-view-documents
http://tsdr.uspto.gov/
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks-getting-started/caution-misleading-notices
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1957 (Rev 10/2011)

OMB No. 0651-0050 (Exp 09/20/2020)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 88662228

LAW OFFICE ASSIGNED LAW OFFICE 119

MARK SECTION

MARK FILE NAME https://tmng-al.uspto.gov/resting2/api/img/88662228/large

LITERAL ELEMENT BITVISION

STANDARD CHARACTERS NO

USPTO-GENERATED IMAGE NO

COLOR(S) CLAIMED

(If applicable)

The color(s) white color for letters, background is red is/are claimed as a feature of

the mark.

DESCRIPTION OF THE MARK

(and Color Location, if applicable)
The mark consists of White color for letters "BITVISION", and Red Background.

GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL CLASS 009

DESCRIPTION

Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and recorders

FILING BASIS Section 1(a)

        FIRST USE ANYWHERE DATE At least as early as 11/06/2018

        FIRST USE IN COMMERCE DATE At least as early as 11/06/2018

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL CLASS 009

DESCRIPTION

Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and recorders

FILING BASIS Section 1(a)

       FIRST USE ANYWHERE DATE At least as early as 11/06/2018

       FIRST USE IN COMMERCE DATE At least as early as 11/06/2018

       STATEMENT TYPE

"The substitute (or new, or originally submitted, if appropriate) specimen(s)

was/were in use in commerce at least as early as the filing date of the

application"[for an application based on Section 1(a), Use in Commerce] OR "The

substitute (or new, or originally submitted, if appropriate) specimen(s)

was/were in use in commerce prior either to the filing of the Amendment to

Allege Use or expiration of the filing deadline for filing a Statement of Use" [for

an application based on Section 1(b) Intent-to-Use]. OR "The attached specimen is

a true copy of the specimen that was originally submitted with the application,

amendment to allege use, or statement of use" [for an illegible specimen].

       SPECIMEN

       FILE NAME(S)
\\TICRS\EXPORT18\IMAGEOUT 18\886\622\88662228\xml1 \ ROA0002.JPG

../ROA0002.JPG


        \\TICRS\EXPORT18\IMAGEOUT 18\886\622\88662228\xml1 \ ROA0003.JPG

        \\TICRS\EXPORT18\IMAGEOUT 18\886\622\88662228\xml1 \ ROA0004.JPG

       SPECIMEN DESCRIPTION Product and Product Packaging

ADDITIONAL STATEMENTS SECTION

COLOR(S) CLAIMED

(If applicable)
The color(s) white and red is/are claimed as a feature of the mark.

DESCRIPTION OF THE MARK

(and Color Location, if applicable)

The mark consists of white stylized wording "BITVISION" against a red

background.

ATTORNEY INFORMATION (new)

NAME Karen Hwang

ATTORNEY BAR MEMBERSHIP NUMBER XXX

YEAR OF ADMISSION XXXX

U.S. STATE/ COMMONWEALTH/ TERRITORY XX

FIRM NAME Copymark Law Group, LLC

STREET 543 Brier Street

CITY Kenilworth

STATE Illinois

POSTAL CODE 60043

COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

EMAIL support@copymarklaw.com

OTHER APPOINTED ATTORNEY Patrick Schweihs

CORRESPONDENCE INFORMATION (current)

NAME LONGSE USA INC.

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE horaechoi@gmail.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) lori@cstsecurity.com; qsj@qq.com

CORRESPONDENCE INFORMATION (proposed)

NAME Karen Hwang

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE support@copymarklaw.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) NOT PROVIDED

SIGNATURE SECTION

DECLARATION SIGNATURE /khwang/

SIGNATORY'S NAME Karen Hwang

SIGNATORY'S POSITION Attorney of Record, IL Bar Member

DATE SIGNED 04/24/2020

RESPONSE SIGNATURE /khwang/

SIGNATORY'S NAME Karen Hwang

SIGNATORY'S POSITION Attorney of Record, IL Bar Member

DATE SIGNED 04/24/2020

../ROA0003.JPG
../ROA0004.JPG


AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Fri Apr 24 21:25:57 ET 2020

TEAS STAMP

USPTO/ROA-XXX.XXX.XX.XX-2

0200424212557332297-88662

228-7105fb3c8f3ff51ddd5b2

48b3c43efb7cc8185c216e46e

6eb5877eb274dde89c-N/A-N/

A-20200424212403712216

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1957 (Rev 10/2011)

OMB No. 0651-0050 (Exp 09/20/2020)

Response to Office Action

To the Commissioner for Trademarks:

Application serial no. 88662228 BITVISION (Stylized and/or with Design, see https://tmng-al.uspto.gov /resting2/api/img/8866222 8/large) has

been amended as follows:

CLASSIFICATION AND LISTING OF GOODS/SERVICES

Applicant proposes to amend the following:

Current: 

Class 009 for Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and recorders

Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the applicant's related company or licensee is

using the mark in commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark

was first used at least as early as 11/06/2018 and first used in commerce at least as early as 11/06/2018 , and is now in use in such commerce.

Proposed: 

Class 009 for Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and recorders

Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the applicant's related company or licensee is

using the mark in commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark

was first used at least as early as 11/06/2018 and first used in commerce at least as early as 11/06/2018 , and is now in use in such commerce.

Applicant hereby submits one(or more) specimen(s) for Class 009. The specimen(s) submitted consists of Product and Product Packaging.

"The substitute (or new, or originally submitted, if appropriate) specimen(s) was/were in use in commerce at least as early as the filing

date of the application"[for an application based on Section 1(a), Use in Commerce] OR "The substitute (or new, or originally submitted, if

appropriate) specimen(s) was/were in use in commerce prior either to the filing of the Amendment to Allege Use or expiration of the

filing deadline for filing a Statement of Use" [for an application based on Section 1(b) Intent-to-Use]. OR "The attached specimen is a true

copy of the specimen that was originally submitted with the application, amendment to allege use, or statement of use" [for an illegible

specimen]. 

Specimen File1

Specimen File2

Specimen File3

ADDITIONAL STATEMENTS 

Color Claim

The color(s) white and red is/are claimed as a feature of the mark.

Description of mark

The mark consists of white stylized wording "BITVISION" against a red background.

The owner's/holder's proposed attorney information: Karen Hwang. Other appointed attorneys are Patrick Schweihs. Karen Hwang of Copymark

../ROA0002.JPG
../ROA0002.JPG
../ROA0003.JPG
../ROA0003.JPG
../ROA0004.JPG
../ROA0004.JPG


Law Group, LLC, is a member of the XX bar, admitted to the bar in XXXX, bar membership no. XXX, and the attorney(s) is located at

      543 Brier Street

      Kenilworth, Illinois 60043

      United States

is appointed to submit this Response to Office Action Form on behalf of the applicant.

      The email address is support@copymarklaw.com

Karen Hwang submitted the following statement: The attorney of record is an active member in good standing of the bar of the highest court of a

U.S. state, the District of Columbia, or any U.S. Commonwealth or territory.

Correspondence Information (current): 

      LONGSE USA INC.

      PRIMARY EMAIL FOR CORRESPONDENCE: horaechoi@gmail.com

      SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): lori@cstsecurity.com; qsj@qq.com

Correspondence Information (proposed): 

      Karen Hwang

      PRIMARY EMAIL FOR CORRESPONDENCE: support@copymarklaw.com

      SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): NOT PROVIDED

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the owner/holder and the

owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark Electronic

Application System (TEAS).

SIGNATURE(S)

Declaration Signature

DECLARATION: The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both,

under 18 U.S.C. § 1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or

any registration resulting therefrom, declares that, if the applicant submitted the application or allegation of use (AOU) unsigned, all

statements in the application or AOU and this submission based on the signatory's own knowledge are true, and all statements in the

application or AOU and this submission made on information and belief are believed to be true.

STATEMENTS FOR UNSIGNED SECTION 1(a) APPLICATION/AOU: If the applicant filed an unsigned application under 15 U.S.C.

§1051(a) or AOU under 15 U.S.C. §1051(c), the signatory additionally believes that: the applicant is the owner of the mark sought to be

registered; the mark is in use in commerce and was in use in commerce as of the filing date of the application or AOU on or in connection with

the goods/services/collective membership organization in the application or AOU; the original specimen(s), if applicable, shows the mark in use

in commerce as of the filing date of the application or AOU on or in connection with the goods/services/collective membership organization in

the application or AOU; for a collective trademark, collective service mark, collective membership mark application, or certification mark

application, the applicant is exercising legitimate control over the use of the mark in commerce and was exercising legitimate control over the

use of the mark in commerce as of the filing date of the application or AOU; for a certification mark application, the applicant is not engaged in

the production or marketing of the goods/services to which the mark is applied, except to advertise or promote recognition of the certification

program or of the goods/services that meet the certification standards of the applicant. To the best of the signatory's knowledge and belief, no

other persons, except, if applicable, authorized users, members, and/or concurrent users, have the right to use the mark in commerce,

either in the identical form or in such near resemblance as to be likely, when used on or in connection with the goods/services/collective

membership organization of such other persons, to cause confusion or mistake, or to deceive.

STATEMENTS FOR UNSIGNED SECTION 1(b)/SECTION 44 APPLICATION AND FOR SECTION 66(a)

COLLECTIVE/CERTIFICATION MARK APPLICATION: If the applicant filed an unsigned application under 15 U.S.C. §§ 1051(b),

1126(d), and/or 1126(e), or filed a collective/certification mark application under 15 U.S.C. §1141f(a), the signatory additionally believes that:

for a trademark or service mark application, the applicant is entitled to use the mark in commerce on or in connection with the goods/services

specified in the application; the applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in

commerce as of the application filing date; for a collective trademark, collective service mark, collective membership mark, or certification

mark application, the applicant has a bona fide intention, and is entitled, to exercise legitimate control over the use of the mark in commerce and

had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce as of the application filing date;

the signatory is properly authorized to execute the declaration on behalf of the applicant; for a certification mark application, the applicant will

not engage in the production or marketing of the goods/services to which the mark is applied, except to advertise or promote recognition of the

certification program or of the goods/services that meet the certification standards of the applicant. To the best of the signatory's knowledge

and belief, no other persons, except, if applicable, authorized users, members, and/or concurrent users, have the right to use the mark in



commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services/collective membership organization of such other persons, to cause confusion or mistake, or to deceive.

Signature: /khwang/      Date: 04/24/2020

Signatory's Name: Karen Hwang

Signatory's Position: Attorney of Record, IL Bar Member

Response Signature

Signature: /khwang/     Date: 04/24/2020

Signatory's Name: Karen Hwang

Signatory's Position: Attorney of Record, IL Bar Member

The signatory has confirmed that he/she is a U.S.-licensed attorney who is an active member in good standing of the bar of the highest court of a

U.S. state (including the District of Columbia and any U.S. Commonwealth or territory); and he/she is currently the owner's/holder's attorney or

an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S.-licensed attorney not currently associated

with his/her company/firm previously represented the owner/holder in this matter: the owner/holder has revoked their power of attorney by a

signed revocation or substitute power of attorney with the USPTO; the USPTO has granted that attorney's withdrawal request; the owner/holder

has filed a power of attorney appointing him/her in this matter; or the owner's/holder's appointed U.S.-licensed attorney has filed a power of

attorney appointing him/her as an associate attorney in this matter.

Mailing Address:    LONGSE USA INC.

   LONGSE USA INC.

   

   147 S 6TH AVE.

   LA PUENTE, California 91746

Mailing Address:    Karen Hwang

   Copymark Law Group, LLC

   543 Brier Street

   Kenilworth, Illinois 60043
        

Serial Number: 88662228

Internet Transmission Date: Fri Apr 24 21:25:57 ET 2020

TEAS Stamp: USPTO/ROA-XXX.XXX.XX.XX-2020042421255733

2297-88662228-7105fb3c8f3ff51ddd5b248b3c

43efb7cc8185c216e46e6eb5877eb274dde89c-N

/A-N/A-20200424212403712216
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encam encam XVR/DVR 8 Channel H.265 5MP CCTV 5 in 1 Recorder AHD TV...

https://www.kenable.co.uk/en/cctv-security/xvr-dvr-digital-video-recorders/90006-encam-xvr-dvr-8-channel-h265-5mp-cctv-5-in-1-recorder-ahd-tvi-cvi-cvbs-ip-090006-5054338900063.html[7/30/2020 11:59:36 AM]

Contact us Call us: 01744 886752- COVID-19 Update - Parcelforce Courier and Royal Mail are seeing many delays.  They are currently not guaranteeing delivery times.

HOME NEW PRODUCTS HDMI CCTV NETWORKING AUDIO USB VIDEO฀

DESCRIPTION DATA SHEET ATTACHMENTS REVIEWS

Home /  CCTV & Security /  XVR/DVR Digital Video Recorders /  encam XVR/DVR 8 Channel H.265 5MP CCTV 5 in 1 Recorder AHD TVI CVI CVBS IP

encam recorders combine reliable recording and user-friendly interfaces making it your perfect choice when installing CCTV systems. This recorder supports upto

5mp camera or any of our encam 8mp Lite cameras as well as 3rd party systems that use the following formats: AHD/TVI/CVI/CVBS. They have multiple features

including:

Motion Detection

Recording Schedules

Android or Apple IOS Mobile Phone or Tablet connectivity (P2P Viewing)

Email Notifications & Push Image Notifications to your mobile phone

Cloud Storage & USB Backup

Alarm System Intergration (Input & Output)

Privacy Masks

Intelligent Detection

AI Intelligence Face Comparison / Face Database Creation

Auto Maintenance Setup

Intelligent Playback (Full/Motion/Intelligent playback options)

Smart Technology

The smart technology allows you to view your cameras anywhere in the world live from your android or IOS device! You can also set up an email notification to alert

you if someone is on your property and set cloud backups to record footage just in case your recorder is stolen. You can also set up sharing footage over the

internet.

฀ ฀

encam XVR/DVR 8 Channel H.265 5MP CCTV 5 in 1
Recorder AHD TVI CVI CVBS IP

Supports Cameras upto 5mp or 4K/8mp Lite

3rd Party Camera Support (AHD/TVI/CVI/CVBS)

8 Channel DVR/XVR Recorder 

5 In 1 ( AHD TVI CVI CVBS IP)

Android/IOS Ready

H.265+ Compression

Face Detection (With Intelligent Detection)

Alarm Functions

Motion Detection

Email Alerts

Push Image Notifications

Supports Cloud Storage

QS : 090006

Model : XVR-090006

Weight : 1.22 kg

Brand : encam

In stock : 0 Item

£47.99
Tax included 

£39.99 ex

Quantity

 There are not enough products in stock

Share
   

฀
฀  Add to cart

 Enim quis fugiat consequat elit minim nisi eu occaecat occaecat deserunt

aliquip nisi ex deserunt.

Notify me when available

shopping_cart 0

Search products
Account

English 

To give you the best possible experience, this site
uses cookies. Using your site means your agree to

our use of cookies. We have published a new
cookies policy, which tells you more about the

cookies we use. View cookies policy.

Accept

฀

your@email.com

 
       

Notify me when available

1

Search products
 
      

Accept

https://www.kenable.co.uk/en/contact-us
https://www.kenable.co.uk/en/
https://www.kenable.co.uk/en/
https://www.kenable.co.uk/en/new-products
https://www.kenable.co.uk/en/110-hdmi-cables-adapters
https://www.kenable.co.uk/en/212-cctv-security
https://www.kenable.co.uk/en/22-networking
https://www.kenable.co.uk/en/48-audio-cables
https://www.kenable.co.uk/en/324-usb-cables-adapters
https://www.kenable.co.uk/en/325-video-cables
https://www.kenable.co.uk/en/
https://www.kenable.co.uk/en/
https://www.kenable.co.uk/en/212-cctv-security
https://www.kenable.co.uk/en/212-cctv-security
https://www.kenable.co.uk/en/340-xvr-dvr-digital-video-recorders
https://www.kenable.co.uk/en/340-xvr-dvr-digital-video-recorders
https://www.kenable.co.uk/en/manufacturer/157___encam
https://www.kenable.co.uk/en/content/6-privacy-notice


encam encam XVR/DVR 8 Channel H.265 5MP CCTV 5 in 1 Recorder AHD TV...

https://www.kenable.co.uk/en/cctv-security/xvr-dvr-digital-video-recorders/90006-encam-xvr-dvr-8-channel-h265-5mp-cctv-5-in-1-recorder-ahd-tvi-cvi-cvbs-ip-090006-5054338900063.html[7/30/2020 11:59:36 AM]

Android or IOS viewing

Thanks to the peer to peer (P2P) technology viewing on your mobile phone or tablet is an easy process. Simply scan the onscreen QR (barcode)code to download

the app (Bitvision) from the google play store and then scan the serial number to add your system. You can now view your cameras Worldwide with the touch of a

button in real-time.

Motion Detection

Encam recorders allow you set up motion detection for your cameras

Set parameters (recording zones) for each camera so your motion detection is set to key areas of your property.

Adjust the sensitivity of your motion detection to avoid recording every bird or cat that passes your camera.

You can set your record time too, you can set the motion detection to only record at night time or only during work hours or alternatively just set the amount of time

in seconds the footage is captured (in seconds) when the motion detection is triggered. This can save valuable space on your hard drive.

Face Detection

Our recorders support Face Detection, here you can create a database to ignore family members or staff and alert you should a stranger (someone not in your

database) enter your property. You can also set up databases to keep an eye on staff and search playback to see every time they appear on your cameras. This can

save hours of time when searching for events.

Please Note: (your camera must also support this feature to work)

Recording Schedules

The easy to use recording schedule is simple to use and a great feature should you only require your recorder to record at certain times. You can customise your

recorder to suit your needs using this feature. Set Events to record constantly between your time schedule or just to record motion or intelligent face detection. you

can also customise the time for your integrated alarm system here. You can set up to 6 schedules for each day of the week.  

Email & Push Image Notifications

This feature allows you to have emails sent to you or a notification alert on your mobile viewing device when motion/face detection is triggered. This will then send

an image of the subject/intruder to your mobile phone and or email address for you.   

Our recorders support upto 8TB hard drives allowing for plenty of footage to be recorded

Compatible with 3rd Party cameras that use AHD/TVI/CVI/CVBS

Resolutions Supported : Up 5MP Resolution Recording

This XVR can be used for IP or HD cameras:

IP Input: IPC Only/16CH; Default: 4 channel MAX 4K

HD Input: 4K@15fps,5M@20fps/12fps，4M@30fps/15fps,3M@30fps/18fps,2M@30fps

Video Output: 1xHD Output@3840*2160P; 1xVGA@1920*1080P

Compression Method: H.265+/H.265/H.264+/H.264

Video coding:

4K-N@8fps,5M-N@10fps,5M@6fps,4M-N@15fps,4M@8fps,3M-N@18fps,3M@9fps,2M@15fps

Recording Mode: Manual/ Timer/Motion Detection / AI detection/ Alarm/ Motion Measurement & Alarm

Playback: IPC Only 4CH /HD Only 8CH : 2*1080P/1*5M

Playback Mode: Instant playback, regular playback, smart playback

Supporting agreement：TCP/IP HTTP UPnP/NTP SMTP/DHCP/FTP/DDNS RTSP RTCP, P2P,

Support Internet Explorer and Special Client Software

1xRS485, 2×USB, 1xRJ45(10M/100M adaptive Ethernet interface)

AI Management: AI detection/ Face Comparison: 2CH

Backup: Regular backup, smart backup Audio 6ch In & 1ch Out

Support remote view by Mobilephone (iPhone, iPad, Android Phone) Alarm 4ch In & 1ch In

Power consumption: DC 12V/2A ≤6W (Without Hard Disk)

YOU MIGHT ALSO LIKE

Seagate SKYHAWK Surveilance 3.5 SATA Hard
Drive HDD for CCTV 4TB

£113.02  - £94.19 ex

Seagate SKYHAWK Surveilance 3.5 SATA Hard
Drive HDD for CCTV 3TB

£97.97  - £81.64 ex

Seagate SKYHAWK Surveilance 3.5 SATA Hard
Drive HDD for CCTV 2TB

£69.06  - £57.55 ex

 
        

 
        

 
        

https://www.kenable.co.uk/en/cctv-security/cctv-storage/10114-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-4tb-010114-5054338101149.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10114-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-4tb-010114-5054338101149.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10114-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-4tb-010114-5054338101149.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10115-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-3tb-010115-5054338101156.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10115-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-3tb-010115-5054338101156.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10115-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-3tb-010115-5054338101156.html
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Seagate SKYHAWK Surveilance 3.5 SATA Hard
Drive HDD for CCTV 1TB
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INDOOR Dome Camera White
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encam CCTV AHD 5MP 3.6mm SONY Starvis
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Security Anti-Vandal Dome Camera White

£18.34  - £15.28 ex
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Dome Camera White
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Starvis 5MP/4K Lite 2.7-13.5mm 5x Optical Zoom

Dome Camera Grey

£45.14  - £37.62 ex
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Trademark Trial and Appeal Board Electronic Filing System. https://estta.uspto.gov

ESTTA Tracking number: ESTTA1134109

Filing date: 05/17/2021

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Hangzhou Hikvision Digital Technology Co., Ltd.

Entity Corporation Citizenship China

Address 555 QIANMO ROAD, BINJIANG DISTRICT
HANGZHOU, 310052
CHINA

Attorney informa-
tion

ANNA E. RAIMER
JONES DAY
717 TEXAS AVENUE
SUITE 3300
HOUSTON, TX 77002
UNITED STATES
Primary Email: aeraimer@jonesday.com
Secondary Email(s): nytef@jonesday.com, kabarrett@jonesday.com
1.832.239.3786

Docket Number

Applicant Information

Application No. 88184109 Publication date 04/20/2021

Opposition Filing
Date

05/17/2021 Opposition Peri-
od Ends

05/20/2021

Applicant CREATIVE SECURITY TECHNOLOGY, INC.
110 N. CALIFORNIA AV.
CITY OF INDUSTRY, CA 91744
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Closed circuit TV systems for security and
surveillance, namely, cameras, switchers, monitors, microphones, and recorders

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Registration barred by claim or issue preclusion Mayer/Berkshire Corp. v. Berkshire Fashions
Inc., 424 F.3d 1229, 76 USPQ2d 1310 (Fed. Cir.
2005)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration 3344347 Application Date 09/07/2006

https://estta.uspto.gov


No.

Registration Date 11/27/2007 Foreign Priority
Date

NONE

Word Mark HIKVISION

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2001/11/30 First Use In Commerce: 2001/11/30
Apparatus for transmission of communication; [ Camcorders; ] Cards with integ-
rated circuits; [ Central processing unitsfor processing information, data,
soundor images; ] Computer peripherals; Digital video recorders; Electric and
electronic video surveillance installations; [Electrical and electronic burglar
alarms; Integrated circuits; ] Video cameras;[ Video game machines for use with
televisions; Video output game machines for use with televisions;] Video-
telephones

U.S. Registration
No.

4476906 Application Date 11/20/2012

Registration Date 02/04/2014 Foreign Priority
Date

NONE

Word Mark HIKVISION

Design Mark

Description of The mark consists of "HIKVISION" in stylized italicized letters.



Mark

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
DATA PROCESSING APPARATUS; [COMPUTER MEMORIES; ] COMPUTER
OPERATING PROGRAMS, RECORDED; [ COMPUTER PERIPHERAL
DEVICES; ] RECORDED COMPUTER SOFTWARE FOR USE IN INSTALLING
AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS,
USE IN CAMERA AND VIDEO SYSTEMS, USE IN DATABASE MANAGE-
MENT, USE IN DIGITAL DATA ANALYSIS; MICROPROCESSORS; COM-
PUTER HARDWARE, namely, MONITORS; CENTRAL PROCESSING UNITS,
namely, PROCESSORS; PROCESSORS, namely, CENTRAL PROCESSING
UNITS; INTEGRATED CIRCUIT CARDS; INTEGRATED CIRCUIT CARDS,
namely, SMART CARDS; INPUT DEVICES FOR COMPUTERS, namely, DI-
GITAL LOGIC AND COMPUTING COUNTERS; PHOTOTELEGRAPHY AP-
PARATUS; [ WEIGHING MACHINES; MOVING SPEED MEASURES, namely,
SPEEDOMETERS, SPEED INDICATORS; ] ELECTRONIC NOTICE BOARDS;
[INTERCOMMUNICATION APPARATUS, namely, TELEPHONES, MOBILE
PHONES, COMPUTERS; ] VIDEO TELEPHONES; NETWORK COMMUNICA-
TION EQUIPMENT, namely, [ COMPUTERS, TELEPHONES, MOBILE
PHONES, MODEMS, ] TRANSMITTERS; SOUND RECORDING APPARATUS;
VIDEO RECORDERS; VIDEO CAMERAS; [ EDITING APPLIANCES FOR
CINEMATOGRAPHIC FILMS; CAMERAS FOR PHOTOGRAPHY; ] OBSERVA-
TION INSTRUMENTS, namely,[ BINOCULARS, TELESCOPES, AND ] MONIT-
ORS IN THE NATURE OF SURVEILLANCE CAMERAS;[ AUDIOVISUAL
TEACHING APPARATUS, namely, PHOTOGRAPHIC SLIDE TRANSPAREN-
CIES, VIDEO PROJECTING MACHINES; ] OPTICAL APPARATUS AND IN-
STRUMENTS, namely, OPTICAL LENS FOR CAMERAS, [ BLANK OPTICAL
DATA CARRIERS; ELECTRICITY MAINS, namely, ELECTRIC WIRES AND
CABLES; ] SEMICONDUCTOR APPARATUS, namely, SEMICONDUCTOR
MEMORIES, SEMICONDUCTORS; [ ELECTRIC INSTALLATIONSFOR THE
REMOTE CONTROL OF INDUSTRIAL OPERATIONS; ELECTROPLATING
APPARATUS, namely, ELECTROLYSIS APPARATUS FOR ELECTROPLAT-
ING PURPOSES; FIRE EXTINGUISHING APPARATUS; ELECTRIC WELDING
APPARATUS, namely, WELDING TRANSFORMERS; ] PROTECTION
DEVICES FOR PERSONAL USE AGAINST ACCIDENTS,namely, [ SAFETY
GOGGLES, SAFETY HELMETS, ] SAFETY MONITORING CAMERAS; [ ELEC-
TRIC THEFT PREVENTION INSTALLATIONS, namely, THEFT ALARMS; EYE-
GLASSES; GALVANIC BATTERY CELLS; VIDEO DISKS FEATURING ANIM-
ATED CARTOONS; ] COMPUTER PROGRAMS FOR USE IN INSTALLING
AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS,
USE IN CAMERA AND VIDEO SYSTEMS, USE IN DATABASE MANAGE-
MENT, USE IN DIGITAL DATA ANALYSIS RECORDED ON DISKS OR CD-
ROMS; COMPUTER SOFTWARE FOR USE IN INSTALLING AND OPERAT-
ING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN CAM-
ERA AND VIDEO SYSTEMS, USE IN DATABASE MANAGEMENT, USE IN DI-
GITAL DATA ANALYSIS RECORDED ON DISKS ORCD-ROMS; [ DOWN-
LOADABLE ELECTRONIC PUBLICATIONS, namely, JOURNALS, NEWSPA-
PERS, BOOKS IN THE FIELD OF INDUSTRIAL OPERATIONS, SCIENCE; ]
DOWNLOADABLE COMPUTER PROGRAMS FOR USE IN INSTALLING AND
OPERATING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN
CAMERA AND VIDEO SYSTEMS, USE IN DATABASE MANAGEMENT, USE
IN DIGITAL DATA ANALYSIS; ELECTRONIC NOTICE BOARDS [ ; LIGHT-
EMITTING ELECTRONIC POINTERS, namely, LUMINOUS POINTERS; FIRE
ALARMS; SMOKE DETECTORS ]
Class 037. First use: First Use: 0 First Use In Commerce: 0
[ BUILDING CONSTRUCTION SUPERVISION; ] INSTALLATION, MAINTEN-
ANCE AND REPAIR OF COMPUTER HARDWARE [ ; MACHINERY INSTALL-
ATION, MAINTENANCE AND REPAIR; FIRE ALARMINSTALLATION AND RE-
PAIR; BURGLAR ALARM INSTALLATION AND REPAIR ]



Class 042. First use: First Use: 0 First Use In Commerce: 0
[ SCIENTIFIC RESEARCH AND DEVELOPMENT FOR OTHERS; SURVEY-
ING; MECHANICAL RESEARCH; INDUSTRIAL DESIGN; COMPUTER PRO-
GRAMMING; COMPUTER SOFTWARE DESIGN; COMPUTER SYSTEMS
ANALYSIS; COMPUTER SYSTEM DESIGN SERVICES; DATA CONVERSION
OF COMPUTER PROGRAMS AND DATA, NOT PHYSICAL CONVERSION;
TECHNICAL RESEARCH IN THE FIELD OF INDUSTRIAL OPERATIONS, SCI-
ENCE; TECHNICAL PROJECT STUDIES, namely, COMPUTER PROJECT-
MANAGEMENT SERVICES, DESIGNING ELECTRONIC VIDEO SURVEIL-
LANCE PRODUCTS; ENGINEERING; ENGINEERING DRAWING SERVICES;
URBANPLANNING; DÃ#COR SERVICES, namely, DESIGN OF INTERIOR DE-
COR; COMPUTER RENTAL; RENTAL OF COMPUTER HARDWARE; UPDAT-
ING OF COMPUTER SOFTWARE; CONSULTANCY IN THE DESIGN AND DE-
VELOPMENT OF COMPUTER HARDWARE; RENTAL OF COMPUTER SOFT-
WARE; RECOVERY OF COMPUTER DATA; ] MAINTENANCE OF COM-
PUTER SOFTWARE; [ DUPLICATION OF COMPUTER PROGRAMS; CON-
VERSION OF DATA OR DOCUMENTS FROM PHYSICAL TO ELECTRONIC
MEDIA; CREATING AND MAINTAINING WEB SITES FOR OTHERS; HOST-
ING COMPUTER WEB SITES; ] COMPUTER SOFTWARE INSTALLATIONS; [
RENTAL OF NETWORK SERVERS; ] COMPUTER VIRUS PROTECTION
SERVICES
Class 045. First use: First Use: 0 First Use In Commerce: 0
SECURITY CONSULTANCY; MONITORING OF BURGLAR AND SECURITY
ALARMS; SECURITY SERVICES, namely, ARMED ESCORTS AND SECUR-
ITY PERSONNEL FOR BUSINESS AND PERSONAL TRAVELLING, COM-
MERCIAL SHIPPING AND PRIVATE WATERCRAFT [ ; CLOTHING RENTAL;
FIRE-FIGHTING; INTELLECTUAL PROPERTY CONSULTANCY]

Attachments 78969635#TMSN.png( bytes )
85784130#TMSN.png( bytes )
Notice of Opposition.pdf(3646681 bytes )

Signature /Kerry A. Barrett/

Name Kerry A. Barrett

Date 05/17/2021
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 
 
 

 

HANGZHOU HIKVISION DIGITAL 
TECHNOLOGY CO., LTD., 

 

Opposer, 
 
v. 

CREATIVE SECURITY 

TECHNOLOGY, INC., 

Applicant. 
 

Application Serial No.:  88/184,109 

 
 
Opposition No. _____________________ 
 
Filing Date:  November 6, 2018 
Publication Date:  April 20, 2021 
Trademark:  BITVISION 
International Class:  9 
 

 

NOTICE OF OPPOSITION 

Opposer Hangzhou Hikvision Digital Technology Co., Ltd. (“Opposer” or “Hikvision”), 

a China corporation, having an address at 555 Qianmo Road, Binjiang District, Hangzhou, China 

310052, believes that it will be damaged by registration of the proposed mark BITVISION as set 

forth in Application Serial No. 88/184,109, and therefore opposes registration of the same. 

The grounds for opposition are as follows: 

1. Hikvision is one of the world’s leading suppliers of video surveillance products 

and solutions.  In connection therewith, and for over a decade, Hikvision has used its mark 

“HIKVISION” and the stylized mark “ ” (collectively, the “HIKVISION Marks”) in 

commerce in the United States. 

2. Hikvision has prominently and extensively promoted and advertised its products 

bearing the HIKVISION Marks, expending significant resources in connection with such 

advertising and promotional efforts and building a valuable business and brand based on demand 

for its products.  Because of its dynamic growth and exceptional products sold under the 
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HIKVISION Marks, Hikvision has been ranked as a market share leader globally for video 

surveillance equipment. 

3. As a result of Hikvision’s continuous and extensive use, advertising and 

promotion of the HIKVISION  Marks, as well as the distinctiveness of the marks, the relevant 

consuming public has come to associate the HIKVISION  Marks as uniquely associated with 

Hikvision and an indication of origin.  As such, Hikvision has established valuable goodwill and 

exclusive rights in the HIKVISION  Marks. 

4. Hikvision is the owner of a number of common law and registered trademarks for 

the HIKVISION Marks, including the following U.S. trademark registrations covering goods in 

International Class 9: 

Trademark Reg. No. / Date Goods/Services 

HIKVISION 3,344,347 
November 27, 2007 

IC 9:  Apparatus for transmission of 
communication; cards with integrated circuits; 
computer peripherals; digital video recorders; 
electric and electronic video surveillance 
installations; video cameras; video-telephones. 

 

 

4,476,906 
February 4, 2014 

IC 9:  Recorded computer software for use in 
installing and operating video surveillance 
products and solutions, use in camera and video 
systems, use in database management, use in 
digital data analysis; computer hardware, namely 
monitors; phototelegraphy apparatus; video 
telephones; network communication equipment, 
namely, transmitters; sound recording apparatus; 
video recorders; video cameras; observation 
instruments, namely, monitors in the nature of 
surveillance cameras; optical apparatus and 
instruments, namely optical lens for cameras; 
computer programs for use in installing and 
operating video surveillance products and 
solutions, use in camera and video systems, use 
in database management, use in digital data 
analysis recorded on disks or CD-ROMS; 
computer software for use in installing and 
operating video surveillance products and 
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solutions, use in camera and video systems, use 
in database management, use in digital data 
analysis recorded on disks or CD-ROMS; 
downloadable computer programs for use in 
installing and operating video surveillance 
products and solutions, use in camera and video 
systems, use in database management, use in 
digital data analysis; and other goods in 
International Class 9. 

 

Various services in International Classes 37, 42, 
and 45. 

 

True and correct copies of the foregoing trademark registrations and the trademark status pages 

are attached as Exhibit 1. 

5. According to U.S. Patent and Trademark Office (“USPTO”) records, U.S. 

Trademark Application Serial No. 88/184,109 for BITVISION (the “Application”) was filed on 

November 6, 2018, in the name of Longse USA Inc., a California corporation with an address of 

147 S. 6th Ave., La Puente, California 91746 (“Longse USA”).  On March 1, 2021, Longse USA 

recorded a change of name conveyance with an execution date of July 12, 2019, demonstrating 

Longse USA amended its Articles of Incorporation so as to change its name to “Creative 

Security Technology Inc.” with a new business address of 110 N. California Ave., City of 

Industry, California 91744 (“Creative Security”) (Longse USA and Creative Security are referred 

to herein as “Applicant.”).  See Change of Name Conveyance, a true and correct copy of which is 

attached as Exhibit 2. 

6. Applicant filed the Application to register BITVISION based on Lanham Act 

Section 1(b) in connection with: “Closed circuit TV systems for security and surveillance, 

namely, cameras, switchers, monitors, microphones, and recorders” in International Class 9.  See 

November 6, 2018 Application, a true and correct copy of which is attached as Exhibit 3. 
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7. On August 7, 2020, Opposer commenced Opposition No. 91264109 against 

Applicant with respect to Application Serial No. 88/662,228 for the mark BITVISION (stylized), 

comprising the identical literal element and covering the same goods as to which Applicant now 

seeks registration.  See Notice of Opposition, a true and correct copy of which is attached as 

Exhibit 4. 

8. On August 7, 2020, the Notice of Institution was forwarded to Applicant pursuant 

to Trademark Rules 2.105(b) and constituted service of the Notice of Opposition on Applicant.  

See Notice of Institution, a true and correct copy of which is attached as Exhibit 5.  The Notice 

of Institution instructed Applicant to file an Answer within 40 days (i.e., by September 16, 2020) 

and warned: “Failure to file a timely answer may result in the entry of default judgment and 

abandonment of the application.”  

9. Notwithstanding, Applicant failed to file an Answer or otherwise respond.  

Accordingly, on September 27, 2020, the Board issued a Notice of Default, giving Applicant 30 

days to show cause why judgment by default should not be entered against the Applicant in 

accordance with Fed. R. Civ. P. 55(b)(2).  See Notice of Default, a true and correct copy of 

which is attached as Exhibit 6.  

10. Applicant failed to show cause why judgment by default should not be entered or 

otherwise respond in any way.  On November 6, 2020, the Board sustained Opposer’s opposition 

in a final judgment that concluded “judgment by default is hereby entered against Applicant, the 

opposition is sustained, and registration to Applicant is refused.”  See November 6, 2020, Board 

Decision, a true and correct copy of which is attached as Exhibit 7.  The Board terminated 

Opposition No. 91264109 on November 6, 2020.  Applicant never sought relief from the prior 

judgment of this Board.  
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11. The Application was published for opposition in the Trademark Official Gazette 

on April 20, 2021. 

GROUNDS FOR OPPOSITION 

Likelihood of Confusion 

12. Applicant is not affiliated with or sponsored by Opposer, and Applicant has never 

been authorized by Opposer to use the HIKVISION  Marks. 

13. Opposer has used its HIKVISION Marks on its products well before the 

November 6, 2018 filing date of the Application. 

14. Applicant’s alleged mark BITVISION is very similar in appearance, sound, and 

commercial impression to Opposer’s HIKVISION  Marks, differing by only two letters. 

15. Applicant’s previous stylization as embodied in Application Serial No. 

88/662,228 is virtually identical in terms of font and use of the color red.  As the Applicant now 

seeks registration of BITVISION in standard character form, Applicant would be able to use the 

mark in any form, including the previously opposed form, as shown below.  From a comparison 

of the parties’ logos, the VISION portion of the parties’ marks are in identical font.  Although 

still bold, italicized, and sans serif, the BIT portion of Applicant’s mark appears to be in a 

slightly different font than the VISION part of its mark (and has a little more spacing between 

the letters), suggesting that Applicant superimposed the letters “BIT” over Opposer’s logo: 

v.  

16. In addition, the goods included in the Application, which are the same as those in 

Applicant’s previously opposed application, are identical to Opposer’s goods sold under the 
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HIKVISION Marks and covered by Opposer’s trademark registrations for the HIKVISION 

Marks.  

17. The goods identified in the Application are also likely to be sold to the same or 

overlapping classes of purchasers and trade channels as goods sold under the HIKVISION 

Marks. 

18. Because of the high degree of similarity between Opposer’s HIKVISION Marks 

and Applicant’s alleged mark, Opposer’s goods and the goods identified in the Application, and 

the parties’ respective classes of purchasers and trade channels, the proposed mark BITVISION 

is likely to cause confusion, or to cause mistake, or to deceive, thereby damaging Opposer.  The 

proposed mark BITVISION should therefore be refused registration pursuant to Section 2(d) of 

the Trademark Act, 15 U.S.C. § 1052(d). 

Claim Preclusion 

19. Upon information and belief, if the Examining Attorney for the Application had 

been aware of Applicant’s involvement in Opposition No. 91264109, the Examining Attorney 

would not have approved Application Serial No. 88/184,109 for publication.  See TMEP § 1217 

(“The examining attorney should issue refusals based on res judicata, collateral estoppel, or stare 

decisis, as appropriate, but should not rely exclusively on such doctrines.”). 

20. Registration of BITVISION as set forth in Application Serial No. 88/184,109 is 

barred by the decision in Opposition No. 91264109 under the principle of res judicata.  That 

opposition proceeding was between the same parties (or their privies); Opposer’s claim of 

likelihood of confusion herein is based on the same set of transactional facts as raised in 

Opposition No. 91264109; and the judgment on the merits in that proceeding is final. 



 7 
 

WHEREFORE, for the foregoing reasons, Opposer respectfully requests that the present 

Opposition be sustained in favor of Opposer, and that Application Serial No. 88/184,109 be 

refused registration. 

The appropriate fee is also submitted herewith.  Please direct all future correspondence to 

the undersigned. 

 

Dated:  May 17, 2021 Respectfully submitted, 

 

 By:    
 

Anna E. Raimer 
JONES DAY 
717 Texas Ave., Suite 3300 
Houston, Texas 77002 
Telephone: 832.239.3786 
Facsimile:  832.239.3600 

Email: aeraimer@JonesDay.com 
 
Kerry Barrett 
JONES DAY 
901 Lakeside Ave. 
Cleveland, Ohio 4415 
Telephone: 216.586.7005 
Facsimile:  216.579.0212 

Email: kabarrett@JonesDay.com 
 

Attorneys for Opposer 

HANGZHOU HIKVISION DIGITAL 
TECHNOLOGY CO., LTD. 

mailto:aeraimer@JonesDay.com


 

 
 
 

EXHIBIT 1 
 





 

Mark Information

Mark Literal
Elements:

HIKVISION

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Apparatus for transmission of communication; [ Camcorders; ] Cards with integrated circuits; [ Central processing units for processing
information, data, sound or images; ] Computer peripherals; Digital video recorders; Electric and electronic video surveillance
installations; [ Electrical and electronic burglar alarms; Integrated circuits; ] Video cameras; [ Video game machines for use with
televisions; Video output game machines for use with televisions;] Video-telephones

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 30, 2001 Use in Commerce: Nov. 30, 2001

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Generated on: This page was generated by TSDR on 2021-05-17 09:23:35 EDT

Mark: HIKVISION

US Serial Number: 78969635 Application Filing
Date:

Sep. 07, 2006

US Registration
Number:

3344347 Registration Date: Nov. 27, 2007

Filed as TEAS
Plus:

Yes Currently TEAS
Plus:

Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Section 15 declaration has been acknowledged.

Status Date: Oct. 06, 2017

Publication Date: Sep. 11, 2007



Current Owner(s) Information

Owner Name: Hangzhou Hikvision Digital Technology Co., Ltd

Owner Address: 555 Qianmo Road, Binjiang District
Hangzhou CHINA 310052

Legal Entity Type: CORPORATION State or Country
Where Organized:

CHINA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Anna E. Raimer Docket Number: 013290-0018-

Attorney Primary
Email Address:

NYTEF@jonesday.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Anna E. Raimer
Jones Day
250 Vesey Street
New York, NEW YORK UNITED STATES 10281

Phone: 832-239-3786 Fax: 832-239-3600

Correspondent e-
mail:

NYTEF@jonesday.com aeraimer@jonesday.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Oct. 06, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Oct. 06, 2017 SEC. 15 ACKNOWLEDGEMENT - E-MAILED

Oct. 06, 2017 REGISTERED - SEC. 15 ACKNOWLEDGED 67723

Oct. 06, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723

Oct. 06, 2017 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 67723

Oct. 06, 2017 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 67723

Oct. 06, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723

Sep. 05, 2017 TEAS SECTION 8 & 9 RECEIVED

Sep. 05, 2017 TEAS SECTION 15 RECEIVED

Nov. 27, 2016 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Aug. 20, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 - E-MAILED

Aug. 20, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED 74886

Jul. 31, 2013 REGISTERED - SEC. 8 (6-YR) FILED 74886

Aug. 20, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 74886

Jul. 31, 2013 TEAS SECTION 8 RECEIVED

Jul. 31, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Nov. 27, 2007 REGISTERED-PRINCIPAL REGISTER

Sep. 11, 2007 PUBLISHED FOR OPPOSITION

Aug. 22, 2007 NOTICE OF PUBLICATION

Aug. 03, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 67215

Aug. 01, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER

Jul. 31, 2007 TEAS/EMAIL CORRESPONDENCE ENTERED 67215

Jul. 31, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 67215

Jul. 25, 2007 ASSIGNED TO LIE 67215

Jul. 20, 2007 ASSIGNED TO LIE 69350

Jul. 03, 2007 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jan. 31, 2007 NON-FINAL ACTION E-MAILED 6325

Jan. 31, 2007 NON-FINAL ACTION WRITTEN 81097

Jan. 30, 2007 ASSIGNED TO EXAMINER 81097



Sep. 13, 2006 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 102 Date in Location: Oct. 06, 2017

Proceedings

Summary

Number of
Proceedings:

5

 
Type of Proceeding: Opposition

Proceeding
Number:

91267068 Filing Date: Jan 14, 2021

Status: Pending Status Date: May 03, 2021

Interlocutory
Attorney:

JILL M MCCORMACK

Defendant

Name: Wenzhou Lanson Optical Co., Ltd.

Correspondent
Address:

WENZHOU LANSON OPTICAL CO LTD
NO 529 JIHONG RD, LOUQIAO INDUSTRY ZONE OUHAI
WENZHOU ZHEJIANG CHINA , 325000

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKSEE Opposition Pending 90051260

Plaintiff(s)

Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Correspondent
Address:

ANNA E RAIMER
JONES DAY
717 TEXAS AVENUE, SUITE 3300
HOUSTON TX UNITED STATES , 77002

Correspondent e-
mail:

aeraimer@jonesday.com , nytef@jonesday.com , ibtannen@jonesday.com , kabarrett@jonesday.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKVISION Section 15 - Acknowledged 78969635 3344347

HIKVISION Section 8 - Accepted 85784130 4476906

HIKVISION Registered 87127161 5568019

HIKCENTRAL Registered 87857321 5772837

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 14, 2021

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 14, 2021 Feb 23, 2021

3 INSTITUTED Jan 14, 2021

4 NOTICE OF DEFAULT Mar 06, 2021

5 TRIAL DATES RESET May 03, 2021

Type of Proceeding: Opposition

Proceeding
Number:

91264109 Filing Date: Aug 07, 2020

Status: Terminated Status Date: Nov 06, 2020

Interlocutory
Attorney:

ANN LINNEHAN VOGLER



Defendant

Name: Longse USA Inc.

Correspondent
Address:

KAREN HWANG
COPYMARK LAW GROUP, LLC
543 BRIER STREET
KENILWORTH IL UNITED STATES , 60043

Correspondent e-
mail:

support@copymarklaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BITVISION Abandoned - After Inter-Partes Decision 88662228

Plaintiff(s)

Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Correspondent
Address:

ANNA E. RAIMER
JONES DAY
717 TEXAS AVENUE, SUITE 3300
HOUSTON TX UNITED STATES , 77002

Correspondent e-
mail:

aeraimer@jonesday.com , nytef@jonesday.com , ibtannen@jonesday.com , kabarrett@jonesday.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKVISION Section 15 - Acknowledged 78969635 3344347

HIKVISION Section 8 - Accepted 85784130 4476906

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 07, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 07, 2020 Sep 16, 2020

3 INSTITUTED Aug 07, 2020

4 NOTICE OF DEFAULT Sep 27, 2020

5 BD DECISION: OPP SUSTAINED Nov 06, 2020

6 TERMINATED Nov 06, 2020

Type of Proceeding: Opposition

Proceeding
Number:

91264041 Filing Date: Aug 04, 2020

Status: Pending Status Date: Aug 04, 2020

Interlocutory
Attorney:

MARY B MYLES

Defendant

Name: Cargotec Patenter AB

Correspondent
Address:

REBECCAH GAN
WENDEROTH, LIND & PONACK, LLP
1025 CONNECTICUT AVENUE, NW, SUITE 500
WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

wlp@wenderoth.com , rgan@wenderoth.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIVISION Opposition Pending 88462408

Plaintiff(s)

Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Correspondent
Address:

ANNA E. RAIMER
JONES DAY
717 TEXAS AVENUE SUITE 3300
HOUSTON TX UNITED STATES , 77002

Correspondent e- aeraimer@jonesday.com , ibtannen@jonesday.com , kabarrett@jonesday.com , nytef@jonesday.com



mail:

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKVISION Section 15 - Acknowledged 78969635 3344347

HIKVISION Section 8 - Accepted 85784130 4476906

HIKVISION Registered 87127161 5568019

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 04, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 04, 2020 Sep 13, 2020

3 INSTITUTED Aug 04, 2020

4 D MOT FOR EXT W/ CONSENT Sep 08, 2020

5 EXTENSION OF TIME GRANTED Sep 08, 2020

6 D MOT FOR EXT W/ CONSENT Nov 06, 2020

7 EXTENSION OF TIME GRANTED Nov 06, 2020

8 D MOT FOR EXT W/ CONSENT Dec 31, 2020

9 EXTENSION OF TIME GRANTED Dec 31, 2020

10 D MOT FOR EXT W/ CONSENT Feb 23, 2021

11 EXTENSION OF TIME GRANTED Feb 23, 2021

12 D MOT FOR EXT W/ CONSENT May 04, 2021

13 EXTENSION OF TIME GRANTED May 04, 2021

Type of Proceeding: Opposition

Proceeding
Number:

91236421 Filing Date: Aug 30, 2017

Status: Terminated Status Date: Dec 07, 2017

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Rubing Wang

Correspondent
Address:

HEATHER A SAPP
LEGALFORCE RAPC WORLDWIDE PC
446 E SOUTHERN AVE
TEMPE AZ UNITED STATES , 85282

Correspondent e-
mail:

trademarks@legalforce.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HISVISION Abandoned - After Inter-Partes Decision 87218304

Plaintiff(s)

Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Correspondent
Address:

ANNA RAIMER
JONES DAY
717 TEXAS AVE STE 3300
HOUSTON TX UNITED STATES , 77002

Correspondent e-
mail:

aeraimer@jonesday.com , ltimmons@jonesday.com , NYTEF@jonesday.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKVISION Section 15 - Acknowledged 78969635 3344347

HIKVISION Section 8 - Accepted 85784130 4476906

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 30, 2017



2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 30, 2017 Oct 09, 2017

3 PENDING, INSTITUTED Aug 30, 2017

4 NOTICE OF DEFAULT Oct 19, 2017

5 BD DECISION: SUSTAINED Dec 07, 2017

6 TERMINATED Dec 07, 2017

Type of Proceeding: Opposition

Proceeding
Number:

91221813 Filing Date: May 05, 2015

Status: Terminated Status Date: Nov 19, 2015

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Heivision Inc

Correspondent
Address:

HEIVISION INC
159 11 HORACE HARDING EXPY
FRESH MEADOWS NY UNITED STATES , 11365

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HEIVISION Abandoned - After Inter-Partes Decision 86360995

Plaintiff(s)

Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Correspondent
Address:

ANNA RAIMER
JONES DAY
717 TEXAS AVE, SUITE 3300
HOUSTON TX UNITED STATES , 77002

Correspondent e-
mail:

aeraimer@jonesday.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKVISION Section 8 - Accepted 85784130 4476906

HIKVISION Section 8 and 15 - Accepted and Acknowledged 85791407 4476939

HIKVISION Section 15 - Acknowledged 78969635 3344347

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 05, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 05, 2015 Jun 14, 2015

3 PENDING, INSTITUTED May 05, 2015

4 NOTICE OF DEFAULT Jun 30, 2015

5 D REQ TO W/DRAW AS ATTORNEY Jul 17, 2015

6 RESPONSE DUE 30 DAYS (DUE DATE) Aug 25, 2015 Sep 24, 2015

7 RESPONSE DUE 30 DAYS (DUE DATE) Oct 09, 2015 Nov 08, 2015

8 BD DECISION: SUSTAINED Nov 19, 2015

9 TERMINATED Nov 19, 2015







 

Mark Information

Mark Literal
Elements:

HIKVISION

Standard Character
Claim:

No

Mark Drawing
Type:

5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Description of
Mark:

The mark consists of "HIKVISION" in stylized italicized letters.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Related Properties Information

Claimed Ownership
of US

Registrations:

3344347

Foreign Information

Foreign
Registration

Number:

8783831 Foreign
Registration Date:

Nov. 14, 2011

Foreign
Application/Registration

Country:

CHINA Foreign Expiration
Date:

Nov. 13, 2021

Foreign
Registration

Number:

8783850 Foreign
Registration Date:

Jun. 14, 2012

Foreign
Application/Registration

Country:

CHINA Foreign Expiration
Date:

Jun. 13, 2022

Foreign
Registration

Number:

8783893 Foreign
Registration Date:

Nov. 14, 2011

Foreign
Application/Registration

Country:

CHINA Foreign Expiration
Date:

Nov. 13, 2021

Generated on: This page was generated by TSDR on 2021-05-17 09:24:53 EDT

Mark: HIKVISION

US Serial Number: 85784130 Application Filing
Date:

Nov. 20, 2012

US Registration
Number:

4476906 Registration Date: Feb. 04, 2014

Register: Principal

Mark Type: Trademark, Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Section 8 declaration has been accepted.

Status Date: Dec. 11, 2020

Publication Date: Nov. 19, 2013



Foreign
Registration

Number:

8783904 Foreign
Registration Date:

Nov. 28, 2011

Foreign
Application/Registration

Country:

CHINA Foreign Expiration
Date:

Nov. 27, 2021

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: DATA PROCESSING APPARATUS; [COMPUTER MEMORIES; ] COMPUTER OPERATING PROGRAMS, RECORDED; [
COMPUTER PERIPHERAL DEVICES; ] RECORDED COMPUTER SOFTWARE FOR USE IN INSTALLING AND OPERATING
VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN CAMERA AND VIDEO SYSTEMS, USE IN DATABASE
MANAGEMENT, USE IN DIGITAL DATA ANALYSIS; MICROPROCESSORS; COMPUTER HARDWARE, namely, MONITORS;
CENTRAL PROCESSING UNITS, namely, PROCESSORS; PROCESSORS, namely, CENTRAL PROCESSING UNITS;
INTEGRATED CIRCUIT CARDS; INTEGRATED CIRCUIT CARDS, namely, SMART CARDS; INPUT DEVICES FOR COMPUTERS,
namely, DIGITAL LOGIC AND COMPUTING COUNTERS; PHOTOTELEGRAPHY APPARATUS; [ WEIGHING MACHINES; MOVING
SPEED MEASURES, namely, SPEEDOMETERS, SPEED INDICATORS; ] ELECTRONIC NOTICE BOARDS;
[INTERCOMMUNICATION APPARATUS, namely, TELEPHONES, MOBILE PHONES, COMPUTERS; ] VIDEO TELEPHONES;
NETWORK COMMUNICATION EQUIPMENT, namely, [ COMPUTERS, TELEPHONES, MOBILE PHONES, MODEMS, ]
TRANSMITTERS; SOUND RECORDING APPARATUS; VIDEO RECORDERS; VIDEO CAMERAS; [ EDITING APPLIANCES FOR
CINEMATOGRAPHIC FILMS; CAMERAS FOR PHOTOGRAPHY; ] OBSERVATION INSTRUMENTS, namely, [ BINOCULARS,
TELESCOPES, AND ] MONITORS IN THE NATURE OF SURVEILLANCE CAMERAS; [ AUDIOVISUAL TEACHING APPARATUS,
namely, PHOTOGRAPHIC SLIDE TRANSPARENCIES, VIDEO PROJECTING MACHINES; ] OPTICAL APPARATUS AND
INSTRUMENTS, namely, OPTICAL LENS FOR CAMERAS, [ BLANK OPTICAL DATA CARRIERS; ELECTRICITY MAINS, namely,
ELECTRIC WIRES AND CABLES; ] SEMICONDUCTOR APPARATUS, namely, SEMICONDUCTOR MEMORIES,
SEMICONDUCTORS; [ ELECTRIC INSTALLATIONS FOR THE REMOTE CONTROL OF INDUSTRIAL OPERATIONS;
ELECTROPLATING APPARATUS, namely, ELECTROLYSIS APPARATUS FOR ELECTROPLATING PURPOSES; FIRE
EXTINGUISHING APPARATUS; ELECTRIC WELDING APPARATUS, namely, WELDING TRANSFORMERS; ] PROTECTION
DEVICES FOR PERSONAL USE AGAINST ACCIDENTS, namely, [ SAFETY GOGGLES, SAFETY HELMETS, ] SAFETY
MONITORING CAMERAS; [ ELECTRIC THEFT PREVENTION INSTALLATIONS, namely, THEFT ALARMS; EYEGLASSES;
GALVANIC BATTERY CELLS; VIDEO DISKS FEATURING ANIMATED CARTOONS; ] COMPUTER PROGRAMS FOR USE IN
INSTALLING AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN CAMERA AND VIDEO SYSTEMS,
USE IN DATABASE MANAGEMENT, USE IN DIGITAL DATA ANALYSIS RECORDED ON DISKS OR CD-ROMS; COMPUTER
SOFTWARE FOR USE IN INSTALLING AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN
CAMERA AND VIDEO SYSTEMS, USE IN DATABASE MANAGEMENT, USE IN DIGITAL DATA ANALYSIS RECORDED ON DISKS
OR CD-ROMS; [ DOWNLOADABLE ELECTRONIC PUBLICATIONS, namely, JOURNALS, NEWSPAPERS, BOOKS IN THE FIELD
OF INDUSTRIAL OPERATIONS, SCIENCE; ] DOWNLOADABLE COMPUTER PROGRAMS FOR USE IN INSTALLING AND
OPERATING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN CAMERA AND VIDEO SYSTEMS, USE IN
DATABASE MANAGEMENT, USE IN DIGITAL DATA ANALYSIS; ELECTRONIC NOTICE BOARDS [ ; LIGHT-EMITTING
ELECTRONIC POINTERS, namely, LUMINOUS POINTERS; FIRE ALARMS; SMOKE DETECTORS ]

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 44(e)

For: [ BUILDING CONSTRUCTION SUPERVISION; ] INSTALLATION, MAINTENANCE AND REPAIR OF COMPUTER HARDWARE [ ;
MACHINERY INSTALLATION, MAINTENANCE AND REPAIR; FIRE ALARM INSTALLATION AND REPAIR; BURGLAR ALARM
INSTALLATION AND REPAIR ]

International
Class(es):

037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 44(e)

For: [ SCIENTIFIC RESEARCH AND DEVELOPMENT FOR OTHERS; SURVEYING; MECHANICAL RESEARCH; INDUSTRIAL DESIGN;
COMPUTER PROGRAMMING; COMPUTER SOFTWARE DESIGN; COMPUTER SYSTEMS ANALYSIS; COMPUTER SYSTEM
DESIGN SERVICES; DATA CONVERSION OF COMPUTER PROGRAMS AND DATA, NOT PHYSICAL CONVERSION; TECHNICAL
RESEARCH IN THE FIELD OF INDUSTRIAL OPERATIONS, SCIENCE; TECHNICAL PROJECT STUDIES, namely, COMPUTER
PROJECT MANAGEMENT SERVICES, DESIGNING ELECTRONIC VIDEO SURVEILLANCE PRODUCTS; ENGINEERING;
ENGINEERING DRAWING SERVICES; URBAN PLANNING; DÉCOR SERVICES, namely, DESIGN OF INTERIOR DECOR;
COMPUTER RENTAL; RENTAL OF COMPUTER HARDWARE; UPDATING OF COMPUTER SOFTWARE; CONSULTANCY IN THE
DESIGN AND DEVELOPMENT OF COMPUTER HARDWARE; RENTAL OF COMPUTER SOFTWARE; RECOVERY OF COMPUTER
DATA; ] MAINTENANCE OF COMPUTER SOFTWARE; [ DUPLICATION OF COMPUTER PROGRAMS; CONVERSION OF DATA
OR DOCUMENTS FROM PHYSICAL TO ELECTRONIC MEDIA; CREATING AND MAINTAINING WEB SITES FOR OTHERS;
HOSTING COMPUTER WEB SITES; ] COMPUTER SOFTWARE INSTALLATIONS; [ RENTAL OF NETWORK SERVERS; ]
COMPUTER VIRUS PROTECTION SERVICES

International
Class(es):

042 - Primary Class U.S Class(es): 100, 101



Class Status: ACTIVE

Basis: 44(e)

For: SECURITY CONSULTANCY; MONITORING OF BURGLAR AND SECURITY ALARMS; SECURITY SERVICES, namely, ARMED
ESCORTS AND SECURITY PERSONNEL FOR BUSINESS AND PERSONAL TRAVELLING, COMMERCIAL SHIPPING AND
PRIVATE WATERCRAFT [ ; CLOTHING RENTAL; FIRE-FIGHTING; INTELLECTUAL PROPERTY CONSULTANCY ]

International
Class(es):

045 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: Yes

Filed 44E: Yes Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Owner Address: 36 Macheng Road, Xihu District
Hangzhou CHINA 310052

Legal Entity Type: CORPORATION State or Country
Where Organized:

CHINA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Ilene B. Tannen Docket Number: 013290-0001-

Attorney Primary
Email Address:

NYTEF@JONESDAY.COM Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Ilene B. Tannen
JONES DAY
250 Vesey Street
NEW YORK, NEW YORK UNITED STATES 10281-1047

Phone: 212-326-3939 Fax: 212-755-7306

Correspondent e-
mail:

NYTEF@JONESDAY.COM ibtannen@jonesday.c
om

Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Ilene B. Tannen Phone: 212-326-3939

Fax: 212-755-7306

Domestic
Representative e-

mail:

NYTEF@JONESDAY.COM Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Dec. 11, 2020 SEC. 15 ACKNOWLEDGEMENT - E-MAILED

Dec. 11, 2020 NOTICE OF ACCEPTANCE OF SEC. 8 - E-MAILED

Dec. 11, 2020 REGISTERED - SEC. 15 ACKNOWLEDGED 95188

Dec. 11, 2020 REGISTERED - SEC. 8 (6-YR) ACCEPTED 95188



Dec. 11, 2020 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 95188

Jul. 29, 2020 TEAS SECTION 15 RECEIVED

Jul. 21, 2020 TEAS SECTION 8 RECEIVED

Feb. 04, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Feb. 04, 2014 REGISTERED-PRINCIPAL REGISTER

Nov. 19, 2013 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Nov. 19, 2013 PUBLISHED FOR OPPOSITION

Oct. 30, 2013 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Oct. 16, 2013 LAW OFFICE PUBLICATION REVIEW COMPLETED 68552

Oct. 09, 2013 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 09, 2013 EXAMINER'S AMENDMENT ENTERED 88888

Oct. 09, 2013 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Oct. 09, 2013 EXAMINERS AMENDMENT E-MAILED 6328

Oct. 09, 2013 EXAMINERS AMENDMENT -WRITTEN 82104

Sep. 05, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 68552

Sep. 05, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 68552

Sep. 04, 2013 ASSIGNED TO LIE 68552

Aug. 29, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 18, 2013 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Mar. 18, 2013 NON-FINAL ACTION E-MAILED 6325

Mar. 18, 2013 NON-FINAL ACTION WRITTEN 82104

Mar. 14, 2013 ASSIGNED TO EXAMINER 82104

Nov. 29, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Nov. 23, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 103 Date in Location: Dec. 11, 2020

Proceedings

Summary

Number of
Proceedings:

5

 
Type of Proceeding: Opposition

Proceeding
Number:

91267068 Filing Date: Jan 14, 2021

Status: Pending Status Date: May 03, 2021

Interlocutory
Attorney:

JILL M MCCORMACK

Defendant

Name: Wenzhou Lanson Optical Co., Ltd.

Correspondent
Address:

WENZHOU LANSON OPTICAL CO LTD
NO 529 JIHONG RD, LOUQIAO INDUSTRY ZONE OUHAI
WENZHOU ZHEJIANG CHINA , 325000

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKSEE Opposition Pending 90051260

Plaintiff(s)

Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Correspondent
Address:

ANNA E RAIMER
JONES DAY
717 TEXAS AVENUE, SUITE 3300
HOUSTON TX UNITED STATES , 77002



Correspondent e-
mail:

aeraimer@jonesday.com , nytef@jonesday.com , ibtannen@jonesday.com , kabarrett@jonesday.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKVISION Section 15 - Acknowledged 78969635 3344347

HIKVISION Section 8 - Accepted 85784130 4476906

HIKVISION Registered 87127161 5568019

HIKCENTRAL Registered 87857321 5772837

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 14, 2021

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 14, 2021 Feb 23, 2021

3 INSTITUTED Jan 14, 2021

4 NOTICE OF DEFAULT Mar 06, 2021

5 TRIAL DATES RESET May 03, 2021

Type of Proceeding: Opposition

Proceeding
Number:

91264109 Filing Date: Aug 07, 2020

Status: Terminated Status Date: Nov 06, 2020

Interlocutory
Attorney:

ANN LINNEHAN VOGLER

Defendant

Name: Longse USA Inc.

Correspondent
Address:

KAREN HWANG
COPYMARK LAW GROUP, LLC
543 BRIER STREET
KENILWORTH IL UNITED STATES , 60043

Correspondent e-
mail:

support@copymarklaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BITVISION Abandoned - After Inter-Partes Decision 88662228

Plaintiff(s)

Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Correspondent
Address:

ANNA E. RAIMER
JONES DAY
717 TEXAS AVENUE, SUITE 3300
HOUSTON TX UNITED STATES , 77002

Correspondent e-
mail:

aeraimer@jonesday.com , nytef@jonesday.com , ibtannen@jonesday.com , kabarrett@jonesday.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKVISION Section 15 - Acknowledged 78969635 3344347

HIKVISION Section 8 - Accepted 85784130 4476906

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 07, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 07, 2020 Sep 16, 2020

3 INSTITUTED Aug 07, 2020

4 NOTICE OF DEFAULT Sep 27, 2020

5 BD DECISION: OPP SUSTAINED Nov 06, 2020

6 TERMINATED Nov 06, 2020

Type of Proceeding: Opposition



Proceeding
Number:

91264041 Filing Date: Aug 04, 2020

Status: Pending Status Date: Aug 04, 2020

Interlocutory
Attorney:

MARY B MYLES

Defendant

Name: Cargotec Patenter AB

Correspondent
Address:

REBECCAH GAN
WENDEROTH, LIND & PONACK, LLP
1025 CONNECTICUT AVENUE, NW, SUITE 500
WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

wlp@wenderoth.com , rgan@wenderoth.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIVISION Opposition Pending 88462408

Plaintiff(s)

Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Correspondent
Address:

ANNA E. RAIMER
JONES DAY
717 TEXAS AVENUE SUITE 3300
HOUSTON TX UNITED STATES , 77002

Correspondent e-
mail:

aeraimer@jonesday.com , ibtannen@jonesday.com , kabarrett@jonesday.com , nytef@jonesday.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKVISION Section 15 - Acknowledged 78969635 3344347

HIKVISION Section 8 - Accepted 85784130 4476906

HIKVISION Registered 87127161 5568019

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 04, 2020

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 04, 2020 Sep 13, 2020

3 INSTITUTED Aug 04, 2020

4 D MOT FOR EXT W/ CONSENT Sep 08, 2020

5 EXTENSION OF TIME GRANTED Sep 08, 2020

6 D MOT FOR EXT W/ CONSENT Nov 06, 2020

7 EXTENSION OF TIME GRANTED Nov 06, 2020

8 D MOT FOR EXT W/ CONSENT Dec 31, 2020

9 EXTENSION OF TIME GRANTED Dec 31, 2020

10 D MOT FOR EXT W/ CONSENT Feb 23, 2021

11 EXTENSION OF TIME GRANTED Feb 23, 2021

12 D MOT FOR EXT W/ CONSENT May 04, 2021

13 EXTENSION OF TIME GRANTED May 04, 2021

Type of Proceeding: Opposition

Proceeding
Number:

91236421 Filing Date: Aug 30, 2017

Status: Terminated Status Date: Dec 07, 2017

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Rubing Wang

Correspondent
Address:

HEATHER A SAPP
LEGALFORCE RAPC WORLDWIDE PC
446 E SOUTHERN AVE



TEMPE AZ UNITED STATES , 85282

Correspondent e-
mail:

trademarks@legalforce.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HISVISION Abandoned - After Inter-Partes Decision 87218304

Plaintiff(s)

Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Correspondent
Address:

ANNA RAIMER
JONES DAY
717 TEXAS AVE STE 3300
HOUSTON TX UNITED STATES , 77002

Correspondent e-
mail:

aeraimer@jonesday.com , ltimmons@jonesday.com , NYTEF@jonesday.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKVISION Section 15 - Acknowledged 78969635 3344347

HIKVISION Section 8 - Accepted 85784130 4476906

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 30, 2017

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 30, 2017 Oct 09, 2017

3 PENDING, INSTITUTED Aug 30, 2017

4 NOTICE OF DEFAULT Oct 19, 2017

5 BD DECISION: SUSTAINED Dec 07, 2017

6 TERMINATED Dec 07, 2017

Type of Proceeding: Opposition

Proceeding
Number:

91221813 Filing Date: May 05, 2015

Status: Terminated Status Date: Nov 19, 2015

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Heivision Inc

Correspondent
Address:

HEIVISION INC
159 11 HORACE HARDING EXPY
FRESH MEADOWS NY UNITED STATES , 11365

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HEIVISION Abandoned - After Inter-Partes Decision 86360995

Plaintiff(s)

Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Correspondent
Address:

ANNA RAIMER
JONES DAY
717 TEXAS AVE, SUITE 3300
HOUSTON TX UNITED STATES , 77002

Correspondent e-
mail:

aeraimer@jonesday.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HIKVISION Section 8 - Accepted 85784130 4476906

HIKVISION Section 8 and 15 - Accepted and Acknowledged 85791407 4476939

HIKVISION Section 15 - Acknowledged 78969635 3344347



Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 05, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 05, 2015 Jun 14, 2015

3 PENDING, INSTITUTED May 05, 2015

4 NOTICE OF DEFAULT Jun 30, 2015

5 D REQ TO W/DRAW AS ATTORNEY Jul 17, 2015

6 RESPONSE DUE 30 DAYS (DUE DATE) Aug 25, 2015 Sep 24, 2015

7 RESPONSE DUE 30 DAYS (DUE DATE) Oct 09, 2015 Nov 08, 2015

8 BD DECISION: SUSTAINED Nov 19, 2015

9 TERMINATED Nov 19, 2015
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2021)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 88184109

Filing Date: 11/06/2018

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory

under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK BitVision

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT BitVision

*MARK STATEMENT
The mark consists of standard characters, without claim to any

particular font style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Longse USA Inc.

*STREET 147 S 6th Ave

*CITY La Puente

*STATE

(Required for U.S. applicants)
California

*COUNTRY United States

*ZIP/POSTAL CODE

(Required for U.S. and certain international addresses)
91746

PHONE 626-328-0059

EMAIL ADDRESS XXXX

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

LEGAL ENTITY INFORMATION

*TYPE CORPORATION

* STATE/COUNTRY OF INCORPORATION California

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

Closed circuit TV systems for security and surveillance,

../FTK0002.JPG


*IDENTIFICATION namely, cameras, switchers, monitors, microphones, and

recorders

*FILING BASIS SECTION 1(b)

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 

(if applicable)
 

*TRANSLITERATION 

(if applicable)
 

*CLAIMED PRIOR REGISTRATION

(if applicable)
 

*CONSENT (NAME/LIKENESS) 

(if applicable)
 

*CONCURRENT USE CLAIM 

(if applicable)
 

CORRESPONDENCE INFORMATION

*NAME Longse USA Inc.

FIRM NAME Longse USA Inc.

*STREET 147 S 6th Ave

*CITY La Puente

*STATE 

(Required for U.S. addresses)
California

*COUNTRY United States

*ZIP/POSTAL CODE 91746

PHONE 626-328-0059

*EMAIL ADDRESS horaechoi@gmail.com; ray@longse.us

*AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

APPLICATION FILING OPTION TEAS Plus

NUMBER OF CLASSES 1

FEE PER CLASS 225

*TOTAL FEE PAID 225

SIGNATURE INFORMATION

* SIGNATURE /Longse USA Inc./

* SIGNATORY'S NAME Longse USA Inc.

* SIGNATORY'S POSITION Owner

SIGNATORY'S PHONE NUMBER 626-328-0059

* DATE SIGNED 11/06/2018



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2021)

 

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 88184109

Filing Date: 11/06/2018

To the Commissioner for Trademarks:

MARK: BitVision (Standard Characters, see mark)

The mark in your application is BitVision.

The applicant, Longse USA Inc., a corporation of California, having an address of

      147 S 6th Ave

      La Puente, California 91746

      United States

      626-328-0059(phone)

      XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 

       International Class 009:  Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and

recorders

Intent to Use: The applicant has a bona fide intention, and is entitled, to use the mark in commerce on or in connection with the identified

goods/services. (15 U.S.C. Section 1051(b)).

The applicant's current Correspondence Information:

      Longse USA Inc.

      Longse USA Inc.

      147 S 6th Ave

      La Puente, California 91746

      626-328-0059(phone)

      horaechoi@gmail.com;ray@longse.us (authorized)

E-mail Authorization: I authorize the USPTO to send e-mail correspondence concerning the application to the applicant or the applicant's

attorney, or the applicant's domestic representative at the e-mail address provided in this application. I understand that a valid e-mail address

must be maintained and that the applicant or the applicant's attorney must file the relevant subsequent application-related submissions via the

Trademark Electronic Application System (TEAS). Failure to do so will result in the loss of TEAS Plus status and a requirement to submit an

additional processing fee of $125 per international class of goods/services.

A fee payment in the amount of $225 has been submitted with the application, representing payment for 1 class(es).

Declaration

Basis:

If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;

The mark is in use in commerce on or in connection with the goods/services in the application;

The specimen(s) shows the mark as used on or in connection with the goods/services in the application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

../FTK0002.JPG')


AND/OR

If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),

and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;

The applicant has a bona fide intention to use the mark in commerce on or in connection with the goods/services in the

application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the

mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration

resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and

belief are believed to be true.

Declaration Signature

Signature: /Longse USA Inc./   Date: 11/06/2018

Signatory's Name: Longse USA Inc.

Signatory's Position: Owner

Signatory's Phone Number: 626-328-0059

Payment Sale Number: 88184109

Payment Accounting Date: 11/07/2018

Serial Number: 88184109

Internet Transmission Date: Tue Nov 06 20:29:51 EST 2018

TEAS Stamp: USPTO/FTK-XX.XXX.XXX.XXX-201811062029519

36819-88184109-6108c14ac1e24df24e2c4c9e5

94272f4ded36867ab8dac1834233bc50cb2a0af-

CC-6009-20181106194628787583
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA1073554

Filing date: 08/07/2020

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Hangzhou Hikvision Digital Technology Co., Ltd.

Granted to Date
of previous ex-
tension

08/08/2020

Address 36 MACHENG ROAD, XIHU DISTRICT
HANGZHOU, 0
CHINA

Attorney informa-
tion

ANNA E. RAIMER
JONES DAY
717 TEXAS AVENUE
SUITE 3300
HOUSTON, TX 77002
UNITED STATES
Primary Email: aeraimer@jonesday.com
Secondary Email(s): nytef@jonesday.com, ibtannen@jonesday.com, kabar-
rett@jonesday.com
832-239-3786

Docket Number 527623-60592

Applicant Information

Application No. 88662228 Publication date 06/09/2020

Opposition Filing
Date

08/07/2020 Opposition Peri-
od Ends

08/08/2020

Applicant Longse USA Inc.
147 S 6TH AVE.
LA PUENTE, CA 91746
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 2018/11/06 First Use In Commerce: 2018/11/06
All goods and services in the class are opposed, namely: Closed circuit TV systems for security and
surveillance, namely, cameras, switchers, monitors, microphones, and recorders

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

No use of mark in commerce before application
or amendment to allege use was filed

Trademark Act Sections 1(a) and (c)

Fraud on the USPTO In re Bose Corp., 580 F.3d 1240, 91 USPQ2d

http://estta.uspto.gov


1938 (Fed. Cir. 2009)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3344347 Application Date 09/07/2006

Registration Date 11/27/2007 Foreign Priority
Date

NONE

Word Mark HIKVISION

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2001/11/30 First Use In Commerce: 2001/11/30
Apparatus for transmission of communication; [ Camcorders; ] Cards with integ-
rated circuits; [ Central processing unitsfor processing information, data,
soundor images; ] Computer peripherals; Digital video recorders; Electric and
electronic video surveillance installations; [Electrical and electronic burglar
alarms; Integrated circuits; ] Video cameras;[ Video game machines for use with
televisions; Video output game machines for use with televisions;] Video-
telephones

U.S. Registration
No.

4476906 Application Date 11/20/2012

Registration Date 02/04/2014 Foreign Priority
Date

NONE

Word Mark HIKVISION

Design Mark

Description of
Mark

The mark consists of "HIKVISION" in stylized italicized letters.

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
DATA PROCESSING APPARATUS; COMPUTER MEMORIES; COMPUTER
OPERATING PROGRAMS, RECORDED; COMPUTER PERIPHERAL
DEVICES; RECORDED COMPUTER SOFTWARE FOR USE IN INSTALLING
AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS,
USE IN CAMERA AND VIDEO SYSTEMS, USE IN DATABASE MANAGE-
MENT, USE IN DIGITAL DATA ANALYSIS; MICROPROCESSORS; COM-
PUTER HARDWARE, NAMELY, MONITORS; CENTRAL PROCESSING
UNITS, NAMELY, PROCESSORS; PROCESSORS, NAMELY, CENTRAL PRO-
CESSING UNITS; INTEGRATED CIRCUIT CARDS; INTEGRATED CIRCUIT
CARDS, NAMELY, SMART CARDS; INPUT DEVICES FOR COMPUTERS,
NAMELY, DIGITAL LOGIC AND COMPUTING COUNTERS; PHOTOTELE-
GRAPHY APPARATUS; WEIGHING MACHINES; MOVING SPEED MEAS-
URES, NAMELY, SPEEDOMETERS, SPEED INDICATORS; ELECTRONIC
NOTICE BOARDS; INTERCOMMUNICATION APPARATUS, NAMELY, TELE-
PHONES, MOBILE PHONES, COMPUTERS; VIDEO TELEPHONES; NET-
WORK COMMUNICATION EQUIPMENT, NAMELY, COMPUTERS, TELE-
PHONES, MOBILE PHONES, MODEMS, TRANSMITTERS; SOUND RECORD-
ING APPARATUS; VIDEO RECORDERS; VIDEO CAMERAS; EDITING APPLI-
ANCES FOR CINEMATOGRAPHIC FILMS;CAMERAS FOR PHOTOGRAPHY;
OBSERVATION INSTRUMENTS, NAMELY, BINOCULARS, TELESCOPES,
AND MONITORS IN THE NATURE OF SURVEILLANCE CAMERAS; AUDI-
OVISUAL TEACHING APPARATUS, NAMELY, PHOTOGRAPHIC SLIDE
TRANSPARENCIES, VIDEO PROJECTING MACHINES; OPTICAL APPARAT-
US AND INSTRUMENTS, NAMELY, OPTICAL LENS FOR CAMERAS, BLANK
OPTICAL DATA CARRIERS; ELECTRICITY MAINS, NAMELY, ELECTRIC



WIRES AND CABLES; SEMICONDUCTOR APPARATUS, NAMELY, SEMI-
CONDUCTOR MEMORIES, SEMICONDUCTORS; ELECTRIC INSTALLA-
TIONS FOR THE REMOTE CONTROL OF INDUSTRIAL OPERATIONS;
ELECTROPLATING APPARATUS, NAMELY, ELECTROLYSIS APPARATUS
FOR ELECTROPLATING PURPOSES; FIRE EXTINGUISHING APPARATUS;
ELECTRIC WELDING APPARATUS, NAMELY, WELDING TRANSFORMERS;
PROTECTION DEVICES FOR PERSONAL USE AGAINST ACCIDENTS,
NAMELY, SAFETY GOGGLES, SAFETY HELMETS, SAFETY MONITORING
CAMERAS; ELECTRIC THEFT PREVENTION INSTALLATIONS, NAMELY,
THEFT ALARMS; EYEGLASSES; GALVANIC BATTERY CELLS; VIDEO
DISKS FEATURING ANIMATED CARTOONS; COMPUTER PROGRAMS FOR
USE IN INSTALLING AND OPERATING VIDEO SURVEILLANCE PRODUCTS
AND SOLUTIONS, USE IN CAMERAAND VIDEO SYSTEMS, USE IN DATA-
BASE MANAGEMENT, USE IN DIGITAL DATA ANALYSIS RECORDED ON
DISKS OR CD-ROMS; COMPUTER SOFTWARE FOR USE IN INSTALLING
AND OPERATINGVIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS,
USE IN CAMERA AND VIDEO SYSTEMS, USEIN DATABASE MANAGE-
MENT, USE IN DIGITAL DATA ANALYSIS RECORDED ON DISKS OR CD-
ROMS; DOWNLOADABLE ELECTRONIC PUBLICATIONS, NAMELY, JOURN-
ALS, NEWSPAPERS, BOOKS INTHE FIELD OF INDUSTRIAL OPERATIONS,
SCIENCE; DOWNLOADABLE COMPUTER PROGRAMS FORUSE IN IN-
STALLING AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND
SOLUTIONS, USE IN CAMERA AND VIDEO SYSTEMS, USE IN DATABASE
MANAGEMENT, USE IN DIGITAL DATA ANALYSIS; ELECTRONIC NOTICE
BOARDS; LIGHT-EMITTING ELECTRONIC POINTERS, NAMELY, LUMINOUS
POINTERS; FIRE ALARMS; SMOKE DETECTORS
Class 037. First use: First Use: 0 First Use In Commerce: 0
BUILDING CONSTRUCTION SUPERVISION; INSTALLATION, MAINTEN-
ANCE AND REPAIR OF COMPUTER HARDWARE; MACHINERY INSTALLA-
TION, MAINTENANCE AND REPAIR; FIRE ALARM INSTALLATION AND RE-
PAIR; BURGLAR ALARM INSTALLATION AND REPAIR
Class 042. First use: First Use: 0 First Use In Commerce: 0
SCIENTIFIC RESEARCH AND DEVELOPMENT FOROTHERS; SURVEYING;
MECHANICAL RESEARCH;INDUSTRIAL DESIGN; COMPUTER PROGRAM-
MING; COMPUTER SOFTWARE DESIGN; COMPUTER SYSTEMS ANALYS-
IS; COMPUTER SYSTEM DESIGN SERVICES; DATA CONVERSION OF
COMPUTER PROGRAMS AND DATA, NOT PHYSICAL CONVERSION;
TECHNICAL RESEARCH IN THE FIELD OF INDUSTRIAL OPERATIONS, SCI-
ENCE; TECHNICAL PROJECT STUDIES, NAMELY, COMPUTER PROJECT
MANAGEMENT SERVICES, DESIGNING ELECTRONICVIDEO SURVEIL-
LANCE PRODUCTS; ENGINEERING; ENGINEERING DRAWING SERVICES;
URBAN PLANNING; DÃ#COR SERVICES, NAMELY, DESIGN OF INTERIOR
DECOR; COMPUTER RENTAL; RENTAL OF COMPUTER HARDWARE; UP-
DATING OF COMPUTER SOFTWARE; CONSULTANCY IN THE DESIGN AND
DEVELOPMENT OF COMPUTER HARDWARE; RENTAL OF COMPUTER
SOFTWARE; RECOVERY OFCOMPUTER DATA; MAINTENANCE OF COM-
PUTER SOFTWARE; DUPLICATION OF COMPUTER PROGRAMS; CONVER-
SION OF DATA OR DOCUMENTS FROMPHYSICAL TO ELECTRONIC ME-
DIA; CREATING AND MAINTAINING WEB SITES FOR OTHERS; HOSTING
COMPUTER WEB SITES; COMPUTER SOFTWARE INSTALLATIONS; RENT-
AL OF NETWORK SERVERS; COMPUTER VIRUS PROTECTION SERVICES
Class 045. First use: First Use: 0 First Use In Commerce: 0
SECURITY CONSULTANCY; MONITORING OF BURGLAR AND SECURITY
ALARMS; SECURITY SERVICES, NAMELY, ARMED ESCORTS AND SECUR-
ITY PERSONNEL FOR BUSINESS AND PERSONAL TRAVELLING, COM-
MERCIAL SHIPPING AND PRIVATE WATERCRAFT; CLOTHING RENTAL;
FIRE-FIGHTING; INTELLECTUAL PROPERTY CONSULTANCY



Attachments BITVISION Notice of Opposition.pdf(5813899 bytes )

Signature /Kerry A. Barrett/

Name Kerry A. Barrett

Date 08/07/2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 
 
 
 
HANGZHOU HIKVISION DIGITAL 
TECHNOLOGY CO., LTD., 
 

Opposer, 
 
v. 

LONGSE USA INC., 

Applicant. 
 

Application Serial No.:  88/662,228 
 
 
Opposition No. _____________________ 
 
Filing Date:  October 21, 2019 
Publication Date:  June 9, 2020 
Trademark:  BITVISION 
International Class:  9 
 

 

NOTICE OF OPPOSITION 

Opposer Hangzhou Hikvision Digital Technology Co., Ltd. (“Opposer” or “Hikvision”), 

a China Corporation, having an address at 36 Macheng Road, Xihu District, Hangzhou, China, 

believes that it will be damaged by registration of the proposed mark BITVISION as set forth in 

Application Serial No. 88/662,228, and therefore opposes registration of the same. 

The grounds for opposition are as follows: 

1. Hikvision is one of the world’s leading suppliers of video surveillance products 

and solutions.  In connection therewith, and for over a decade, Hikvision has used its mark 

“HIKVISION” and the stylized mark “ ” (collectively, the “HIKVISION Marks”) in 

commerce in the United States. 

2. Hikvision has prominently and extensively promoted and advertised its products 

bearing the HIKVISION Marks, expending significant resources in connection with such 

advertising and promotional efforts and building a valuable business and brand based on demand 

for its products.  Because of its dynamic growth and exceptional products sold under the 
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HIKVISION Marks, Hikvision has been ranked as a market share leader globally for video 

surveillance equipment. 

3. As a result of Hikvision’s continuous and extensive use, advertising and 

promotion of the HIKVISION  Marks, as well as the distinctiveness of the marks, the relevant 

consuming public has come to associate the HIKVISION  Marks as uniquely associated with 

Hikvision and an indication of origin.  As such, Hikvision has established valuable goodwill and 

exclusive rights in the HIKVISION  Marks. 

4. Hikvision is the owner of a number of common law and registered trademarks for 

the HIKVISION Marks, including the following U.S. trademark registrations covering goods in 

International Class 9: 

Trademark Reg. No. / Date Goods/Services 

HIKVISION 3,344,347 
November 27, 
2007 

IC 9:  Apparatus for transmission of 
communication; cards with integrated circuits; 
computer peripherals; digital video recorders; 
electric and electronic video surveillance 
installations; video cameras; video-telephones. 

 
4,476,906 
February 4, 2014 

IC 9:  Recorded computer software for use in 
installing and operating video surveillance products 
and solutions, use in camera and video systems, use 
in database management, use in digital data 
analysis; computer hardware, namely monitors; 
phototelegraphy apparatus; video telephones; 
network communication equipment, namely, 
transmitters; sound recording apparatus; video 
recorders; video cameras; observation instruments, 
namely, monitors in the nature of surveillance 
cameras; optical apparatus and instruments, namely 
optical lens for cameras; computer programs for use 
in installing and operating video surveillance 
products and solutions, use in camera and video 
systems, use in database management, use in digital 
data analysis recorded on disks or CD-ROMS; 
computer software for use in installing and 
operating video surveillance products and solutions, 
use in camera and video systems, use in database 
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management, use in digital data analysis recorded 
on disks or CD-ROMS; downloadable computer 
programs for use in installing and operating video 
surveillance products and solutions, use in camera 
and video systems, use in database management, 
use in digital data analysis; and other goods in 
International Class 9. 
 
Various services in International Classes 37, 42, and 
45. 

 

True and correct copies of the foregoing trademark registrations and the trademark status pages 

are attached as Exhibit 1. 

5. According to U.S. Patent and Trademark Office (“USPTO”) records, U.S. 

Trademark Application Serial No. 88/662,228 for BITVISION (the “Application”) was filed on 

October 21, 2019, in the name of Longse USA Inc., a California corporation with an address of 

147 S. 6th Ave., LaPuente, California 91746.  Upon information and belief, and as shown from 

California Secretary of State records, a true and correct copy of which are attached as Exhibit 2, 

at the time of filing, Longse USA Inc. had amended its name to Creative Security Technology 

Inc., which entity now has a business address of 110 N. California Ave, City of Industry, 

California 91744.  (Longse USA Inc. and Creative Security Technology Inc. are referred to 

herein as “Applicant.”) 

6. Applicant filed the Application to register BITVISION based on Lanham Act 

Section 1(a), alleging use of the mark in commerce at least as early as November 6, 2018, in 

connection with: “Closed circuit TV systems for security and surveillance, namely, cameras, 

switchers, monitors, microphones, and recorders” in International Class 9.  See October 21, 2019 

Application, a true and correct copy of which is attached as Exhibit 3. 



 4 
 

7. In connection with the original Specimen Description for the Application, 

Applicant described the original specimen as follows:  “We have used ‘BITVISION’ as our 

products APP name as well as the Logo of the APP.”  Id. 

8. The Application was initially refused under Lanham Act Sections 1 and 45 due to 

the insufficiency of the specimen.  In the refusal, the Examining Attorney described the 

submitted specimen as follows: 

Specifically, the specimen in this case consists of three images.  
The first image consists of three thumbnails of Youtube videos by 
applicant.  However, it is not clear what is contained within these 
videos, moreover, the mark is obscured from view in the two 
images that may contain the applied-for mark.  The second image 
is merely a rendering of the mark which can never serve as a 
suitable specimen.  The third image appears to be that of a mobile 
application screenshot from a mobile phone.  Although the 
applied-for mark is at the top center of the screen capture, at best, 
this shows mobile application software goods, which are not 
among the goods listed in the identification. 

January 27, 2020 Office Action (citations omitted), a true and correct copy of which is attached 

as Exhibit 4. 

9. Applicant responded to the Office Action on April 24, 2020, submitting a new 

specimen, described as “Product and Product Packaging.”  However, the specimen consists of 

photographs of third party products that have been altered to include Applicant’s alleged mark.  

See April 24, 2020 Office Action Response and attached specimens, a true and correct copy of 

which is attached as Exhibit 5. 

10. The Application was published for opposition in the Trademark Official Gazette 

on June 9, 2020.  Opposer timely filed a request for extension of time to oppose, which was 

granted. 
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GROUNDS FOR OPPOSITION 

Likelihood of Confusion 

11. Applicant is not affiliated with or sponsored by Opposer, and Applicant has never 

been authorized by Opposer to use the HIKVISION  Marks. 

12. Opposer has used its HIKVISION Marks on its products well before the October 

21, 2019 filing date of the Application, as well as before Applicant’s alleged first date of use. 

13. Applicant’s alleged mark BITVISION is very similar in appearance, sound, and 

commercial impression to Opposer’s HIKVISION  Marks, differing by only two letters.  

Importantly, the logos are virtually identical in terms of font and use of the color red.  From a 

comparison of the parties’ logos, as shown below, the VISION portion of the parties’ marks are 

in identical font.  Although still bold, italicized, and sans serif, the BIT portion of Applicant’s 

mark appears to be in a slightly different font than the VISION part of its mark (and has a little 

more spacing between the letters), suggesting that Applicant superimposed the letters “BIT” over 

Opposer’s logo: 

v.  

14. In addition, the goods included in the Application are identical to Opposer’s 

goods sold under the HIKVISION Marks and covered by Opposer’s trademark registrations for 

the HIKVISION Marks.  The goods identified in the Application are also likely to be sold to the 

same or overlapping classes of purchasers and trade channels as goods sold under the 

HIKVISION Marks. 

15. Because of the high degree of similarity between Opposer’s HIKVISION Marks 

and Applicant’s alleged mark, Opposer’s goods and the goods identified in the Application, and 
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the parties’ respective classes of purchasers and trade channels, the proposed mark BITVISION 

is likely to cause confusion, or to cause mistake, or to deceive, thereby damaging Opposer.  The 

proposed mark BITVISION should therefore be refused registration pursuant to Section 2(d) of 

the Trademark Act, 15 U.S.C. § 1052(d). 

Void Ab Initio 

16. Applicant alleged in the Application that the proposed mark BITVISION was first 

used in commerce by Applicant at least as early as November 6, 2018, and that the proposed 

mark was currently in use for all of the goods set forth in the Application, namely, “closed circuit 

TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, 

and recorders.” 

17. By Applicant’s admission in the Application, as of the filing date, the proposed 

mark was allegedly in use only in connection with an “APP name.”  See Exhibit 3. 

18. Because the alleged mark BITVISION was not in use in connection with “closed 

circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, 

microphones, and recorders” at the time the use-based Application was filed, the Application is 

void ab initio. 

Fraud 

19. Applicant committed fraud during the prosecution of the Application by 

submitting false statements of use and a fraudulent specimen. 

20. On April 24, 2020, Applicant filed an Office Action Response in which it 

represented and declared that the alleged mark BITVISION “was first used at least as early as 

11/06/2018 and first used in commerce at least as early as 11/06/2018, and is now in use in such 

commerce.”  See Exhibit 5.  Applicant further alleged: “The substitute (or new, or originally 
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submitted, if appropriate) specimen(s) was/were in use in commerce at least as early as the filing 

date of the application.”  Id. 

21. The substitute specimen submitted allegedly consists of products and packaging 

of a “smart video recorder” and “HD camera.”  Id. 

22. However, Applicant digitally altered the substitute specimen to superimpose the 

mark BITVISION onto the side of the packaging and cameras.  The digital alteration is 

evidenced by several factors, including the following: 

• on the second page of the specimen, in the bottom right corner, a box is visible 

with the logo of a check mark and the words “smart IPC,” which packaging is that 

of Opposer (see Exhibit 6, which is a true and correct photograph of Opposer’s 

packaging), suggesting that Applicant was using Opposer’s products or packaging 

in connection with the creation of a specimen of use for its products and 

packaging; 

• through a reverse image search, Opposer identified objective evidence of third 

party use of the identical “Smart Video Recorder” packaging shown on the first 

page of Applicant’s specimen without the alleged BITVISION mark in question, 

again revealing that the purported specimen as a mere digital alteration (see 

Exhibit 7, which is a true and correct copy of a website screen shot depicting this 

third party packaging); and 

• the edges of the alleged BITVISION labels in each of the specimens appear 

pixelated. 
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23. Accordingly, the substitute specimen submitted by Applicant did not show the 

alleged mark BITVISION in use in commerce as of the Application filing date, and the substitute 

specimen was not in use in commerce as of the Application filing date. 

24. Applicant’s representations to the USPTO regarding the use in commerce of the 

alleged mark BITVISION as well as the submitted specimen, as described above, were false at 

the time Applicant made them to the USPTO. 

25. Applicant knew that its representations were false at the time it made them. 

26. Applicant made each such representation willfully, knew that they were false, and 

made them with the intent that the USPTO would rely on them in processing the Application. 

27. Applicant’s representations were material to the approval of the Application for 

publication. 

28. The USPTO relied on Applicant’s representations in approving the Application 

for publication. 

29. The USPTO would not have approved the Application for publication but for 

Applicant’s false representations. 

30. As a result of and through Applicant’s representations, Applicant committed fraud 

in connection with its response to the USPTO’s Office Action, including the submission of a 

fraudulent, digitally altered substitute specimen. 

WHEREFORE, for the foregoing reasons, Opposer respectfully requests that the present 

Opposition be sustained in favor of Opposer, and that Application Serial No. 88/662,228 be 

refused registration. 

  



 9 
 

The appropriate fee is also submitted herewith.  Please direct all future correspondence to 

the undersigned. 

 

Dated:  August 7, 2020 Respectfully submitted, 
 

 By:    
 

Anna E. Raimer 
JONES DAY 
717 Texas Ave., Suite 3300 
Houston, Texas 77002 
Telephone: 832.239.3786 
Facsimile:  832.239.3600 
Email: aeraimer@JonesDay.com 
 
Kerry Barrett 
JONES DAY 
901 Lakeside Ave. 
Cleveland, Ohio 4415 
Telephone: 216.586.7005 
Facsimile:  216.579.0212 
Email: kabarrett@JonesDay.com 

 
Attorneys for Opposer 

HANGZHOU HIKVISION DIGITAL 
TECHNOLOGY CO., LTD. 

mailto:aeraimer@JonesDay.com


EXHIBIT 1 
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Mark: HIKVISION

US Serial Number: 78969635 Application Filing Date: Sep. 07, 2006

US Registration Number: 3344347 Registration Date: Nov. 27, 2007

Filed as TEAS Plus: Yes Currently TEAS Plus: Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Offic

Status: A Section 15 declaration has been acknowledged.

Status Date: Oct. 06, 2017

Publication Date: Sep. 11, 2007

Mark Information

Goods and Services

 

Mark Literal Elements: HIKVISION

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Apparatus for transmission of communication; [ Camcorders; ] Cards with integrated circuits; [ Central proce
information, data, sound or images; ] Computer peripherals; Digital video recorders; Electric and electronic v
installations; [ Electrical and electronic burglar alarms; Integrated circuits; ] Video cameras; [ Video game m
televisions; Video output game machines for use with televisions;] Video-telephones

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 03

Class Status: ACTIVE

Basis: 1(a)
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Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

First Use: Nov. 30, 2001 Use in Commerce: Nov. 30, 2001

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Owner Name: Hangzhou Hikvision Digital Technology Co., Ltd

Owner Address: 555 Qianmo Road, Binjiang District
Hangzhou CHINA 310052

Legal Entity Type: CORPORATION State or Country Where
Organized:

CHINA

Attorney of Record
Attorney Name: Anna E. Raimer Docket Number: 013290-0018-

Attorney Primary Email
Address:

NYTEF@jonesday.com Attorney Email Authorized: Yes

Correspondent
Correspondent
Name/Address:

Anna E. Raimer
Jones Day
250 Vesey Street
New York, NEW YORK UNITED STATES 10281

Phone: 832-239-3786 Fax: 832-239-3600

Correspondent e-mail: NYTEF@jonesday.com aeraimer@jonesday.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Date Description Proceeding
Number

Oct. 06, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED
Oct. 06, 2017 SEC. 15 ACKNOWLEDGEMENT - E-MAILED
Oct. 06, 2017 REGISTERED - SEC. 15 ACKNOWLEDGED 67723
Oct. 06, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723
Oct. 06, 2017 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 67723
Oct. 06, 2017 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 67723
Oct. 06, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723
Sep. 05, 2017 TEAS SECTION 8 & 9 RECEIVED
Sep. 05, 2017 TEAS SECTION 15 RECEIVED
Nov. 27, 2016 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED
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TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Aug. 20, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 - E-MAILED
Aug. 20, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED 74886
Jul. 31, 2013 REGISTERED - SEC. 8 (6-YR) FILED 74886
Aug. 20, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 74886
Jul. 31, 2013 TEAS SECTION 8 RECEIVED
Jul. 31, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Nov. 27, 2007 REGISTERED-PRINCIPAL REGISTER
Sep. 11, 2007 PUBLISHED FOR OPPOSITION
Aug. 22, 2007 NOTICE OF PUBLICATION
Aug. 03, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 67215
Aug. 01, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER
Jul. 31, 2007 TEAS/EMAIL CORRESPONDENCE ENTERED 67215
Jul. 31, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 67215
Jul. 25, 2007 ASSIGNED TO LIE 67215
Jul. 20, 2007 ASSIGNED TO LIE 69350
Jul. 03, 2007 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Jan. 31, 2007 NON-FINAL ACTION E-MAILED 6325
Jan. 31, 2007 NON-FINAL ACTION WRITTEN 81097
Jan. 30, 2007 ASSIGNED TO EXAMINER 81097
Sep. 13, 2006 NEW APPLICATION ENTERED IN TRAM

TM Staff Information - None
File Location

Current Location: TMEG LAW OFFICE 102 Date in Location: Oct. 06, 2017

Proceedings - Click to Load
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Mark: HIKVISION

US Serial Number: 85784130 Application Filing Date: Nov. 20, 2012

US Registration Number: 4476906 Registration Date: Feb. 04, 2014

Register: Principal

Mark Type: Trademark, Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Offic

Status: Registered. The registration date is used to determine when post-registration maintenance documents are d

Status Date: Feb. 04, 2014

Publication Date: Nov. 19, 2013

Mark Information

Related Properties Information

Foreign Information

 

Mark Literal Elements: HIKVISION

Standard Character Claim: No

Mark Drawing Type: 5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Description of Mark: The mark consists of "HIKVISION" in stylized italicized letters.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Claimed Ownership of US
Registrations:

3344347

Foreign Registration
Number:

8783831 Foreign Registration Date: Nov. 14, 2011

Foreign
Application/Registration

Country:

CHINA Foreign Expiration Date: Nov. 13, 2021

Foreign Registration
Number:

8783850 Foreign Registration Date: Jun. 14, 2012

Foreign
Application/Registration

Country:

CHINA Foreign Expiration Date: Jun. 13, 2022
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Goods and Services

Foreign Registration
Number:

8783893 Foreign Registration Date: Nov. 14, 2011

Foreign
Application/Registration

Country:

CHINA Foreign Expiration Date: Nov. 13, 2021

Foreign Registration
Number:

8783904 Foreign Registration Date: Nov. 28, 2011

Foreign
Application/Registration

Country:

CHINA Foreign Expiration Date: Nov. 27, 2021

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: DATA PROCESSING APPARATUS; COMPUTER MEMORIES; COMPUTER OPERATING PROGRAMS, R
PERIPHERAL DEVICES; RECORDED COMPUTER SOFTWARE FOR USE IN INSTALLING AND OPERA
SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN CAMERA AND VIDEO SYSTEMS, USE IN DATA
USE IN DIGITAL DATA ANALYSIS; MICROPROCESSORS; COMPUTER HARDWARE, NAMELY, MONITO
PROCESSING UNITS, NAMELY, PROCESSORS; PROCESSORS, NAMELY, CENTRAL PROCESSING U
CIRCUIT CARDS; INTEGRATED CIRCUIT CARDS, NAMELY, SMART CARDS; INPUT DEVICES FOR CO
DIGITAL LOGIC AND COMPUTING COUNTERS; PHOTOTELEGRAPHY APPARATUS; WEIGHING MACH
MEASURES, NAMELY, SPEEDOMETERS, SPEED INDICATORS; ELECTRONIC NOTICE BOARDS; INTE
APPARATUS, NAMELY, TELEPHONES, MOBILE PHONES, COMPUTERS; VIDEO TELEPHONES; NETW
EQUIPMENT, NAMELY, COMPUTERS, TELEPHONES, MOBILE PHONES, MODEMS, TRANSMITTERS; 
APPARATUS; VIDEO RECORDERS; VIDEO CAMERAS; EDITING APPLIANCES FOR CINEMATOGRAPH
PHOTOGRAPHY; OBSERVATION INSTRUMENTS, NAMELY, BINOCULARS, TELESCOPES, AND MONIT
SURVEILLANCE CAMERAS; AUDIOVISUAL TEACHING APPARATUS, NAMELY, PHOTOGRAPHIC SLID
VIDEO PROJECTING MACHINES; OPTICAL APPARATUS AND INSTRUMENTS, NAMELY, OPTICAL LEN
OPTICAL DATA CARRIERS; ELECTRICITY MAINS, NAMELY, ELECTRIC WIRES AND CABLES; SEMICO
NAMELY, SEMICONDUCTOR MEMORIES, SEMICONDUCTORS; ELECTRIC INSTALLATIONS FOR THE
INDUSTRIAL OPERATIONS; ELECTROPLATING APPARATUS, NAMELY, ELECTROLYSIS APPARATUS 
PURPOSES; FIRE EXTINGUISHING APPARATUS; ELECTRIC WELDING APPARATUS, NAMELY, WELD
PROTECTION DEVICES FOR PERSONAL USE AGAINST ACCIDENTS, NAMELY, SAFETY GOGGLES, S
SAFETY MONITORING CAMERAS; ELECTRIC THEFT PREVENTION INSTALLATIONS, NAMELY, THEFT
GALVANIC BATTERY CELLS; VIDEO DISKS FEATURING ANIMATED CARTOONS; COMPUTER PROGR
INSTALLING AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN CAMER
USE IN DATABASE MANAGEMENT, USE IN DIGITAL DATA ANALYSIS RECORDED ON DISKS OR CD-R
SOFTWARE FOR USE IN INSTALLING AND OPERATING VIDEO SURVEILLANCE PRODUCTS AND SO
AND VIDEO SYSTEMS, USE IN DATABASE MANAGEMENT, USE IN DIGITAL DATA ANALYSIS RECORD
ROMS; DOWNLOADABLE ELECTRONIC PUBLICATIONS, NAMELY, JOURNALS, NEWSPAPERS, BOOK
INDUSTRIAL OPERATIONS, SCIENCE; DOWNLOADABLE COMPUTER PROGRAMS FOR USE IN INSTA
VIDEO SURVEILLANCE PRODUCTS AND SOLUTIONS, USE IN CAMERA AND VIDEO SYSTEMS, USE 
MANAGEMENT, USE IN DIGITAL DATA ANALYSIS; ELECTRONIC NOTICE BOARDS; LIGHT-EMITTING 
NAMELY, LUMINOUS POINTERS; FIRE ALARMS; SMOKE DETECTORS

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 03

Class Status: ACTIVE

Basis: 44(e)

For: BUILDING CONSTRUCTION SUPERVISION; INSTALLATION, MAINTENANCE AND REPAIR OF COMPU
MACHINERY INSTALLATION, MAINTENANCE AND REPAIR; FIRE ALARM INSTALLATION AND REPAIR
INSTALLATION AND REPAIR

International Class(es): 037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 44(e)

For: SCIENTIFIC RESEARCH AND DEVELOPMENT FOR OTHERS; SURVEYING; MECHANICAL RESEARCH
COMPUTER PROGRAMMING; COMPUTER SOFTWARE DESIGN; COMPUTER SYSTEMS ANALYSIS; C
DESIGN SERVICES; DATA CONVERSION OF COMPUTER PROGRAMS AND DATA, NOT PHYSICAL CO
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Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

RESEARCH IN THE FIELD OF INDUSTRIAL OPERATIONS, SCIENCE; TECHNICAL PROJECT STUDIES
PROJECT MANAGEMENT SERVICES, DESIGNING ELECTRONIC VIDEO SURVEILLANCE PRODUCTS
ENGINEERING DRAWING SERVICES; URBAN PLANNING; DÉCOR SER VICES, NAMELY, DESIGN OF I
COMPUTER RENTAL; RENTAL OF COMPUTER HARDWARE; UPDATING OF COMPUTER SOFTWARE
DESIGN AND DEVELOPMENT OF COMPUTER HARDWARE; RENTAL OF COMPUTER SOFTWARE; RE
DATA; MAINTENANCE OF COMPUTER SOFTWARE; DUPLICATION OF COMPUTER PROGRAMS; CON
DOCUMENTS FROM PHYSICAL TO ELECTRONIC MEDIA; CREATING AND MAINTAINING WEB SITES 
COMPUTER WEB SITES; COMPUTER SOFTWARE INSTALLATIONS; RENTAL OF NETWORK SERVER
PROTECTION SERVICES

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 44(e)

For: SECURITY CONSULTANCY; MONITORING OF BURGLAR AND SECURITY ALARMS; SECURITY SERVI
ESCORTS AND SECURITY PERSONNEL FOR BUSINESS AND PERSONAL TRAVELLING, COMMERCI
PRIVATE WATERCRAFT; CLOTHING RENTAL; FIRE-FIGHTING; INTELLECTUAL PROPERTY CONSULT

International Class(es): 045 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 44(e)

Filed Use: No Currently Use: No

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: Yes

Filed 44E: Yes Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Owner Name: Hangzhou Hikvision Digital Technology Co., Ltd.

Owner Address: 36 Macheng Road, Xihu District
Hangzhou CHINA 310052

Legal Entity Type: CORPORATION State or Country Where
Organized:

CHINA

Attorney of Record
Attorney Name: Ilene B. Tannen Docket Number: 013290-0001-

Attorney Primary Email
Address:

NYTEF@JONESDAY.COM Attorney Email Authorized: Yes

Correspondent
Correspondent
Name/Address:

Ilene B. Tannen
JONES DAY
250 Vesey Street
NEW YORK, NEW YORK UNITED STATES 10281-1047

Phone: 212-326-3939 Fax: 212-755-7306

Correspondent e-mail: NYTEF@JONESDAY.COMibtannen@jonesday.c
om

Correspondent e-mail
Authorized:

Yes

Domestic Representative
Domestic Representative Ilene B. Tannen Phone: 212-326-3939
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Prosecution History

TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Name:

Fax: 212-755-7306

Domestic Representative e-
mail:

NYTEF@JONESDAY.COM Domestic Representative e-
mail Authorized:

Yes

Date Description Proceeding
Number

Jul. 29, 2020 TEAS SECTION 15 RECEIVED
Jul. 21, 2020 TEAS SECTION 8 RECEIVED
Feb. 04, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED
Feb. 04, 2014 REGISTERED-PRINCIPAL REGISTER
Nov. 19, 2013 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
Nov. 19, 2013 PUBLISHED FOR OPPOSITION
Oct. 30, 2013 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
Oct. 16, 2013 LAW OFFICE PUBLICATION REVIEW COMPLETED 68552
Oct. 09, 2013 APPROVED FOR PUB - PRINCIPAL REGISTER
Oct. 09, 2013 EXAMINER'S AMENDMENT ENTERED 88888
Oct. 09, 2013 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328
Oct. 09, 2013 EXAMINERS AMENDMENT E-MAILED 6328
Oct. 09, 2013 EXAMINERS AMENDMENT -WRITTEN 82104
Sep. 05, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 68552
Sep. 05, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 68552
Sep. 04, 2013 ASSIGNED TO LIE 68552
Aug. 29, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Mar. 18, 2013 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325
Mar. 18, 2013 NON-FINAL ACTION E-MAILED 6325
Mar. 18, 2013 NON-FINAL ACTION WRITTEN 82104
Mar. 14, 2013 ASSIGNED TO EXAMINER 82104
Nov. 29, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Nov. 23, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff Information - None
File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Feb. 04, 2014

Proceedings - Click to Load

javascript:;
javascript:;
javascript:;
mailto:NYTEF@JONESDAY.COM
javascript:;
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2021)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 88662228

Filing Date: 10/21/2019

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory

under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK
\\TICRS\EXPORT17\IMAGEOUT

17\886\622\88662228\xml1\ FTK0002.JPG

*SPECIAL FORM YES

USPTO-GENERATED IMAGE NO

LITERAL ELEMENT BITVISION

*COLOR MARK YES

*COLOR(S) CLAIMED

(If applicable)

The color(s) white color for letters, background is red is/are

claimed as a feature of the mark.

*DESCRIPTION OF THE MARK

(and Color Location, if applicable)

The mark consists of White color for letters "BITVISION",

and Red Background.

PIXEL COUNT ACCEPTABLE YES

PIXEL COUNT 896 x 398

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Longse USA Inc.

*STREET 147 S 6th Ave.

*CITY La Puente

*STATE

(Required for U.S. applicants)
California

*COUNTRY United States

*ZIP/POSTAL CODE

(Required for U.S. and certain international addresses)
91746

PHONE 626-328-0059

FAX 6263360095

EMAIL ADDRESS XXXX

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

../FTK0002.JPG
../FTK0002.JPG


WEBSITE ADDRESS www.longse.com

LEGAL ENTITY INFORMATION

*TYPE CORPORATION

* STATE/COUNTRY OF INCORPORATION California

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 009 

*IDENTIFICATION

Closed circuit TV systems for security and surveillance,

namely, cameras, switchers, monitors, microphones, and

recorders

*FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 11/06/2018

       FIRST USE IN COMMERCE DATE At least as early as 11/06/2018

       SPECIMEN

       FILE NAME(S)

\\TICRS\EXPORT17\IMAGEOUT

17\886\622\88662228\xml1\ FTK0003.JPG

       
\\TICRS\EXPORT17\IMAGEOUT

17\886\622\88662228\xml1\ FTK0004.JPG

       
\\TICRS\EXPORT17\IMAGEOUT

17\886\622\88662228\xml1\ FTK0005.JPG

       SPECIMEN DESCRIPTION
We have used "BITVISION" as our products APP name as

well as the Logo of the APP.

ADDITIONAL STATEMENTS SECTION

*TRANSLATION 

(if applicable)
 

*TRANSLITERATION 

(if applicable)
 

*CLAIMED PRIOR REGISTRATION

(if applicable)
 

*CONSENT (NAME/LIKENESS) 

(if applicable)

*CONCURRENT USE CLAIM 

(if applicable)
 

CORRESPONDENCE INFORMATION

*NAME Longse USA Inc.

FIRM NAME Longse USA Inc.

*STREET 147 S 6th Ave.

*CITY La Puente

*STATE 

(Required for U.S. addresses)
California

*COUNTRY United States

*ZIP/POSTAL CODE 91746

PHONE 626-328-0059

FAX 6263360095

*EMAIL ADDRESS horaechoi@gmail.com; lori@cstsecurity.com; qsj@qq.com

../FTK0003.JPG
../FTK0003.JPG
../FTK0004.JPG
../FTK0004.JPG
../FTK0005.JPG
../FTK0005.JPG


*AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

APPLICATION FILING OPTION TEAS Plus

NUMBER OF CLASSES 1

FEE PER CLASS 225

*TOTAL FEE PAID 225

SIGNATURE INFORMATION

* SIGNATURE /cai hongyun/

* SIGNATORY'S NAME HONGYUN CAI

* SIGNATORY'S POSITION CEO

SIGNATORY'S PHONE NUMBER 626-328-0059

* DATE SIGNED 10/21/2019



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2021)

 

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 88662228

Filing Date: 10/21/2019

To the Commissioner for Trademarks:

MARK: BITVISION (stylized and/or with design, see mark)

The literal element of the mark consists of BITVISION. The color(s) white color for letters, background is red is/are claimed as a feature of the

mark. The mark consists of White color for letters "BITVISION", and Red Background.

The applicant, Longse USA Inc., a corporation of California, having an address of

      147 S 6th Ave.

      La Puente, California 91746

      United States

      626-328-0059(phone)

      6263360095(fax)

      XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register

established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 

International Class 009:  Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and

recorders

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant attaches, or

will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in the class of

listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The specimen image

file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 009, the mark was first used by the applicant or the applicant's related company or licensee predecessor in interest at least

as early as 11/06/2018, and first used in commerce at least as early as 11/06/2018, and is now in use in such commerce. The applicant is

submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed

goods/services, consisting of a(n) We have used "BITVISION" as our products APP name as well as the Logo of the APP..

Specimen File1

Specimen File2

Specimen File3

For informational purposes only, applicant's website address is: www.longse.com

The applicant's current Correspondence Information:

      Longse USA Inc.

      Longse USA Inc.

      147 S 6th Ave.

      La Puente, California 91746

      626-328-0059(phone)

      6263360095(fax)

      horaechoi@gmail.com; lori@cstsecurity.com; qsj@qq.com (authorized).

Email Authorization: I authorize the USPTO to send email correspondence concerning the application to the applicant or the applicant's

attorney, or the applicant's domestic representative at the email address provided in this application. I understand that a valid email address must

be maintained and that the applicant or the applicant's attorney must file the relevant subsequent application-related submissions via the

../FTK0002.JPG')
../FTK0003.JPG
../FTK0004.JPG
../FTK0005.JPG


Trademark Electronic Application System (TEAS). Failure to do so will result in the loss of TEAS Plus status and a requirement to submit an

additional processing fee of $125 per international class of goods/services.

A fee payment in the amount of $225 has been submitted with the application, representing payment for 1 class(es).

Declaration

Basis:

If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;

The mark is in use in commerce on or in connection with the goods/services in the application;

The specimen(s) shows the mark as used on or in connection with the goods/services in the application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

AND/OR

If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),

and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;

The applicant has a bona fide intention to use the mark in commerce on or in connection with the goods/services in the

application; and

To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the

mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the

allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration

resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and

belief are believed to be true.

Declaration Signature

Signature: /cai hongyun/   Date: 10/21/2019

Signatory's Name: HONGYUN CAI

Signatory's Position: CEO

Signatory's Phone Number: 626-328-0059

Payment Sale Number: 88662228

Payment Accounting Date: 10/21/2019

Serial Number: 88662228

Internet Transmission Date: Mon Oct 21 15:01:17 EDT 2019

TEAS Stamp: USPTO/FTK-XX.XXX.XXX.XX-2019102115011786

7398-88662228-610cf734b6c347869bcd0a21ec

018e5a3c7b2817ecf7f29a531fb93ec7a8c574-C

C-01167235-20191021135311375782
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To: Longse USA Inc. (horaechoi@gmail.com)

Subject: U.S. Trademark Application Serial No. 88662228 - BITVISION - N/A

Sent: January 27, 2020 03:25:49 PM

Sent As: ecom119@uspto.gov

Attachments:

 

United States Patent and Trademark Office (USPTO)

Office Action (Official Letter) About Applicant’s Trademark Application

 
U.S. Application

Serial No. 88662228

 

Mark:  BITVISION

 

 

 

 

Correspondence

Address: 

LONGSE USA INC.

LONGSE USA INC.

147 S 6TH AVE.

LA PUENTE, CA

91746

 

 

 

Applicant:  Longse

USA Inc.

 

 
 

Reference/Docket

No. N/A

 

Correspondence

Email Address: 

 

horaechoi@gmail.com

 

 

 

NONFINAL OFFICE ACTION

 

The USPTO must receive applicant’s response to this letter within six months of the issue date below or the application will be abandoned. 

Respond using the Trademark Electronic Application System (TEAS).  A link to the appropriate TEAS response form appears at the end of this

Office action. 

 

 

Issue date:  January 27, 2020

 

INTRODUCTION

 

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to

the issues below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

 

SEARCH OF OFFICE’S DATABASE OF MARKS

 

The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that

would bar registration under Trademark Act Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).

 

SUMMARY OF ISSUES

 

·         Section 1 and 45 Refusal – Specimen Insufficient

·         Description of the Mark

mailto:horaechoi@gmail.com
https://www.uspto.gov/trademarks-application-process/abandoned-applications


 

SECTION 1 AND 45 REFUSAL – SPECIMEN INSUFFICIENT

 

Registration is refused because the specimen does not show the applied-for mark in use in commerce.  Trademark Act Sections 1 and 45, 15

U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a). 

 

Specifically, the specimen in this case consists of three images.  The first image consists of three thumbnails of Youtube videos by applicant. 

However, it is not clear what is contained within these videos, moreover, the mark is obscured from view in the two images that may contain the

applied-for mark.  The second image is merely a rendering of the mark which can never serve as a suitable specimen.  Trademark Act Sections 1

and 45, 15 U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); In re Chica, 84 USPQ2d 1845, 1848 (TTAB 2007); TMEP §§904,

904.07(a), 1301.04(g)(i).  The third image appears to be that of a mobile application screenshot from a mobile phone.  Although the applied-for

mark is at the top center of the screen capture, at best, this shows mobile application software goods, which are not among the goods listed in the

identification. 

 

An application based on Trademark Act Section 1(a) must include a specimen showing the applied-for mark in use in commerce for each

international class of goods identified in the application or amendment to allege use.  15 U.S.C. §1051(a)(1); 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a);

TMEP §§904, 904.07(a). 

 

Examples of specimens for goods include tags, labels, instruction manuals, containers, photographs that show the mark on the actual goods or

packaging, and displays associated with the actual goods at their point of sale.  See TMEP §§904.03 et seq.  Webpages may also be specimens for

goods when they include a picture or textual description of the goods associated with the mark and the means to order the goods.  TMEP

§904.03(i).  However, leaflets, handbills, advertising circulars, and other advertising materials generally are not acceptable specimens for goods. 

See TMEP §§904.03 et seq.

 

RESPONDING TO SECTION 1 AND 45 REFUSAL – SPECIMEN INSUFFICIENT

 

Applicant may respond to this refusal by satisfying one of the following for each applicable international class:

 

(1)        Submit a different specimen (a verified “substitute” specimen) that (a) was in actual use in commerce at least as early as the

filing date of the application or prior to the filing of an amendment to allege use and (b) shows the mark in actual use in commerce

for the goods identified in the application or amendment to allege use.  A “verified substitute specimen” is a specimen that is

accompanied by the following statement made in a signed affidavit or supported by a declaration under 37 C.F.R. §2.20:  “The

substitute (or new, or originally submitted, if appropriate) specimen(s) was/were in use in commerce at least as early as the filing

date of the application or prior to the filing of the amendment to allege use.”   The substitute specimen cannot be accepted without

this statement.

 

(2)        Amend the filing basis to intent to use under Section 1(b), for which no specimen is required.  This option will later necessitate

additional fee(s) and filing requirements such as providing a specimen.

 

For an overview of both response options referenced above and instructions on how to satisfy either option online using the Trademark Electronic

Application System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/specimen.jsp. 

 

 

Although applicant’s mark has been refused registration, applicant may respond to the refusal by submitting evidence and arguments in support

of registration.  However, if applicant responds to the refusal, applicant must also respond to the requirement set forth below.

 

DESCRIPTION OF THE MARK AND COLOR CLAIM

 

Applicant must submit an amended description of the mark because the current one is incomplete and does not describe all the significant aspects

of the mark.  37 C.F.R. §2.37; see TMEP §§808.01, 808.02.  Descriptions must be accurate and identify all the literal and design elements in the

mark.  See 37 C.F.R. §2.37; TMEP §§808 et seq.  Here, the description should state that the letter are in “stylized” form and that they are

“against” a red background.

 

In addition, the color claim will need to be simplified to simply state the generic color names that are claimed as a feature of the mark.  The color

claim contains extraneous descriptive wording that does not identify color in the drawing.  TMEP §807.07(a)(i)-(ii).

 

The following color claim and description are suggested, if accurate, changes are shown in bold: 

 

            The colors white and red are claimed as a feature of the mark.

http://www.uspto.gov/trademarks/law/substitutespecimen.jsp
http://www.uspto.gov/trademarks/law/amendingbasis.jsp
http://www.uspto.gov/trademarks/law/specimen.jsp


 

The mark consists of white stylized wording "BITVISION" against a red background.

 

ASSISTANCE

 

Response guidelines.  For this application to proceed, applicant must explicitly address each refusal and/or requirement in this Office action.  For

a refusal, applicant may provide written arguments and evidence against the refusal, and may have other response options if specified above.  For

a requirement, applicant should set forth the changes or statements.  Please see “ Responding to Office Actions” and the informational video

“Response to Office Action ” for more information and tips on responding.

 

Please call or email the assigned trademark examining attorney with questions about this Office action.  Although the trademark examining

attorney cannot provide legal advice or statements about applicant’s rights, the trademark examining attorney can provide applicant with

additional explanation about the refusal(s) and/or requirement(s) in this Office action.  See TMEP §§705.02, 709.06.  Although the USPTO does

not accept emails as responses to Office actions, emails can be used for informal communications and will be included in the application record. 

See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05. 

 

TRADEMARK COUNSEL SUGGESTED

 

Because of the legal technicalities and strict deadlines of the trademark application process, applicant may wish to hire a private attorney who

specializes in trademark matters to assist in the process.  The assigned trademark examining attorney can provide only limited assistance

explaining the content of an Office action and the application process.  USPTO staff cannot provide legal advice or statements about an

applicant’s legal rights.   TMEP §§705.02, 709.06.  See Hiring a U.S.-licensed trademark attorney for more information.

 

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL

REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application online

using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to Office

actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address; and (3)

agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b), 2.23(b);

TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of $125

per class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain situations, TEAS

Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without incurring

this additional fee.  

 

How to respond.  Click to file a response to this nonfinal Office action.    

 

/Jared M. Mason/

Trademark Examining Attorney

Law Office 119

(571) 272-4146

Jared.Mason@uspto.gov

 

RESPONSE GUIDANCE

Missing the response deadline to this letter will cause the application to abandon.  A response or notice of appeal must be received by

the USPTO before midnight Eastern Time of the last day of the response period.  TEAS and ESTTA maintenance or unforeseen

circumstances could affect an applicant’s ability to timely respond.  

 

Responses signed by an unauthorized party are not accepted and can cause the application to abandon.  If applicant does not have an

attorney, the response must be signed by the individual applicant, all joint applicants, or someone with legal authority to bind a juristic

applicant.  If applicant has an attorney, the response must be signed by the attorney.

 

If needed, find contact information for the supervisor of the office or unit listed in the signature block.

 

http://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-getting-started/process-overview/trademark-information-network#heading-14
https://www.uspto.gov/trademarks-getting-started/process-overview/trademark-information-network#heading-14
https://www.uspto.gov/trademarks-getting-started/why-hire-private-trademark-attorney
http://teas.uspto.gov/office/roa/
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information


To: Longse USA Inc. (horaechoi@gmail.com)

Subject: U.S. Trademark Application Serial No. 88662228 - BITVISION - N/A

Sent: January 27, 2020 03:25:50 PM

Sent As: ecom119@uspto.gov

Attachments:

 

United States Patent and Trademark Office (USPTO)

 

USPTO OFFICIAL NOTICE

 
Office Action (Official Letter) has issued

on January 27, 2020 for
U.S. Trademark Application Serial No. 88662228

 
Your trademark application has been reviewed by a trademark examining attorney.  As part of that review, the assigned attorney has
issued an official letter that you must respond to by the specified deadline or your application will be abandoned.  Please follow the
steps below.
 
(1)  Read the official letter.

 
(2)  Direct questions about the contents of the Office action to the assigned attorney below. 
 
 
/Jared M. Mason/
Trademark Examining Attorney
Law Office 119
(571) 272-4146
Jared.Mason@uspto.gov
 
Direct questions about navigating USPTO electronic forms, the USPTO website, the application process, the status of your
application, and/or whether there are outstanding deadlines or documents related to your file to the Trademark Assistance Center
(TAC).
 
(3)  Respond within 6 months (or earlier, if required in the Office action) from January 27, 2020, using the Trademark Electronic
Application System (TEAS).  The response must be received by the USPTO before midnight Eastern Time of the last day of the
response period.  See the Office action for more information about how to respond
 
 
 

GENERAL GUIDANCE
·         Check the status of your application periodically in the Trademark Status & Document Retrieval (TSDR) database to avoid

missing critical deadlines.
 
·         Update your correspondence email address, if needed, to ensure you receive important USPTO notices about your

application.
 
·         Beware of misleading notices sent by private companies about your application.  Private companies not associated with

the USPTO use public information available in trademark registrations to mail and email trademark-related offers and notices –
most of which require fees.  All official USPTO correspondence will only be emailed from the domain “@uspto.gov.”

 
 
 

mailto:horaechoi@gmail.com
https://www.uspto.gov/trademarks-application-process/abandoned-applications
http://tsdr.uspto.gov/view.action?sn=88662228&type=OOA&date=20200127#tdrlink
http://tsdr.uspto.gov/view.action?sn=88662228&type=OOA&date=20200127#tdrlink
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks-application-process/check-status-view-documents
http://tsdr.uspto.gov/
https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks-getting-started/caution-misleading-notices
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1957 (Rev 10/2011)

OMB No. 0651-0050 (Exp 09/20/2020)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 88662228

LAW OFFICE ASSIGNED LAW OFFICE 119

MARK SECTION

MARK FILE NAME https://tmng-al.uspto.gov/resting2/api/img/88662228/large

LITERAL ELEMENT BITVISION

STANDARD CHARACTERS NO

USPTO-GENERATED IMAGE NO

COLOR(S) CLAIMED

(If applicable)

The color(s) white color for letters, background is red is/are claimed as a feature of

the mark.

DESCRIPTION OF THE MARK

(and Color Location, if applicable)
The mark consists of White color for letters "BITVISION", and Red Background.

GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL CLASS 009

DESCRIPTION

Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and recorders

FILING BASIS Section 1(a)

        FIRST USE ANYWHERE DATE At least as early as 11/06/2018

        FIRST USE IN COMMERCE DATE At least as early as 11/06/2018

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL CLASS 009

DESCRIPTION

Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and recorders

FILING BASIS Section 1(a)

       FIRST USE ANYWHERE DATE At least as early as 11/06/2018

       FIRST USE IN COMMERCE DATE At least as early as 11/06/2018

       STATEMENT TYPE

"The substitute (or new, or originally submitted, if appropriate) specimen(s)

was/were in use in commerce at least as early as the filing date of the

application"[for an application based on Section 1(a), Use in Commerce] OR "The

substitute (or new, or originally submitted, if appropriate) specimen(s)

was/were in use in commerce prior either to the filing of the Amendment to

Allege Use or expiration of the filing deadline for filing a Statement of Use" [for

an application based on Section 1(b) Intent-to-Use]. OR "The attached specimen is

a true copy of the specimen that was originally submitted with the application,

amendment to allege use, or statement of use" [for an illegible specimen].

       SPECIMEN

       FILE NAME(S)
\\TICRS\EXPORT18\IMAGEOUT 18\886\622\88662228\xml1 \ ROA0002.JPG
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       SPECIMEN DESCRIPTION Product and Product Packaging

ADDITIONAL STATEMENTS SECTION

COLOR(S) CLAIMED

(If applicable)
The color(s) white and red is/are claimed as a feature of the mark.

DESCRIPTION OF THE MARK

(and Color Location, if applicable)

The mark consists of white stylized wording "BITVISION" against a red

background.

ATTORNEY INFORMATION (new)

NAME Karen Hwang

ATTORNEY BAR MEMBERSHIP NUMBER XXX

YEAR OF ADMISSION XXXX

U.S. STATE/ COMMONWEALTH/ TERRITORY XX

FIRM NAME Copymark Law Group, LLC

STREET 543 Brier Street

CITY Kenilworth

STATE Illinois

POSTAL CODE 60043

COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

EMAIL support@copymarklaw.com

OTHER APPOINTED ATTORNEY Patrick Schweihs

CORRESPONDENCE INFORMATION (current)

NAME LONGSE USA INC.

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE horaechoi@gmail.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) lori@cstsecurity.com; qsj@qq.com

CORRESPONDENCE INFORMATION (proposed)

NAME Karen Hwang

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE support@copymarklaw.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) NOT PROVIDED

SIGNATURE SECTION

DECLARATION SIGNATURE /khwang/

SIGNATORY'S NAME Karen Hwang

SIGNATORY'S POSITION Attorney of Record, IL Bar Member

DATE SIGNED 04/24/2020

RESPONSE SIGNATURE /khwang/

SIGNATORY'S NAME Karen Hwang

SIGNATORY'S POSITION Attorney of Record, IL Bar Member

DATE SIGNED 04/24/2020

../ROA0003.JPG
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AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Fri Apr 24 21:25:57 ET 2020

TEAS STAMP

USPTO/ROA-XXX.XXX.XX.XX-2

0200424212557332297-88662

228-7105fb3c8f3ff51ddd5b2

48b3c43efb7cc8185c216e46e

6eb5877eb274dde89c-N/A-N/

A-20200424212403712216

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1957 (Rev 10/2011)

OMB No. 0651-0050 (Exp 09/20/2020)

Response to Office Action

To the Commissioner for Trademarks:

Application serial no. 88662228 BITVISION (Stylized and/or with Design, see https://tmng-al.uspto.gov /resting2/api/img/8866222 8/large) has

been amended as follows:

CLASSIFICATION AND LISTING OF GOODS/SERVICES

Applicant proposes to amend the following:

Current: 

Class 009 for Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and recorders

Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the applicant's related company or licensee is

using the mark in commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark

was first used at least as early as 11/06/2018 and first used in commerce at least as early as 11/06/2018 , and is now in use in such commerce.

Proposed: 

Class 009 for Closed circuit TV systems for security and surveillance, namely, cameras, switchers, monitors, microphones, and recorders

Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the applicant's related company or licensee is

using the mark in commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark

was first used at least as early as 11/06/2018 and first used in commerce at least as early as 11/06/2018 , and is now in use in such commerce.

Applicant hereby submits one(or more) specimen(s) for Class 009. The specimen(s) submitted consists of Product and Product Packaging.

"The substitute (or new, or originally submitted, if appropriate) specimen(s) was/were in use in commerce at least as early as the filing

date of the application"[for an application based on Section 1(a), Use in Commerce] OR "The substitute (or new, or originally submitted, if

appropriate) specimen(s) was/were in use in commerce prior either to the filing of the Amendment to Allege Use or expiration of the

filing deadline for filing a Statement of Use" [for an application based on Section 1(b) Intent-to-Use]. OR "The attached specimen is a true

copy of the specimen that was originally submitted with the application, amendment to allege use, or statement of use" [for an illegible

specimen]. 

Specimen File1

Specimen File2

Specimen File3

ADDITIONAL STATEMENTS 

Color Claim

The color(s) white and red is/are claimed as a feature of the mark.

Description of mark

The mark consists of white stylized wording "BITVISION" against a red background.

The owner's/holder's proposed attorney information: Karen Hwang. Other appointed attorneys are Patrick Schweihs. Karen Hwang of Copymark
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Law Group, LLC, is a member of the XX bar, admitted to the bar in XXXX, bar membership no. XXX, and the attorney(s) is located at

      543 Brier Street

      Kenilworth, Illinois 60043

      United States

is appointed to submit this Response to Office Action Form on behalf of the applicant.

      The email address is support@copymarklaw.com

Karen Hwang submitted the following statement: The attorney of record is an active member in good standing of the bar of the highest court of a

U.S. state, the District of Columbia, or any U.S. Commonwealth or territory.

Correspondence Information (current): 

      LONGSE USA INC.

      PRIMARY EMAIL FOR CORRESPONDENCE: horaechoi@gmail.com

      SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): lori@cstsecurity.com; qsj@qq.com

Correspondence Information (proposed): 

      Karen Hwang

      PRIMARY EMAIL FOR CORRESPONDENCE: support@copymarklaw.com

      SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): NOT PROVIDED

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the owner/holder and the

owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark Electronic

Application System (TEAS).

SIGNATURE(S)

Declaration Signature

DECLARATION: The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both,

under 18 U.S.C. § 1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or

any registration resulting therefrom, declares that, if the applicant submitted the application or allegation of use (AOU) unsigned, all

statements in the application or AOU and this submission based on the signatory's own knowledge are true, and all statements in the

application or AOU and this submission made on information and belief are believed to be true.

STATEMENTS FOR UNSIGNED SECTION 1(a) APPLICATION/AOU: If the applicant filed an unsigned application under 15 U.S.C.

§1051(a) or AOU under 15 U.S.C. §1051(c), the signatory additionally believes that: the applicant is the owner of the mark sought to be

registered; the mark is in use in commerce and was in use in commerce as of the filing date of the application or AOU on or in connection with

the goods/services/collective membership organization in the application or AOU; the original specimen(s), if applicable, shows the mark in use

in commerce as of the filing date of the application or AOU on or in connection with the goods/services/collective membership organization in

the application or AOU; for a collective trademark, collective service mark, collective membership mark application, or certification mark

application, the applicant is exercising legitimate control over the use of the mark in commerce and was exercising legitimate control over the

use of the mark in commerce as of the filing date of the application or AOU; for a certification mark application, the applicant is not engaged in

the production or marketing of the goods/services to which the mark is applied, except to advertise or promote recognition of the certification

program or of the goods/services that meet the certification standards of the applicant. To the best of the signatory's knowledge and belief, no

other persons, except, if applicable, authorized users, members, and/or concurrent users, have the right to use the mark in commerce,

either in the identical form or in such near resemblance as to be likely, when used on or in connection with the goods/services/collective

membership organization of such other persons, to cause confusion or mistake, or to deceive.

STATEMENTS FOR UNSIGNED SECTION 1(b)/SECTION 44 APPLICATION AND FOR SECTION 66(a)

COLLECTIVE/CERTIFICATION MARK APPLICATION: If the applicant filed an unsigned application under 15 U.S.C. §§ 1051(b),

1126(d), and/or 1126(e), or filed a collective/certification mark application under 15 U.S.C. §1141f(a), the signatory additionally believes that:

for a trademark or service mark application, the applicant is entitled to use the mark in commerce on or in connection with the goods/services

specified in the application; the applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in

commerce as of the application filing date; for a collective trademark, collective service mark, collective membership mark, or certification

mark application, the applicant has a bona fide intention, and is entitled, to exercise legitimate control over the use of the mark in commerce and

had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce as of the application filing date;

the signatory is properly authorized to execute the declaration on behalf of the applicant; for a certification mark application, the applicant will

not engage in the production or marketing of the goods/services to which the mark is applied, except to advertise or promote recognition of the

certification program or of the goods/services that meet the certification standards of the applicant. To the best of the signatory's knowledge

and belief, no other persons, except, if applicable, authorized users, members, and/or concurrent users, have the right to use the mark in



commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the

goods/services/collective membership organization of such other persons, to cause confusion or mistake, or to deceive.

Signature: /khwang/      Date: 04/24/2020

Signatory's Name: Karen Hwang

Signatory's Position: Attorney of Record, IL Bar Member

Response Signature

Signature: /khwang/     Date: 04/24/2020

Signatory's Name: Karen Hwang

Signatory's Position: Attorney of Record, IL Bar Member

The signatory has confirmed that he/she is a U.S.-licensed attorney who is an active member in good standing of the bar of the highest court of a

U.S. state (including the District of Columbia and any U.S. Commonwealth or territory); and he/she is currently the owner's/holder's attorney or

an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S.-licensed attorney not currently associated

with his/her company/firm previously represented the owner/holder in this matter: the owner/holder has revoked their power of attorney by a

signed revocation or substitute power of attorney with the USPTO; the USPTO has granted that attorney's withdrawal request; the owner/holder

has filed a power of attorney appointing him/her in this matter; or the owner's/holder's appointed U.S.-licensed attorney has filed a power of

attorney appointing him/her as an associate attorney in this matter.

Mailing Address:    LONGSE USA INC.

   LONGSE USA INC.

   

   147 S 6TH AVE.

   LA PUENTE, California 91746

Mailing Address:    Karen Hwang

   Copymark Law Group, LLC

   543 Brier Street

   Kenilworth, Illinois 60043
        

Serial Number: 88662228

Internet Transmission Date: Fri Apr 24 21:25:57 ET 2020

TEAS Stamp: USPTO/ROA-XXX.XXX.XX.XX-2020042421255733

2297-88662228-7105fb3c8f3ff51ddd5b248b3c

43efb7cc8185c216e46e6eb5877eb274dde89c-N

/A-N/A-20200424212403712216
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encam encam XVR/DVR 8 Channel H.265 5MP CCTV 5 in 1 Recorder AHD TV...

https://www.kenable.co.uk/en/cctv-security/xvr-dvr-digital-video-recorders/90006-encam-xvr-dvr-8-channel-h265-5mp-cctv-5-in-1-recorder-ahd-tvi-cvi-cvbs-ip-090006-5054338900063.html[7/30/2020 11:59:36 AM]

Contact us Call us: 01744 886752- COVID-19 Update - Parcelforce Courier and Royal Mail are seeing many delays.  They are currently not guaranteeing delivery times.

HOME NEW PRODUCTS HDMI CCTV NETWORKING AUDIO USB VIDEO฀

DESCRIPTION DATA SHEET ATTACHMENTS REVIEWS

Home /  CCTV & Security /  XVR/DVR Digital Video Recorders /  encam XVR/DVR 8 Channel H.265 5MP CCTV 5 in 1 Recorder AHD TVI CVI CVBS IP

encam recorders combine reliable recording and user-friendly interfaces making it your perfect choice when installing CCTV systems. This recorder supports upto

5mp camera or any of our encam 8mp Lite cameras as well as 3rd party systems that use the following formats: AHD/TVI/CVI/CVBS. They have multiple features

including:

Motion Detection

Recording Schedules

Android or Apple IOS Mobile Phone or Tablet connectivity (P2P Viewing)

Email Notifications & Push Image Notifications to your mobile phone

Cloud Storage & USB Backup

Alarm System Intergration (Input & Output)

Privacy Masks

Intelligent Detection

AI Intelligence Face Comparison / Face Database Creation

Auto Maintenance Setup

Intelligent Playback (Full/Motion/Intelligent playback options)

Smart Technology

The smart technology allows you to view your cameras anywhere in the world live from your android or IOS device! You can also set up an email notification to alert

you if someone is on your property and set cloud backups to record footage just in case your recorder is stolen. You can also set up sharing footage over the

internet.

฀ ฀

encam XVR/DVR 8 Channel H.265 5MP CCTV 5 in 1
Recorder AHD TVI CVI CVBS IP

Supports Cameras upto 5mp or 4K/8mp Lite

3rd Party Camera Support (AHD/TVI/CVI/CVBS)

8 Channel DVR/XVR Recorder 

5 In 1 ( AHD TVI CVI CVBS IP)

Android/IOS Ready

H.265+ Compression

Face Detection (With Intelligent Detection)

Alarm Functions

Motion Detection

Email Alerts

Push Image Notifications

Supports Cloud Storage

QS : 090006

Model : XVR-090006

Weight : 1.22 kg

Brand : encam

In stock : 0 Item

£47.99
Tax included 

£39.99 ex

Quantity

 There are not enough products in stock

Share
   

฀
฀  Add to cart

 Enim quis fugiat consequat elit minim nisi eu occaecat occaecat deserunt

aliquip nisi ex deserunt.

Notify me when available

shopping_cart 0

Search products
Account

English 

To give you the best possible experience, this site
uses cookies. Using your site means your agree to

our use of cookies. We have published a new
cookies policy, which tells you more about the

cookies we use. View cookies policy.

Accept

฀

your@email.com

 
       

Notify me when available

1

Search products
 
      

Accept

https://www.kenable.co.uk/en/contact-us
https://www.kenable.co.uk/en/
https://www.kenable.co.uk/en/
https://www.kenable.co.uk/en/new-products
https://www.kenable.co.uk/en/110-hdmi-cables-adapters
https://www.kenable.co.uk/en/212-cctv-security
https://www.kenable.co.uk/en/22-networking
https://www.kenable.co.uk/en/48-audio-cables
https://www.kenable.co.uk/en/324-usb-cables-adapters
https://www.kenable.co.uk/en/325-video-cables
https://www.kenable.co.uk/en/
https://www.kenable.co.uk/en/
https://www.kenable.co.uk/en/212-cctv-security
https://www.kenable.co.uk/en/212-cctv-security
https://www.kenable.co.uk/en/340-xvr-dvr-digital-video-recorders
https://www.kenable.co.uk/en/340-xvr-dvr-digital-video-recorders
https://www.kenable.co.uk/en/manufacturer/157___encam
https://www.kenable.co.uk/en/content/6-privacy-notice


encam encam XVR/DVR 8 Channel H.265 5MP CCTV 5 in 1 Recorder AHD TV...

https://www.kenable.co.uk/en/cctv-security/xvr-dvr-digital-video-recorders/90006-encam-xvr-dvr-8-channel-h265-5mp-cctv-5-in-1-recorder-ahd-tvi-cvi-cvbs-ip-090006-5054338900063.html[7/30/2020 11:59:36 AM]

Android or IOS viewing

Thanks to the peer to peer (P2P) technology viewing on your mobile phone or tablet is an easy process. Simply scan the onscreen QR (barcode)code to download

the app (Bitvision) from the google play store and then scan the serial number to add your system. You can now view your cameras Worldwide with the touch of a

button in real-time.

Motion Detection

Encam recorders allow you set up motion detection for your cameras

Set parameters (recording zones) for each camera so your motion detection is set to key areas of your property.

Adjust the sensitivity of your motion detection to avoid recording every bird or cat that passes your camera.

You can set your record time too, you can set the motion detection to only record at night time or only during work hours or alternatively just set the amount of time

in seconds the footage is captured (in seconds) when the motion detection is triggered. This can save valuable space on your hard drive.

Face Detection

Our recorders support Face Detection, here you can create a database to ignore family members or staff and alert you should a stranger (someone not in your

database) enter your property. You can also set up databases to keep an eye on staff and search playback to see every time they appear on your cameras. This can

save hours of time when searching for events.

Please Note: (your camera must also support this feature to work)

Recording Schedules

The easy to use recording schedule is simple to use and a great feature should you only require your recorder to record at certain times. You can customise your

recorder to suit your needs using this feature. Set Events to record constantly between your time schedule or just to record motion or intelligent face detection. you

can also customise the time for your integrated alarm system here. You can set up to 6 schedules for each day of the week.  

Email & Push Image Notifications

This feature allows you to have emails sent to you or a notification alert on your mobile viewing device when motion/face detection is triggered. This will then send

an image of the subject/intruder to your mobile phone and or email address for you.   

Our recorders support upto 8TB hard drives allowing for plenty of footage to be recorded

Compatible with 3rd Party cameras that use AHD/TVI/CVI/CVBS

Resolutions Supported : Up 5MP Resolution Recording

This XVR can be used for IP or HD cameras:

IP Input: IPC Only/16CH; Default: 4 channel MAX 4K

HD Input: 4K@15fps,5M@20fps/12fps，4M@30fps/15fps,3M@30fps/18fps,2M@30fps

Video Output: 1xHD Output@3840*2160P; 1xVGA@1920*1080P

Compression Method: H.265+/H.265/H.264+/H.264

Video coding:

4K-N@8fps,5M-N@10fps,5M@6fps,4M-N@15fps,4M@8fps,3M-N@18fps,3M@9fps,2M@15fps

Recording Mode: Manual/ Timer/Motion Detection / AI detection/ Alarm/ Motion Measurement & Alarm

Playback: IPC Only 4CH /HD Only 8CH : 2*1080P/1*5M

Playback Mode: Instant playback, regular playback, smart playback

Supporting agreement：TCP/IP HTTP UPnP/NTP SMTP/DHCP/FTP/DDNS RTSP RTCP, P2P,

Support Internet Explorer and Special Client Software

1xRS485, 2×USB, 1xRJ45(10M/100M adaptive Ethernet interface)

AI Management: AI detection/ Face Comparison: 2CH

Backup: Regular backup, smart backup Audio 6ch In & 1ch Out

Support remote view by Mobilephone (iPhone, iPad, Android Phone) Alarm 4ch In & 1ch In

Power consumption: DC 12V/2A ≤6W (Without Hard Disk)

YOU MIGHT ALSO LIKE

Seagate SKYHAWK Surveilance 3.5 SATA Hard
Drive HDD for CCTV 4TB

£113.02  - £94.19 ex

Seagate SKYHAWK Surveilance 3.5 SATA Hard
Drive HDD for CCTV 3TB

£97.97  - £81.64 ex

Seagate SKYHAWK Surveilance 3.5 SATA Hard
Drive HDD for CCTV 2TB

£69.06  - £57.55 ex

 
        

 
        

 
        

https://www.kenable.co.uk/en/cctv-security/cctv-storage/10114-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-4tb-010114-5054338101149.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10114-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-4tb-010114-5054338101149.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10114-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-4tb-010114-5054338101149.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10115-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-3tb-010115-5054338101156.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10115-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-3tb-010115-5054338101156.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10115-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-3tb-010115-5054338101156.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10116-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-2tb-010116-5054338101163.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10116-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-2tb-010116-5054338101163.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10116-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-2tb-010116-5054338101163.html


encam encam XVR/DVR 8 Channel H.265 5MP CCTV 5 in 1 Recorder AHD TV...
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Seagate SKYHAWK Surveilance 3.5 SATA Hard
Drive HDD for CCTV 1TB

£46.95  - £39.12 ex

encam CCTV AHD 2MP 1080P FULL HD 2.8mm
INDOOR Dome Camera White

£10.79  - £8.99 ex

encam CCTV AHD 5MP 3.6mm SONY Starvis
Starlight IMX335 Dome Camera White

£23.99  - £19.99 ex

encam CCTV AHD 2MP/1080P/5MP Lite 3.6mm
Security Anti-Vandal Dome Camera White

£18.34  - £15.28 ex

encam Motorised Auto Focus CCTV AHD Sony
Starvis 5MP/4K Lite 2.7-13.5mm 5x Optical Zoom

Dome Camera White

£45.14  - £37.62 ex

encam Motorised Auto Focus CCTV AHD Sony
Starvis 5MP/4K Lite 2.7-13.5mm 5x Optical Zoom

Dome Camera Grey

£45.14  - £37.62 ex

14 OTHER PRODUCTS IN THE SAME CATEGORY: ฀ ฀

CUSTOMERS WHO BOUGHT THIS PRODUCT ALSO BOUGHT: ฀ ฀

 
        

 
        

 
        

https://www.kenable.co.uk/en/cctv-security/cctv-storage/10117-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-1tb-010117-5054338101170.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10117-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-1tb-010117-5054338101170.html
https://www.kenable.co.uk/en/cctv-security/cctv-storage/10117-seagate-skyhawk-surveilance-35-sata-hard-drive-hdd-for-cctv-1tb-010117-5054338101170.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90001-encam-cctv-ahd-2mp-1080p-full-hd-28mm-indoor-dome-camera-white-090001-5054338900018.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90001-encam-cctv-ahd-2mp-1080p-full-hd-28mm-indoor-dome-camera-white-090001-5054338900018.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90001-encam-cctv-ahd-2mp-1080p-full-hd-28mm-indoor-dome-camera-white-090001-5054338900018.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90003-encam-cctv-ahd-5mp-36mm-sony-starvis-starlight-imx335-dome-camera-white-090003-5054338900032.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90003-encam-cctv-ahd-5mp-36mm-sony-starvis-starlight-imx335-dome-camera-white-090003-5054338900032.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90003-encam-cctv-ahd-5mp-36mm-sony-starvis-starlight-imx335-dome-camera-white-090003-5054338900032.html
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https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90055-encam-cctv-ahd-2mp-1080p-5mp-lite-36mm-security-anti-vandal-dome-camera-white-090055-5054338900551.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90055-encam-cctv-ahd-2mp-1080p-5mp-lite-36mm-security-anti-vandal-dome-camera-white-090055-5054338900551.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90059-encam-motorised-auto-focus-cctv-ahd-sony-starvis-5mp-4k-lite-27-135mm-5x-optical-zoom-dome-camera-white-090059-5054338900605.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90059-encam-motorised-auto-focus-cctv-ahd-sony-starvis-5mp-4k-lite-27-135mm-5x-optical-zoom-dome-camera-white-090059-5054338900605.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90059-encam-motorised-auto-focus-cctv-ahd-sony-starvis-5mp-4k-lite-27-135mm-5x-optical-zoom-dome-camera-white-090059-5054338900605.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90059-encam-motorised-auto-focus-cctv-ahd-sony-starvis-5mp-4k-lite-27-135mm-5x-optical-zoom-dome-camera-white-090059-5054338900605.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90060-encam-motorised-auto-focus-cctv-ahd-sony-starvis-5mp-4k-lite-27-135mm-5x-optical-zoom-dome-camera-grey-090060-5054338900612.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90060-encam-motorised-auto-focus-cctv-ahd-sony-starvis-5mp-4k-lite-27-135mm-5x-optical-zoom-dome-camera-grey-090060-5054338900612.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90060-encam-motorised-auto-focus-cctv-ahd-sony-starvis-5mp-4k-lite-27-135mm-5x-optical-zoom-dome-camera-grey-090060-5054338900612.html
https://www.kenable.co.uk/en/cctv-security/cctv-cameras/ahd-cctv-cameras/90060-encam-motorised-auto-focus-cctv-ahd-sony-starvis-5mp-4k-lite-27-135mm-5x-optical-zoom-dome-camera-grey-090060-5054338900612.html
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA  22313-1451

General Contact Number: 571-272-8500

General Email: TTABInfo@uspto.gov

August 7, 2020

Opposition No. 91264109

Serial No. 88662228

KAREN HWANG
COPYMARK LAW GROUP, LLC
543 BRIER STREET
KENILWORTH, IL 60043

Hangzhou Hikvision Digital Technology Co., 

Ltd.

v.

Longse USA Inc.

ANNA E. RAIMER
JONES DAY

717 TEXAS AVENUE, SUITE 3300
HOUSTON, TX 77002

ESTTA1073554

NOTICE OF INSTITUTION

The opposer (plaintiff) identified above has filed a notice of opposition to the 
registration sought by applicant (defendant) in the above-identified application. 
This notice of institution is forwarded pursuant to Trademark Rules 2.105(b) and 
(c), and constitutes service of the notice of opposition on applicant. An electronic 
version of the notice of opposition is viewable on TTABVUE at 
http://ttabvue.uspto.gov/ttabvue/. See Trademark Rule 2.105(a). The parties should 
diligently monitor this proceeding via TTABVUE.

APPLICANT MUST FILE ANSWER THROUGH ESTTA

As required in the schedule below, applicant must file an answer within forty 
(40) days from the date of this order. Failure to file a timely answer may result 
in the entry of default judgment and abandonment of the application. Regarding

mailto:TTABInfo@uspto.gov
http://ttabvue.uspto.gov/ttabvue/
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when a deadline falls on a Saturday, Sunday or federal holiday, see Trademark Rule

2.196. Applicant must file the answer through ESTTA - Electronic System for

Trademark Trials and Appeals, unless ESTTA is unavailable due to technical

problems or extraordinary circumstances are present. An answer filed on paper

under these limited circumstances must be accompanied by a Petition to the

Director (and the required fee under Trademark Rule 2.6). See Trademark Rule

2.106(b)(1). In substance, applicant’s answer must comply with Fed. R. Civ. P. 8(b);

it must admit or deny the allegations in the notice of opposition, and may include

available defenses and counterclaims. Regarding the form and content of an answer,

see Trademark Rule 2.106(b)(2) and TBMP § 311.
 

DUTY TO MAINTAIN ACCURATE CORRESPONDENCE INFORMATION

Throughout this proceeding, the parties, and their attorneys or representatives,

must notify the Board of any correction or update of physical address and email

address, and should use the ESTTA change of address form. See Trademark Rule

2.18(b); TBMP § 117.
 

SERVICE OF ANSWER AND OF ALL SUBMISSIONS

The service of the answer, and all other submissions in this proceeding, and of all

matters that are required to be served but not required to be filed in the proceeding

record, must be by email unless the parties stipulate otherwise. Trademark Rule

2.119(b). In the absence of a stipulation, service may be by other means only under

the limited circumstances and in a manner specified in Trademark Rule 2.119(b).

Regarding the signing and service of all submissions, see TBMP §§ 113-113.04.
 

The answer, and all other submissions, must include proof of service. As noted in

TBMP § 113.03, proof of service may be in the following certificate of service form:

 

I hereby certify that a true and complete copy of the foregoing

(insert title of submission) has been served on (insert name of

opposing counsel or party) by forwarding said copy on (insert

date of mailing), via email (or insert other appropriate method

of delivery) to:  (set out name, and address or email address of

opposing counsel or party).

 

Signature__________________________

Date_______________________________

 

SUBMIT ALL FILINGS ONLINE VIA ESTTA

Submissions must be filed via ESTTA, the Board’s online filing system, unless

ESTTA is unavailable due to technical problems or extraordinary circumstances are

present. Trademark Rule 2.126(a). Submissions may be filed in paper form only

under the limited circumstances specified in Trademark Rule 2.126(b), with a

required written explanation. ESTTA is accessible at the Board’s web page:
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http://estta.uspto.gov/. The page has instructions and tips. ESTTA offers various

forms, some of which may require attachments and/or a fee. For technical questions,

a party may call 571-272-8500 (Mon. - Fri. 8:30 - 5:00 ET) or email

ESTTA@uspto.gov. This proceeding involves several deadlines, and due to potential

technical issues, parties should not wait until the deadline to submit filings. The

Board may decline to consider an untimely submission. Moreover, Trademark

Rule 2.126 sets forth the required form and format for all submissions (e.g., page

limitations), and the Board may decline to consider any submission that does not

comply with this rule, including, but not limited to motions, briefs, exhibits, and

deposition transcripts.

 

CONFERENCE, DISCOVERY, DISCLOSURE AND TRIAL SCHEDULE

 

 

Time to Answer 9/16/2020

Deadline for Discovery Conference 10/16/2020

Discovery Opens 10/16/2020

Initial Disclosures Due 11/15/2020

Expert Disclosures Due 3/15/2021

Discovery Closes 4/14/2021

Plaintiff's Pretrial Disclosures Due 5/29/2021

Plaintiff's 30-day Trial Period Ends 7/13/2021

Defendant's Pretrial Disclosures Due 7/28/2021

Defendant's 30-day Trial Period Ends 9/11/2021

Plaintiff's Rebuttal Disclosures Due 9/26/2021

Plaintiff's 15-day Rebuttal Period Ends 10/26/2021

Plaintiff's Opening Brief Due 12/25/2021

Defendant's Brief Due 1/24/2022

Plaintiff's Reply Brief Due 2/8/2022

Request for Oral Hearing (optional) 

Due

2/18/2022

 

 

PARTIES ARE REQUIRED TO HOLD DISCOVERY CONFERENCE

The parties are required to schedule and hold a discovery conference by the

deadline in the schedule in this order, or as reset by the Board. In the conference,

the parties are required to discuss, at a minimum, 1) the nature and basis of their

claims and defenses, 2) the possibility of promptly settling, or at least narrowing the

scope of claims or defenses, and 3) arrangements for disclosures, discovery,

preserving discoverable information and introduction of evidence at trial. For

guidance, see Fed. R. Civ. P. 26(f), Trademark Rule 2.120(a)(2)(i) and TBMP §§
401.01 and 408.01(a).

 

mailto:ESTTA@uspto.gov
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The parties must hold the conference in person, by telephone or by a means on

which they agree. A Board interlocutory attorney or administrative trademark

judge will participate in the conference either upon request of any party made no

later than ten (10) days prior to the conference deadline, or when the Board deems

it useful to have Board involvement. See Trademark Rule 2.120(a)(2)(i). A request

for Board participation must be made either through ESTTA, or by telephone call to

the assigned interlocutory attorney named on the TTABVUE record for this

proceeding. A party requesting Board participation should first determine possible

dates and times when all parties are available. A conference with a Board attorney’s
participation will be by telephone in accordance with the Board’s instructions.
 

For efficiency, the parties may stipulate to various procedural and substantive

disclosure, discovery and trial matters (e.g., modification of deadlines and

obligations) upon written stipulation and approval by the Board. Trademark Rule

2.120(a)(2)(iv) provides a non-exhaustive list of matters to which parties may

stipulate. The best practice is to reduce all stipulations to writing. If email service is

not practical, such as for voluminous document production in discovery, the parties

should discuss in the conference how production will be made. The parties, and

their attorneys or representatives, have a duty to cooperate in the discovery

process. TBMP § 408.01.
 

PROTECTIVE ORDER FOR CONFIDENTIAL INFORMATION

The Board's Standard Protective Order is automatically imposed in all inter partes

proceedings, and is available at: https://www.uspto.gov/trademarks-application-

process/appealing-trademark-decisions/standard-documents-and-guidelines-0.

During their conference, the parties should discuss whether they will use an

alternative or modified protective order, subject to approval by the Board. See

Trademark Rule 2.116(g) and TBMP § 412. The standard order does not

automatically protect confidential information; its provisions for designating

confidential information must be utilized as needed by the parties. Trademark Rule

2.126(c) sets forth the procedure for filing confidential submissions.

 

ACCELERATED CASE RESOLUTION (ACR)

During their conference, the parties are to discuss whether they wish to seek

mediation or arbitration, and whether they can stipulate to the Board's Accelerated

Case Resolution (ACR) process for a more efficient and cost-effective means of

obtaining the Board’s determination of the proceeding. For details, and examples of

ACR proceedings, see TBMP § 528, and the Board's webpage:

http://www.uspto.gov/ttab.

https://www.uspto.gov/trademarks-application-process/appealing-trademark-decisions/standard-documents-and-guidelines-0
http://www.uspto.gov/ttab
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INITIAL DISCLOSURES AND DISCOVERY

Regarding the deadline for and contents of initial disclosures, see Trademark Rules

2.120(a)(1) and (2)(i), and TBMP § 401.02. Regarding deadlines for serving and

responding to discovery, see Trademark Rule 2.120(a)(3) and TBMP § 403.03.

Certain provisions of Fed. R. Civ. P. 26 are applicable in modified form. Note that

written discovery (interrogatories, requests for production, requests for admission)

must be served early enough so that responses will be due no later than the close

of discovery. Regarding the scope and limits of discovery, see TBMP 414;

discoverable items may include documents, tangible things, and electronically

stored information (ESI).

 

MOTIONS

Certain provisions of Fed. R. Civ. P. 11 apply to all submissions in Board

proceedings. See TBMP § 527.02. Regarding available motions, see TBMP Chapter

500. Regarding applicable deadlines to respond to motions, depending on the motion

filed, see Trademark Rules 2.127(a) and (e)(1). When a party timely files a

potentially dispositive motion the proceeding is suspended with respect to all

matters not germane to the motion. See Trademark Rule 2.127(d). In addressing

motions or other filings, if it appears to the Board that a telephone conference would

be beneficial, or upon request of one or both parties, the Board may schedule a

conference. See Trademark Rule 2.120(j)(1) and TBMP § 502.06(a).
 

PRETRIAL DISCLOSURES, TRIAL AND BRIEFING

Regarding the procedures and deadlines for pretrial disclosures and trial, and

specifically the noticing, taking, serving and submitting of evidence and testimony,

see Trademark Rules 2.120(k), 2.121, 2.122, 2.123 and 2.125, as well as TBMP

Chapter 700. The parties should review these authorities. For example: witness

testimony may be submitted in the form of affidavit or declaration subject to the

right to oral cross examination; transcripts of testimony depositions, with exhibits,

must be served on each adverse party within thirty (30) days after completion of

taking the testimony; certified transcripts and exhibits must be filed, with notice of

such filing served on each adverse party; and all notices of reliance must be

submitted during the submitting party's assigned testimony period and must

indicate generally the relevance the evidence and associate it with one or more

issues.

 

Main briefs shall be filed in accordance with Trademark Rules 2.128(a) and (b). An

oral hearing is not required, but will be scheduled upon separate notice timely filed

pursuant to Trademark Rule 2.129(a). Regarding briefs and oral hearings, see

TBMP §§ 801-802.

 

TIPS FOR FILING EVIDENCE, TESTIMONY, OR LARGE DOCUMENTS

The Board requires each submission to meet the following criteria before it will be

considered: 1) pages must be legible and easily read on a computer screen; 2) page
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1 To facilitate accuracy, ESTTA provides thumbnails to view each page before submitting.

orientation should be determined by its ease of viewing relevant text or evidence,

for example, there should be no sideways or upside-down pages; 3) pages must

appear in their proper order; 4) depositions and exhibits must be clearly labeled and

numbered – use separator pages between exhibits and clearly label each exhibit

using sequential letters or numbers - and 5) the entire submission should be text-

searchable. Additionally, submissions must be compliant with Trademark Rules

2.119 and 2.126. Submissions failing to meet all of the criteria above may require

re-filing. Note: Parties are strongly encouraged to check the entire document before

filing.1 The Board will not extend or reset proceeding schedule dates or other

deadlines to allow time to re-file documents. For more tips and helpful filing

information, please visit the please visit the ESTTA help webpage.

 

LEGAL RESOURCES AVAILABLE AT WEB PAGE

For a general description of Board proceedings, see TBMP §102.03. Proceedings are

governed by the Trademark Rules of Practice in Parts 2 and 7 of Title 37 of the

Code of Federal Regulations. These rules, the Manual of Procedure (TBMP),

information on Accelerated Case Resolution (ACR) and Alternative Dispute

Resolution (ADR), and many Frequently Asked Questions, are available on the

Board’s web page, at:
http://www.uspto.gov/ttab. The parties should check the web page for important

changes, announcements, etc., many of which apply to proceedings already in

progress.

 

PARTIES NOT REPRESENTED BY COUNSEL

This proceeding is similar to a civil action in a federal district court and can be

complex. The Board strongly advises all parties to secure the services of an

attorney who is familiar with trademark law and Board procedure. The Board

cannot aid in the selection of an attorney. See TBMP § 114.02. The Board requires

strict compliance with all applicable authorities whether or not the party is

represented by counsel.

 

PARTIES WITHOUT A U.S. DOMICILE MUST SECURE U.S. COUNSEL

Effective August 3, 2019, the USPTO amended its rules to require applicants,

registrants or parties to a proceeding whose domicile is not located within the U.S.

or its territories to be represented by an attorney who is an active member in good

standing of the bar of the highest court of a state in the U.S., including the District

of Columbia or any Commonwealth or territory. Attorney information requires

applicant’s appointed attorney to provide email and bar information as follows: Year

of admission, State or territory of admission and, bar number if one is issued. 84 FR

31498 (Requirement of U.S. Licensed Attorney for Foreign Trademark Applicants

and Registrants, July 2, 2019). Until ESTTA forms are available which will mask

the bar information, an attorney may file the required information through ESTTA

https://www.uspto.gov/trademarks-application-process/trademark-trial-and-appeal-board/estta-help
http://www.uspto.gov/ttab
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and select “confidential.” A filing under “confidential” is not made available for

public viewing.

 

NOTIFY BOARD OF ALL PENDING ACTIONS

If the parties are, or during the pendency of this proceeding become, parties in

another Board proceeding or a civil action involving the same or related marks, or

involving any issues of law or fact which are also in this proceeding, they shall

notify the Board immediately. See Trademark Rule 2.106(b)(3)(i). The Board will

consolidate and/or suspend related Board proceedings, as appropriate. See

Trademark Rule 2.117(c); TBMP §§ 510 and 511.

 

 



 

 
 
 

EXHIBIT 6 
 



 

 

September 27, 2020 

 

Opposition No. 91264109 

 

Hangzhou Hikvision Digital Technology Co., 

Ltd. 

 

v. 

Longse USA Inc. 
 

 

NOTICE OF DEFAULT 

An answer to the notice of opposition was due in this proceeding on September 

16, 2020. Inasmuch as it appears that no answer has been filed, nor has Applicant 

filed a motion to further extend the time to file an answer, notice of default is 

hereby entered against Applicant pursuant to Fed. R. Civ. P. 55(a). 

Accordingly, proceedings are suspended. Applicant is allowed until thirty days 

from the date of this order to show cause why judgment by default should not be 

entered against Applicant in accordance with Fed. R. Civ. P. 55(b)(2). 

The failure to file a timely answer tolls all deadlines, including the discovery 

conference, until the issue of default is resolved. See Trademark Rule 2.106(a). 

The schedule for the discovery conference, initial disclosures, discovery and trial 

will be reset in the event that the Board resumes proceedings. 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA  22313-1451 
General Contact Number: 571-272-8500 
General Email: TTABInfo@uspto.gov 

mailto:TTABInfo@uspto.gov


 

 
 
 

EXHIBIT 7 
 



 

 

 

ey 

November 6, 2020 

 

Opposition No. 91264109 

 

Hangzhou Hikvision Digital Technology Co., 

Ltd. 

 

v. 

Longse USA Inc. 

 

 
By the Trademark Trial and Appeal Board: 

On September 27, 2020, the Board issued a notice of default to Applicant because 

no answer had been filed. 

No response to the notice of default has been filed. 

Accordingly, judgment by default is hereby entered against Applicant, the 

opposition is sustained, and registration to Applicant is refused. See Fed. R. Civ. P. 

55(b) and Trademark Rule 2.106(a). 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 

P.O. Box 1451 
Alexandria, VA  22313-1451 

General Contact Number: 571-272-8500 
General Email: TTABInfo@uspto.gov 

mailto:TTABInfo@uspto.gov
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CALAVO GROWERS, INC. v. LUIS CALVO SANZ, S.A, 2007 WL 1144944 (2007)

 © 2022 Thomson Reuters. No claim to original U.S. Government Works. 1

2007 WL 1144944 (Trademark Tr. & App. Bd.)

THIS OPINION IS NOT A PRECEDENT OF THE T.T.A.B.

Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

CALAVO GROWERS, INC.

v.

LUIS CALVO SANZ, S.A

OPPOSITION 91170990
April 11, 2007

*1  Before Walters, Rogers, and Cataldo
Administrative Trademark Judges

By the Board:

This case now comes up for consideration of opposer's motion (filed January 12, 2007) for summary judgment on its claim of

res judicata. The parties have fully briefed the motion. 1

The Board has carefully reviewed the parties' respective arguments and accompanying exhibits, although the Board has not
repeated the parties' arguments in this order.
 
I. Background

By way of background, on November 19, 2004, applicant applied to register the mark displayed below

for “fish and canned fish” in International Class 29. 2

Calavo Growers, Inc. 3  has opposed registration of applicant's mark on the grounds that applicant's applied-for mark (1) so
resembles opposer's previously used and registered marks that it is likely to cause confusion, mistake, or deceive prospective
consumers under Section 2(d) of the Lanham Act; (2) will dilute the distinctive quality of opposer's marks under Section 43(c)
of the Lanham Act as amended; (3) is primarily merely a surname within the meaning of Section 2(e)(4) of the Lanham Act;
and (4) is barred by the doctrine of res judicata based on the Board's determination in a prior proceeding involving opposer's
predecessor in interest and applicant, Opposition No. 91122583, Calavo Growers of California v. Luis Calvo Sanz, S.A..

The previous opposition involved applicant's application to register the mark displayed below

https://www.westlaw.com/Link/Document/FullText?findType=h&reportingName=PROFILER-TMJ&cite=If6cb8ca0fdf611ddb055de4196f001f3&originatingDoc=I1a15e60fee6211dbaba7d9d29eb57eff&refType=JP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation) 
https://www.westlaw.com/Link/Document/FullText?findType=h&reportingName=PROFILER-TMJ&cite=If49aa2e0fdf611ddb055de4196f001f3&originatingDoc=I1a15e60fee6211dbaba7d9d29eb57eff&refType=JP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation) 
https://www.westlaw.com/Link/Document/FullText?findType=h&reportingName=PROFILER-TMJ&cite=Iec82f350fdf611ddb055de4196f001f3&originatingDoc=I1a15e60fee6211dbaba7d9d29eb57eff&refType=JP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation) 
https://www.westlaw.com/Link/Document/Blob/I5b963750eec911db9442ffbaf6e0c46d.png?originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentImage&contextData=(sc.UserEnteredCitation) 
https://www.westlaw.com/Link/Document/Blob/I5b963750eec911db9442ffbaf6e0c46d.png?originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentImage&contextData=(sc.UserEnteredCitation) 


CALAVO GROWERS, INC. v. LUIS CALVO SANZ, S.A, 2007 WL 1144944 (2007)

 © 2022 Thomson Reuters. No claim to original U.S. Government Works. 2

for “meat, fish, poultry and game; meat extracts; preserved, dried and cooked fruits and vegetables; jellies, jams; eggs, milk;

edible oils; canned preserved meat and fish” in International Class 29. 4  In that case, opposer asserted claims of likelihood of
confusion, dilution, and that applicant's mark is primarily merely a surname. See Opposer's Amended Notice of Opposition. On
May 17, 2002, the Board entered default judgment against applicant, pursuant to Fed. R. Civ. P. 55(b) for applicant's failure
to answer the amended notice of opposition.

On November 30, 2006, the Board, noting that the doctrine of res judicata serves to preclude in appropriate cases the relitigation
of matters previously litigated, invited the parties to address this issue by way of a motion for summary judgment limited to the
claim of res judicata. Opposer then filed the motion for summary judgment which is the subject of this order.
 
II. Opposer's Motion for Summary Judgment

We will now discuss whether summary judgment is warranted in this case. Summary judgment is an appropriate method of
disposing of cases in which there are no genuine issues of material fact in dispute, thus leaving the case to be resolved as a
matter of law. See Fed. R. Civ. P. 56(c). A party moving for summary judgment has the burden of demonstrating the absence of
any genuine issue of material fact, and that it is entitled to summary judgment as a matter of law. See Celotex Corp. v. Catrett,
477 U.S. 317, 106 S.Ct. 2548 (1986). The nonmoving party must be given the benefit of all reasonable doubt as to whether
genuine issues of material fact exist, and the evidentiary record on summary judgment, and all inferences to be drawn from the
undisputed facts, must be viewed in the light most favorable to the nonmoving party. See Opryland USA, Inc. v. Great American
Music Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992). When the moving party's motion is supported by evidence
sufficient to indicate that there is no genuine issue of material fact, and that the moving party is entitled to judgment, the burden
shifts to the nonmoving party to demonstrate the existence of specific genuinely-disputed facts that must be resolved at trial.
The nonmoving party may not rest on the mere allegations of its pleadings and assertions of counsel, but must designate specific
portions of the record or produce additional evidence showing the existence of a genuine issue of material fact for trial.

*2  For the reasons explained below, we find that the doctrine of res judicata applies to this case.

Under the doctrine of res judicata (or claim preclusion), the entry of a final judgment “on the merits” of a claim (i.e., cause of
action) in a proceeding serves to preclude the relitigation of the same claim in a subsequent proceeding between the parties or
their privies, even in those cases where the prior judgment was the result of a default or consent. See Lawlor v. National Screen
Service Corp., 349 U.S. 322, 75 S.Ct. 865, 99 L.Ed. 1122 (1955); Chromalloy American Corp. v. Kenneth Gordon, Ltd., 736
F.2d 694, 222 USPQ 187 (Fed. Cir. 1984); and Flowers Industries, Inc. v. Interstate Brands Corp., 5 USPQ2d 1580 (TTAB
1987). A second suit is barred by res judicata or claim preclusion if

(1) the parties (or their privies) are identical;

(2) there has been an earlier final judgment on the merits of a claim; and
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(3) the second claim is based on the same set of transactional facts as the first.

Jet, Inc. v. Sewage Aeration Systems, 223 F.3d 1360, 55 USPQ2d 1854, 1856 (Fed. Cir. 2000).
 
A. The Parties (or Their Privies) are Identical

No genuine issue of material fact exists regarding the first factor of the res judicata analysis -- that the present opposition involves
the same parties or their privies as the prior opposition. Opposer has submitted evidence in the form of a declaration from Bruce
Spurrell, Director of Purchasing and Risk Management for opposer, attesting that opposer is the successor-in-interest of Calavo
Growers of California, the plaintiff in the prior case. Specifically, Mr. Spurrell asserts that opposer acquired all the rights, title,
and interest of the Calavo Growers of California (including the CALAVO trademark registrations and applications) pursuant
to a merger and reorganization of the companies. Para. 3, Spurrell Declaration. Applicant has submitted no evidence to rebut
the assertions contained therein.
 
B. There Has Been an Earlier Final Judgment on the Merits of a Claim

With regard to the second factor of the res judicata analysis, there is no genuine issue of material fact that there has been an
earlier final judgment on the merits of a claim. As noted inter alia, the Board entered default judgment against applicant in the
prior opposition. It is well established that a default judgment can operate as a final judgment on the merits for res judicata. See
International Nutrition Co. v. Horphag Research Ltd., 55 USPQ2d 1492 (Fed. Cir. 2000) and cases cited therein; see generally
Wright, Miller & Cooper, 18A Federal Practice and Procedure Civil 2d § 4440 (1999).
 
C. The Second Claim is Based On the Same Set of Transactional Facts as the First

*3  It is undisputed that the subsequent claims are based on the same set of transactional facts as the first. There is no genuine
issue of material fact that the claims asserted by opposer in both proceedings are identical.

In addition, it is undisputed that the literal element of the marks at issue are identical. Applicant's slight modification to the design
element of its current application cannot serve to avoid res judicata. Miller Brewing Company v. Coy International Corporation,
230 USPQ 675 (TTAB 1986) (“Miller Brewing”) provides an apt illustration of this principle. In Miller Brewing, the Board
found that the doctrine of res judicata applied to an applicant's second mark because the second mark differed from the first mark
only insignificantly, and applicant had abandoned the application for the first mark resulting in a judgment against the applicant.
In reaching its determination, the Board emphasized that it did not “wish to encourage losing parties to insignificantly modify
their marks after an adverse ruling and thereby avoid the res judicata effect of the prior adjudication.” See also Aromatique
Inc. v. Lang, 25 USPQ2d 1359 (TTAB 1992).

Lastly, there is no genuine issue of material fact that the goods of applicant's present application are merely a narrowed version
of the goods from applicant's prior application. Applicant cannot avoid the estoppel effect of a prior decision by filing a second
application that contains a narrower definition of the goods that were “fully encompassed” in the previous application. See J.I.
Case Co. v. F.L. Industries, Inc., 229 USPQ 697 (TTAB 1986).

In sum, there is no genuine issue of material fact that the requisite elements for res judicata have been satisfied. In view thereof,
opposer's motion for summary judgment is granted on its claim of res judicata. The opposition is sustained, and registration
of applicant's mark is refused.

The Board notes, however that applicant, in its answer to the notice of opposition, counterclaimed to cancel five of opposer's
pleaded registrations on the grounds that the mark CALAVO has become generic for the goods and services identified therein,
and that the registrations were fraudulently procured from the USPTO.
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In view thereof, applicant is allowed until twenty (20) days from the mailing date of this order to indicate whether it would like
to proceed on the counterclaims, failing which said counterclaims shall be dismissed.

Footnotes

1 Opposer has submitted a reply brief which the Board has exercised its discretion to consider. See Trademark Rule
2.127(a).

2 Application Serial No. 76621293, alleging a bona fide intention to use the mark in commerce. The color(s) blue and
white is/are claimed as a feature of the mark with the following description: “The mark includes three shades of the
color blue. The darkest shade of blue appears beneath the word “CALVO”, while a lighter shade of blue surrounds the
word “CALVO” and the lightest shade of blue is in the outermost top portion. The word “CALVO” appears in white
letters surrounded by shading.”

3 In the notice of opposition, opposer has alleged that it is the successor-in-interest of Calavo Growers of California.

4 Application Serial No. 75769566, filed August 6, 1999. The application contains the statement that the English
translation of the term “CALVO” is “BALD” and that the drawing is lined for the color blue.

2007 WL 1144944 (Trademark Tr. & App. Bd.)

End of Document © 2022 Thomson Reuters. No claim to original U.S. Government Works.
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2016 WL 837732 (Trademark Tr. & App. Bd.)

THIS OPINION IS NOT A PRECEDENT OF THE TTAB

Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

HAGGAR CLOTHING CO.

v.

MERVE OPTIK SANAYI VE TICARET ANONIM SIRKETI

Opposition No. 91221844
February 2, 2016

*1  Before Seeherman, Taylor, and Shaw
Administrative Trademark Judges

By the Board:

Merve Optik Sanayi Ve Ticaret Anonim Sirketi (hereafter “Applicant”) seeks to register the stylized mark MUSTANG (shown
below) for “spectacle frames; optical goods, namely, eye glasses, eyeglass lenses, sunglasses, lenses for sunglasses, eyeglass

cases, eyeglass chains and cords.” 1

Haggar Clothing Co. (hereafter “Opposer”) opposes registration of the mark on the ground of likelihood of confusion under
Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), and on the basis that registration is barred under the doctrine of claim
preclusion (res judicata).

This case now comes up for consideration of Opposer's fully briefed motion (filed September 3, 2015) for partial summary
judgment on whether Applicant's registration of the applied-for mark is barred by the doctrine of claim preclusion. Opposer

asserts that in a prior opposition between the parties (Opposition No. 91185522) involving the stylized mark MUSTANG 2

(shown below),

the Board granted as conceded Opposer's motion for summary judgment on its claim of likelihood of confusion, and entered final
judgment and refused registration of Applicant's MUSTANG (stylized) mark; that this opposition involves the same parties and
the same transactional facts as the prior opposition; and that registration of the applied-for mark is barred by claim preclusion.

Summary judgment is an appropriate method of disposing of cases in which there is no genuine dispute with respect to any
material fact, thus leaving the case to be resolved as a matter of law. See Fed. R. Civ. P. 56(a). A party moving for summary
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judgment has the burden of demonstrating the absence of any genuine dispute as to a material fact, and that it is entitled to
judgment as a matter of law. See Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986); Sweats Fashions, Inc. v. Pannill Knitting
Co. Inc., 833 F.2d 1560, 4 USPQ2d 1793, 1796 (Fed. Cir. 1987). A factual dispute is genuine if, on the evidence of record, a
reasonable fact finder could resolve the matter in favor of the non-moving party. See Opryland USA Inc. v. Great Am. Music
Show Inc., 970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme Foods, Inc. v. Roundy's, Inc., 961 F.2d 200, 22
USPQ2d 1542, 1544 (Fed. Cir. 1992). Additionally, the evidence of record and all justifiable inferences that may be drawn from
the undisputed facts must be viewed in the light most favorable to the non-moving party. See Lloyd's Food Prods. Inc. v. Eli's
Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993); and Opryland USA, 23 USPQ2d at 1472.

*2  Initially, we note that there is no dispute that Opposer has standing to bring this opposition. With the subject motion,
Opposer has submitted the declaration of its counsel (Elizabeth K. Stanley) to which is attached printouts from the USPTO

TSDR database of its three asserted U.S. registrations for the mark MUSTANG (9 TTABVUE 23-50), 3  thereby showing that
it has a real interest in the proceeding. See Lipton Indus., Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185 (CCPA
1982). We point out that Applicant has not challenged Opposer's standing.

Turning next to the merits of the motion, under the doctrine of claim preclusion or res judicata, the entry of a final judgment
“on the merits” of a claim in a proceeding serves to preclude the relitigation of the same claim, cause of action, or defense in
a subsequent proceeding that involves the same parties or their privies, even when the prior judgment resulted from default,
consent of the parties, or dismissal with prejudice. See Lawlor v. Nat'l Screen Serv. Corp., 349 U.S. 322, 326 (1955); Chromalloy
Am. Corp. v. Kenneth Gordon, Ltd., 736 F.2d 694, 222 USPQ 187, 189 (Fed. Cir. 1984); and Flowers Indus. Inc. v. Interstate
Brands Corp., 5 USPQ2d 1582 (TTAB 1987). A subsequent claim will be barred by claim preclusion if: “(1) there is identity of
parties (or their privies); (2) there has been an earlier final judgment on the merits of a claim; and (3) the second claim is based
on the same set of transactional facts as the first.” Jet Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 55 USPQ2d 1854, 1857 (Fed.
Cir. 2000), reh'g and reh'g en banc denied (Sept. 28, 2000) (citing Parklane Hosiery Co. v. Shore, 439 U.S. 322, 326 n.5 (1979)).
• Identity of the Parties

Opposer argues that Applicant is in privity with the applicant in the prior opposition insofar as that applicant merely changed
its company structure in January 2011 from a limited company to an incorporated company, as indicated in its name, i.e., from
LIMITED to ANONIM, as shown below:
 

Merve Optik Sanayi Ve Ticaret Limited Sirketi
 

Merve Optik Sanayi Ve Ticaret Anonim Sirketi

Opposer also points out that the addresses in Turkey for each company are “fundamentally identical,” and that the principals
“overlap.” In support of the foregoing assertions, Opposer submitted (with Ms. Stanley's declaration) the following materials:
(i) a printout from the USPTO TSDR database showing the “owner address” for the prior application (9 TTABVUE 52);

(ii) a copy of a Hoover's report and a OneSource Company summary report (dated August 24, 2015) concerning Applicant (9
TTABVUE 165-173);

*3  (iii) a printout from the “D&B Worldbase” on the prior applicant (9 TTABVUE 174-175); and

(iv) a copy of an excerpt from the Trade Registry Gazette of Turkey, written in Turkish (9 TTABVUE 161-163).
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These documents show the following:
(1) the address of the prior applicant is “Senlikoy, Akasya Sokak NO: 4/1 Florya, Bakirkoy-Istanbul, Turkey,” and the address
of Applicant in this proceeding is “No. 4/1 Senlikkoy Mahallesi, Akasya Sokak, Florya Bakirkoy, 34153 Istanbul, Turkey.”

(2) the two applicants share principals, i.e., Ali Demirel, Hikmet Demirel, Arif Mahmut Demirel, and Mucteba Fatih Demirel
are the Chairman, Vice Chairman, and Directors, respectively, of Applicant in this proceeding; and Ali Demirel, Arif Mahmut
Demirel, Omer Fahrettin Demirel, and Mucteba Fatih Demirel are managers of the prior applicant.

Additionally, in response to Applicant's contention that “it is mere supposition to assume that because the two entities appear
to have the same address that the companies are related or in privity,” Opposer provided with its reply brief the following
documents:

(i) an English translation 4  of the previously submitted January 6, 2011 issue of the Trade Registry Gazette of Turkey, which
shows that the “Former Trade Name” of Applicant is “Merve Optik Sanayi Ve Ticaret Limited Sirketi,” and that there was a
change in the type of company. Additionally, all five persons listed above as managers of the prior applicant are identified to be
the founding shareholders of Applicant (12 TTABVUE 22, 25). The declaration of the translator accompanies the translation
(12 TTABVUE 21).

(ii) the declaration of Isilay Simsek Cengiz, an attorney from Turkey, who attests that the issue of the Trade Registry Gazette
referred to supra is a true and correct copy of Issue No. 7724 and was accessed from The Union of Chambers and Commondity
Exchanges of Turkey at www.ticaretsicil.gov.tr on August 24, 2015; Mr. Cengiz states that on December 15, 2010, the prior
applicant converted from a limited company to a joint stock company and is now trading under the name of Applicant; that
Applicant assumed all the assets and liabilities of the prior applicant upon transfer (¶ 3); and that Applicant is the successor
to the prior applicant (¶ 4).

As noted, Applicant has merely argued that Opposer did not demonstrate that the two applicants are the same or in privity.
Applicant did not actually state that the two entities are not the same or not in privity, nor did it provide any evidence to this effect.

When the moving party's motion is supported by evidence sufficient to indicate that there is no genuine dispute as to any material
fact, as Opposer has done here, the burden shifts to the nonmoving party to demonstrate the existence of specific genuinely-
disputed facts that must be resolved at trial. The nonmoving party may not rest on the mere allegations of its pleadings and
assertions of counsel, but must designate specific portions of the record or produce additional evidence showing the existence
of a genuine issue of material fact for trial. In general, to establish the existence of disputed facts requiring trial, the nonmoving
party “must point to an evidentiary conflict created on the record at least by a counterstatement of facts set forth in detail
in an affidavit by a knowledgeable affiant.” Octocom Sys. Inc. v. Houston Computers Servs. Inc., 918 F.2d 937, 16 USPQ2d
1783, 1786 (Fed. Cir. 1990). Applicant has not provided any evidence that would indicate that there is a genuine dispute as to
relationship between the applicant in the prior proceeding and the applicant in this proceeding.

*4  In view of the foregoing evidence, we find that there is no genuine dispute that it is the same Opposer in the two proceedings,
and that the applicants are either identical or in privity. The first element to demonstrate claim preclusion is therefore satisfied.
• Earlier Final Judgment on the Merits of a Claim
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Opposer argues that the prior adjudication between the parties operates as a final judgment on the merits for purposes of claim
preclusion. Applicant does not disagree that “such a decision by the Board can serve as the basis upon which claim preclusion
may rest,” rather, Applicant suggests that the Board should carefully consider applying claim preclusion in this case “when
the Board did not reach a decision on the merits.” In reply, Opposer maintains that the judgment was on the merits and that
Applicant has mischaracterized the Board's prior order.

The record shows that Opposer's motion for summary judgment (filed October 19, 2009, in the prior opposition) sought entry
of judgment against the prior applicant on Opposer's claim of likelihood of confusion; that on January 11, 2010, the motion was
granted as conceded; and that judgment was entered in favor of Opposer (9 TTABVUE 65, 147).

It is not necessary for issues to have been actually litigated in order for claim preclusion to apply. Claim preclusion applies
“even when the prior judgment resulted from default, consent, or dismissal with prejudice.” Flowers Indus. Inc. v. Interstate
Brands Corp., 5 USPQ2d at 1583. In view thereof, we find that there was an earlier final judgment on the merits. The second
element to demonstrate claim preclusion is therefore satisfied.
• The Second Claim Is Based on the Same Set of Transactional Facts as the First.

The Court of Appeals for the Federal Circuit has described “transaction” as referring to “the same nucleus of operative facts”,
and held that a common set of transactional facts is to be identified “pragmatically.” Jet, Inc., 55 USPQ2d at 1856. See also
Restatement (Second) of Judgments Section 24 (1982) (defining “claim” as encompassing rights and remedies arising out of
the same set of transactional facts) (cited in Chromalloy Am. Corp. v. Kenneth Gordon, Ltd., 222 USPQ at 189-90). “[T]he
Board [has] defined the ‘claims' involved, for res judicata purposes, as the applicants' claims, as asserted in their applications,
of entitlement to registration of their marks.” Institut National Des Appellations d'Origine v. Brown-Forman Corp., 47 USPQ2d

1875, 1894 (TTAB 1998). Further, “[t]he Board, in applying the Restatement's analysis 5  in determining whether two opposition
proceedings, against two applications, involve the same “claim” for purposes of the claim preclusion doctrine, has looked to
whether the mark involved in the first proceeding is the same mark, in terms of commercial impression, as the mark involved
in the second proceeding and whether the evidence of likelihood of confusion between the opposer's mark and the applicant's
first mark would be identical to the evidence of likelihood of confusion between the opposer's mark and the applicant's second
mark.” Id. Therefore, we must first consider whether the applied-for mark in this proceeding and the mark in the prior opposition
are the same mark in terms of commercial impression.

*5  The proper test for determining whether two marks have the same commercial impression, for purposes of the claim
preclusion doctrine, is the test used to determine whether or not “tacking” is allowed, i.e., whether the marks are legal
equivalents. Id. at 1895. The previous mark must be indistinguishable from the mark in question; the consumer should consider
both as the same mark; and they must create “the same, continuing commercial impression.” Hana Fin., Inc. v. Hana Bank,
113 USPQ2d 1365, 1367 (2015) (internal quotation marks and citations omitted). See also Be Sport, Inc. v. Al-Jazeera Satellite
Channel, 115 USPQ2d 1765, 1768 (TTAB 2015) (“where there are material differences, the commercial impression is not the
same; the commercial impression is the same, however, where the differences are immaterial.”).

Applicant argues that the cursive font and the elongated bar crossing the letter “t” in the prior mark create a different commercial
impression from the applied-for stylized mark. We disagree and find the Board's analysis in Miller Brewing Co. v. Coy Int'l
Corp., 230 USPQ 675 (TTAB 1986), to be persuasive. In Miller Brewing, the Board considered whether the two word and
design marks shown below created the same commercial impression:
• Applied-for Mark:
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• Prior Mark:

In that case, the new, applied-for mark added the terminology “CASK NO. 32” and included additional sheaves of grain next
to the oval design. The Board determined that the two marks created substantially the same commercial impression, the minor
alterations did not rise to the level of creating a new mark, and the two designs represented one transaction or a series of
connected transactions for purposes of res judicata. Id. at 678. Here, the change to the font of the mark MUSTANG is similar,
with both marks evoking substantially the same commercial impression. The stylization of Applicant's prior and applied-for
marks is minimal, and the minor alteration to the prior mark does not rise to the level of a new mark. See also Aromatique Inc.
v. Lang, 25 USPQ2d 1359 (TTAB 1992) (although there were slight differences in typeface and capitalization, the two marks
created virtually identical commercial impressions and “the very minor alterations to the mark involved ... do not rise to the
level that we can consider them to create a new mark sufficient, under the circumstances, to allow applicant to seek registration
herein”). Cf. S & L Acquisition Co. v. Helen Arpels Inc., 9 USPQ2d 1221, 1226 (TTAB 1987) (“there can be no doubt that
‘ADRIEN ARPEL’ whether represented in block form or stylized lettering is the single dominant commercial impression of
both marks engendering the same and continuing commercial impression”); In re Pickett Hotel Co., 229 USPQ 760, 763 (TTAB
1986) (“The style of lettering is also insignificant, in that it is clearly not so distinctive as to create any separate commercial
impression in the minds of purchasers of appellant's services.”). In sum, neither font at issue is so stylized that Applicant's
current mark evokes a different commercial impression from its prior mark.
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*6  With respect to the goods set forth in each application (repeated below), the doctrine of res judicata is applicable not only
with respect to an identical description of goods as had been previously litigated, but with respect to all goods that could be said
to be encompassed by that prior description. See Gen. Elec. Co. v. Raychem Corp., 204 USPQ 148, 150 (TTAB 1979) (citing
Toro Co. v. Hardigg Indus., Inc., 549 F.2d 785, 193 USPQ 149 (CCPA 1977)).
• Prior application:

“Spectacles, spectacle cases, sunglasses, frames for spectacles and sunglasses, contact lens and contact
lens cases, eyewear accessories, namely, straps, neck cords and head straps which restrain eyewear from
movement on a wearer and spectacle chains.”

• Current application:

“Spectacle frames; optical goods, namely, eye glasses, eyeglass lenses, sunglasses, lenses for sunglasses,
eyeglass cases, eyeglass chains and cords.”

Thus, the identification of “spectacle frames” in the current application is the same as “frames for spectacles” in the prior
application; “eye glasses” is the same as “spectacles”; “sunglasses” is the same; “eyeglass cases” is the same as “spectacle
cases”; “eyeglass chains” is the same as “spectacle chains”; and “eyeglass cords” is the same as “neck cords which restrain
eyewear from movement on a wearer.” Although “eyeglass lenses” and “lenses for sunglasses,” which are in the identification of
the second application, are not specifically listed in the first application, because such lenses are an integral part of “spectacles”
and “sunglasses,” the identification of goods in the second application must be viewed as substantially the same. An applicant
cannot avoid the estoppel effect of the decision of a prior disposition by insignificantly changing its identification of goods. See
J.I. Case Co. v. F.L. Indus., Inc., 229 USPQ 697, 700 (TTAB 1986). In view of the foregoing, we find there is no genuine dispute
that the marks and goods are part of the same transaction, and that the evidence of likelihood of confusion would have been
the same in this case as it would have been in the prior proceeding. Thus, the third element for demonstrating claim preclusion
is also satisfied.

Finally, the Board does not wish to encourage losing parties to insignificantly modify their marks after an adverse decision and
thereby avoid the preclusive effect of the prior adjudication. J.I. Case, 229 USPQ at 700 (citing Miller Brewing, 230 USPQ at
678). See also Institut National Des Appellations d'Origine v. Brown-Forman Corp., 47 USPQ2d at 1894.

*7  In sum, there is no genuine dispute of material fact regarding the requisite elements for claim preclusion (res judicata) and
we find that Opposer is entitled to judgment as a matter of law.

Accordingly, Opposer's motion for summary judgment is granted on the ground of claim preclusion (res judicata), judgment
is hereby entered against Applicant, and the opposition is sustained.
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Footnotes

1 Application Serial No. 79104357, filed August 8, 2011, under Section 66(a) of the Trademark Act.

2 Opposer submitted a copy of the application with its motion. Application Serial No. 77201372 was filed June 8,
2007 under Section 1(b) of the Trademark Act, for “Spectacles, spectacle cases, sunglasses, frames for spectacles and
sunglasses, contact lens and contact lens cases, eyewear accessories, namely, straps, neck cords and head straps which
restrain eyewear from movement on a wearer and spectacle chains.”

3 U.S. Reg. No. 802773 for MUSTANG (typed drawing), issued January 25, 1966 for “men's clothing-namely, slacks,”
Sections 8 & 15 Affidavit accepted, renewed January 25, 2006; U.S. Reg. No. 1871947 for MUSTANG (typed drawing),
issued January 3, 1995 for “men's wear, namely, slacks,” Sections 8 & 15 Affidavit accepted, renewed January 3, 2015;
and U.S. Reg. No. 4605689 for MUSTANG in standard characters, issued September 16, 2014, for “clothing, namely,
jeans and shirts.”

4 There was no objection to Opposer's submission of the translation.

5 Section 24 of the Restatement describes the concept of a claim as follows:

(1) When a valid and final judgment rendered in an action extinguishes the plaintiff's claim pursuant to the rules of
merger or bar ... the claim extinguished includes all rights of the plaintiff to remedies against the defendant with respect
to all or any part of the transaction, or series of connected transactions, out of which the action arose.

(2) What factual grouping constitutes a “transaction”, and what grouping constitutes a “series,” are to be determined
pragmatically, giving weight to such considerations as whether the facts are related in time, space, origin or motivation,
whether they form a convenient trial unit, and whether their treatment as a unit conforms to the parties' expectations
or business understanding or usage.

2016 WL 837732 (Trademark Tr. & App. Bd.)

End of Document © 2022 Thomson Reuters. No claim to original U.S. Government Works.
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THIS DECISION IS NOT A PRECEDENT OF THE TTAB

Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

ROLEX WATCH U.S.A., INC.

v.

SPOOKS GMBH

Opposition No. 91231389
June 28, 2019

*1  Before Wolfson, Kuczma, and Pologeorgis
Administrative Trademark Judges

By the Board:

This case now comes before the Board for consideration of Opposer's motion (filed July 9, 2018) for summary judgment on the
ground of claim preclusion (res judicata) based on the Board's decision in a prior proceeding, i.e., Opposition No. 91220506
(“Prior Action”), between the parties herein. The motion is fully briefed.
 
I. Background of the Prior Action

As claim preclusion forms the basis of Opposer's motion for summary judgment, we must necessarily review the circumstances
and outcome of the Prior Action.

In the Prior Action, Opposer filed a notice of opposition on January 22, 2015 to registration of Applicant's application for the
mark SPOOKS and design, as displayed below (the “Prior Mark”), for “Stirrups, animal wraps, covers, namely, horse covers,
horse blankets, horse cloths” in International Class 18 and “Clothing, namely, jackets, sweaters, pullovers, riding breeches,
blouses, polo shirts, T-shirts, skirts, dresses, trousers, scarves, vests; fleeces, namely, bottoms, pullovers, shorts, tops, vests,
sweaters, pullovers, riding breeches, blouses, polo shirts, T-shirts, skirts, dresses, trousers, scarves, vests; headgear, namely,

hats, caps; footwear, riding boots; clothing accessories, namely, socks, belts, gloves” in International Class 25. 1

As grounds for opposition, Opposer asserted a claim of likelihood of confusion with respect to its pleaded and registered
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mark used in connection with “timepieces of all kinds and parts thereof.” Opposer also asserted the claim of dilution by blurring.
Inasmuch as Applicant did not file an answer or otherwise respond to the notice of opposition by the set deadline, the Board
issued a notice of default on March 28, 2015. Applicant did not file a response to the Board's default notice. In view thereof,
the Board issued an order on May 7, 2015 entering default judgment against Applicant, sustaining the opposition, and refusing

registration to Applicant. 2

 
II. Background of Current Proceeding

In this proceeding, Applicant seeks to register the following mark (the “Current Mark”): 3

for “Stirrups; animal covers, namely, horse covers; horse blankets; cloths for horses, namely, saddle pads, fly hats and veils,
bandages” in International Class 18 and “Clothing, namely, pants, tank-tops and jackets; fleece tops; sweaters; pullovers; riding
breeches; blouses; polo shirts; T-shirts; scarves; vests; headgear, namely, hats, headbands, caps, halfcaps, and visors; footwear,
namely, shoes and sox; riding boots; clothing accessories, namely, belts and gloves” in International Class 25.

*2  Opposer opposes registration of the mark on the grounds of likelihood of confusion, dilution by blurring, false suggestion
of a connection, and on the basis that registration is barred under the doctrine of claim preclusion (res judicata). In support of
its asserted claims, Opposer pleaded ownership of the same registered mark as in the Prior Action.
 
III. Opposer's Motion for Summary Judgment

We now turn to Opposer's motion for summary judgment on the issue of claim preclusion. In reaching our decision, all of the
parties' arguments were carefully considered in light of the evidence of record, although we do not find it necessary to discuss

all of them in our decision. See Guess? IP HolderL.P. v. Knowluxe LLC, 116 USPQ2d 2018, 2019 (TTAB 2015). 4

Summary judgment is an appropriate method of disposing of cases in which there is no genuine dispute with respect to any
material fact, thus leaving the case to be resolved as a matter of law. See Fed. R. Civ. P. 56(a). A party moving for summary
judgment has the burden of demonstrating the absence of any genuine dispute as to a material fact, and that it is entitled to
judgment as a matter of law. See Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986); Sweats Fashions, Inc. v. Pannill Knitting
Co. Inc., 833 F.2d 1560, 4 USPQ2d 1793, 1796 (Fed. Cir. 1987). A factual dispute is genuine if, on the evidence of record, a
reasonable fact finder could resolve the matter in favor of the non-moving party. See Opryland USA Inc. v. Great Am. Music
Show Inc., 970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme Foods, Inc. v. Roundy's, Inc., 961 F.2d 200, 22
USPQ2d 1542, 1544 (Fed. Cir. 1992). Additionally, the evidence of record and all justifiable inferences that may be drawn from
the undisputed facts must be viewed in the light most favorable to the non-moving party. See Lloyd's Food Prods. Inc. v. Eli's
Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993); and Opryland USA, 23 USPQ2d at 1472.
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A. Standing

Standing is a threshold issue that must be proven by the plaintiff in every inter partes case. See Empresa Cubana Del Tabaco
v. Gen. Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2014). Our primary reviewing court, the U.S. Court
of Appeals for the Federal Circuit, has enunciated a liberal threshold for determining standing, namely that a plaintiff must
demonstrate that it possesses a “real interest” in a proceeding beyond that of a mere intermeddler, and “a reasonable basis
for [its] belief of damage.” Empresa Cubana Del Tabaco 111 USPQ2d at 1062 (citing Ritchie v. Simpson, 170 F.3d 1902, 50
USPQ2d 1023, 1025-26 (Fed. Cir. 1999)). A “real interest” is a “direct and personal stake” in the outcome of the proceeding.
Ritchie, 50 USPQ2d at 1026.

*3  In support of its motion for summary judgment, Opposer submitted the declaration of its counsel, Beth M. Frenchman,
who introduces, inter alia, the following exhibits: (1) a TESS copy of Applicant's application in the Prior Action; (2) a copy of
Opposer's notice of opposition filed in the Prior Action; (3) a copy of the Board's notice of default issued in the Prior Action;
and (4) a copy of the Board's May 7, 2015 order issued in the Prior Action where the Board entered judgment against Applicant,

sustained the opposition, and refused registration to Applicant. 5

We find that the foregoing evidence is sufficient to demonstrate that there is no genuine dispute of material fact that Opposer has
standing to pursue its claim that registration of Applicant's involved application is barred by the doctrine of claim preclusion.
Moreover, Applicant does not contest Opposer's standing.
 
B. Claim Preclusion

For the reasons explained below, we find that the doctrine of claim preclusion or res judicata applies to this case.

Under the doctrine of res judicata (or claim preclusion), the entry of a final judgment “on the merits” of a claim (i.e., cause
of action) in a proceeding serves to preclude the relitigation of the same claim in a subsequent proceeding between the parties
or their privies, even in those cases where the prior judgment was the result of a default, consent or dismissal with prejudice.
See Lawlor v. National Screen Service Corp., 349 U.S. 322, 326 (1955); Chromalloy Am. Corp. v. Kenneth Gordon, Ltd., 736
F.2d 694, 222 USPQ 187, 189 (Fed. Cir. 1984); Flowers Indus., Inc. v. Interstate Brands Corp., 5 USPQ2d 1580, 1583 (TTAB
1987). Thus, a subsequent suit will be barred by claim preclusion if: (1) there is an identity of parties or their privies, (2) there
has been a final judgment on the merits of the prior claim, and (3) the second claim is based on the same transactional facts
as the first. Parklane Hosiery Co. v. Shore, 439 U.S. 322, 327 n.5 (1979); Jet Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 55
USPQ2d 1854, 1856 (Fed. Cir. 2000).

In this case, the Board finds that there are no genuine disputes of material fact that the parties in the instant proceeding and
the parties in the Prior Action are identical.

With regard to the second factor of the claim preclusion analysis, we find that there is no genuine dispute of material fact that
there has been an earlier final judgment on the merits of a claim. In the Prior Action, the Board issued an order entering default
judgment against Applicant, sustaining the opposition as to all claims asserted, and refusing registration to Applicant.

As to the third factor, the parties dispute whether the claims asserted by Opposer in this proceeding are based on the same
transactional facts as the Prior Action. In determining whether two proceedings involve the same “claim” for purposes of the
claim preclusion doctrine, the Board has long looked to whether: (1) the mark involved in the first proceeding is the same
mark, in terms of commercial impression, as the mark involved in the second proceeding, and (2) the evidence of likelihood of
confusion would be identical. Institut National Des Appellations d'Origine v. Brown-Forman Corp., 47 USPQ2d 1875, 1894
(TTAB 1998).
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1. Commercial Impression

*4  “[T]he proper test for determining whether two marks have the same commercial impression, for purposes of the claim
preclusion doctrine, is the test used in tacking situations, i.e., whether the marks are legal equivalents.” Institut National
Des Appellations d'Origine, 47 USPQ2d at 1894-95. The Supreme Court, in a tacking case, explained that the term “‘legal
equivalents' . . . refers to two marks that create the same, continuing commercial impression so that consumers consider both
as the same mark.” Hana Financial, Inc. v. Hana Bank, 135 S. Ct. 907, 113 USPQ2d 1365, 1367 (2015) (internal quotation
marks and citations omitted).

There is no dispute that the literal element of Applicant's Prior Mark and Current Mark, namely, the term SPOOKS, is identical.
Rather, Applicant argues that where the Prior Mark depicted a crown design with contiguous tines, the Current Mark includes
interrupted tines and a line beneath the word SPOOKS (shown below).

According to Applicant, these two modifications serve to shift the focus from the crown design to the word SPOOKS and
change the overall commercial impression by integrating the word into the design -- with the tines appearing to radiate from the
word and the line beneath SPOOKS serving to enclose the word within the crown. 25 TTABVUE 13-14. Despite the differences
in the design elements of the marks, Applicant's Current Mark creates the same continuing commercial impression of its Prior
Mark. We disagree that the modifications shift the viewer's focus, and find that Applicant's slight modification to the design
elements of its Current Mark do not serve to avoid claim preclusion.

The Board's analysis in Miller Brewing Co. v. Coy Int'l Corp., 230 USPQ 675 (TTAB 1986) provides an apt illustration of this
principle. In Miller Brewing, the Board found that the doctrine of claim preclusion applied in a likelihood of confusion case to
an applicant's second mark because the second mark differed from the first mark only insignificantly. In that case, the second
mark added the terminology “CASK NO. 32” and included additional sheaves of grain next to the oval design (shown below).

The Board determined that the two marks created substantially the same commercial impression, the minor alterations did not
rise to the level of creating a new mark, and the two designs represented one transaction or a series of connected transactions
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for purposes of res judicata. Id. at 678. Here, we find that the addition of the line under the word SPOOKS and the interruption
between the tines of the crown are minor alterations, with both marks evoking the same commercial impression.

*5  With respect to the goods, there is no genuine dispute of material fact that the Class 18 goods identified in the prior

application are identical to the Class 18 goods identified in Applicant's current application. 6  Similarly, there is no genuine
dispute of material fact that the Class 25 goods identified in Applicant's current application are identical to or encompassed by

the Class 25 goods identified in its prior application. 7  Thus, we find that the insignificant changes to the wording of Applicant's
identification of goods do not void the estoppel effect of the decision in the Prior Action. See Domino's Pizza Inc. v. Little
Caesar Enterprises Inc., 7 USPQ2d 1359, 1366 n. 10 (TTAB 1988); Gen. Elec. Co. v. Raychem Corp., 204 USPQ 148, 150
(TTAB 1979).
 
2. Evidence of Likelihood of Confusion

Lastly, we find there is no genuine dispute of material fact that the evidence of likelihood of confusion between the Opposer's
mark and the Applicant's Prior Mark would support a finding of likelihood of confusion between Opposer's mark and Applicant's
Current Mark. Given our finding that the differences between Applicant's Prior Mark and Current Mark are minor and do not
change the mark's commercial impression, we are not persuaded by Applicant's argument that these minor differences will affect

what third-party marks are relevant to the likelihood of confusion analysis. 8

In sum, because there are no genuine disputes of material fact regarding Opposer's standing or the requisite elements for claim
preclusion, we find that Opposer is entitled to judgment as a matter of law. Accordingly, Opposer's motion for summary judgment
is granted on the ground of claim preclusion, judgment is hereby entered against Applicant, and the opposition is sustained.

Footnotes

1 17 TTABVUE 20-26 (copy of the notice of opposition in the Prior Action); 17 TTABVUE 17-19 (copy of Applicant's
prior application).

2 17 TTABVUE 30 (copy of the Board's May 7, 2015 decision entering default judgment against Applicant in the Prior
Action). The Board notes that Applicant did not object to, request reconsideration of, or file an appeal of the Board's
May 7, 2015 decision.

3 Application Serial No. 79176756, filed on August 27, 2015, seeking an extension of protection under Section 66(a) of
the Trademark Act, 15 U.S.C. § 1141f(a), of International Registration No. 1274612 issued on August 27, 2015.

4 One such argument that the Board declines to address in detail is Applicant's misguided argument that Opposer must
prove that Applicant adopted its Current Mark in an attempt to evade the effect of a previous adverse judgment on the
merits. See 25 TTABVUE 10-12. The Board previously addressed this argument and distinguished the cases upon which
Applicant relies in its January 4, 2019 order denying Applicant's motion for discovery under Fed. R. Civ. P. 56(d).

5 17 TTABVUE 14-30.

6 In the prior application, Applicant identifies “horse cloths” as one of its Class 18 goods. In its current application,
Applicant's goods include “cloths for horses, namely, saddle pads, fly hats and veils, bandages.” Accordingly, Applicant's
“horse cloths” in the prior application is broadly defined to encompass “saddle pads, fly hats and veils, bandages” in
Applicant's current application.
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7 We find that “pants” identified in the current application are legally identical to “trousers” identified in the prior
application. Moreover, while “halfcaps and visors” identified in the current application are not specifically listed in the
prior application, they are encompassed by “hats” and/or “caps” identified in the prior application.

8 While Applicant cites to a handful of third-party registrations submitted with its response (see 25 TTABVUE 329-347),
Applicant fails to point to any specific third-party mark that was not filed as evidence in the Prior Action but would be
filed in this current proceeding. Rather, Applicant argues that the cited third-party marks would be “more relevant” in
the current proceeding than the Prior Action. See 25 TTABVUE 16.

2019 WL 2865464 (Trademark Tr. & App. Bd.)

End of Document © 2022 Thomson Reuters. No claim to original U.S. Government Works.



Schering Corporation v. Diagnostic Test Group LLC, 2008 WL 2515108 (2008)

 © 2022 Thomson Reuters. No claim to original U.S. Government Works. 1

2008 WL 2515108 (Bd.Pat.App. & Interf.)

THIS OPINION IS NOT A PRECEDENT OF THE T.T.A.B.

Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

Schering Corporation

v.

Diagnostic Test Group LLC

Opposition No. 91179748
June 12, 2008

*1  Before Quinn, Rogers, and Mermelstein
Administrative Trademark Judges

By the Board:

Diagnostic Test Group LLC 1  (hereafter “applicant”) seeks to register the mark CLARITY and Design (shown below)

for goods identified as “diagnostic agents, preparations and substances for medical purposes; diagnostic preparations for clinical
or medical laboratory use; medical diagnostic reagents and assays for testing of body fluids; medical diagnostic test strips for
use in the field of monitoring and detecting infection, hormone levels, and chemistry in blood, urine, and stool samples; and

medical test kits for diabetes monitoring for home use.” 2

Schering Corporation (hereafter “opposer”) opposes the registration of the applied-for mark on the ground of likelihood of
confusion. In support of its claim, opposer essentially alleges priority based on common law rights accruing from “continuous
and uninterrupted” use of the marks CLARITIN and CLARINEX (and marks “dominated by CLARITIN and CLARINEX”)
since the dates of first use of those marks, and pleads ownership of thirteen trademark registrations for the marks CLARITIN,
CLARINEX, and CLARITIN and CLARINEX formative marks for, inter alia, antihistamines, decongestants, anti-allergy
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preparations, downloadable electronic newsletters and newsletters on the subject of allergies, and for providing medical

information on the subject of allergies. 3  An answer has not yet been filed in this proceeding.

This case now comes up on opposer's fully briefed motion (filed October 24, 2007) for summary judgment in its favor on the
basis that applicant's mark is barred from registration by the doctrine of res judicata.
 
Preliminary Matters

The Board notes applicant's alternative motion for discovery under Federal Rule 56(f). Because the motion was filed more than
thirty days after the date of service of opposer's motion for summary judgment, applicant's alternative motion is untimely and
will not be considered. See Trademark Rule 2.127(e)(1).

We also note that opposer does not plead in the notice of opposition that applicant's registration is barred by the doctrine of res
judicata. A party may not obtain summary judgment on an issue that has not been pleaded. See Fed. R. Civ. P. 56(a) and 56(b);
S. Industries Inc. v. Lamb-Weston Inc., 45 USPQ2d 1293, 1297 (TTAB 1997). However, inasmuch as the parties, in briefing
opposer's motion, have addressed the issue of res judicata on its merits, and applicant did not object to the motion on the ground
that it is based on an unpleaded issue, the Board hereby deems opposer's pleading to have been amended, by agreement of the
parties, to allege a claim based on the doctrine of res judicata. See Paramount Pictures Corp. v. White, 31 USPQ2d 1768, 1772
(TTAB 1994); TBMP § 528.07(a) (2d ed. rev. 2004).
 
Background

*2  Before turning to the merits of the motion for summary judgment, we note the following facts, which in part provide the
basis for opposer's motion.

Applicant's predecessor, R.A.C. Medical Group, Inc. (hereafter may be referred to as RAC), previously filed an application

for registration of the mark MEDICAL RAC +  CLARITY and Design (shown below) for use in connection with “medical

diagnostic point-of-care test kits and supplies, namely diagnostic test strips for testing urine, blood and stool samples.” 4
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Opposer and its sister corporation, Schering-Plough HealthCare Products, Inc., opposed said application in Opposition No.
91168189 also on the ground of likelihood of confusion and, in support thereof, pleaded, inter alia, the same thirteen CLARITIN,
CLARINEX, and CLARITIN and CLARINEX formative marks that opposer pleads in the present opposition. The due date for
RAC's answer was reset to accommodate settlement discussions, however, RAC never filed an answer.

On January 25, 2007, because RAC had not filed an answer or another request for an extension of time to file its answer, the

Board issued a notice of default judgment in Opposition No. 91168189. 5

On January 30, 2007, applicant filed its new application for the mark CLARITY and Design.

On February 23, 2007, because neither RAC nor applicant responded to the notice of default, the Board entered a default
judgment against RAC in Opposition No. 91168189 and refused registration. The judgment was not appealed and is final.

We reiterate that RAC was represented in the prior opposition proceeding by the same counsel that currently represents applicant.
We note further that, prior to the issuance of the notice of default in the prior case, RAC sought and was granted two extensions
of time to file its answer and a six-month suspension of the proceeding to pursue settlement discussions between the parties.
 
Summary Judgment Motion

Opposer contends that as a consequence of the default judgment entered against RAC in the prior opposition, applicant's current
mark is barred from registration under the doctrine of res judicata and offers two reasons therefor. First, opposer argues that
the transactional facts of the proceedings are the same, i.e. the mark involved in the present opposition creates substantially the
same commercial impression as the mark involved in the prior opposition, the goods in the prior application include the goods
set forth in the later-filed application, and the involved parties are legally the same. Opposer also argues that the doctrine of
res judicata should be applied in this case to achieve judicial economy and to protect opposer from having to relitigate issues
settled by the default judgment in the prior opposition.

Applicant argues in opposition that summary judgment is not proper in this case because applicant's new application was not
filed in order to avoid the res judicata effect of a prior adverse ruling against it. Specifically, applicant claims that it abandoned
its prior mark because it did not use the tradename “MEDICAL RAC” after its purchase of R.A.C. Medical Group, Inc. in
June 2005, and that it filed the second application before the entry of default judgment in the earlier proceeding. Applicant
also argues that the transactional facts of the two proceedings are dissimilar because the marks and the goods in the respective
applications are not the same. In support of its arguments, applicant has provided the declaration of its Chief Executive Officer,
Rick Simpson.

*3  Summary judgment is an appropriate method of disposing of a case in which there are no genuine issues of material fact
in dispute, thus leaving the case to be resolved as a matter of law. See Fed. R. Civ. P. 56(c). The party moving for summary
judgment has the burden of demonstrating the absence of any genuine issue of material fact, and that it is entitled to judgment
as a matter of law. See Celotex Corp. v. Catrett, 477 U.S. 317 (1986); and Sweats Fashions Inc. v. Pannill Knitting Co., 833
F.2d 1560, 4 USPQ2d 1793 (Fed. Cir. 1987). A factual dispute is genuine, if, on the evidence of record, a reasonable finder
of fact could resolve the matter in favor of the non-moving party. See Opryland USA Inc. v. Great American Music Show Inc.,
970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); and Olde Tyme Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542
(Fed. Cir. 1992). Further, the evidence must be viewed in a light most favorable to the non-movant, and all justifiable inferences
are to be drawn in the non-movant's favor. See Lloyd's Food Products Inc. v. Eli's Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed.
Cir. 1993); and Opryland USA, supra.

The form of res judicata involved in this proceeding is claim preclusion because the pleaded ground of likelihood of confusion
was not litigated and decided in the prior opposition, and issue preclusion cannot arise when issues are not tried and necessary
to a final decision. See Sharp Kabushiki Kaisha v. ThinkSharp, Inc., 448 F.3d 1368, 79 USPQ2d 1376, 1378 (Fed. Cir. 2006).
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Under the doctrine of claim preclusion, the entry of a final judgment “on the merits” of a claim in a proceeding serves to preclude
the relitigation of the same claim in a subsequent proceeding between the parties or their privies, even in those cases where
the prior judgment was the result of a default or consent. See Lawlor v. National Screen Service Corp., 349 U.S. 322 (1955);
Chromalloy American Corp. v. Kenneth Gordon, Ltd., 736 F.2d 694, 222 USPQ 187 (Fed. Cir. 1984); and Flowers Industries,
Inc. Interstate Brands Corp., 5 USPQ2d 1580 (TTAB 1987). Thus, it is well established that “a default judgment can operate
as res judicata in appropriate circumstances.” ThinkSharp, 79 USPQ2d at 1371, citing Morris v. Jones, 329 U.S. 545, 550-551
(1947)(internal quotations and citations omitted). See also International Nutrition Co. v. Horphag Research Ltd., 55 USPQ2d
1492, 1494 (Fed. Cir. 2000).

*4  Further, for claim preclusion to apply, there must be (1) an identity of parties or their privies, (2) a final judgment on the
merits of the prior claim, and (3) the second claim must be based on the same transactional facts as the first and should have been
litigated in the prior case. Parklane Hosiery Co. v. Shore 439 U.S. 322, 327 n.5 (1979); Jet Inc. v. Sewage Aeration Systems, 223
F.3d 1360, 55 USPQ2d 1854, 1856 (Fed. Cir. 2000). Stated otherwise, “so long as opposing parties had an adequate opportunity
to litigate disputed issues of fact, res judicata is properly applied.” ThinkSharp, 79 USPQ2d at 1379, citing Kremer v. Chemical
Construction Corporation, 456 U.S. 461, 485 n.26 (1982).

With respect to the current Board proceeding, the parties do not dispute the identity of the parties 6  whether there was a final
judgment on the merits of the prior claim. Accordingly, no genuine issues of material fact exist regarding the first two factors of
the res judicata analysis. Rather, the parties dispute whether the present claim, i.e., applicant's entitlement to registration of the
mark CLARITY and Design, is based on the same set of transactional facts as RAC's claim of right to registration in the prior
opposition. Specifically, the parties disagree whether the marks are the same and whether the goods identified in the application
that was the subject of the prior opposition are the same as the goods identified in the current application. Thus, the issue for
the Board to consider is whether genuine issues of material fact exist regarding the third claim preclusion factor, viz., whether
the mark in this proceeding evokes the same commercial impression as the mark involved in the prior opposition and whether
the goods in the involved application are identical to or could be encompassed by the goods in the prior application.

To determine whether the two particular opposition proceedings involve the same mark for purposes of claim preclusion, the
Board applies the analysis adopted by the U.S. Court of Appeals for the Federal Circuit in Chromalloy, supra, specifically,
Section 24 of the Restatement [Second] of Judgments (1982). In view thereof, we must consider whether the involved marks
are the same or are legally equivalent in terms of commercial impression. See Institut National Des Appellations d'Origine v.
Brown-Forman Corp., 47 USPQ2d 1875, 1894 (TTAB 1998).

Applying this analysis to the present case, we find that the mark in the application that was the subject of the prior opposition

proceeding, MEDICAL RAC +  CLARITY and Design, is the same mark in terms of commercial impression, as CLARITY and
Design, the mark involved in this proceeding. Clearly, the mark CLARITY and Design evolved out of the mark MEDICAL

RAC +  CLARITY and Design. Both marks contain the same dominant term CLARITY shown in the color white on a red
background in front of a checkmark. In addition, each checkmark design fades from black to gray to white at the top of the
checkmark design. As a result of these common elements, each mark projects virtually identical commercial impressions.

Further, we find the deletion of the small MEDICAL RAC +  and design shown in the top left corner of the earlier mark is a
minor alteration. As such, the mark shown in the second application does not rise to the level of a new mark with a different
commercial impression, sufficient to allow applicant to seek registration herein and avoid the judgment in the prior case. See
Miller Brewing Co. v. Coy Int'l Corp., 230 USPQ 675 (TTAB 1986) (finding claim preclusion with respect to a design mark
which evolved out of an earlier design mark which had been the subject of an opposition proceeding between the parties, finding
any changes to the mark were minor and did not change the commercial impression); Aromatique Inc. v. Langu, 25 USPQ2d
1359 (TTAB 1992) (finding claim preclusion with respect to a mark which had minor alternations in typeface and capitalization
to an earlier mark that was the subject of an opposition between the parties, finding the commercial impression the same).
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*5  In regard to the goods described in the prior and current applications, applicant's argument that the goods are different
is unavailing. The identification of goods described in the first application, namely, “diagnostic test strips for testing urine,
blood and stool samples” encompasses “medical diagnostic test strips for … blood, urine, and stool samples” (in the involved
application) inasmuch as both goods are instruments for testing body fluids and “medical diagnostic test strips” are a type of
“diagnostic test strip.” See General Electric Company v. Raychem Corporation, 204 USPQ 148, 150 (TTAB 1979)(the doctrine
of res judicata is applicable not only with respect to an identical description of goods as had been previously litigated, but with
respect to all goods that could be said to be encompassed by that [prior] description), citing Toro Co. v. Hardigg Industries, Inc.,
549 F.2d 785, 193 USPQ 149 (CCPA 1977). Cf. J.I. Case Co. v. F.L. Indus., Inc., 229 USPQ 697 (TTAB 1986) (finding issue
preclusion with respect to a stylized mark wherein the mark in the earlier proceeding was typed and the goods covered in the
present application were encompassed within the broad designation of goods in the prior application).

Further, “diagnostic agents, preparations and substances for medical purposes,” “diagnostic preparations for clinical or medical
laboratory use” and “medical test kits for diabetes monitoring for home use” are also instruments for testing body fluids.
While these goods are not per se identical to “diagnostic test strips for testing urine, blood and stool samples” (described in
the first application) and these items may present a new question, because these goods are embedded in the identification of
goods in the second application that lists the above-referenced items within the first application, the refusal must apply to the
entire identification of goods. Moreover, an applicant cannot avoid the estoppel effect of the decision of a prior disposition
by insignificantly changing its identification of goods. See J.I. Case Co., 229 USPQ at 697; and Domino's Pizza Inc. v. Little
Caesar Enterprises Inc., 7 USPQ2d 1359, 1365 n.10 (TTAB 1988). In view thereof, there is no genuine issue of fact regarding
the third factor of the res judicata analysis.

Inasmuch as there are no genuine issues of fact as to whether res judicata (claim preclusion) applies to this proceeding, we now
turn to whether any facts of record would preclude entry of summary judgment in opposer's favor on the claim of res judicata
as a matter of law. See, e.g., ThinkSharp, 79 USPQ2d at 1379 (in denying the preclusive effect of the other proceeding, the
Board gave weight to the undisputed fact that the separate applications, filed within four months of each other, were not filed in
order to evade a prior adverse judgment); and Metromedia Steakhouses Inc. v. Pondco II Inc., 28 USPQ2d 1205, 1208 (TTAB
1993)(summary judgment on res judicata denied because, inter alia, “both applications had been filed long before opposer
objected to registration of the first mark [and] … when the second application was filed, the opposition to the first had not yet
even been instituted”). Specifically, we review applicant's arguments concerning its rationale for “abandoning the prior mark
and filing a new application.” (Brief, page 7)

*6  As noted supra, applicant contends that claim preclusion is inapplicable to the involved application because applicant filed
the second application before the entry of default judgment against RAC in the prior proceeding. Applicant also asserts that
it stopped using the tradename “RAC MEDICAL” and the trademark “MEDICAL RAC CLARITY and design” in commerce
after its purchase of R.A.C. Medical in June 2005. (Brief page 3; Simpson dec., ¶¶ 3-4) These facts allegedly show that applicant
had no intent to avoid the preclusive effect of the default judgment against RAC. Further, because removal of the “MEDICAL

RAC + ” portion of the prior mark would have been considered a material alteration, applicant contends that it “had no choice
but to proceed in that fashion.” (Brief, page 6) In short, applicant argues that, because it could not have amended the prior
application, “this left Diagnostic Test with the choice of committing a fraud on the Board by continuing to pursue a trademark
that it no longer used or planned to use in commerce, or bandoning the prior mark and filing a new application.” (Brief, page 7)

Contrary to applicant's arguments, the facts of record show that claim preclusion is properly applied here. We are also not
persuaded by applicant's explanation that it had limited choices. As noted supra, applicant's counsel represented RAC in the
prior proceeding, filed two extensions of time to file an answer, and should have known the consequences of not filing an answer
to the notice of opposition after the notice of default was issued. Moreover, applicant waited more than eighteen months after
it had changed its tradename (i.e. from June 2005 to January 2007), and waited until after the suspension period had expired
in the prior proceeding and after the apparent failure of the parties to reach a settlement, to file the application for its new
mark. These facts weigh against a finding that the filing of the new application just days after the notice of default issued was
not an attempt to circumvent what would become the preclusive effect of the default judgment entered in the prior opposition
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proceeding. Furthermore, neither the record of the prior opposition proceeding, 7  nor any assertion in the briefs or evidence
now before us, indicate that RAC or applicant was deprived of or lacked full opportunity to defend the prior proceeding. In
short, applicant clearly allowed judgment on the merits to be entered, and such judgment was final. In view thereof, we find
that no circumstances exist that would support a finding that opposer is not entitled to judgment on the issue of res judicata
as a matter of law.

In sum, there exist no genuine issues of material fact regarding the requisite elements for claim preclusion (res judicata) and
we find that opposer is entitled to judgment as a matter of law.

Accordingly, opposer's motion for summary judgment is granted on the ground of res judicata, judgment is hereby entered
against applicant, the opposition is sustained, and registration of applicant's mark is refused.

Footnotes

1 The involved application was published in the name of “Diagnostic Test Group, Inc.” and the opposition was thus
correctly filed against applicant in that name. The declaration (¶7) of Rick Simpson, Chief Executive Officer of applicant
(attached to applicant's brief in opposition to opposer's pending motion for summary judgment) clarifies that applicant's
correct name is Diagnostic Test Group LLC. Accordingly, the caption of this proceeding has been changed as shown
above. TBMP § 512.04 (2d ed. rev. 2004).

2 Application Serial No. 77094617, filed January 30, 2007 based on applicant's claimed use of the mark in commerce.
Applicant has claimed the colors white, red, black and gray as features of the mark.

3 The pleaded registrations for the CLARITIN, CLARINEX, and CLARITIN and CLARINEX formative marks are: Reg.
No. 1498292, issued August 2, 1988; Reg. No. 1912214, issued August 5, 1995; Reg. No. 2816780, issued February
24, 2004; Reg. No. 2819388, issued March 2, 2004; Reg. No. 2824753, issued March 23, 2004; Reg. No. 2862382,
issued July 13, 2004; Reg. No. 3096051, issued May 23, 2006; Reg. No. 3140850, issued September 12, 2006; Reg. No.
2455742, issued on May 29, 2001; Reg. No. 2595718, issued July 16, 2002; Reg. No. 2660350, issued December 10,
2002; Reg. No. 2705267, issued April 8, 2003; and Reg. No. 2805613, issued January 13, 2004.

4 Application Serial No. 78369843, filed February 18, 2004 based on claimed use of the mark in commerce. RAC claimed
the colors white, red, black and gray as features of the mark. In June 2005, applicant acquired RAC, causing applicant
to become the interested party. (see ¶¶ 3-4 of the Simpson declaration, supra, footnote 1)

5 Nor had applicant stepped forward in RAC's place to file an answer or request for extension, despite being represented
by the same counsel as RAC.

6 In support of opposer's allegation that the prior applicant, R.A.C. Medical Group, Inc., and the present applicant are the
same party, opposer provided a copy of a letter dated May 8, 2006 written to opposer's counsel by applicant's counsel,
which confirmed that Diagnostic Test Group and R.A.C. Medical Group, Inc. are the same company. (see Exhibit 6 to
opposer's motion) Applicant's statements regarding the identity of the parties are set forth at page 3 of its brief and in
¶¶ 3-4 of the Simpson declaration, supra, footnote 1.

7 See Exhibits 2, 3 and 4 to opposer's motion.

2008 WL 2515108 (Bd.Pat.App. & Interf.)
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THIS OPINION IS NOT A PRECEDENT OF THE T.T.A.B.

Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

Virgin Enterprises Limited

v.

Holt's Company

OPPOSITION 91176609
February 8, 2008

*1  Before Quinn, Drost and Mermelstein
Administrative Trademark Judges

By the Board:

Applicant Holt's Company has applied to register the mark ASHTON VIRGIN SUN GROWN, in standard character form, for

“cigars” in International Class 34. 1

Registration has been opposed by opposer Virgin Enterprises Limited on the ground that applicant's mark, when used on the
identified goods, so resembles opposer's previously used and registered VIRGIN marks as to be likely to cause confusion,
mistake or deception. Opposer has pleaded ownership of thirty-eight VIRGIN and VIRGIN formative marks for a wide range of

goods and services in a variety of classes. The pleaded registrations for the mark VIRGIN include Registration. No. 3188282 2

for “alcoholic beverages, namely, vodka and wine” in International Class 33, and Registration No. 2625455 3  for, among other
things, “providing an on-line shopping mall via a global computer network” in International Class 35. The pleaded registrations
for the stylized mark:
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include Registration. No. 2709578 4  for “water, namely, mineral waters, aerated waters and flavored waters; nonalcoholic
beverages, namely, fruit flavored drinks” in International Class 32, and for “spirits, namely vodka” in International Class 33;

and Registration No. 2798130 5  for, among other things, “retail store services in the fields of records, audio and video tapes,
computers and electronic apparatus and watches, books, luggage and leather goods, clothing, games, video game cartridges,
and cafes” in International Class 42. As a second ground for opposition, opposer has alleged dilution.

In its answer, applicant denied the salient allegations of the notice of opposition.

This case now comes up on opposer's motion for summary judgment, filed June 28, 2007. The motion is fully briefed.

As background, the parties were involved previously in Opposition No. 91119511 involving applicant's application to register
the mark:
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(“Ashton Cabinet VSG Virgin Sun Grown and Design”) for “cigars” in International Class 34. 6  Opposer alleged likelihood of
confusion and dilution as the grounds for opposition, and pleaded ownership of many of the same registrations which it asserts
in this proceeding. Applicant failed to file an answer, and default judgment was entered against applicant on October 14, 2003.

In its motion for summary judgment, opposer maintains that due to the Board's prior decision in Opposition No. 91119511, the
mark involved in this proceeding, ASHTON VIRGIN SUN GROWN, is barred from registration by res judicata.

*2  Opposer points out that the parties are identical and that the current application claims the same rights as the prior abandoned
application (“identical marks, with identical disclaimers, for identical goods, based on identical claimed first use dates as
were the subject of the claims adjudicated adversely”). With regard to its argument that ASHTON VIRGIN SUN GROWN
“encompasses the identical mark” that was the subject of Opposition No. 91119511, opposer maintains that “[t]he block letter
registration now sought.. is simply a different characterization of a right to registration allegedly arising from … alleged use
of the mark in stylized form since July 12, 1999.”

As evidence, opposer has submitted the declaration of James W. Dabney, pages from the Official Gazette showing publication
of the mark ASHTON CABINET VSG VIRGIN SUN GROWN and Design and the mark ASHTON VIRGIN SUN GROWN, a
copy of the notice of opposition in Opposition No. 91119511, a copy of the Board's order entering default judgment in Opposition
No. 91119511, and a copy of the specimen submitted for the involved application in this proceeding, Serial No. 78574896.

In opposing the motion, applicant argues that “there is no indication that default judgment must give rise to res judicata,”
advising that in the prior 91119511 opposition applicant was “out-resourced” and “reluctantly chose to abandon its applications”
as the parties were unable to negotiate a coexistence agreement. Applicant also argues that res judicata does not apply because
“there exists unique separate transactional or operative facts” with respect to the current application and the application involved
in the prior Board proceeding. In particular, applicant argues that its earlier application for the mark ASHTON CABINET VSG
VIRGIN SUN GROWN and Design contained a unique design element and different wording from the current application for
the mark ASHTON VIRGIN SUN GROWN.

In reply, opposer argues that applicant cannot avoid the “bar of res judicata on the ground that it chose not to contest VEL's
oppositions” … and “allowed judgments to be entered against it.” Opposer points out that applicant “concedes the identity
of the parties” and that by its application for the word mark ASHTON VIRGIN SUN GROWN applicant seeks a “broader
registration of a block letter word mark that would include and encompass the previously-refused-word-and-design mark,”
essentially “embedd[ing] the rejected claim in a block letter portrayal of a previously rejected mark.”

In a motion for summary judgment, the moving party has the burden of establishing the absence of any genuine issues of material
fact and that it is entitled to judgment as a matter of law. See Fed. R. Civ. P. 56(c). A genuine issue with respect to material
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fact exists if sufficient evidence is presented that a reasonable fact finder could decide the question in favor of the non-moving
party. See Opryland USA Inc. v. Great American Music Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992).

*3  As the parties acknowledge, the form of res judicata at issue here is claim preclusion, not issue preclusion, as no issues
were actually decided and litigated in the prior Board proceeding. For claim preclusion to apply, there must be (1) an identity
of parties or their privies, (2) a final judgment on the merits of the prior claim, and (3) the second claim must be based on the
same transactional facts as the first and should have been litigated in the prior case. Parklane Hosiery Co. v. Shore, 439 U.S.
322, 327 n.5 (1979); Jet Inc. v. Sewage Aeration Systems, 223 F.3d 1360, 55 USPQ2d 1854, 1856 (Fed. Cir. 2000). “Default
judgment can operate as res judicata in appropriate circumstances.” Sharp Kabushiki Kaisha v. ThinkSharp Inc., 448 F.3d 1368,
Inc., 79 USPQ2d 1376, 1378 (Fed. Cir. 2006) citing Morris v. Jones, 329 U.S. 545, 550-51 (1947).

With respect to the prior Board litigation, there is no dispute as to the identity of the parties or whether there was a final judgment
on the merits of the prior claim. Rather, the parties dispute whether the present claim, i.e., applicant's entitlement to registration
of the mark ASHTON VIRGIN SUN GROWN, is based on the same set of transactional facts as the claim in the prior opposition.
The parties do not dispute that the goods identified in the application which was the subject of the prior opposition are the same
as the goods identified in the current application. Thus, the issue for us to consider is whether the mark in this proceeding has the
same commercial impression as the mark involved in the prior opposition. See Institut National Des Appellations d'Origine v.
Brown-Forman Corp., 47 USPQ2d 1875, 1894 (TTAB 1998) (“The Board, in applying the Restatement's [Second of Judgments]
analysis in determining whether two opposition proceedings, against two applications, involve the same “claim” for purposes
of the claim preclusion doctrine, has looked to whether the mark involved in the first proceeding is the same mark, in terms
of commercial impression”).

Applying this analysis to the present case, we find that the application that was the subject of the prior opposition proceeding,
ASHTON CABINET VSG VIRGIN SUN GROWN and Design, is the same mark in terms of commercial impression, as
ASHTON VIRGIN SUN GROWN, the mark involved in this proceeding. Clearly, ASHTON VIRGIN SUN GROWN evolved
out of the word and design mark, and the deletion of the design and the terms CABINET VSG are minor alterations which do
not rise to the level of a new mark, sufficient to allow applicant to seek registration herein. See Miller Brewing Co. v. Coy Int'l
Corp., 230 USPQ 675 (TTAB 1986) (finding claim preclusion with respect to a design mark which evolved out of an earlier
design mark which had been the subject of an opposition proceeding between the parties, finding any changes to the mark
were minor and did not change the commercial impression); Aromatique Inc. v. Lang, 25 USPQ2d 1359 (TTAB 1992)(finding
claim preclusion with respect to a mark which had minor alternations in typeface and capitalization to an earlier mark that
was the subject of an opposition between the parties, finding the commercial impression the same). Cf. J.I. Case Co. v. F.L.
Indus., Inc., 229 USPQ 697 (TTAB 1986) (finding issue preclusion with respect to a stylized mark wherein the mark in the
earlier proceeding was typed and the goods covered in the present application were encompassed within the broad designation
of goods in the prior application).

*4  Accordingly we find that the mark sought to be registered herein and the mark that was the subject of the prior opposition
proceeding are the same, such that the two proceedings involve the same claim for purposes of res judicata and therefore,
the judgment in Opposition No. 91119511 operates as a bar to applicant's application for the mark ASHTON VIRGIN SUN
GROWN.

In view thereof, opposer's motion for summary judgment is granted.

Judgment is hereby entered against applicant, the opposition is sustained, and registration to applicant is refused.
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Footnotes

1 Application Serial No. 78574896 filed July 25, 2005, based on use in commerce and claiming a date of first use in
commerce of July 12, 1999; 2(f) in part claimed as to VIRGIN and SUN GROWN disclaimed. Prior regs. 1376628,
1885186, and 2164001 claimed.

2 Issued December 19, 2006, claiming a date of first use in commerce of January 4, 1995.

3 Issued September 24, 2002, claiming a date of first use in commerce of December 1997.

4 Issued April 22, 2003, claiming a date of first use in commerce of 1998 for water and nonalcoholic beverages and
claiming a date of first use in commerce of January 4, 1995 for vodka.

5 Issued December 23, 2003, claiming a date of first use in commerce of 1992.

6 Application Serial No. 75779855, based on use in commerce and claiming a date of first use in commerce of July 12,
1999; SUN GROWN disclaimed.
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