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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Carroll Hall Shelby Trust, Opposition No.: 91277380
Opposer, Mark: SHELBY DESTROYER
Serial No.: 90/581,822
v, Publication Date: May 17, 2022
Filed: March 16, 2021
H.P. Shelby Manufacturing, LLC, Applicant: H.P. Shelby Manufacturing, LLC
Applicant.

OPPOSER'S FOURTH NOTICE OF RELIANCE UNDER 37 C.F.R. §2.122

Pursuant to Rule 2.122 of the Trademark Rules of Practice, 37 C.F.R. §2.122, and TBMP
§704, opposer Carroll Hall Shelby Trust (“Opposer”) hereby makes of record and notifies
applicant H.P. Shelby Manufacturing, LLC (“Applicant”) of its reliance on the following:

1. A true and correct copy of Frequently Occurring Surnames in the 2010 Census:
Top 1,000 Surnames downloaded from the United States Census website on December 28, 2022,
which is attached as Exhibit 15. Opposer will rely on this exhibit to establish that its marks are not
primarily merely a surname.

2. A true and correct copy of an excerpt of comments printed from YouTube on
January 13, 2023, which is attached as Exhibit 16. Opposer will rely on this exhibit to establish
actual confusion and that the extent of potential confusion is substantial.

3. True and correct copies of Opposer’s First Set of Interrogatories with its Exhibit A
and Applicant’s Supplemental Responses thereto, which are attached as Exhibit 17. Opposer will
rely on the responses to Interrogatories No. 2, 9, 16 and the amended responses to Interrogatories
Nos. 6 and 7 to establish Opposer’s priority, Applicant’s knowledge, intent and bad faith, and that

Opposer’s marks are not primarily merely a surname.
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4. True and correct copies of two different views/formats of a social media post made
by Applicant on August 9, 2021, printed from Facebook on August 24, 2022, which is attached as
Exhibit 18.

Dated: November 22, 2023 Respectfully submitted,
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Irene Y. Lec

Jean Y. Rhee

RUSS AUGUST & KABAT
Twelfth Floor

12424 Wilshire Boulevard
Los Angeles, California 90025
Telephone: 310.826.7474
Facsimile: 310.826.6991

Attorneys for Opposer
Carroll Hall Shelby Trust
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CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing OPPOSER’S FOURTH
NOTICE OF RELIANCE has been served on Applicant via electronic mail, to the following e-

mail address(es):
Zareefa B. Flener
FLENER IP & BUSINESS LAW, LLC
77 W. WASHINGTON ST., STE. 800
CHICAGO, ILLINOIS UNITED STATES 60602
Phone: 312-724-8874
Email: info@fleneriplaw.com; zflener@fleneriplaw.com;
lharkins@fleneriplaw.com; paras@fleneriplaw.com; uspto@dockettrak.com

Dated: November 22, 2023 /s/
Natalie Ayala
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Frequently
Occurring

Surnames from
the 2010 Census

NOTE: This presentation of data
focuses on summarized
aggregates of counts and
characteristics associated with
surnames, and the data do not
in any way identify any specific
individuals.

Tabulations of all surnames
occurring 100 or more times in
the 2010 Census returns are
provided in the files listed
below. The first link explains the
methodology used for
identifying and editing names
data. The second link provides
an Excel file of the top 1,000
surnames. The third link
provides zipped Excel and CSV
(comma separated) files of the
complete list of 162,253
names. The top ten surnames
are:
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Name Number Of Occurrenc

Smith 2,442,977
Johnson 1,932,812
Williams 1,625,252
Brown 1,437,026
Jones 1,425,470
Garcia 1,166,120
Miller 1,161,437
Davis 1,116,357
Rodriguez 1,094,924
Martinez 1,060,159
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Frequently Occurring Surnames in the 2010 Census: Top 1,000 Surnames
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40,707
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Source: U.S. Census Bureau, 2010 Census.
Note: Fields suppressed for confidentiality are assigned the value (S).
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Carroll Hall Shelby Trust, Opposition No.: 91277380
Opposer, Mark: SHELBY DESTROYER
V. Serial No.: 90/581,822

Publication Date: May 17, 2022
H.P. Shelby Manufacturing, LLC,
Filed: March 16, 2021

Applicant. Applicant: H.P. Shelby Manufacturing, LL.C

OPPOSER’S FIRST SET OF INTERROGATORIES

Pursuant to Rules 26 and 33 of the Federal Rules of Civil Procedure and 37 C.F.R. § 2.120,
Opposer Carroll Hall Shelby Trust hereby requests that Applicant H.P. Shelby Manufacturing,
LLC serve upon Irene Y. Lee, trademark@raklaw.com, Russ, August & Kabat, Twelfth Floor,
12424 Wilshire Boulevard, Los Angeles, California 90025, answers, under oath, to each of the

following interrogatories within thirty (30) days of service of these interrogatories.

DEFINITIONS
1. “OPPOSER” means Carroll Hall Shelby Trust, the Opposer in the above-captioned
proceeding.
2. “APPLICANT,” “YOU,” or “YOUR” means H.P. Shelby Manufacturing, LLC, its

subsidiaries, divisions, predecessor and successor companies, affiliates, parents, any partnership
or joint venture to which it may be a party, and/or each of the foregoing entities' employees, agents,
officers, directors, representatives, consultants, accountants, and attorneys, including any
PERSON who served in any such capacity at any time during the relevant time period specified in
the Instructions.

3. “OPPOSER’S MARKS” means the marks identified in Paragraphs 4-5 and Exhibit

A of the Notice of Opposition in the above-captioned proceeding.

INTERROGATORIES (SET ONE) PAGE10F 10
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4. “CHALLENGED MARK” means the mark that is the subject of U.S. Trademark
Application Serial No. 90/581,822 and this proceeding.

5. “ANSWER” means the Answer to Notice of Opposition and Affirmative Defenses
filed by APPLICANT on August 23, 2022.

6. “DOCUMENT” is synonymous in meaning and equal in scope to its usage in
Federal Rule of Civil Procedure 34(a)(1)(A). The term “DOCUMENT” refers to any
DOCUMENT now or at any time in APPLICANT’S possession, custody, or control. A PERSON
is deemed in control of a DOCUMENT if the PERSON has any ownership, possession, or custody
of the DOCUMENT, or the right to secure the DOCUMENT or a copy thereof from any PERSON
or public or private entity having physical possession thereof.

7. “COMMUNICATION” means any oral or written transmittal of information (in the
form of facts, ideas, inquiries, or otherwise), including but not limited to, meetings, discussions,
conversations, telephone calls, memoranda, electronic mail, instant messages, text messages,
Tweets, social media posts, letters, telegram, record or notation of any conversation, inter-office
memorandum, telecopies, telexes, conferences or seminars.

8. “CONCERNING” means consisting of, referring to, relating to, reflecting,
supporting, or being in any way logically or factually connected with the matter discussed.

9. “MARK” means any word, name, symbol, or device (including any key word or
metatag) or any combination thereof.

10. “PERSON” means any natural person or legal entity, including but not limited to,
any corporation, partnership, joint venture, limited liability company, governmental authority,
unincorporated organization, trust, or association, and all of that PERSON’S principals,

employees, agents, attorneys, consultants, and other representatives as applicable.

INTERROGATORIES (SET ONE) PAGE2 OF 10
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11. “DATE” means the exact day, month, and year if ascertainable, or, if not, the best
available approximation (including relationship to other events).

12. “DESCRIBE” means set forth fully and unambiguously every fact relevant to the
subject of the interrogatory, of which YOU have knowledge or information.

13. “IDENTIFY” with respect to a PERSON who is an individual means to state that
PERSON’S full name, present or last known address, and current or last known place of
employment.

14. “IDENTIFY” with respect to a PERSON that is not an individual means to state its:
full name, legal form, DATE of organization, state of incorporation or organization or other
business or license authority, present or last known address and telephone number, and the identity
of its chief executive officer, partners, or PERSONS in equivalent positions.

15. “IDENTIFY” with respect to a DOCUMENT means to give, to the extent known,
the (a) type of DOCUMENT; (b) general subject matter; (c) DATE of the DOCUMENT; and (d)
author(s), addressee(s) and recipient(s). In the alternative, the responding party may provide the
DOCUMENTS, together with information sufficient to satisfy Rule 33 of the Federal Rules of
Civil Procedure.

16. “IDENTIFY” with respect to COMMUNICATIONS means to give, to the extent
known, (a) a description of the substance of the COMMUNICATION; (b) the form of the
COMMUNICATION (e.g., telephone, facsimile, email, etc.); (c) the identity of each PERSON
that was a party to and/or present at the time of the COMMUNICATION, as well as the full name,
present or last known address, and the current or last known place of employment of each
PERSON; (d) the identity of the PERSON whom YOU contend initiated the

COMMUNICATION; and (e) the time, DATE, and place of the COMMUNICATION.

INTERROGATORIES (SET ONE) PAGE30OF 10
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INSTRUCTIONS

1. Each interrogatory is to be answered separately and fully based on information in
YOUR possession, custody, or control, or in the possession, custody, or control of YOUR
representatives, agents, or attorneys.

2. If YOU object to any interrogatory or any portion of an interrogatory on the ground
that the answer reflects or would reveal the substance of a privileged COMMUNICATION,
specify: (a) the nature of the privilege claimed; (b) the person who made the COMMUNICATION,
whether oral or in writing; (c) if the COMMUNICATION was oral, all persons present while the
COMMUNICATION was made; (d) if the COMMUNICATION was written, the author,
addressees, and any other recipients; (e) the relationship of the author of the COMMUNICATION
to each recipient; (f) the relationship of the persons present to the person who made the
COMMUNICATION; (g) the DATE and place of the COMMUNICATION; (h) the general
subject matter of the COMMUNICATION; and (i) other information sufficient to enable a full
assessment of the applicability of the privilege or protection claims, as required by Federal Rule
of Civil Procedure 26(b)(5) and TBMP § 405.04(b).

3. Unless otherwise stated herein, these interrogatories seek information for the time
period from January 1, 2020 up to the present.

4. Unless otherwise stated herein, these interrogatories apply to activities in or in
connection with the United States.

5. If YOU respond to an interrogatory by reference to DOCUMENTS pursuant to
Federal Rule of Civil Procedure 33(d), IDENTIFY the DOCUMENTS with specificity, including
by stating the applicable Bates Number range to the extent the DOCUMENTS are produced in
response to document requests in this proceeding.

6. The words “all,” “any,” or “each” shall be construed to encompass any and all of

INTERROGATORIES (SET ONE) PAGE40F 10
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the matter discussed.
7. The terms “and” and “or” shall be construed either conjunctively or disjunctively
as necessary to bring within the scope of an interrogatory all responses that might otherwise fall

outside its scope.

8. The use of singular form includes plural, and vice versa.

0. The use of present tense includes past tense, and vice versa.

10. The masculine form shall also be construed to include the feminine and vice versa.
11.  For the convenience of the Board and the parties, each interrogatory should be

quoted in full immediately preceding the response.

12.  These interrogatories are continuing in nature. If YOU receive or otherwise become
aware of information responsive to any interrogatory after YOU have served YOUR answers to
these interrogatories, YOU must promptly supplement YOUR answers to these interrogatories to
provide such information, as required by Federal Rule of Civil Procedure 26(e) and TBMP §
408.03.

INTERROGATORIES

INTERROGATORY NO. 1:

DESCRIBE in detail the facts and circumstances CONCERNING YOUR conception, creation,
selection, and adoption of the CHALLENGED MARK.

INTERROGATORY NO. 2:

IDENTIFY all PERSONS who participated in or were or are responsible for the conception,
creation, selection, or adoption of the CHALLENGED MARK.

INTERROGATORY NO. 3:

IDENTIFY each trademark search, investigation, or any other inquiry conducted by or for

INTERROGATORIES (SET ONE) PAGESOF 10
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APPLICANT CONCERNING the availability to use or register the CHALLENGED MARK.

INTERROGATORY NO. 4:

IDENTIFY each PERSON involved in the review of any trademark search, investigation, or
other inquiry conducted by or for APPLICANT CONCERNING the availability to use or
register the CHALLENGED MARK.

INTERROGATORY NO. §:

IDENTIFY all goods and services that APPLICANT has offered for sale, sold, or provided under
or in connection with the CHALLENGED MARK in the United States.

INTERROGATORY NO. 6:

For each good or service that YOU have offered, sold, or provided under or in connection with
the CHALLENGED MARK, state the date ranges of actual and planned use of the
CHALLENGED MARK in connection with the good or service, including the specific date of
first use or intended first use of the mark for each good or service.

INTERROGATORY NO. 7:

IDENTIFY all PERSONS who participated in or were or are responsible for the marketing or
advertising of any goods or services offered for sale, sold, or intended to be offered for sale or
sold by or for APPLICANT under or in connection with the CHALLENGED MARK.

INTERROGATORY NO. 8:

DESCRIBE all market research conducted by or on behalf of APPLICANT CONCERNING the
CHALLENGED MARK or any goods or services marketed or proposed to be marketed under
the CHALLENGED MARK, including the results of such research.

INTERROGATORY NO. 9:

DESCRIBE the date and circumstances of APPLICANT first becoming aware of OPPOSER or

INTERROGATORIES (SET ONE) PAGE 6 OF 10
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the registration or use of OPPOSER’S MARKS.

INTERROGATORY NO. 10:

DESCRIBE in detail any COMMUNICATIONS between APPLICANT and any third party
CONCERNING OPPOSER or OPPOSER’S MARKS.

INTERROGATORY NO. 11:

DESCRIBE each and every instance of which APPLICANT is aware in which any PERSON
has been in any way confused, mistaken, or deceived as to the origin or sponsorship of any goods
or services sold or offered for sale under or in connection with the CHALLENGED MARK.

INTERROGATORY NO. 12:

IDENTIFY all MARKS and names of which APPLICANT is aware that are used or registered
by third parties in connection with toys, games, sporting apparel and equipment and retail
services relating to the same that include the term SHELBY.

INTERROGATORY NO. 13:

DESCRIBE all facts and circumstances CONCERNING YOUR allegations in paragraph 14 of
the ANSWER that “there is no likelihood of confusion, mistake, or deception because
Applicant’s application for its SHELBY DESTROYER mark in connection to sporting
equipment, namely, hand-held shooting toy guns and weapons for competitive and recreational
sporting games is distinct from Opposer’s registrations and applications for toy cars and vehicles
and parts thereof.”

INTERROGATORY NO. 14:

DESCRIBE all facts and circumstances CONCERNING YOUR Fourth Affirmative Defense
that “Opposer’s marks are weak and entitled to only a narrow scope of protection.”

INTERROGATORY NO. 15:

INTERROGATORIES (SET ONE) PAGE 7 0OF 10
Page 7



DESCRIBE all facts and circumstances CONCERNING YOUR Fifth Affirmative Defense that
“Opposer’s marks are primarily merely a surname with no acquired distinctiveness nor
secondary meaning in International Class 028, and especially not in regard to Applicant’s
identified toy sporting equipment.”

INTERROGATORY NO. 16:

IDENTIFY all PERSONS involved in making the post attached as Exhibit A about “The name
Shelby” on APPLICANT’S Facebook page on August 9, 2021.

INTERROGATORY NO. 17:

DESCRIBE all facts and circumstances CONCERNING YOUR denial of the allegations in
paragraph 4 of the Notice of Opposition that “[s]ince 1962, Shelby (who passed away in 2012)
through his related entities, including the Shelby Trust and various licensees (collectively,
‘Shelby Related Companies’), have made open, continuous and extensive use of formative
SHELBY marks, variations of which are set forth below, in connection with a wide variety of
goods and services, ranging all the way from vehicles to toys, games, sporting apparel and
equipment, including for indoor and outdoor competitive and recreational games, and retail
services relating to the same.”

INTERROGATORY NO. 18:

IDENTIFY all PERSONS that furnished information for the responses to these interrogatories,

designating the number of each interrogatory for which such PERSONS furnished information.

Dated: December 28, 2022 Respectfully submitted,
f <
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Irene Y. Lee
Jean Y. Rhee
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RUSS AUGUST & KABAT

12424 Wilshire Boulevard, 12" FI.

Los Angeles, California 90025
Telephone: 310.826.7474
Facsimile: 310.826.6991

Attorneys for Opposer
Carroll Hall Shelby Trust

INTERROGATORIES (SET ONE)
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EXHIBIT A



==~ H.P. Shelby Manufacturing is on Facebook. To connect with H.P. Shelby Manufacturing,
== |og into Facebook.

P
SHELEY

H.P. Shelby Manufacturing
The name Shelby is pretty bada$$. What comes to your mind first?

A.) The car. But which? A Ford Shelby Mustang or Shelby Cobra?
B.) Peaky Blinders. Thomas Shelby to be specific.

C.) Who cares when I'm about to order the Shelby Destroyer as soon as their website finally gives me the option to
buy? (We're working on it! Won’t be long now!)

D.) I know a better one, and I'll educate you in my comment.

Let us know A, B, Cor D
Mobile uploads - Aug 9, 2021 -

View Full Size

Teri Blomgren Potesta and 4 others like this.

P
*

Michael Giebel
| don’t care what it’s called as long as it get in my hands as fast as possible!

1yr Report

Teri Blomgren Potesta
C =

1yr Report

Page 11

https://m.facebook.com/hpShelbyManufacturing/photos/a.103780344951686/235622161767503/type=3 171


https://m.facebook.com/login/?privacy_mutation_token=eyJ0eXBlIjowLCJjcmVhdGlvbl90aW1lIjoxNjcyMTk5NzY1LCJjYWxsc2l0ZV9pZCI6Mjc4OTkyMDk0NDYyNDI1MX0%3D
https://m.facebook.com/browse/likes/?id=pfbid02soEXQYyumRoSPiyVo7BxUwg1oFmfcbPYX8E7b38t6goZRTGcUjdkwL3nmD2D3t2Yl
https://m.facebook.com/login.php?next=https%3A%2F%2Fm.facebook.com%2FhpShelbyManufacturing%2Fphotos%2Fa.103780344951686%2F235622161767503%2F%3Ftype%3D3&ref=104&rs=28&rid=103187728344281&refsrc=deprecated
https://m.facebook.com/r.php?next=https%3A%2F%2Fm.facebook.com%2FhpShelbyManufacturing%2Fphotos%2Fa.103780344951686%2F235622161767503%2F%3Ftype%3D3&cid=104&rs=28&rid=103187728344281
https://facebook.com/hpShelbyManufacturing?__tn__=%2Cg
https://facebook.com/hpShelbyManufacturing?__tn__=%2Cg
https://m.facebook.com/hpShelbyManufacturing/albums/103780344951686/?__tn__=%2Cg
https://scontent-lax3-1.xx.fbcdn.net/v/t39.30808-6/232991513_235622171767502_3541826444835701314_n.jpg?stp=cp0_dst-jpg_e15_fr_q65&_nc_cat=104&ccb=1-7&_nc_sid=110474&_nc_ohc=pI8AiPplvjoAX_xx05t&_nc_oc=AQm8UERxXz6MsMHRrZMKl25YgoYguU7Hpk8ePbefsPFy-gEss-l1jvg7-32fm22vlIE&_nc_ht=scontent-lax3-1.xx&oh=00_AfA0ecVdPGIVm_sikzIJ_BfpBA98ZqPMBcm4XuRJoriiMw&oe=63B07A5B

CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing NOTICE OF OPPOSITION has been

served on Applicant via electronic mail, to the following e-mail address(es):

Zareefa B. Flener
FLENER IP & BUSINESS LAW, LLC
77 W. WASHINGTON ST., STE. 800
CHICAGO, ILLINOIS UNITED STATES 60602
Phone: 312-724-8874
Email: info@fleneriplaw.com; zflener@fleneriplaw.com;
lharkins@fleneriplaw.com; paras@fleneriplaw.com; uspto@dockettrak.com

Dated: December 28, 2022 /s/ Natalie Ayala
Natalie Ayala
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 90581822
For the mark: SHELBY DESTROYER
Published: May 17, 2022

_________________________________ X
CARROLL HALL SHELBY TRUST
Opposition No. 91277380
Opposer,
V.

H.P. SHELBY MANUFACTURING, LLC,

Applicant.
__________________________ X

APPLICANT’S SUPPLEMENTAL RESPONSES TO OPPOSER’S FIRST SET OF
INTERROGATORIES

Pursuant to Rules 26 and 33 of the Federal Rules of Civil Procedure and 37 C.F.R. §
2.120, H.P. Shelby Manufacturing, LLC, (“Applicant™) by and through its undersigned counsel,
submits these supplemental responses and objections to Carroll Hall Shelby Trust’s

("Opposer’s”) First Set of Interrogatorics (the "Interrogatories") as follows:

GENERAL OBJECTIONS

Applicant maintains all objections listed in Applicant’s Responses to Opposer’s First Set of

Interrogatories dated February 28, 2023.
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SUPPLEMENTAL INTERROGATORY RESPONSES

Subject to the foregoing General Objections and the specific objections made

below, Applicant provides supplemental responses to the Interrogatories as follows:

INTERROGATORY NO. 1:

DESCRIBE in detail the facts and circumstances CONCERNING YOUR conception, creation,

selection, and adoption of the CHALLENGED MARK.

RESPONSE TO INTERROGATORY NO. 1:

The selection of the mark occurred in approximately March 2019. One of the founding partners
wished to name her first child Shelby. A miscarriage prevented this from happening, and so the
name was used in the CHALLENGED MARK instead. Applicant is still investigating and

reserves the right to supplement answer.

INTERROGATORY NO. 2:

IDENTIFY all PERSONS who participated in or were or are responsible for the conception,

creation, selection, or adoption of the CHALLENGED MARK.

RESPONSE TO INTERROGATORY NO. 2:

Julie Potesta, Partner and Director and David Pisor, Co-founder and Managing Partner, and

Henry Pisor, Cofounder and Managing Partner. Applicant is still investigating and reserves the

right to supplement answer.
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INTERROGATORY NO. 3:

IDENTIFY each trademark search, investigation, or any other inquiry conducted by or for

APPLICANT CONCERNING the availability to use or register the CHALLENGED MARK.

(AMENDED) RESPONSE TO INTERROGATORY NO. 3:

Applicant objects to Interrogatory No. 3 on the grounds that it seeks information that is protected
from disclosure by the attorney-client privilege and the attorney work product doctrine. After
conducting a diligent search, Applicant has no non-privileged, responsive information in its
possession, custody, or control. Applicant reserves to supplement its response to this

Interrogatory as its investigation and this litigation continue.

INTERROGATORY NO. 4:

IDENTIFY each PERSON involved in the review of any trademark search, investigation, or

other inquiry conducted by or for APPLICANT CONCERNING the availability to use or register

the CHALLENGED MARK.

(AMENDED) RESPONSE TO INTERROGATORY NO. 4:

Per, Interrogatory No. 3, Applicant objects to Interrogatory No. 4 on the grounds that it seeks
information that is protected from disclosure by the attorney-client privilege and the attorney
work product doctrine. After conducting a diligent search, Applicant has no non-privileged,
responsive information in its possession, custody, or control. Applicant reserves to supplement

its response to this Interrogatory as its investigation and this litigation continue.
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INTERROGATORY NO. 5:

IDENTIFY all goods and services that APPLICANT has offered for sale, sold, or provided

Under or in connection with the CHALLENGED MARK in the United States.
RESPONSE TO INTERROGATORY NO. 5:

Applicant notes that the goods offered in connection with the CHALLENGED MARK in the
U.S. are its disc blaster toys, foam disc refills for the disc blaster toys, laser sight for the disc
blaster toy, a shoulder strap for the disc blaster toy, a magazine clip to hold the disc blaster toy’s
foam discs, a battery pack for the disc blaster toys, safety tactical glasses, a utility rail flashlight
to be attached to the disc blaster toys, and stickers. These goods can be found at Applicant’s
website at https://shelbymanufacturing.com/collections/all-products. Applicant is still

investigating and reserves the right to supplement its answer.

INTERROGATORY NO. 6:

For each good or service that YOU have offered, sold, or provided under or in connection with
the CHALLENGED MARK, state the date ranges of actual and planned use of the
CHALLENGED MARK in connection with the good or service, including the specific date off

first use or intended first use of the mark for each good or service.

(AMENDED) RESPONSE TO INTERROGATORY NO. 6:

After conducting a diligent search, Applicant answer as follows- Applicant’s website pertaining
to the goods referenced in Interrogatory No. 3 that are offered in connection with the

CHALLENGED MARK launched on August 11, 2021. A campaign to prepare a prototype of
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Applicant’s disc blaster toy and associated foam disks was launched through the crowdfunding
website Indiegogo on June 21, 2021. Applicant’s goods are not yet available to be shipped and
are still in the manufacturing process. Applicant intends on shipping its products in late May of

2023.

INTERROGATORY NO. 7:

IDENTIFY all PERSONS who participated in or were or are responsible for the marketing or
advertising of any goods or services offered for sale, sold, or intended to be offered for sale or

sold by or for APPLICANT under or in connection with the CHALLENGED MARK.

(AMENDED) RESPONSE TO INTERROGATORY NO. 7:

After conducting a diligent search, Applicant responds thal persons who participated in or were
responsible for the marketing or advertising of any goods offered for sale, or intended to be
offered for sale, are Julie Potesta, Partner and Director, David Pisor, Co-founder and Managing
Partner, and Michelle Elvin, Social Media Consultant. Applicant also utilized the marketing and

advertising agency Matchnode.

INTERROGATORY NO. 8:

DESCRIBE all markel research conducted by or on behalf of APPLICANT CONCERNING the

CHALLENGED MARK or any goods or services marketed or proposed to be marketed under

the CHALLENGED MARK, including the results of such research.

(AMENDED) RESPONSE TO INTERROGATORY NO. 8:
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Applicant objects to interrogatory No. 8 as it is unduly burdensome and overly broad and seeks
information pertaining to any goods or services marketed or proposed to be marketed under the
CHALLENGED MARK. As aresult, Applicant also objects to this interrogatory on relevancy

grounds as the CHALLENGED MARK only covers goods in Class 28.

After conducting a diligent search, Applicant, has not discovered any documents pertaining to
market research conducted by Applicant or behalf of Applicant concerning the Class 28 goods

covered by the CHALLENGED MARK.

INTERROGATORY NO. 9:

DESCRIBE the date and circumstances of APPLICANT first becoming aware of OPPOSER or

the registration or use of OPPOSER 'S MARKS.

RESPONSE TO INTERROGATORY NO. 9:

Applicant first became aware of Opposer on December 21, 2021. At this time, Applicant was
notified of an issuance from the United States Patent and Trademark Office (“USPTO™)
regarding the pending U.S. Application Serial No. 88/725,594 for the mark SHELBY
AMERICAN, of Opposer’s Marks that is listed in Opposer’s Opposition in Paragraph 5 and

Exhibit A.

INTERROGATORY NO. 10:

DESCRIBE in detail any COMMUNICATIONS between APPLICANT and any third party

CONCERNING OPPOSER or OPPOSER’S MARKS.

RESPONSE TO INTERROGATORY NO. 10:
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Applicant objects to Interrogatory No. 10 on the grounds that it seeks information that is protected from
disclosure by the attorney-client privilege and the attorney work product doctrine. Applicant, to its
knowledge, has no non-privileged, responsive information in its possession, custody, or control.

However, Applicant is still investigating this interrogatory and will further supplement its response.

INTERROGATORY NO. 11:

DESCRIBE each and every instance of which APPLICANT is aware in which any PERSON
has been in any way confused, mistaken, or deceived as 1o the origin or sponsorship of any

goads or services sold or offered for sale under or in connection with the CHALLENGED

MARK.

RESPONSE TO INTERROGATORY NO. 11:

Applicant is not aware of any instance in which a person has been in any way confused, mistaken, or
deceived as to the origin or sponsorship of any goods or serviced sold or offered for sale under or in

connection with the CHALLENGED MARK.

INTERROGATORY NO. 12:

IDENTIFY all MARKS and names of which APPLICANT is aware that are used or registered
by third parties in connection with toys, games, sporting apparel and equipment and retail
services relating to the same that include the term SHELBY

RESPONSE TO INTERROGATORY NO. 12:

Applicant objects to Interrogatory No. 12 on relevancy grounds as the CHALLENGED MARK
only covers goods in Class 28 and not apparel in Class 25. Regardless, Applicant answers as

follows:
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e Application Serial No. 97/329,334 for the mark SHELBY for “dolls; dolls and
accessories therefor; Dolls and playsets therefore; Dolls for playing; Dolls' clothes™ in

Class 28 that is owned by Maison Battat Inc.

e Registration No. 4536749 for the mark SHELBY'S SNACK SHACK GAME for “board

games” in Class 28 that is owned by Learning Resources, Inc.

o Application Serial No. 85955833 for the mark SHELBY STAR for “Children's
educational toys for developing fine motor, cognitive, oral language, numbers, counting,
colors and alphabet skills; children's multiple activity toys; plush toys; action figures;
play sets for action figures; toys, namely, children's dress-up accessories” in Class 28 that

is owned by Milian Universe, LLC.

» Application Serial No. 77939750 for the mark SHELBY for “TOYS, GAMES AND
PLAYTHINGS, NAMELY, DOLLS, DOLL CLOTHING AND DOLL ACCESSORIES
NOT INCLUDING DIE CAST MODEL CARS AND OTHER TOY VEHICLES,” in

Class 28 owned by American Girl, LLC.

e Application Serial No. 76696734 for the mark SHELBY'S HANDS ON PRODUCTS
EDUCATIONAL AND FUN SRNS Stylized for “games” in Class 28 that is owned by

Shelby Jean Anderson.

e Application Serial No. 97341187 for the mark CARYJSHELBY for “Gloves; Hats;
Shoes; Skirts; Sneakers; Underwear; Athletic apparel, namely, shirts, pants, jackets,

footwear, hats and caps, athletic uniforms; Board shorts; Body shirts; Knitted gloves;
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Men's dress socks; Sandals and beach shoes; Shirts and short-sleeved shirts; Tee shirts”

in Class 25 that is owned by Zhenyu Zhuo.

s Application Serial No. 97240705 for the mark SHELBY AVENUE for “Shorts;
Sweatpants; Sweatshirts; T-shirts; Graphic T-shirts; Hooded sweatshirts; Shirts and short-
sleeved shirts; Short-sleeved or long-sleeved t-shirts; Sweat shorts” in Class 25 that is

owned by William Baron.

» Application Serial No. 90390539 for the mark SHELBY IVEY CHRISTIE for “Coats;

Pants; Shirts; Sweatshirts; Jackets” in Class 25 that is owned by Shelby Ivey Christie.

o Registration No. 6351157 for the mark SHELBY SWIM for “Women's and Junior's

Swimwear” in Class 25 that is owned by Shelby Tracy Brown.

* Registration No. 4726786 for the mark SIHIELBY JANE & CO. for “clothing, namely,
tops, shirts, T-shirts, sweatshirts, tank tops, vests, blouses, coats, overcoats, tuxedos,
suits, jackets, sports coats, sweaters, pullovers, jumpers, skirts, dresses, body suits,
leotards, leggings, pants, trousers, sweatpants, shorts, swimwear, gloves, socks,
underwear, and belts; headwear, namely, caps, hats, and visors™ in Class 25 that is owned

by Shelby Jane & Co. Limited.

e Registration No. 4768921 for the mark SHELBY BLACKSTOCK for “clothing, namely,

t-shirts” in Class 25 that is owned by Shelby Blackstock.

o Registration No. 4392931 for the mark SHELBY & PALMER for “Women's clothing,

namely, dresses, suits, pants and jackets,” in Class 25 that is owned by Portico Apparel.

L.P.
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e Application Serial No. 85822635 for the mark SHELBYKNOT for “neckwear” in Class

25 that is owned by Don Shelby,

¢ Application Serial No. 85186160 for the mark SHELBY REESE for “sweatshirts; t-

shirts” in Class 25 that is owned by Shelby Reese.

Applicant is also aware of the use of the term SHELBY in connection with electronic toys
produced by Hasbro Interactive. Applicant is still investigating and reserves the right to

supplement answer.

INTERROGATORY NO. 13:

DESCRIBE all facts and circumstances CONCERNING YOUR allegations in paragraph 14 of
the ANSWER that “there is no likelihood of confusion, mistake, or deception because
Applicant’s application for its SHELBY DESTROYER mark in connection (o sporting
equipment, namely, hand-held shooting toy guns and weapons for competitive and recreational
sporting games is distinct from Opposer s registrations and applications for toy cars and
vehicles and parts thereof."

(AMENDED) RESPONSE TO INTERROGATORY NO. 13:

Applicant objects to Interrogatory No. 13 on the grounds that it is overbroad and unduly burdensome.
Application further objects to this Interrogatory to the extent that it calls for information protected from
disclosure by the attorney-client privilege and/or attorney work product doctrine. Applicant further
objects to this Interrogatory to the extent that it calls for a legal conclusion. To the extent not otherwise
objected to, Applicant will provide only the applicable information which is sufficient to meet the needs
of the Request.

Applicant identifies the facts and circumstances submitted in its Office Actions Response in its
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prosecution of the application to register its applied-for mark (Serial no. 90581822), which are publicly
available and accessible. Applicant reserves to supplement its response to this Interrogatory as its

investigation and this litigation continue,

INTERROGATORY NO. 14:

DESCRIBE all facts and circumstances CONCERNING YOUR Fourth Affirmative Defense

that " Opposer's marks are weak and entitled fo only a narrow scope of protection.”

(AMENDED) RESPONSE TO INTERROGATORY NO. 14:

Applicant objects to Interrogatory No. 14 on the grounds that it is overbroad and unduly burdensome.
Application further objects to this Interrogatory to the extent that it calls for information protected from
disclosure by the attorney-client privilege and/or attorney work product doctrine. Applicant further
objects to this Interrogatory to the extent that it calls for a legal conclusion. Subject to and without waiving
the foregoing objections, Applicant states in its response to this Interrogatory that the facts and
circumstances that may show that “Opposer’s marks are weak and entitled to only a narrow scope of
protection,” include but is not limited to the fact that there are trademark registrations comprising of the
term “SHELBY™ for the same international classes or similar goods and services offered in connection
with Opposer’s Marks co-existing on the USPTO database, which are publicly available and accessible.
Applicant reserves to supplement its response to this Interrogatory as its investigation and this litigation

continue.

INTERROGATORY NO. 15:

DESCRIBE all facts and circumstances CONCERNING YOUR Fifth Affirmative Defense that
“Opposer’s marks are primarily merely a swrname with no acquired distinctiveness nor

secondary meaning in International Class 028, and especially not in regard to Applicant's
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identified toy sporting equipment.”

(AMENDED) RESPONSE TO INTERROGATORY NO. 15:

Applicant objects to Interrogatory No. 15 on the grounds that it is overbroad. Application further objects
to this Interrogatory to the extent that it calls for information protected from disclosure by the attorney-
client privilege and/or attorney work product doctrine. Applicant further objects to this Interrogatory to
the extent that it calls for a legal conclusion. To the extent not otherwise objected to, Applicant will
provide only the applicable information which is sufficient to meet the needs of the Request. Applicant
identifies Opposer’s website where it identifies its mark deriving from Carroll Hall Shelby, the driver.
The owner of Opposer’s Marks is the Trustee of Carroll Shelby Applicant. As a result, the term SHELBY
in the Opposer’s Marks is Trustees of Carroll Shelby. Applicant reserves to supplement its response to

this Interrogatory as its investigation and this litigation continue.

INTERROGATORY NO. 16:

IDENTIFY all PERSONS involved in making the post attached as Exhibit A about ““The name

Shelby” on APPLICANT’S Facebook page on August 9, 2021,

RESPONSE TO INTERROGATORY NO. 16:

Julie Potesta, Partner and Director. Applicant is still investigating and reserves the right to

supplement its answer.

INTERROGATORY NO. 17:

DESCRIBE all facts and circumsiances CONCERNING YOUR denial of the allegations in
paragraph 4 of the Notice of Opposition that “[s]ince 1962, Shelby (who passed away in 2012)

through his related entities, including the Shelby Trust and various licensees (collectively,
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‘Shelby Related Companies'), have made open, continuous and extensive use of formative
SHELBY marks, variations of which are set forth below, in connection with a wide variety of
goods and services, ranging all the way from vehicles to toys, games, sporting apparel and
equipment, including for indoor and outdoor competitive and recreational games, and retail
services relating to the same,”

RESPONSE TO INTERROGATORY NO. 17:

Applicant is aware through a search of the USPTO database of several applications and registrations for
SHELBY and SHELBY -type marks that have been abandoned or cancelled due to failure to prove use
of the mark in connection with the listed goods and/or services. Examples of which, but are not limited

to, are:
e Application Serial No. 86582897 for the mark BAJA 700 SHELBY
¢ Application Serial No. 86134187 for the mark SHELBY GTS
o Registration No. 4384077 for the mark SHELBY
» Registration No. 4193153 for the mark SHELBY
* Registration No. 4146877 for the mark SHELBY AMERICAN
» Application Serial No. 77571274 for the mark SHELBY TWO SNAKES

Applicant is still investigating this interrogatory and will further supplement its response.

INTERROGATORY NO. 18:

IDENTIFY all PERSONS that furnished information for the responses to these interrogatories,

designating the number of each interrogatory for which such PERSONS furnished information.

RESPONSE TO INTERROGATORY NO. 18:
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Julie Potesta, Partner and Director, provided the interrogatory responses.

Dated: P
B}ﬂm_f%{s—:f_

Colleen E. Ferguson
77 West Washington Street
Suite 300
Chicago, 1L 60602
(312) 724-8874
Attomney for Applicant

3/22/2023
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VERIFICATION
I, Julie Potesta am the Partner and Director of H.P. Shelby Manufacturing, LLC
(“Applicant”). I am the representative of Applicant for the purpose of answering Carroll Hall
Shelby Trust’s (“Opposer’s”) Interrogatories. | have read the foregoing interrogatories and the
answers to those interrogatories, which are true according to the best of my knowledge,

information, and belief. I declare under penalty of perjury that the foregoing is true and correct.

DocuSigned by:

Dated on March 22. 2023 @ mm%

C7ASIB0MACIACE

Julie Potesta
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CERTIFICATE OF SERVICE
I hereby certify that on March 22, 2023, I caused a true and correct copy of Applicant’s

Supplemental Response to Opposer’s Interrogatories to be served by email upon Opposer’s following

representatives.

Irene Y. Lee

Jean Y. Rhee

Russ August & Kabat

1424 Wilshire Boulevard, 12 F1.
Los Angelese, CA 90025
trademark@raklaw.com
jrhee@raklaw.com
ilee@raklaw.com

By:

Colfeen E. Fergushh
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8/24/22,3:15PM H.P. Shelby Manufacturing - The name Shelby is pretly bada$$. What comes to your mind first? A.) The car. But which? A Ford Shelby Mustan...

H.P. Shelby Manufacturing - The name Shelby is pretty bada$$. What comes to your mind first? A.) The ca...

H.P. Shelby Manufacturing
The name Shelby is pretty bada$$. What comes to your mind first?

A.) The car, But which? A Ford Shelby Mustang or Shelby Cobra?
B.) Peaky Blinders. Thomas Shelby to be specific.

C.) Who cares when I'm about to order the Shelby Destroyer as soon as their website finally gives me the option to buy? (We're
working on it! Won’t be long now!)

D.) | know a better one, and I'll educate you in my comment.

Letusknow A, B,CorD
Mobile uploads - Aug 9, 2021 -
View Full Size - More Options

Like Comment Share

Write a comment... Post

Michael Giebel
| don't care what it's called as long as it get in my hands as fast as possible!

iyr Like Reply More

Teri Blomgren Potesta
C

iyr Like Reply More

SHELBY00001506
https://m facebook.com/hpShelbyManufacturing/photos/a.103780344951686/235622161767503/type=3 171
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H.P. Shelby Manufacturing
The name Shelby is pretty bada$$. What comes to your mind first?

A.) The car. But which? A Ford Shelby Mustang or Shelby Cobra?

B.) Peaky Blinders. Thomas Shelby to be specific.

H.P. Shelby Manufacturing is on Facebook. To connect with H.P. Shelby Manufacturing,

C.) Who cares when I'm about to order the Shelby Destroyer as soon as their website finally gives me the option to

buy? (We're working on it! Won't be long now!)
D.) | know a better one, and I'll educate you in my comment.

Letus know A, B, Cor D
Mobile uploads - Aug 9, 2021 -

View Full Size

Teri Blomgren Potesta and 4 others like this.

o
)

Michael Giebel
| don't care what it's called as long as it get in my hands as fast as possible!

1yr Report

Teri Blomgren Potesta
C &
1yr Report

https://m.facebook com/hpShelbyManufacturing/photosfa. 103780344951 686/235622 161767503/ type=3
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