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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Application Serial No. 90867628
Published in the Official Gazette on June 7, 2022.
For the mark: TRIZZY

TRAVON D. HOWARD
Opposer,
OPPOSITION NO. 91276970
ADAM KAMUDA; ASHLEY DAVIDOCK;
STEVEN ARCH; NICHOLAS BURDI;
ZACHARY BURDI; STEVEN DIMOVSKI

Applicant.

COMBINED REPLY BRIEF IN FURTHER SUPPORT OF
OPPOSER’S MOTION FOR LEAVE TO FILE AMENDED COMPLAINT
AND MOTION FOR SUMMARY JUDGMENT

Opposer Travon D. Howard (“Opposer”), by and through his undersigned counsel, submits
this reply brief in further support of his Motion to file Amended Complaint and Motion for
Summary Judgment, respectively.

ARGUMENT
I. OPPOSER’S AMENDED PLEADING

Under Fed. R. Civ. P. 15(a), a leave to amend pleadings should be granted if justice so
requires. “Consistent therewith, the Board liberally grants leave to amend pleadings at any stage
of the proceeding, unless entry of the proposed amendment would violate settled law or be

prejudicial to the rights of the adverse party or parties.” See, e.g., Commodore Electronics Ltd. v.

CBM Kabushiki Kaisha, 26 USPQ2d 1503 (TTAB 1993); United States Olympic Committee v. O-


https://1.next.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000600&cite=USFRCPR15&originatingDoc=I0add58e0e0bc11e5be74e186f6bc2536&refType=LQ&originationContext=document&transitionType=DocumentItem&ppcid=78db4760764749f8857f64ce2ce962f6&contextData=(sc.PremiumResultListFiltering)

M Bread Inc., 26 USPQ2d 1221 (TTAB 1993). The United States Supreme Court has stated that
the motion's timing should be considered when a question of prejudice arises. The party seeking
the leave, in this case, the opposer, is then tasked with providing a basis for the delay. See TBMP
§ 507.02(a) (2d ed. rev. 2004) and Trek Bicycle Corporation v. StyleTrek Limited, 64 USPQ2d
1540, 1541 (TTAB 2001). In the absence of an apparent undue delay, Leave to Amend should be
freely granted.

The Court has held on numerous occasions that any party who creates an undue delay in
filing its pleading and, in so delaying, causes prejudice to its adversary risks denial of that motion.
However, an undue delay was not deliberately created on the Opposer’s behalf. Furthermore, the
Applicants have not sufficiently proven that they will be prejudiced if the board grants the
Opposer’s motion. Courts have also held on numerous occasions that documents filed pro se are
to be liberally construed. This opposition was instituted on June 27, 2022, and Opposer carried
this proceeding on without counsel until July 25, 2023. It would be a miscarriage of justice to
penalize him for acting in conformity with his standing as a pro se litigant. “A pro se complaint,
however inartfully pleaded, must be held to less stringent standards than formal pleadings drafted
by lawyers,” ibid. (internal quotation marks omitted). Cf. Fed. Rule Civ. Proc. 8(f) (“All pleadings
shall be so construed as to do substantial justice”). Erickson v. Pardus, 551 U.S. 89, 94 (2007).

A. Undue Delay will not result from the Board’s Acceptance of Opposer’s Amendment.

Applicants argue that the Opposer’s proposed amendment will result in undue delay. They
assert that Opposer is attempting to “circumvent the entire discovery process and deny Applicants
the opportunity to take discovery and ultimately challenge Opposer’s new claims of trademark
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rights for clothing and printed matter.” Applicants also assert that “this proceeding has greatly

hampered Applicants’ business and starting the process all over again because of Opposer’s



deliberate and unreasonable delays will unfairly burden and greatly prejudice Applicants.”
Applicants fail to acknowledge that the mere application to use a mark owned by another party
dampers everyone’s business. Opposer, like Applicants, has devoted substantial time, effort, and
resources in pursuing this action. By amending the pleadings and reopening discovery, not only
is the Opposer allotting the Applicants additional time to prove their right to the mark, but he is
also preventing them from having to litigate additional classes in the future. “[1]iberal amendment
promotes judicial economy by making it possible to dispose of all contentions between parties in
one lawsuit.” Bilt-Rite Steel Buck Corp. v. Duncan's Welding & Corr. Equip., Inc., 1990 WL
129970, at *1 (E.D.N.Y. Aug. 24, 1990) (citing Jenn—Air Prods. v. Penn Ventilator, Inc., 283 F.
Supp.591,594(E.D.Pa.1968)). “The motion to amend arrived four years after litigation began, one
year after summary judgment motions were decided, eight months after filing an amended answer,
and only days before trial. That is the very picture of undue delay. Cf. Elkins v. District of
Columbia, 690 F.3d 554, 565 (D.C.Cir.2012) (finding undue delay when a motion to amend
arrived “five years after the initial complaint and after discovery had closed”) Bode & Grenier,
LLP v. Knight, 808 F.3d 852, 860 (D.C. Cir. 2015). Requesting leave to amend sixteen months
after the notice of opposition was filed and well before a trial date has been set does not create an
undue delay.

B. Opposer’s Amendment is not Untimely and Prejudicial to the Applicants.

Applicants were made aware of the use of Opposer’s additional pleaded
mark and the use of Opposer’s mark on the goods offered in connection with the additional
application prior to the filing of the proposed amendment pleading. Opposer’s TRIZZY mark and
TRIZZY -Branded marks are related to pleaded registration and are part of the same series of goods.

As a result, Applicants had notice prior to this amendment of Opposer’s additional


https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2028386356&pubNum=0000506&originatingDoc=Ie4bab43c79c411e5b4bafa136b480ad2&refType=RP&fi=co_pp_sp_506_565&originationContext=document&transitionType=DocumentItem&ppcid=c768f251361645ab96073a16c3b22acd&contextData=(sc.DocLink)#co_pp_sp_506_565
https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2028386356&pubNum=0000506&originatingDoc=Ie4bab43c79c411e5b4bafa136b480ad2&refType=RP&fi=co_pp_sp_506_565&originationContext=document&transitionType=DocumentItem&ppcid=c768f251361645ab96073a16c3b22acd&contextData=(sc.DocLink)#co_pp_sp_506_565

Mark and various goods offered in connection with the mark. Applicants were also aware that
Opposer did not have counsel. “Before finding prejudice to the non-moving party, courts consider
several factors, among them “whether an amendment would require the opponent to expend
significant additional resources to conduct discovery and prepare for trial or significantly delay the
resolution of the dispute.” Ruotolo v. City of N.Y., 514 F.3d 184, 192 (2d Cir. 2008) (punctuation
omitted). In addition, courts will “consider the extent to which the new claims are related to the
existing ones and whether a party has had prior notice of a proposed new claim.” Refco Grp. Ltd.,
LLCv. Cantor Fitzgerald, L.P.,2015 WL 4097927, at *6 (S.D.N.Y. July 6, 2015) (citing Monahan,
214 F.3d at 284, Hanlin v. Mitchelson, 794 F.2d 834, 841 (2d Cir. 1986), and State Teachers Ret.
Bd., 654 F.2d at 856). Normally, mere allegations that an amendment “will require the expenditure
of additional time, effort, or money do not themselves constitute undue prejudice” Christians of
Cal., Inc. v. Clive Christian N.Y., LLP, 2014 WL 3605526, at *5 (S.D.N.Y. July18, 2014) U.S. ex
rel. Raffington v. Bon Secours Health System, Inc., 567 F. Supp. 3d 429, 438 (S.D.N.Y. 2021),
objections overruled sub nom. U.S. v. Bon Secours Health System, Inc., No. 10 CIV. 9650 (RMB),
2023 WL 1992639 (S.D.N.Y. Feb. 14, 2023). Applicants merely allege that reopening discovery
will greatly prejudice them. The prejudice appears to be on the basis of time. They have not
provided any additional grounds for prejudice, and the expenditure of additional time, effort, or
money does not themselves constitute undue prejudice.

C. Opposer’s Status Litigant Prior to Retaining L.egal Counsel

Applicants argue that Opposer knew of the additional claims and attempted to mislead the
board into granting the motion to amend. Opposer learned of an additional basis to oppose
Applicants’ mark and initiated the action as soon as possible. This proceeding was suspended on

February 17, 2023, and resumed on August 17, 2023. Opposer only learned of its option to seek



leave to amend its pleading after counsel had an adequate opportunity to review all court papers
in connection with the proceeding prior to the close of discovery. “[A]lthough the rules of civil
procedure apply equally to pro se litigants as well as litigants with representation, this court does
not expect a pro se litigant to perfectly comply with all procedural rules.” Fireman's Ins. Co. v.
Herbert, No. 4:04cv139, 2005 WL 3536091, at *2, 2005 U.S. Dist. LEXIS 38218, at *7 (E.D. Va.
Dec. 20, 2005); see also Mandizha v. Bank of Am. Corp., 3:17-cv-00258, 2018 U.S. Dist. LEXIS
140757, at *3 (W.D.N.C. Aug. 20, 2018) (stating that “[t]he greater latitude awarded to pro se
litigants entitles them to more lenient enforcement of the Federal Rules of Civil Procedure”) La
Michoacana Nat., LLC v. Maestre, 611 F. Supp. 3d 87, 95 (W.D.N.C. 2020). It would be a
miscarriage of justice to deny Opposer’s motion for leave on behalf of his pro se status. The Court
of Appeals' departure from the liberal pleading standards set forth by Rule 8(a)(2) is even more
pronounced in this case because petitioner has been proceeding, from the litigation's outset,
without counsel. A document filed pro se is “to be liberally construed,” Estelle v. Gamble, 429
U.S. 97 (1976).
II. LIKELIHOOD OF CONFUSION

A. Applicants Failed to Show the Existence of a Genuine Issue as to Priority of Use

“The Federal Circuit has emphasized that when an opposer seeks to prove first use prior to
that of the applicant, the totality of the evidence of prior use should be weighed.” Mazama Brewing
Co., 2018 WL 2018076, at *6 (citing West Florida Seafood, Inc. v. Jet Rests., Inc., 31 F.3d 1122,
31 USPQ2d 1660, 1663 (Fed. Cir. 1994)). “Declaration testimony accompanied by corroborating
evidence, if sufficiently probative, may suffice to establish priority.” Mazama Brewing Co., 2018
WL 2018076, at *6. (citing Kohler Co. v. Baldwin Hardware Corp., 82 USPQ2d 1100, 1108

(TTAB 2007)). Opposer has used its TRIZZY marks extensively on all the goods and services



identified in its respective registrations and applications since as early as 2008. See Howard Decl.
at 9 3. Applicants filed their intent-to-use application on August 5, 2021, and there is no evidence
Applicants made any use of the TRIZZY mark prior to filing Application Ser. No. 90/867,628.
Here, it is evident that Opposer used his TRIZZY mark prominently and continuously as a source
identified in connection with all his goods and services before August 5, 2021. “Proof of prior and
continuous use in intrastate commerce is sufficient to preclude registration.” 3 McCarthy on
Trademarks and Unfair Competition § 20:17 (5" ed. 2022). (emphasis added), (“It is only
necessary to prove priority of use of a term in any geographic area of the United States — whether
intrastate or inter-state commerce.) First Niagra Ins. Brokers. V. First Niagra Financial Group,
476 F.3d 867, 871 (Fed. Cir. 2007); Tie Rack Enterprises, Inc. v. Tie Rak Stores, 158 USPQ 441,
443 (TTAB 1970) (“It is well established, however, that while interstate use of a mark is a requisite
for Federal registration, rights in and to a trademark are created by use of a mark whether in intra-
state or interstate commerce.”) For these reasons, Applicants have failed to show the existence of
a genuine issue as to Opposer’s priority of use.

B. Applicants Failed to Show the Existence of a Genuine Issue as to the Similarity of the

Marks

Applicants admit that its applied-for mark and Opposer’s mark are visually similar. See
Applicants’ Response to Request for Admission Request No. 6. As such, there exists no genuine
issue of material fact here.

C. Applicants Failed to Show the Existence of a Genuine Issue as to the Similarity of the

Goods and Services

Significantly, the goods and services need not be identical or even competitive in order to

find that there is a likelihood of confusion. lolo Techs., 95 USPQ2d at 1499; In re G.B.1. Tile &



Stone, Inc., 92 USPQ2d 1366, 1368 (TTAB 2009). The issue is not whether the goods or services
will be confused with each other, but rather whether the public will be confused as to their source.
See Recot Inc. v. M.C. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000).

Applicants contend that “Opposer’s goods and services in Registration No. 6764219 are
not in any way related to Applciants’ goods and services in Application Ser. No. 90/867,628.”
Still, Applicants fail to acknowledge that their applied-for goods are, in fact, highly related to
Opposer’s goods in Opposer’s Application Ser. No. 97/702,868. Furthermore, Applicants’
admission of the similarity of the marks gives weight to the fact that the general consumer public
can be confused as to the source of the goods and services offered from parties using the same
term and mark TRIZZY. “It is well-settled that . . . . use-based applications that show that the same
mark is registered for the types of goods and services offered by the respective parties is evidence
that the goods and services are of the type which may emanate from the same source.” In re
Aquamor, Inc. 115 USPQ2d 1122, 1126 n.5 (TTAB 2015); In re AlbertTrostel & Sons Co., 29
USPQ2d 1783, 1885-86 (TTAB 1993). Here, as between Applicants and Opposer’s goods, there
can be no doubt that clothing, particularly clothing such as those Opposer offers, and those goods
for which Applicants seek registration (Hats; Shirts; Shorts; T-shirts; Uniforms; Headwear; Tank
tops; Sweat pants; Sweat shirts”) routinely emanate from the same source and are thus closely
related goods.

In light of the identical dominant feature of the marks and the identical nature of the
services, there is no genuine issue — confusion is likely and summary judgment should be granted.
See In re J.M. Originals, Inc., 6 USPQ2d 1393 (TTAB 1987) (“If two marks share the same
dominant feature and the marks, when viewed in their entireties, create a similar overall

commercial impression, then confusion is likely.”). Given the above, there can be no doubt that



the goods and services Opposer offered prior to Applicants’ filing date are highly related to those
for which Applicants seek registration in connection with the applied-for mark.

D. Applicants Failed to Show the Existence of a Genuine Issue as to the Channels of

Trade,

Applicants, through its opposition papers, attempt to characterize itself differently from
Opposer, to distinguish from Opposer’s channels of trade by contending, “Applicants and
Opposer’s goods and services move through entirely different channels of trade. Applicant’s goods
and services are sold to athletes and other individuals that desire high-quality strength and
conditioning software and information” and omitting Opposer’s Application Ser. No. 97/702,868
in its responsive. Applicants Opp. Even if Applicants’ goods and services were offered only to
athletes and other classified individuals, this fact alone fails to raise a genuine issue of material
fact because “[r]estricted channels of distribution not reflected in the application or registration are
regarded as irrelevant.” 3 McCarthy on Trademarks and Unfair Competition § 20:15 (5" ed. 2022).

The issue in an opposition is the right of an applicant to register the mark depicted

in the application for the goods identified therein. The authority is legion that the

questions of registrability of an applicant’s mark must be decided on the basis of

the identification of goods set forth in the application regardless of what the record

may reveal as to the particular nature of an applicant’s goods, the particular

channels of trade or class of purchasers to which sales of the goods are directed.

Octocom Systems, Inc. Houston Computer Services, Inc., 918 F.2d 937, 942, 16 USPQ2d 1783
(Fed. Cir. 1990) (citations omitted); see also In re Continential Graphics Corp., 52 USPQ2d 1374,
1377 (TTAB 1999) (“Because no trade channel limitations have been included in either applicant’s
recitation of services nor in the registration’s recitation of services, we must presume that applicant
and registrant are entitled to offer their services in all normal trade channels for such services and

to all normal classes of customers for such services.”). Here, Applicants’ Application Serial No.

90/867,628 does not contain any restrictions as to the channels of trade or purchasers, nor does



Opposer’s Application Ser. No. 97/702,868. Under this circumstance, Applicants’ goods must be
deemed to move in all normal channels of trade, and thus be presumed to be available to all
potential customers, including Opposer’s potential customers. Confusion is still likely.

E. Applicant Has Not Shown That Further Discovery Is Necessary

Applicants complain that the granting of the Motion will “essentially force the parties to
start the entire process over again.” While Opposer indicated that discovery may need to be re-
opened, it was based on the premise that Applicants would move to conduct discovery if the Board
accepted the proposed amendment. However, complete discovery is not a prerequisite for a
summary judgment motion. FRCP Rule 56(f) and TBMP § 528.06, which Applicants failed to cite,
provide the basis for ordering limited discovery, but only to the extent Applicant has filed a motion
under Rule 56(d) and submitted an affidavit or declaration showing that the discovery is necessary
in order to respond to the summary judgment motion. TBMP § 528.06 at 500-115 (“It is not
sufficient that a nonmoving party simply state in an affidavit supporting its motion under Fed. R.
Civ. P. 56(f) that it needs discovery in order to respond to the motion for summary judgment;
rather, the party must state therein the reasons why it is unable, without discovery, to present by
affidavit facts sufficient to show the existence of a genuine issue of material fact for trial.”)

Applicants have failed to file a Rule 56(f) motion or to show why any additional discovery
is necessary to respond to the Motion. For instance, Applicants argue that further discovery is
needed only if Opposer’s Motion to Amend its complaint is allowed. Moreover, the fact that
Applicant[s] have filed a substantive opposition to the Motion contradicts its purported need for
further discovery, and thus any request for discovery under Rule 56(f) should be denied. See
Dyneer Corp. v. Automotive Prods. Plc, 37 USPQ2d 1251, 1253 (TTAB 1995) (“A Rule 56(f)

motion should only be filed when a party’s inability to respond to its adversary’s summary



judgment motion is so constrained, because of an inability to take needed discovery, that the Rule
56(f) movant cannot present, by affidavit, facts essential to justify the party’s opposition to its
adversary’s motion for summary judgment.”) Ron Caudwell Jewelry, Inc. v. Clothesline Clothes,
Inc., 63 USPQ2d 2009, 2012 n.8 (TTAB 2022) (“Inasmuch as opposer has submitted a substantive
response to applicant’s motion for summary judgment, opposer’s request for discovery pursuant
to FRCP Rule 56(f) is denied.”).

CONCLUSION

For the foregoing reasons, Opposer respectfully requests that its Motions be granted, and
that summary judgment be entered, sustaining this opposition against Applicant’s applied-for
mark.

Travon D. Howard

Dated: December 4, 2023. /Leland J Mack Jr., Esqg./

Leland J. Mack Jr., Esq.
Mack Law, PLLC

305 Broadway, 7" Floor
New York, New York 10007
Phone: (212) 500-3290

Fax: (929) 800-6610

Email: Leland@mackesg.com
Trademarks@mackesg.com

Attorney for Opposer
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CERTIFICATE OF SERVICE

I hereby certify that a true and accurate copy of Opposer’s Combined Reply in Further
Support of Opposer’s Motion for leave to file an Amended Complaint and Summary Judgment has
been served on Counsel for Applicants by forwarding said copy on December 4, 2023, via
Electronic mail at the address below:

Ronald A. DiCerbo
McAndrews, Held & Malloy, LTD.
500 West Madison Street, 34th Floor
Chicago, Illinois 60661
Phone: (312) 775-8000
Email: rdicerbo@mcandrews-ip.com, e@mcandrews-ip.com

Dated: December 4, 2023. /Leland J Mack Jr., Esqg./
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