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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opal Labs, Inc.,
Opposition No. 91276820

Opposer,
V. Serial Number: 88/848,022
Perma Security, Inc., Mark: OPAL

Applicant.

Box TTAB

NO FEE

Assistant Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

MOTION FOR RELIEF FROM FINAL JUDGMENT PURSUANT TO RULE 60(B)

This Motion for Relief from Final Judgement pursuant to Fed. R. Civ. P. 60(b) and TBMP
§ 544 is made by Applicant Perma Security, Inc. (“Applicant”), the owner of Application No.
88/848,022 for the mark OPAL (the “Application”). As explained further below, USPTO marked
the Application as abandoned pursuant to a proceeding of which Applicant had no knowledge, and
without Applicant receiving adequate notice or an opportunity to be heard. Accordingly, Applicant
respectfully requests that the Decision issued on September 22, 2022, sustaining the Notice of
Opposition in Proceeding No. 91276820 be set aside, that the Application be reinstated, and that

Applicant’s Answer attached hereto be accepted for submission.
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I. Statement of Relevant Facts

On March 25, 2020, Applicant filed the Application for use in connection with
“Providing online non-downloadable security software for managing software permissions for
computer system users to prevent computer systems and information from harm, theft, and
unauthorized use.”

On February 20, 2022, Applicant filed a Change Address or Representation form at the
USPTO reflecting a change in attorney representation from Paul K. Tomita at Stanford Tomita
LLP to Jessica L. Rothstein at Goodwin Procter LLP. See Exhibit A

On September 22, 2022, Applicant received an email notification from the USPTO
containing a Notice of Abandonment for the Application. Upon further investigation, Applicant,
through its undersigned attorneys, discovered that the USPTO had not updated its records to
reflect the Change of Representation as requested and filed on February 20, 2022. Applicant
also discovered that Opal Labs Inc. (“Petitioner”) had filed a Notice of Opposition before the
Trademark Trial and Appeal Board (the “Board”) to oppose registration of the Application, and
that the Board had denied registration of the Application pursuant to this proceeding, namely
Proceeding No. 91276820 (the “Opposition Proceeding”). Applicant was not aware that
Petitioner had instituted the Opposition Proceeding until after the Board issued its decision, and
after the Opposition Proceeding had been terminated; the Board maintained the Opposition
Proceeding, and deemed the Application abandoned as a result of Applicant’s failure to respond
to the Notice of Opposition. However, Applicant did not receive the Notice of the Opposition, a
direct result of the USPTO’s failure to update its records.

According to the public records of the Board, the Opposition Proceeding was initiated on

June 16, 2022. Pursuant to 37 C.F.R. § 2.105(c)(1), the Board presumably issued a Notice of
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Institution and mailed the same to Applicant’s prior counsel, still listed erroneously as
Applicant’s representatives in the official records of the USPTO. See Exhibit B. As such,
Applicant never received the Notice of Opposition or Notice of Institution, and therefore was
unable to prepare or file an Answer in a timely manner.

Applicant also did not receive service of the Notice of Opposition from Opal L abs. See
Exhibit C. Applicant notes that the Certificate of Service attached to the Notice of Opposition

identifies service upon Jessica L. Rothstein at NY-TM-Admin@goodwinprocter.com. This

Certificate is neither dated nor signed as required under TBMP § 113.03. Moreover, as noted in
the attached Declaration, Applicant did not receive the Notice of Opposition.

Applicant now submits this Motion for Relief from Final Judgment, along with the
accompanying Answer to Notice of Opposition, attached hereto as Exhibit D, and respectfully
requests that the Board (i) vacate its decision of September 22, 2022, sustaining the Notice of
Opposition under Rule 60(b) and TBMP § 544, (ii) reinstate Application No. 88/848,022; (iii)
reinstate Proceeding No. 91276820 to enable the same to be properly adjudicated; and (iv)
accept for submission Applicant’s Answer to Notice of Opposition. Additionally, concurrent
with this Motion for Relief from Final Judgment, Registrant has filed with the Office a Request
to Reinstate Under 37 C.F.R. § 2.64 and a Petition to the Director under 37 C.F.R. § 2.146
requesting that the Application be reinstated to enable Applicant the opportunity to defend
against the Notice of Opposition.

II. The Decision of the Board Must Be Vacated under Rule 60(b)

Rule 60(b) provides, in relevant part, as follows:
On motion and just terms, the court may relieve a party or its legal representative

from a final judgment, order, or proceeding for the following reasons:
(1) mistake, inadvertence, surprise, or excusable neglect;
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(2) newly discovered evidence that, with reasonable diligence, could not have

been discovered in time to move for a new trial under Rule 59(b);

(3) fraud (whether previously called intrinsic or extrinsic), misrepresentation, or

misconduct by an opposing party;

(4) the judgment is void;

(5) the judgment has been satisfied, released, or discharged; it is based on an

earlier judgment that has been reversed or vacated; or applying it prospectively is

no longer equitable; or

(6) any other reason that justifies relief.

Rule 60(b)(6) permits relief for “any other reason justifying relief from the operation of
judgment.” Applicant duly updated through the USPTO online portal Applicant’s legal
representative and contact information for the same. The USPTO did not update its records. Asa
result, Applicant did not receive notice of the Opposition Proceeding until after the Board issued
final judgment against the Application and in favor of Opal Labs.

The circumstances involving Applicant’s failure to timely file an Answer in this Opposition
Proceeding justify the relief from the default judgment entered against Applicant.

III. Conclusion

For the foregoing reasons, Applicant respectfully requests that the Board vacate its decision
of September 22, 2022, sustaining the Notice of Opposition under Rule 60(b) and TBMP § 544,
reinstate Proceeding No. 91276820, reinstate Application No. 88/848,022, and accept for

submission Applicant’s Answer to Notice of Opposition.
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Dated: October 22, 2022

ACTIVE/119556863.4

Respectfully submitted,
Perma Security, Inc.

By its Attorneys,

__/Jessica L. Rothstein/
Jessica L. Rothstein

Katharine H. Cummings
Goodwin Procter LLP

The New York Times Building
620 Eighth Avenue

New York, New York 10018
(212) 813-8800



CERTIFICATE OF SERVICE
I hereby certify that on October 22, 2022, a true and correct copy of the foregoing
MOTION FOR RELIEF FROM FINAL JUDGMENT PURSUANT TO RULE 60(B)
including the exhibits attached thereto was served by e-mail upon:

LEIGH F. GILL

IMMIX LAW GROUP PC

600 NW NAITO PKWY, UNIT G

PORTLAND, OR 97209

UNITED STATES

Leigh.gill@immixlaw.com, ipdocket@immixlaw.com
Phone: 503-802-5542

Attorneys for Opposer Opal Labs Inc.

/Katharine H. Cummings/
Katharine H. Cummings
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Change Address or Representation Form

The table below presents the data as entered.

~Entered

Inpnl Eicld

SERIAL NUMBER

| LAW OFFICE ASSIGNED

| 88848022

| LAW OFFICE 112

OPAL (standard characters, see https:/tmng-
i al.uspto.gov/resting2/api/img/88848022/large)

WAILING ADDRESS
| CITY

: STATE

STATE/COUNTRY/REGION/JURISDICTION/U S.
TERRITORY

ZI P/POSTAL CODE

OWNER SECTION(proposed)

| STATEMENT TEXT

NAME

INTERNAL ADDRESS

| MAILING ADDRESS

ary

rSTATE

333 1st Street Apt. N1404

By submission of this request, the undersigned requests that the following

Perma Security, Inc.

San Franc1sco

| Cahforma

‘ United States

be made of record for the owner/ho]der
| Perma Secunty, Inc

PMB9936G7 |
[ 548 Market Street -

| San Francisco

California

’ STATE/COUNTRY/REGION/J URISDICTION/U S.
TERRITORY

j ZIP/POSTAL CODE

United States

94104

EMAIL

: NAME

| ATTORNEY BAR MEMBERSHIP NUMBER

| YEAR OF ADMISSION

[ U S. STATE/ COMMONWEALTHI TERRITORY

FIRM NAME

STREET

‘ STANIFORD TOMITA LLP

XXXX

Paul K. Tomlta

| PO BOX 591838



f STATE/COUNTRY/REGION/JURISDICTION/US.
| TERRITORY

ity g i
i POSTAL/ZIP CODE F4159
rmoms 415-305-8948

, SAN FRANCISCO

| Cahforma

i —
| United States

EMAIL

paul@st-lp.com

i DOCKET/REFERENCE NUMBER(S)

"

STATEMENT TEXT

OPAL.02

By submission of this request, the under51gned REVOKES the power of
attorney currently of record, as listed above, and hereby APPOINTS the _
| following new attorney: |

5 NAME

ATTORNEY BAR MEMBERSHIP NUMBER

YEAR OF ADMISSION

[ U.S. STATE/ COMMONWEALTH/ TERRITORY

FIRM NAME

OTHER APPOINTED ATTORNEY(S)

Jessica L. Rothstein

XXX

XXXX

i XX
GOODWIN PROCTER LLP |

{—J“e—ssma L. Rothstem and Steven R. Argentieri, Stephen G. Charkoudlan
| Robert M. Crawford, Jr., Joel E. Lehrer, Jeffrey Rummler, Gessingga N.
Storer, Bethany P. Withers, Kevin V. Lam, Achal Oza, Alexandra Vaccaro,
Katharine Cummings

| STREET

‘arry

i

i

i
STATE/COUNTRY/REGION/JURISDICTION/U.S.

i TERRITORY

STATE

620 Eighth Avenue

| New York

| New York

United States

POSTAL/ZIP CODE
PHONE

FAX

: EMAIL

E
|
l
x

DOCKET/REFERENCE NUMBER(S)

l NAME

f PRIMARY EMAIL ADDRESS FOR
] CORRESPONDENCE

10018

2128 138800

212 355-3333

NY- TM Admm@goodwmprocter com
148570339405

Paul K. Tomita

paul@st-ip.com

i
| SECONDARY EMAIL ADDRESS(ES) (COURTESY
! COPIES)

ptomita@gmail.com

; DOCKET/REFERENCE NUMBER(S)

" OPAL.02

CORRESI’O\‘I)F\’CI* Sl< CI l()’\‘ (pr upostd)

PRIMARY EMAIL ADDRESS FOR
CORRESPONDENCE

r_.___._.___—. -

[ Jessica L. Rothstem

NY-TM- Admm@goodwmprocter com



SECONDARY EMAIL ADDRESS(ES) (COURTESY jrothstein@goodwinprocter.com; jnici@goodwinprocter.com;
COPIES) | avaccaro@goodwinprocter.com; kcummings@gooodwinprocter.com

DOCKET/REFERENCE NUMBER(S) 148570339405

SIGNATURE SECTION

SIGNATURE e /Cobbe, Stephen/

SIGN-ATORY NAME | Sfephen Cobbe

SIGNATORY DATE . 02/20/2022

SIGNATORY POSITION . . . Owner- - o

ROLE Ol;‘ AUTHORIZED SIGNATORY | 6wner/Holder not -represented by an éftorney
SlGNA’fURE METHOD Sent.to third party for signature

FILING INFORMATION SECTION
SUBMIT DATE Sun Feb 20 15:17:10 ET 2022

USPTO/CAR-XX XXX.XX.XX-20
220220151710062270-888480
22-8007¢85140d831f05d7da3
8a3c66ca698fc1BabbfSced!
1ad8d30e4e8f7f96-N/A-N/A-
20220220142128772626

TEAS STAMP
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Change Address or Representation Form
To the Commissioner for Trademarks:

MARK: OPAL (standard characters, see https:/tmng-al.uspto.gov/resting2/api/img/88848022/large)
SERIAL NUMBER: 88848022

Owner Section (Current) :
Perma Security, Inc.

333 1st Street, Apt. N1404

San Francisco, California 94105
United States

XXXX

By submission of this request, the undersigned requests that the following be made of record for the owner/holder:

Owner Section (proposed):
Perma Security, Inc.

PMB 99367

548 Market Street

San Francisco, California 94104
United States

XXXX

Attorney Section (Current):

Paul K. Tomita of STANIFORD TOMITA LLP

XX bar, admitted in XXXX, bar membership no. XXX, is located at
PO BOX 591838

SAN FRANCISCO, California 94159

United States

415-305-8948

Email Address: paul@st-ip.com

Docket Reference Number(s):OPAL.02.

By submission of this request, the undersigned REVOKES the power of attorney currently of record, as listed above, and hereby APPOINTS the
following new attorney:

Attorney Section (proposed):

Jessica L. Rothstein of GOODWIN PROCTER LLP

XX bar, admitted in XXXX, bar membership no. XXX, is located at

620 Eighth Avenue

New York, New York 10018

United States

2128138800

212-355-3333

NY-TM-Admin@goodwinprocter.com

Other Appointed Attorney(s): Jessica L. Rothstein and Steven R. Argentieri, Stephen G. Charkoudian, Robert M. Crawford, Jr., Joel E. Lehrer,
Jeffrey Rummler, Gessingga N. Storer, Bethany P. Withers, Kevin V. Lam, Achal Oza, Alexandra Vaccaro, Katharine Cummings

Docket Reference Number(s): 148570339405

Jessica L. Rothstein submitted the following statement: The attorney of record is an active member in good standing of the bar of the highest



court of a U.S. state, the District of Columbia, or any U.S. Commonwealth or territory.

Correspondence Section (Current):

Paul K. Tomita

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE: paul@st-ip.com
SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): ptomita@gmail.com
Docket Reference Number(s): OPAL.02

Correspondence Section (proposed):

Jessica L. Rothstein

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE: NY-TM-Admin@goodwinprocter.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES): jrothstein@goodwinprocter.com; jnici@goodwinprocter.com;
avaccaro@goodwinprocter.com; keummings@gooodwinprocter.com

Docket Reference Number(s): 148570339405

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the owner/holder and the
owner's’holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark Electronic
Application System (TEAS).

Signature: /Cobbe, Stephen/  Date: 02/20/2022
Signatory's Name: Stephen Cobbe

Signatory's Position: Owner

Signature method: Sent to third party for signature

The signatory has confirmed that he/she is either: (1) the owner/holder; or (2) a person or persons with legal authority to bind the owner/holder.

Serial Number: 88848022

Internet Transmission Date: Sun Feb 20 15:17:10 ET 2022

TEAS Stamp: USPTO/CAR-XX. XXX.XX.XX-20220220151710062
270-88848022-8007¢85140d831f05d7da38a3c6
6ca698fc1f8abbf5ced11ad8d30e4e87f96-N/A
-N/A-20220220142128772626
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Generated on: This page was generated by TSDR on 2022-10-21 09:31:08 EDT

Mark: OPAL
US Serial Number: 88848022 Application Filing Mar. 25, 2020
Date:
Register: Principal
Mark Type: Service Mark
TM5 Common Status DEAD/APPLICATION/Refused/Dismissed or Invalidated

Descriptor:
This trademark application was refused, dismissed, or invalidated by the Office
and this application is no longer active.

Status: Abandoned after an inter partes decision by the Trademark Trial and Appeal Board. For further information, see TTABVUE on the
Trademark Trial and Appeal Board web page.

Status Date: Sep. 22, 2022

Publication Date:May 17, 2022
Date Abandoned:Sep. 22, 2022

Mark Information

Mark Literal OPAL
Elements:

Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:

Mark Drawing 4 - STANDARD CHARACTER MARK
Type:

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
o Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability;, and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Providing online non-downloadable security software for managing software permissions for computer system users to prevent
computer systems and information from harm, theft, and unauthorized use

International 042 - Primary Class U.S Class(es): 100, 101
Class(es):

Class Status: ABANDONED
Basis: 1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No
Filed ITU: Yes Currently ITU: Yes
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: No
Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information




Owner Name: Perma Security, Inc.
Owner Address: PMB 99367

548 Market Street
San Francisco, CALIFORNIA UNITED STATES 94104

Legal Entity Type: CORPORATION State or Country DELAWARE

Where Organized:

Attorney/Correspondence Information

Attorney of Record
Attorney Name: PAUL K. TOMITA Docket Number: OPAL.02
Attorney Primary paul@st-ip.com Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent PAUL K. TOMITA
Name/Address: STANIFORD TOMITA LLP

PO BOX 591838
SAN FRANCISCO, CALIFORNIA UNITED STATES 94159

Phone: 415-305-8948

Correspondent e- paul@st-ip.com ptomita@gmail.com Correspondent e- Yes

mait: mail Authorized:

Domestic Representative - Not Found

Prosecution History

Date

Sep. 22, 2022
Sep. 22,2022
Sep. 22,2022
Sep. 22, 2022
Jun. 16, 2022
Jun. 16, 2022
May 17, 2022
May 17, 2022
Apr. 27, 2022
Feb. 20, 2022
Feb. 20, 2022
Feb. 20, 2022
Feb. 20, 2022
Feb. 20, 2022
Feb. 14, 2022
Feb. 11, 2022
Jan. 17,2022
Jan. 15, 2022
Jan. 15, 2022
Jan. 12,2022
Jan. 12,2022
Jan. 12, 2022
Jul. 20, 2021

Jul. 20, 2021

Jul. 20, 2021

Dec. 14, 2020
Dec. 14, 2020
Dec. 14, 2020
Nov. 20, 2020
Nov. 19, 2020
Nov. 19, 2020

Description :Lon:g:glng
ABANDONMENT NOTICE E-MAILED - INTER PARTES DECISION
ABANDONMENT - AFTER INTER PARTES DECISION
OPPOSITION TERMINATED NO. 999999 276820
OPPOSITION SUSTAINED NO. 999999 276820
OPPQOSITION INSTITUTED NO. 999999 276820

OPPOSITION PAPERS RECEIVED AT TTAB

OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

PUBLISHED FOR OPPOSITION

NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888
TEAS CHANGE OF CORRESPONDENCE RECEIVED

ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

TEAS CHANGE OF OWNER ADDRESS RECEIVED

ASSIGNED TO LIE 96339
APPROVED FOR PUB - PRINCIPAL REGISTER

TEAS/EMAIL CORRESPONDENCE ENTERED 88889
CORRESPONDENCE RECEIVED IN LAW OFFICE 88889
TEAS RESPONSE TO OFFICE ACTION RECEIVED

TEAS/EMAIL CORRESPONDENCE ENTERED 88889
CORRESPONDENCE RECEIVED IN LAW OFFICE 88889
TEAS RESPONSE TO OFFICE ACTION RECEIVED

NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325
NON-FINAL ACTION E-MAILED 6325
NON-FINAL ACTION WRITTEN 72150
NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332
LETTER OF SUSPENSION E-MAILED 6332
SUSPENSION LETTER WRITTEN 72150
TEAS/EMAIL CORRESPONDENCE ENTERED 88889
CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

TEAS RESPONSE TO OFFICE ACTION RECEIVED



Jun. 25, 2020 NOTIFICATION OF NON-FINAL ACTION E-MAILED

Jun. 25, 2020 NON-FINAL ACTION E-MAILED

Jun. 25, 2020 NON-FINAL ACTION WRITTEN

Jun. 16, 2020 ASSIGNED TO EXAMINER

Mar. 31, 2020 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Mar. 28, 2020 NEW APPLICATION ENTERED IN TRAM

6325
6325
72150
72150

TM Staff and Location Information

TM Staff Information

TM Attorney: JENKINS JR, CHARLES L Law Office LAW OFFICE 112
Assigned:
File Location
Current Location: TTAB Date in Location: Sep. 22, 2022
Proceedings
Summary
Number of 1

Proceedings:

Type of Proceeding: Opposition

Proceeding 91276820 Filing Date: Jun 16, 2022
Number:
Status: Terminated Status Date: Sep 22, 2022
Interfocutory ANN LINNEHAN VOGLER
Attorney:
Defendant

Name: Perma Security, Inc.

Correspondent PAUL K. TOMITA
Address: STANIFORD TOMITA LLP
PO BOX 591838
SAN FRANCISCO CA UNITED STATES , 94159

Correspondent e- paul@st-ip.com , ptomita@gmail.com

mail:

Associated marks

Mark Application Status fl:l:qal;er

OPAL Abandoned - After Inter-Partes Decision 88848022
Plaintiff(s)
Name: Opal Labs Inc.
Correspondent LEIGH F. GILL
Address: IMMIX LAW GROUP PC
600 NW NAITO PKWY, UNIT G
PORTLAND OR UNITED STATES , 97209
Correspondent ﬁ- Leigh.qgill@immixlaw.com , ipdocket@immixlaw.com
mail:

Assoclated marks

Mark Application Status ﬁz:?l:er
OPAL Section 8 and 15 - Accepted and Acknowledged 86064759

Prosecution History

Entry Number History Text Date
6 TERMINATED Sep 22, 2022
5 BO DECISION: OPP SUSTAINED Sep 22, 2022
4 NOTICE OF DEFAULT Aug 06, 2022
3 INSTITUTED Jun 16, 2022
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 16, 2022
1 FILED AND FEE Jun 16, 2022

Registration
Number

Registration
Number

4546836

Due Date

Jul 26, 2022



EXHIBIT C

(Motion for Relief from Final Judgment)



DocuSign Envelope ID: 843AFA72-9EFB-4451-841E-602CEE3BDCC6

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opal Labs, Inc.,
Opposition No. 91276820

Opposer,
V. Serial Number: 88/848,022
Perma Security, Inc., Mark: OPAL

Applicant.

Box TTAB

NO FEE

Assistant Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

DECLARATION IN SUPPORT OF APPLICANT’S MOTION FOR RELIEF FROM

FINAL JUDGMENT PURSUANT TO RULE 60(B)

I, Ann Alpha-Kpetewama, declare pursuant to 18. U.S.C. § 1746, that:

l. I am the docketing clerk for Goodwin Procter LLP trademark matters.

2. In my capacity as docketing clerk I monitor the email inbox for the address NY-

TM-Admin@goodwinprocter.com.

3. On October 18, 2022 I reviewed the contents of NY-TM-
Admin@goodwinprocter.com, and confirm that this mailbox does not contain any
correspondence from Opal Labs Inc., including the Notice of Opposition.

4, I confirm that Goodwin Procter LLP did not receive any communication from the

USPTO or the Trademark Trial and Appeal Board regarding the Notice of Opposition.

5. I confirm that Goodwin Procter LLP did not receive the Notice of Opposition

from Opal Labs Inc.



DocuSign Envelope ID: 843AFA72-9EFB-4451-841E-602CEE3BDCC6

DocuSigned by:

fvan Alplia—bptewama
Dated: October 22, 2022 2AF3DDE645AE48A.%{

Ann Alpha-Kpetewama
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opal Labs, Inc.,
Opposition No. 91276820

Opposer,
V. Serial Number: 88/848,022
Perma Security, Inc., Mark: OPAL

Applicant.

Box TTAB

NO FEE

Assistant Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

ANSWER TO NOTICE OF OPPOSITION

Applicant Perma Security, Inc., doing business as Opal Development (“Applicant”)
responds to the Notice of Opposition filed by Opal Labs, Inc. (“Opposer”) as follows. The
allegations in the preamble to the Notice of Opposition are prefatory statements and legal
conclusions to which no response is required. To the extent a response is required, Applicant
denies the allegations in the preamble.

1. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph 1 of the Notice of Opposition, and thus denies

them.

ACTIVE/119522277.1



2. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph 2 of the Notice of Opposition, and thus denies
them.

3. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph 3 of the Notice of Opposition, and thus denies
them.

4. Applicant admits that Registration No. 4,546,836 is for the term OPAL, and that
this Registration lists the associated services set forth in Paragraph 4 of the Notice of Opposition.
Applicant denies the remaining allegations of Paragraph 4.

5. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph S of the Notice of Opposition, and thus denies
them.

6. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph 6 of the Notice of Opposition, and thus denies
them.

7. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph 7 of the Notice of Opposition, and thus denies
them.

8. Applicant admits that on March 25, 2020, Applicant filed Application No.
88/848,022 which seeks to register the mark OPAL in Class 42 for “providing online non-

downloadable security software for managing software permissions for computer system users to

prevent computer systems and information from harm, theft, and unauthorized use.”

ACTIVE/119522277.1



9. Applicant admits that it offers software to enterprise customers and that its

website is located at https://opal.dev/.

10.  Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph 10 of the Notice of Opposition, and thus denies
them.

11. Applicant is without knowledge or information sufficient to form a belief as to
the truth of the allegations contained in Paragraph 11 of the Notice of Opposition, and thus
denies them.

12.  Applicant incorporates its responses to Paragraphs 1-11 as set forth herein.

13. Applicant denies the allegations of Paragraph 13 of the Notice of Opposition.

14.  Paragraph 14 states a legal conclusion to which no response is required. To the
extent a response is required, Applicant denies the allegations of Paragraph 14.

15.  Paragraph 15 states a legal conclusion to which no response is required. To the
extent a response is required, Applicant denies the allegations of Paragraph 15.

Affirmative Defenses

Without any admissions concerning which party bears the burdens of proof or persuasion,
Applicant states the following Defenses:

First Affirmative Defense

Applicant asserts that Opposer lacks proprietary rights with respect to its trademark in
any goods or services that overlap, compete with, or are related to the services described in
Applicant’s Application such that there is any likelihood of confusion, mistake, or deception

between Applicant’s mark and Opposer’s marks for the goods offered by both parties.
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WHEREFORE, Applicant prays that this Opposition be dismissed with prejudice and

the application proceed to registration on the Principal Register.

Dated: October 22, 2022 Respectfully submitted,
GOODWIN PROCTER LLP

By /Jessica L. Rothstein/
Jessica L. Rothstein
Katharine H. Cummings
GOODWIN PROCTER LLP
620 Eighth Avenue
New York, NY 10018
Tel: (212) 813-8800
Fax: (212) 355-3333

Attorneys for Applicant
Applicant Perma Security Inc.
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CERTIFICATE OF SERVICE
I hereby certify that on October 22, 2022, a true and correct copy of the foregoing
ANSWER TO NOTICE OF OPPOSITION was served by e-mail upon:

Leigh F. Gill

IMMIX LAW GROUP PC

600 NW Naito Pkwy, Unit G

Portland, Oregon 97209

Phone: (503) 802-5533

Facsimile: (503) 802-5351

Email: leigh.gill@immixlaw.com; ipdocket@immixlaw.com

Attorney for Opposer

/Katharine H. Cummings
Name: Katharine H. Cummings
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