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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial Nos.:
90/496,915
90/496,907
90/496,884
90/496,924
90/496,928
Wise Payments Limited, Opposition No. 91276647

Opposer,
V.

Metropolitan Life Insurance Company

N N N N N N N N N N N N N N N

Applicant.

APPLICANT’S REPLY IN SUPPORT OF MOTION TO DISMISS
NOTICE OF OPPOSITION FOR FAILURE TO STATE CLAIM

Pursuant to Fed. R. Civ. P. 12(b)(6) and TBMP 503, Metropolitan Life Insurance Company
(“Applicant”), by and through its undersigned counsel, submits the following reply in further
support of its Motion to Dismiss the Notice of Opposition filed by Wise Payments Limited
(“Opposer”) due to failure to state a claim.

Applicant is not requesting the Board to apply a more stringent pleading standard or asking
that Opposer prove its case at this initial stage of this proceeding. The Board has explained that
“[i]n the context of Board inter partes proceedings, a plaintiff need only allege enough factual
matter to suggest that its claim is plausible and to ‘raise a right to relief above the speculative
level,” including in the cases cited by Opposer. See Totes-Isotoner Corp. v. U.S., 594 F.3d 1346,
1354 (Fed. Cir. 2010) (emphasis added). The plausibility standard is not akin to a “probability
requirement,” but it asks for more than a sheer possibility of the allegations asserted. Encore

Seating, Inc. v. Buzz Seating Inc., 2017 TTAB LEXIS 491, at *7 (TTAB 2017). In other words,



Opposer must plead more than “[t]hreadbare recitals of the elements of a cause of action, supported
by mere conclusory statements,” to state a plausible claim. Ashcroft v. Igbal, 556 U.S. 662, 678
(2009) (citing Twombly, 550 U.S. at 555). See, e.g., Dragon Bleu (SARL) v. VENM, LLC, 112
USPQ2d 1925, 1926 (TTAB 2014).

Here, Opposer has only made conclusory statements that the unspecified goods and
services here are “closely related” or “identical,” that its marks are famous, and that Applicant
lacked a bona fide intent to use the marks of the Subject Applications in commerce. Opposer fails
to allege enough factual matter for each of its claims, including when its marks became famous
and whether that was before the filing date of the Subject Applications. For these reasons,
Applicant respectfully requests that the Board grant its Motion and dismiss the Notice of
Opposition with prejudice.

I Opposer Fails to Allege Sufficient Factual Matter to Support its Priority and
Likelihood of Confusion Claim

Opposer characterizes Applicant’s argument that it needs to allege the goods and services
covered in classes 9 and 36 as a “red herring.” Response (§ TTABVUE) at 6. However, both of
the examples of allegations held to be sufficient by the Board cited by Opposer alleged the specific
goods or services covered by the marks owned by both parties.

Specifically, Opposer cites DrDisabilityQuotes.com to argue that the statement
“Registrant’s [mark] is confusingly similar to Petitioner’s [mark] and results in a likelihood of
confusion [i]n [sic] the marketplace” alone was enough to sufficiently plead likelihood of
confusion. In that proceeding, the marks at issue were both used in connection with identical
services in the same class (disability and life insurance services). The specific services covered
by the registration and opposed mark were alleged. DrDisabilityQuotes.com, LLC v. Charles

Krugh, No. 92074232, Notice of Opposition (I TTABVUE) at 99 7, 10. Similarly, in Invicta



Watch Co. of America, Inc. v. Societe Parisienne De Parfums Et Cosmetiques, the opposer alleged
that it owned a registration in international class 14 for “watches” and that applicant had filed its
application for “soaps, namely, bath soaps and perfumed soaps; perfumes; essential oils;
cosmetics” in international class 3. Invicta Watch Co. of America, Inc. v. Societe Parisienne De
Parfums Et Cosmetiques, No. 91272481, Notice of Opposition (1 TTABVUE) at 9 1, 12.

Without including the specific goods and services covered by each parties’ marks,
Opposer’s allegation that “Applicant filed the Subject Applications for closely-related and
identical goods and services to the goods and services of Opposer” consists merely of “labels,
conclusions, formulaic recitations of the elements of a cause of action, and naked assertions.” See
Ashcroft v. Igbal, 555 U.S. 662, 678 (2009). Its statement that the goods are “closely related” and
“identical,” without any allegations regarding the specific good, is conclusory. As such, Applicant
respectfully requests that this claim be dismissed.

I1. Opposer Fails to Allege Sufficient Factual Matter to Support its Dilution Claim

Opposer mischaracterizes Applicant’s argument as requiring Opposer to “formulaically
state” certain phrases and “painstakingly list the amount, volume, and geographic extent of sales
of goods or services, provide detailed explanations of actual recognition of its marks, the names
of specific publications, or any other minute details.” Response (§ TTABVUE) at p. 10. However,
this is not what Applicant argued, nor is Applicant arguing that Opposer need to prove its claim at
the pleading stage. The “general allegations” that Opposer’s WISE Marks were famous “are
conclusions, lacking factual references to the trademarks and trade dress in suit, and therefore do
not support the allegation that the marks in suit are famous.” Luv N’ Care, Ltd. v. Regent Baby
Prods. Corp., 841 F. Supp. 2d 753, 757 (S.D.N.Y. 2012).

Specifically, Opposer points to the below allegations in its Response:



Opposer pleaded that, as of 2020, Opposer had a total user base of

eight million people, who transfer more than the equivalent of five

billion U.S. dollars per month using Opposer’s proprietary

technologies and other goods and services, and over one million of

such users were domiciled in the United States, among other facts.
Response (8 TTABVUE) at p. 10. As pointed out in Applicant’s Motion, these facts allege the
number of users of Opposer and not the fame of Opposer’s Marks, and no allegations are made
tying the above allegations regarding Opposer’s user base to any of its Marks.

Likewise, Applicant characterizes the requirement to allege when its mark became famous
as a “specific incantation” to plead its claim or “formulaically” stating certain words. Response
(8 TTABVUE) at p. 10. However, the Board has previously held that an “allegation of dilution
[was] legally insufficient inasmuch as there is no allegation as to when opposer’s mark became
famous.” Polaris Industries, Inc. v. DC Comics, 2000 TTAB LEXIS 816, at *7 (TTAB 2000)
(emphasis added); Trek Bicycle Corporation v. StyleTrek Limited, 2001 TTAB LEXIS 841, at *7-
8 (TTAB 2001) (“Opposer, however, has not alleged that its TREK mark became famous before
the constructive use date of the involved intent-to-use application, i.e., before October 25, 1999
(the filing date of the application) . . . Accordingly, we conclude that opposer’s allegation of
dilution is legally insufficient”). As stated above, Opposer points to its allegations regarding its
user base in 2020, but these allegations do not have any connection to the fame of Opposer’s marks
or when Opposer’s marks became famous. Additionally, “WISE Marks” includes Opposer’s
pending applications 88/867,594, 88/981,671, 88/979,172, and 88/979,168 that were only filed on
April 10, 2020, on an intent-to-use basis. It is unclear how the allegations regarding Opposer’s
user base as of 2020 could even apply to these pending registrations.

In summary, Opposer’s general allegations that the WISE Marks are famous are

conclusions, lack factual references to the WISE Marks, and therefore do not support the allegation



that the WISE Marks are famous. Additionally, Opposer failed to plead when the WISE Marks
became famous, much less that the WISE Marks became famous prior to the filing dates of the
Subject Application.

III.  Opposer Fails to Allege Sufficient Factual Matter to Support its Lack of Bona Fide
Intent to Use Claim

Opposer misrepresents that “the Board has already held that allegations similar as those
alleged in Opposer’s Notice of Opposition are sufficient to state a claim upon which relief can be
granted.” Response (8§ TTABVUE) at pp. 8-9. Opposer cites Wise Payments Limited v. Fixed &
Mobile Pte. Ltd. However, in that proceeding, the applicant had alleged that opposer did not have
a bona fide intent to use the marks and also sought cancellation based on nonuse. Response (8
TTABVUE) at p. 7. While the Board found that the nonuse claim was unavailable, it considered
applicant’s nonuse allegations as part of applicant’s no bona fide intent to use claim. Response (8
TTABVUE) at p. 8 n.9. Additionally, the Board specifically held that “[i]n view of the passage of
time between the filing of the applications that matured into Registration Nos. Nos. 5730545 and
6041279 and the filing of the counterclaim, the Board finds that Applicant has set forth notice
pleading of claims that, in view of Opposer’s alleged nonuse in commerce of the subject marks,
Opposer did not have a bona fide intent to use in commerce the marks in those registrations when
it applied to register those marks for the recited services in those registrations.” Response (8
TTABVUE) at pp. 8-9.

Opposer’s allegations are not similar and are devoid of any specific factual statements that
would give Applicant sufficient notice of its claim. For example, in contrast to the allegations in
Wise Payments Limited v. Fixed & Mobile Pte. Ltd., Opposer has not alleged that Applicant is not
using the marks of the Subject Applications in commerce in the United States. Moreover, even

though Opposer alleges that its claim is “based upon Internet research” and that this allegation is



sufficient (Response (8 TTABVUE) at p. 9), a simple Internet search would have shown Opposer
that the marks of the Subject Application are in current use. While Rule 8(a)(2) does not require
detailed factual allegations, it requires more than labels, conclusions, formulaic recitations of the
elements of a cause of action, and naked assertions. See Ashcroft v. Igbal, 555 U.S. 662, 678
(2009). The Supreme Court in 7wombly rejected allowing a “wholly conclusory statement of claim
[to] survive a motion to dismiss whenever the pleadings left open the possibility that a plaintiff
might later establish some ‘set of [undisclosed] facts’ to support recovery.” Bell Atl. Corp. v.
Twombly, 550 U.S. 544, 561 (2007). Opposer has done exactly what the Supreme Court rejected
in Twombly by making pro forma allegations unsupported by any facts. While Opposer argues
that it is entitled to discovery and the opportunity to submit evidence in support of its position, its
allegations are wholly conclusory and just leave open the possibility that Opposer might later
establish some set of undisclosed facts to support its claim that Applicant did not have a bona fide
intent to use the marks of the Subject Applications. The speculative nature of Opposer’s claim is
further confirmed by Opposer’s apparent lack of any investigation of the underlying facts, such as
Applicant’s current use. For these reasons, Opposer’s claim must be dismissed.

CONCLUSION

For the foregoing reasons, Applicant respectfully requests that the Board dismiss the Notice

of Opposition for failing to state a claim under Fed. R. Civ. P. 12(b)(6) with prejudice.
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