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UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Wise Payments Limited,
Opposer,
Opposition No. 91276647
V.

Metropolitan Life Insurance Company,

Applicant.

OPPOSER’S BRIEF IN OPPOSITION

Opposer, Wise Payments Limited (“Opposer”), by and through its undersigned counsel,
respectfully submits this brief in opposition to the motion to dismiss filed by Metropolitan Life
Insurance Company (“Applicant”). Applicant’s motion is incorrect on the law and fails to raise any
persuasive argument that Opposer’s Notice of Opposition should be dismissed. To the contrary, a
review of the pleadings merely enforces that Opposer’s Notice of Opposition properly states claims
for (1) priority and likelihood of confusion, (2) dilution by blurring, and (3) lack of bona fide intent
to use.

L FACTS

Opposer uses its famous WISE marks (the “Senior WISE Marks”), and variations thereof,

and is the owner of federal registrations, including but not limited to the registrations listed below.

(See 1 TTABVUE q 1).
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WISECARD

Opposer is also the owner of applications for the Senior WISE Marks, including but not

limited to the applications listed below. (See 1| TTABVUE | 2).

88/867,594 4/10/2020 9

WISE

88/981,671 4/10/2020 36

WISE




WISE

88/979,172

4/10/2020

36

WISE

88/979,168

4/10/2020

36

Subsequently, Applicant filed the below listed applications (the “Subject Applications”)

for the UPWISE marks, and variations thereof, (the “Subject Marks”) for closely-related and

identical goods and services to the goods and services of Opposer. (See 1 TTABVUE q 7).

Mark Serial No. Application International Class(es)
Date
90/496,928 1/29/2021 36
90/496,924 1/29/2021 9
90/496,884 1/29/2021 9
90/496,907 1/29/2021 36

UPWISE




90/496,915 1/29/2021 9

UPWISE FROM
METLIFE

On June 8, 2022, Opposer filed a Notice of Opposition, asserting that it would be damaged
by registration of the Subject Marks, and opposing registration on the grounds of priority and
likelihood of confusion, dilution by blurring, and lack of bona fide intent to use. (See 1 TTABVUE).

In support of its claim of priority and likelihood of confusion, Opposer pleads (i) that it
owns prior registrations and applications for the Senior WISE Marks; (ii) that Opposer has priority
and it has been using the Senior WISE Marks in commerce well prior to Applicant’s filing date;
(111) that Opposer has acquired significant goodwill and fame in connection with the goods and
services it offers under its Senior WISE Marks; (iv) Applicant’s Subject Marks all have a strong
visual, phonetic and commercial similarity to Opposer’s famous WISE Marks in that the marks all
include the identical term “Wise”; (v) Applicant filed the Subject Applications for closely-related
and identical goods and services to the goods and services of Opposer; (vi) Applicant filed the
Subject Applications in international classes 9 and 36, the same international classes as Opposer’s
prior registrations and pending applications; and (vii) Applicant’s Subject Marks are likely, when
used in connection with the services of Applicant, to cause confusion, mistake, or deception within
the meaning of Section 2(d) of the Lanham Act. (See 1 TTABVUE {{ 1-13).

In support of its claim of no bona fide intent to use, Opposer pleads that (i) Applicant did
not possess a bona fide intent to use the Subject Marks in connection with the opposed goods and
services at the time it filed the Subject Applications; and (i1) no written document(s) or

documentary evidence exists from which an honestly held intent may be inferred, and as such, the




submission of the Subject Application constituted a conscious effort for Applicant to obtain a
registration to which it is not entitled. (Id. ] 15-16).

In support of its claim of dilution, Opposer alleges (i) the Senior WISE Marks are famous;
(i) Opposer has been ranked as a top financial technology company by various international
publications, and as of 2020, had a total user base of eight million people, who transfer more than
the equivalent of five billion U.S. dollars per month using Opposer’s proprietary technologies and
other goods and services; (iii) over one million users of Opposer’s goods and services are
domiciled in the United States; (iv) Opposer is considered one of the world’s most valuable
financial technology companies; and (v) Opposer will be damaged by the registration of the
Subject Marks, in that Applicant’s proposed marks would dilute the distinctive qualities of
Opposer’s famous Senior WISE Marks within the meaning of Section 43(c) of the U.S. Trademark
Act, 15 U.S.C. § 1125(c), and would lessen the ability of Opposer to distinguish Applicant’s goods
and services from its own. (Id. ] 3-6, 14).

II. STANDARD OF REVIEW

A properly pleaded Notice of Opposition need only include (1) a short and plain statement
of the reasons why opposer believes it would be damaged by the registration of the opposed mark
(opposer’s entitlement to a statutory cause of action); and (2) a short and plain statement of one or
more grounds for opposition. See TBMP § 309.03(a)(2); 37 C.F.R. § 2.104(a). “In the context of
Board inter partes proceedings, a plaintiff need only allege enough factual matter to suggest that
its claim is plausible and to ‘raise a right to relief above the speculative level.”” See
DrDisabilityQuotes.com, LLC v. Krugh, 2021 TTAB LEXIS 70, at *6 (TTAB Mar. 5, 2021)

(quoting Bell Atl. Corp. v. Twombly, 550 U.S. 544, 555-56 (2007)).



A. Opposer Properly Stated a Claim for Priority and Likelihood of Confusion

Opposer has properly stated a claim for priority and likelihood of confusion. To state a
ground for priority and likelihood of confusion, a plaintiff must allege only that (1) it has
proprietary rights from a prior registration, application, or any other use sufficient to establish
proprietary rights, and (2) the contemporaneous uses of the parties’ respective marks on or in
connection with their respective goods and services would be likely to cause confusion, mistake
or to deceive consumers as to the source of the goods and services. See Herbko Int’l, Inc., v. Kappa
Books, Inc., 308 F.3d 1156, 1161-62 (Fed. Cir. 2002); Hornblower & Weeks, Inc. v. Hornblower
& Weeks, Inc., 2001 TTAB LEXIS 562, at *7 (TTAB July 30, 2001).!

Indeed, in a recent precedential decision, the Board held that the following statement alone
was enough to sufficiently plead the element of likelihood of confusion:

Registrant’s [mark] is confusingly similar to Petitioner’s [mark] and
results in a likelihood of confusion [i]n [sic] the marketplace.

DrDisabilityQuotes.com, 2021 TTAB LEXIS 70, at *19-20.

Here, Applicant’s entire argument in its motion to dismiss rests on a red herring. Applicant
argues that merely alleging that the Subject Marks were filed in the same international classes as
the Senior WISE Marks is insufficient to state a claim for likelihood of confusion, apparently
hoping that the Board will overlook the bulk of Opposer’s allegations in its Notice of Opposition.

As noted above, Opposer alleged, inter alia, that (1) the Subject Marks all have a strong
visual, phonetic, and commercial similarity to Opposer’s famous WISE Marks in that the marks
all include the identical term “Wise”, (2) Applicant filed the Subject Applications for closely-

related and identical goods and services to the goods and services of Opposer, (3) Applicant filed

! Here, Applicant focuses only on the element of likelihood of confusion and implicitly concedes that Opposer
properly pleaded priority.



the Subject Applications in international classes 9 and 36, the same international classes as
Opposer’s prior registrations and pending applications, and (4) Applicant’s Subject Marks are
likely, when used in connection with the services of Applicant, to cause confusion, mistake, or
deception within the meaning of Section 2(d) of the Lanham Act. (As set out in full, supra at § 1).
2

Applicant incorrectly disregards these allegations.

Further, the Board has already held that allegations such as those alleged in Opposer’s

Notice of Opposition are sufficient to state a claim upon which relief can be granted. Indeed,

in a recent decision, the Board rejected an argument substantially similar to Applicant’s position
here, and held that allegations nearly identical to those asserted by Opposer were sufficient to
allege the required elements of a Section 2(d) claim, as quoted in relevant part below:

As for the parties’ contemporaneous uses of their respective marks,
Opposer alleges

[1] Applicant’s proposed mark has a strong visual and phonetic
similarity to Opposer’s famous [prior] mark and covers closely
related goods.

[2] Applicant’s proposed mark is likely, when used in connection
with the goods of Applicant, to cause confusion, mistake, or
deception within the meaning of Section 2(d) of the Lanham Act.

In these allegations, Opposer sufficiently alleges both required
elements of the Section 2(d) claim, namely, that it has superior rights
through priority of use, and that based on Applicant’s intended use
of its mark there is a likelihood of confusion with respect to the
source of the goods.

Invicta Watch Co. of America, Inc. v. Societe Parisienne De Parfums Et Cosmetiques
(Opposition No. 91272481; 8 TTABVUE) (attached). Accordingly, Applicant’s motion to dismiss

must be denied.

2 To the extent Applicant asserts that Opposer did not allege the specific goods and services covered in the Senior
Wise Marks or the Subject Applications, Applicant fails to cite to any authority that such allegations are required.
To the contrary, as noted herein, the Board has repeatedly held that allegations such as those alleged in Opposer’s
Notice of Opposition are sufficient to state a claim.



B. Opposer Properly Stated a Claim for Lack of Bona Fide Intent to Use

Applicant incorrectly asserts that Opposer must allege in its Notice of Opposition, “specific
examples of objective circumstances that would show a lack of bona fide intent” in order to state
a claim. This is incorrect and Applicant cites no authority or case law supporting this novel
proposition.

“Whether a plaintiff can actually prove its allegations is a matter to be determined not upon
motion to dismiss, but rather at final hearing or upon summary judgment, after the parties have
had an opportunity to submit evidence in support of their respective positions.” TBMP § 503.02.
Advanced Cardiovascular Sys., Inc. v. SciMed Life Sys., Inc., 988 F.2d 1157, 1160-61, 26
U.S.P.Q.2d 1038, 1041 (Fed. Cir. 1993); Covidien LP v. Masimo Corp., 109 U.S.P.Q.2d 1696,
1697 n.3 (TTAB 2014).

Indeed, not a single case cited by Applicant addressed a pre-discovery motion to dismiss
for failure to state a claim. Rather, each of the cases cited by Applicant involved a decision on the
merits with the full benefit of discovery. See M.Z. Berger & Co. v. Swatch AG, 787 F.3d 1368,
1376-77, 114 U.S.P.Q.2d 1892, 1898 (Fed. Cir. 2015) (appeal to the Federal Circuit after trial);
Swiss Grill Ltd. v. Wolf Steel Ltd., 115 U.S.P.Q.2d 2001, 2008 (TTAB Sept. 10, 2015) (decision
issued after the parties participated in Accelerated Case Resolution); Bos. Red Sox Baseball Club
LPv. Sherman, 88 U.S.P.Q.2d 1581, 1587 (TTAB Sept. 9, 2008) (decision issued after trial); Lane
Ltd. v. Jackson Int’l Trading Co. Kurt D. Bruhl Gesellschaft m.b.G. & Co. KG, 33 U.S.P.Q.2d
1351, 1352 (TTAB Oct. 21, 1994) (decision on motion for summary judgment with the benefit of
discovery).

Further, the Board has already held that allegations similar as those alleged in

Opposer’s Notice of Opposition are sufficient to state a claim upon which relief can be




granted. Indeed, in a recent decision, the Board held that the following allegations were sufficient
to state a claim for lack of bona fide intent to use:
Upon information and belief and based upon Internet research,

Applicant is not using the [Subject Mark] in commerce in
connection with the services of the subject application.

Upon information and belief and based upon Internet research, at the
time of filing its Application, Applicant did not have a bona fide
intent-to-use the mark of the subject application in U.S. commerce
in connection with the services of the application.

Wise Payments Limited v. Fixed & Mobile Pte. Ltd. (Opposition No. 91266592; 20 TTABVUE)
(attached).

The allegations at issue here are substantially similar to those the Board previously held
were sufficient to state a claim upon which relief can be granted. Indeed, Opposer asserts (1) at
the time of filing the Subject Applications, Applicant did not possess a bona fide intent to use the
marks of the Subject Applications in commerce in the United States; and (2) no written
document(s) or documentary evidence exists from which an honestly held intent may be inferred,
and as such, the submission of the Subject Applications constituted a conscious effort for Applicant
to obtain registrations to which it is not entitled. (See 1 TTABVUE {{ 15-16). Accordingly,
Applicant’s motion to dismiss must be denied.

C. Opposer Properly Stated a Claim For Dilution

Applicant mischaracterizes the pleading standard for dilution and invents an entirely new,
stricter standard that has no basis in TTAB precedent. The “Federal Rules of Civil Procedure
require [only] ‘a short and plain statement of the claim showing that the pleader is entitled to
relief,” not recitation of an incantation.” AAL USA, INC. v. Black Hall, LLC, No. 2:16-cv-02090-
KOB, 2017 U.S. Dist. LEXIS 81934, at *23 (N.D. Ala. May 30, 2017). All that is required for

Opposer to state a claim for dilution by blurring is to plead that the Senior WISE Marks became



famous prior to the filing date of the Subject Marks® and that Applicant’s use will cause dilution
by blurring the distinctiveness of Opposer’s famous Senior WISE Marks. See Guess? IP Holder
L.P. v. Knowluxe LLC (Cancellation No. 92060707; 8 TTABVUE) (“The petition to cancel pleads
that Petitioner’s...marks became famous prior to Respondent’s first use, and that Respondent’s
use will cause dilution by blurring the distinctiveness of Petitioner’s famous marks. These
allegations suffice to plead a dilution claim.”) (citing The Toro Company v. ToroHead, Inc., 61
U.S.P.Q.2d 1164, 1181 (TTAB Dec. 12, 2001); Guess? IP Holder L.P. v. Knowluxe LLC, 116
U.S.P.Q.2d 2018, 2020 (TTAB Dec. 9, 2015) (request for reconsideration denied).

Applicant argues that Opposer’s claim of dilution is improperly pleaded because Opposer
failed to formulaically state the words “Opposer’s Subject Marks were famous prior to Applicant’s
Subject Mark.” However, a “pleading is not spellcraft”. Black Hall, 2017 U.S. Dist. LEXIS 81934,
at *23. No specific incantation is required to properly plead a claim. As Applicant concedes,
Opposer pleaded facts showing fame in 2020, prior to the filing of Applicant’s Subject Marks in
January 29, 2021. Indeed, Opposer pleaded that, as of 2020, Opposer had a total user base of eight
million people, who transfer more than the equivalent of five billion U.S. dollars per month using
Opposer’s proprietary technologies and other goods and services, and over one million of such
users were domiciled in the United States, among other facts. (See 1 TTABVUE | 4). Accordingly,
Opposer’s pleading is more than sufficient to state a claim for dilution.

By the same token, there is no requirement that Opposer painstakingly list the amount,
volume, and geographic extent of sales of goods or services, provide detailed explanations of
actual recognition of its marks, the names of specific publications, or any other minute details

requested by Applicant. Opposer need not prove its claim at the pleading stage. See Advanced

3 Applicant’s Subject Marks were filed on an intent to use basis.

10



Cardiovascular Sys., 988 F.2d at 1160-61, 26 U.S.P.Q.2d at 1041 (Whether Opposer can prove its
allegations is a matter to be determined at final hearing or upon summary judgment, after the
parties have had an opportunity to submit evidence in support of their respective positions.). All
that is required at the pleading stage is a short and plain statement of the claim, which Opposer has
pleaded here. Accordingly, Applicant’s motion to dismiss must be denied.*

III. CONCLUSION

WHEREFORE, Opposer respectfully requests that the Board deny Applicant’s Motion to
Dismiss.
Dated: New York, NY
August 8, 2022
Respectfully Submitted,
HAUG PARTNERS LLP

By:  /s/ Michael Barer

Michael Barer, Esq.

Ben Natter, Esq.

745 Fifth Avenue

New York, New York 10151

Tel: (212) 588-0800

Email: mbarer@haugpartners.com
bnatter(@haugpartners.com
docket@haugpartners.com

41f, in the unlikely event that the Board determines that Opposer’s claims were not sufficiently pleaded, Opposer
requests permission to amend. Indeed, “the Board generally will allow the plaintiff an opportunity to file an
amended pleading.” See TBMP § 503.03.

11



CERTIFICATE OF SERVICE
I hereby certify that a true copy of the foregoing was served this 8th day of August, 2022,

by e-mailing a copy to Applicant’s Attorney of Record at: aziegler(@gbc.law, amartin@gbc.law

and tmdocket@gbc.law.

By: /s/Michael Barer/
Michael Barer

12
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.0O.Box 1451

Alexandria, VA 22313-1451

General Contact Number: 571-272-8500

General Email: TTABInfo@uspto.gov

JK
March 14, 2022

Opposition No. 91272481
Invicta Watch Company of America, Inc.
v.

Societe Parisienne De Parfums Et
Cosmetiques

By the Board:

This proceeding is before the Board for consideration of Applicant’s December 3,
2021 motion to dismiss. 4 TTABVUE. The motionis fully briefed.
Background

On January 4, 2021, Applicant filed application Serial No. 79305182, a request
for extension of protection under Trademark Act Section 66(a), 15 U.S.C. § 1141f(a),
based on International Registration Number 1577728, for the standard character
mark CHAIRMAN for “soaps, namely, bath soaps and perfumed soaps; perfumes;
essential oils; cosmetics” in International Class 3.

Opposer filed a notice of opposition on the grounds of priority and likelihood of
confusion, and a lack of a bona fide intent to use mark in commerce for the identified
goods at the time of filing the application. Opposer alleges common law rights in the

mark AIRMAN for “watches,” “since at least as early as January 12, 1953,” and


mailto:TTABInfo@uspto.gov

Opposition No. 91272481

alleges ownership of Registration No. 2374713, which was registered on August 8,
2020 for the mark AIRMAN for “watches” in International Class 14.1 1 TTABVUE 3.

In lieu of filing an answer, Applicant filed a motion to dismiss the likelihood of
confusion claim for failure to state a claim upon which relief can be granted pursuant
to Fed. R. Civ. P. 12(b)(6).
Analysis

A motion to dismiss under Fed. R. Civ. P. 12(b)(6) for failure to state a claim upon
which relief can be granted tests only the legal sufficiency of the allegations in a
complaint. Lewis Silkin LLP v. Firebrand LLC, 129 USPQ2d 1015, 1016 (TTAB
2018); Order of Sons of Italy in Am. v. Profumi Fratelli Nostra AG, 36 USPQ2d 1221,
1222 (TTAB 1995). TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE
(“TBMP”) § 503.01 (2021). To state a claim upon which reliefcan be granted, and thus
survive a motion to dismiss under Fed. R. Civ. P. 12(b)(6), Opposer need only allege
facts which, if proven, would establish that it has 1) an entitlement to bring a
statutory cause of action under Trademark Act Section 13,2 and 2) a valid statutory
ground for opposing the registration of the applied-for mark in Applicant’s subject
application. Young v. AGB Corp., 152 F.3d 1377, 47 USPQ2d 1752, 1754 (Fed. Cir.

1998); Fair Indigo LLC v. Style Conscience, 85 USPQ2d 1536, 1538 (TTAB 2007).

1 The second renewal of the pleaded registration was issued by the USPTO on December 9,
2020.

2 Board decisions have previously analyzed the requirements of Sections 13 and 14 of the
Trademark Act, 15 U.S.C. §§ 1063-64, under the rubric of “standing.” Despite the change in
nomenclature, our prior decisions and those of the Federal Circuit interpreting Section 13
and 14 remain applicable. Spanishtown Enters., Inc. v. Transcend Resources, Inc., 2020
USPQ2d 11388, at *2 (TTAB 2020).



Opposition No. 91272481

Fed. R. Civ. P. 8(a)(2) requires that a pleading contain a “short and plain
statement of the claim showing that the pleader is entitled to relief.” The Rule does
not require detailed factual allegations, but requires more than labels, conclusions,
formulaic recitations of the elements of a cause of action, or naked assertions.
Ashcroft v. Igbal, 556 U.S. 662, 678 (2009). Indeed, “a complaint must contain
sufficient factual matter, accepted as true, to ‘state a claim to relief that is plausible
on its face.” Id. (quoting Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570 (2007)). See
also Lewis Silkin LLP v. Firebrand LLC, 129 USPQ2d at 1016; TBMP § 309.03(a)(2).
In the context of Board inter partes proceedings, a plaintiff need only allege enough
factual matter to suggest that its claim is plausible and to “raise a right to reliefabove
the speculative level.” Twombly, 550 U.S. at 555-56.

Although a legally sufficient complaint must include some factual allegations to
provide “fair notice” of the nature of the claim, see Bell Atlantic v. Twombly, 550 U.S.
at 555 n.3, it does “not require heightened fact pleading of specifics, but only enough
facts to state a claim to reliefthat is plausible on its face.” Id. at 570. Determining
the plausibility of the claim is a “context-specific task” that requires experience and
common sense. Ashcroft v. Igbal, 556 U.S. at 679.

Under the simplified notice pleading rules of the Federal Rules of Civil Procedure,
the allegations of a complaint should be “construed as to do substantial justice.”

Scotch Whisky Ass’n v. U.S. Distilled Prods. Co., 952 F.2d 1317, 21 USPQ2d 1145,



Opposition No. 91272481

1147 (Fed. Cir. 1991); Corporacion Habanos SA v. Rodriguez, 99 USPQ2d 1873, 1874
(TTAB 2011).3

Entitlement to a Statutory Cause of Action

Entitlement to a statutory cause of action is a threshold issue in every inter
partes case. Australian Therapeutic Supplies Pty. Ltd. v. Naked TM, LLC, 965 F.3d
1370, 2020 USPQ2d 10837, at *3 (Fed. Cir. 2020) (citing Lexmark Int’l, Inc. v. Static
Control Components, Inc., 572 U.S. 118, 109 USPQ2d 2061, 2067 n.4 (2014)). In Board
inter partes proceedings, to sufficiently plead entitlement to a statutory cause of
action under Trademark Act Section 14, a plaintiff must allege that cancellation of
the registrationis within the zone of interests protected by the statute and that the
plaintiff has a reasonable belief of damage proximately caused by continued
registration of the mark. Peterson v. Awshucks SC, LLC, 2020 USPQ2d 11526, at *5
(TTAB 2020). See also Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d
11277, at *6-7 (Fed. Cir. 2020); Australian Therapeutic, 2020 USPQ2d 10837 at *3;

Empresa Cubana Del Tabaco v. Gen. Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058

3 The Board has considered the parties’ briefs on the motion, but does not repeat or discuss
all of the arguments, and does not address irrelevant arguments. Guess? IP Holder LP v.
Knowluxe LLC, 116 USPQ2d 2018, 2019 (TTAB 2015).

Whether a plaintiff can actually prove its allegations is a matter to be determined not upon
motion to dismiss, but rather at final hearing or upon summary judgment, after the parties
have had an opportunity to obtain and submit evidence in support of their respective
positions. TBMP § 503.02. Advanced Cardiovascular Sys. Inc. v. SciMed Life Sys. Inc., 988
F.2d 1157, 26 USPQ2d 1038, 1041 (Fed. Cir. 1993); Covidien LP v. Masimo Corp., 109
USPQ2d 1696, 1697 n.3 (TTAB 2014). When adjudicating a Rule 12(g)(6) motion, no
consideration is given to the merits of the plaintiff’s entitlement to a cause of action or its
claims. Id. Accordingly, Applicant’s arguments that go to the merits of Opposer’s allegations
are improper, premature or simply erroneous, and have been given no consideration.

The exhibits submitted with the notice of opposition have not been given consideration.
Trademark Rule 2.122(c); TBMP § 317.
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(Fed. Cir. 2014); Coach Seruvs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 101
USPQ2d 1713, 1727 (Fed. Cir. 2012); Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d
1023, 1025 (Fed. Cir. 1999).

The Board has reviewed the notice of oppositionin its entirety. In the notice of
opposition, Opposer alleges a claim of likelihood of confusion that is not wholly
without merit which is based upon current ownership of a valid and subsisting
registration. On this record, Opposer has alleged matters which, if proven, would
establish its entitlement to a statutory cause of action.* Cunningham v. Laser Golf
Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); Selva & Sons, Inc. v.
Nina Footwear, Inc., 705 F.2d 1316, 217 USPQ 641, 648 (Fed. Cir. 1983); Lipton
Indus. Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982).

Grounds

To state a claim under Trademark Act Section 2(d), a plaintiff must sufficiently
allege, in addition to entitlement to a statutory cause of action, that 1) it has
proprietary rights from a prior registration, prior trademark or service mark use,
prior use as a trade name, prior use analogous to trademark or service mark use, or
any other use sufficient to establish proprietary rights, and 2) the contemporaneous
uses of the parties’ respective marks on or in connection with their respective goods
and services would be likely to cause confusion, mistake or to deceive consumers as

to the source of the goods and services. Herbko Int’l., Inc., v. Kappa Books, Inc., 308

4 Opposer shall note that it must maintain and affirmatively prove its entitlement at trial or
on summary judgment. TBMP § 309.03(b).
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F.3d 1156, 64 USPQ2d 1375, 1378 (Fed. Cir. 2002); Hornblower & Weeks, Inc. v.
Hornblower & Weeks, Inc., 60 USPQ2d 1733, 1735 (TTAB 2001).

In order to properly assert priority, a plaintiff must allege facts showing
proprietary rights in its pleaded mark that are prior to defendant’s rights in the
challenged mark, e.g. alleging ownership of a registration with an underlying
applicationfiling date that is prior to any date of first use on which the defendant can
rely. Herbko Int’l. Inc. v. Kappa Books, Inc., 64 USPQ2d at 1378; Brown Shoe Co. v.
Robbins, 90 USPQ2d 1752, 1754 (TTAB 2009) (plaintiff’s pleaded registrations).
TBMP § 309.03(c)(2). Here, Opposer alleges with sufficient clarity that it has
proprietary rights in its pleaded mark AIRMAN, and that such rights are prior to
Applicant’s asserted rights in its mark, that is, prior to any priority date on which
Applicant can rely.

As for the parties’ contemporaneous uses of their respective marks, Opposer
alleges

Applicant’s proposed mark has a strong visual and phonetic similarity to
Opposer’s famous AIRMAN mark and covers closely related goods.

Applicant’s proposed mark is likely, when used in connection with the
goods of Applicant, to cause confusion, mistake, or deception within the
meaning of Section 2(d) of the Lanham Act.
1 TTABVUE 5.
In these allegations, Opposer sufficiently alleges both required elements of the
Section 2(d) claim, namely, that it has superior rights through priority of use, and

that based on Applicant’s intended use of its mark there is a likelihood of confusion

with respect to the source of the goods.
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Decision

In view of the findings that Opposer sufficiently alleges its entitlement to a
statutory cause of action, as well as the challenged ground for opposing registration
of application Serial No. 79305182, Opposer has stated a claim upon which relief can
be granted. Accordingly, Applicant’s motion to dismiss under Fed. R. Civ. P. 12(b)(6)
is denied.
Schedule

Proceedings are resumed. Applicant is allowed until twenty (20) days from the
date of this order to file its answer to the notice of opposition. Accordingly,

conference, initial disclosure, discovery and trial dates are reset as follows:

Time to Answer As noted herein
Deadline for Required Discovery Conference 5/4/2022
Discovery Opens 5/4/2022
Initial Disclosures Due 6/3/2022
Expert Disclosures Due 10/1/2022
Discovery Closes 10/31/2022
Plaintiff's Pretrial Disclosures Due 12/15/2022
Plaintiff's 30-day Trial Period Ends 1/29/2023
Defendant's Pretrial Disclosures Due 2/13/2023
Defendant's 30-day Trial Period Ends 3/30/2023
Plaintiff's Rebuttal Disclosures Due 4/14/2023
Plaintiff's 15-day Rebuttal Period Ends 5/14/2023
Plaintiff's Opening Brief Due 7/13/2023
Defendant's Brief Due 8/12/2023
Plaintiff's Reply Brief Due 8/27/2023

Request for Oral Hearing (optional) Due 9/6/2023
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Generally, the Federal Rules of Evidence, Federal Rules of Civil Procedure and
Trademark Rules of Practice apply to Board trials. Trial testimony is taken and
introduced out of the presence of the Board during the assigned testimony periods.
The parties may stipulate to a wide variety of matters, and many requirements
relevant to the trial phase of Board proceedings are set forth in Trademark Rules
2.121 through 2.125. These include pretrial disclosures, matters in evidence, the
manner and timing of taking testimony, and the procedures for submitting and
serving testimony and other evidence, including affidavits, declarations, deposition
transcripts and stipulated evidence. Trial briefs shall be submitted in accordance
with Trademark Rules 2.128(a) and (b). Oral argument at final hearing will be
scheduled only upon the timely submission of a separate notice as allowed by
Trademark Rule 2.129(a).

It is the responsibility of each party to ensure that the Board has the party’s
current correspondence address, including an email address. TBMP § 117.07. The
Board must be promptly notified of any address or email address changes for the

parties or their attorneys.
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By the Trademark Trial and Appeal Board:

This case now comes up for consideration of Opposer’s motions (filed February 11,
2021, 5 and 6 TTABVUE) to dismiss the counterclaim and to strike all five affirmative
defenses that are asserted in Applicant’s answer; and (2) Opposer’s motion (filed July
21, 2021, 16 TTABVUE) to amend the caption of this proceeding. The February 11,

2021 motions have been fully briefed.!

1 Applicant’s new attorney’s entry of appearance (filed July 28, 2021, 17 and 18 TTABVUE)
is noted and entered. In view of such entry, Applicant’s former attorney’s request to withdraw
as counsel (filed July 15, 2021, 15 TTABVUE) is moot. Opposer’s attorney’s change of
correspondence address (filed September 30, 2021, 19 TTABVUE) is noted and entered.
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Motion to amend caption granted

Opposer’s motion to amend the caption of this proceeding is granted as conceded
and as well-taken.2 See Patent and Trademark Rule 3.73(b); TBMP § 512.02 (2021).
The caption of this proceeding is amended as set forth above.

Motion to strike granted

The Board turns now to the motion to strike. The primary purpose of pleadings,
under the Federal Rules of Civil Procedure, is to give fair notice of the claims or
defenses asserted. See Harsco Corp. v. Electrical Sciences Inc., 9 USPQ2d 1570, 1571
(TTAB 1988). Upon motion, or upon its own initiative, the Board may order stricken
from a pleading any insufficient defense or any redundant, immaterial, impertinent,
or scandalous matter. See Fed. R. Civ. P. 12(f); TBMP § 506.01. Although motions to
strike are not favored, the Board grants them where appropriate. See American
Vitamin Products, Inc. v. Dow Brands Inc., 22 USPQ2d 1313, 1314 (TTAB 1992)
(insufficient affirmative defenses stricken).

In the first defense, Applicant alleges failure to state a claim upon which relief
can be granted. 4 TTABVUE 6. “[F]ailure to state a claim is not a true affirmative
defense because it relates to an assertion of the insufficiency of the pleading of
opposer’s claim rather than a statement of a defense to a properly pleaded claim.”

John W. Carson Found. v. Toilets.com, Inc., 94 USPQ2d 1942, 1949 (TTAB 2010).

2 Opposer included a name change document as an exhibit to its motion. 16 TTABVUE 5.
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In any event, stating a claim upon which relief can be granted requires only
pleading facts which would show (1) entitlement to a cause of action3 and (2) a valid
ground for opposition or cancellation. Fair Indigo LLC v. Style Conscience, 85
USPQ2d 1536, 1538 (TTAB 2007). Opposer has sufficiently stated a claim upon which
relief can be granted in the notice of opposition, 1 TTABVUE, by pleading its
entitlement to a cause of action based on its use and registration of the marks
identified in its pleaded registrations (1 TTABVUE 2-5) and a claim of likelihood of
confusion under Trademark Act Section 2(d), 15 U.S.C. § 1052(d), based on its pleaded
Registration Nos. 5730545, 6124801 and 6041279 for the services recited therein (1
TTABVUE 2-8). See Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842,
1844 (Fed. Cir. 2000); King Candy Co. v. Eunice King's Kitchen, 496 F.2d 1400, 182
USPQ 108, 109-10 (CCPA 1974); Fram Trak Indus., Inc. v. WireTracks LLC, 77
USPQ2d 2000, 2005 (TTAB 2006) (two key factors in deciding likelihood of confusion
issues are “the degree of similarity of the parties' marks and the degree of similarity
of their respective goods”). Although Opposer did not fully set forth the pleaded
registered marks and the goods and services in its pleaded registrations in the text
of the notice of opposition, the marks and the goods and/or services in the pleaded
registrations are set forth in the ESTTA cover form of the notice of opposition, which

1s a component of the notice of opposition. See PPG Indus. Inc. v. Guardian Indus.

3 Board decisions have previously analyzed the requirements of Trademark Act Sections 13
and 14, 15 U.S.C. §§ 1063 and 1064, in terms of “standing.” Mindful of the Supreme Court’s
direction in Lexmark Int’l, Inc. v. Static Control Components, Inc., 572 U.S. 118, 125-26
(2014), we now refer to this inquiry as entitlement to a statutory cause of action. Despite the
change in nomenclature, our prior decisions and those of the Federal Circuit interpreting
Sections 13 and 14 remain equally applicable.
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Corp., 73 USPQ2d 1926, 1928 (TTAB 2005). However, because the text of the
likelihood of confusion claim refers only to the parties’ services being “identical and/or
closely-related” (1 TTABVUE 7), the Board treats the likelihood of confusion claim as
being based on the marks in Registration Nos. 5730545, 6124801 and 6041279 for the
services recited in those registrations and not on the mark in pleaded Registration
No. 6126175, which is for goods only.

In addition, Opposer has provided notice pleading of a claim that Applicant did
not have a bona fide intent to use in commerce its involved mark when it filed its
involved application in paragraphs 9 and 10 of the notice of opposition and of a claim
of dilution by blurring in the ESTTA cover form and paragraphs 1-8 and 12 of the
notice of opposition.> 1 TTTABVUE 1-8. See Trademark Act Sections 43(c) and 66(a),

15 U.S.C. §§ 1125(c) and 1141f(a); Coach Servs. Inc. v. Triumph Learning LLC, 668

4 To the extent that Opposer intends to plead a claim of nonuse, that claim is unavailable
against Applicant’s Section 66(a) application. See Dragon Bleu (SARL) v. VENM, LLC, 112
USPQ2d 1925, 1929 (TTAB 2014). Rather, the Board will consider the nonuse allegation as
part of Opposer’s no bona fide intent to use claim.

5 Whether Opposer can prove its allegations is a matter to be determined at final hearing or
upon summary judgment, after the parties have had an opportunity to submit evidence in
support of their respective positions. See Advanced Cardiovascular Sys. Inc. v. SciMed Life
Sys. Inc., 988 F.2d 1157, 26 USPQ2d 1038, 1041 (Fed. Cir. 1993).

The notice of opposition indicates that Opposer is based in the United Kingdom. Because
trademark rights are territorial, foreign use of a pleaded mark is generally irrelevant in
Board proceedings. See Johnson & Johnson v. Salve S.A., 183 USPQ 375, 376 (TTAB 1974)
(foreign use of mark creates no rights in mark in United States). See also Oland’s Breweries
[1971] Ltd. v. Miller Brewing Co., 189 USPQ 481, 489 n.2 (TTAB 1975) (use or promotion of
a mark confined to a foreign country, including Canada, is immaterial to ownership and
registration in United States), aff'd, Miller Brewing Co. v. Oland’s Breweries, 548 F.2d 349,
192 USPQ 266 (CCPA 1976). Further, a mark is famous for Section 43(c) dilution purposes
only if it “is widely recognized by the general consuming public of the United States as a
designation of source for the goods or services of the mark's owner.” 15 U.S.C. § 1125(c)(2)(A).
Fame and recognition by the consuming public outside the United States may not, by itself,
provide a basis for alleging dilution. See Fiat Group Automobiles S.p.A. v. ISM, Inc., 94
USPQ2d 1111, 1115 (TTAB 2010).
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F.3d 1356, 101 USPQ2d 1713, 1723-24 (Fed. Cir. 2012). Accordingly, the motion to
strike is granted with regard to the first defense.

As a second defense, Applicant alleges lack of “standing,” now known as
entitlement to a cause of action. 4 TTABVUE 6. See footnote 3. Entitlement to a cause
of action is not a defense and is instead an element of Opposer’s claim which must be
proven as part of its case. See Blackhorse v. Pro Football, Inc., 98 USPQ2d 1633, 1637
(TTAB 2011). Accordingly, the motion to strike is granted with regard to Applicant’s
second defense.

In the third through fifth defenses, Applicant alleges defenses of waiver, estoppel
and unclean hands. 4 TTABVUE 5. Equitable defenses are generally unavailable in
opposition proceedings. See Barbara’s Bakery, Inc. v. Landesman, 82 USPQ2d 1283,
1292 n.14 (TTAB 2007). In addition, Applicant’s single sentence pleadings of each of
these defenses in its answer did not clearly identify any specific conduct which forms

a basis for any of these defenses.® See Lincoln Logs Ltd. v. Lincoln Precut Log Homes,

6 The elements of an equitable estoppel defense are (1) misleading conduct, which may
include statements and action as well as silence and inaction, which leads another to
reasonably infer that rights will not be asserted against it; (2) reliance upon this conduct;
and (3) due to this reliance, material prejudice if the delayed assertion of such rights is
permitted. See Lincoln Logs Ltd., 23 USPQ2d at 1703.

A waiver defense required an allegation of an intentional relinquishment or abandonment
of a known right. See U.S. v. Olano, 507 U.S. 725, 733 (1993); In re Google Tech. Holdings
LLC, 980 F.3d 858, 2020 USPQ2d 11465, at *3 (Fed. Cir. 2020).

An unclean hands defense is based upon specific allegations of misconduct by a plaintiff
that, if proved, would prevent the plaintiff from prevailing on its claim. See Midwest Plastic
Fabricators v. Underwriters Labs., 5 USPQ2d 1067, 1069 (TTAB 1987). That misconduct
must be related to the plaintiff’s claim and must also be egregious or unconscionable. See
Patsy’s Italian Rest., Inc. v. Banas, 575 F. Supp. 2d 427, 461 (EDNY 2008), aff’d, 658 F.3d
254, 100 USPQ2d 1001 (2d Cir. 2011); Tony Lama Co., Inc. v. Di Stefano, 206 USPQ 176, 179
(TTAB 1980).
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Inc., 971 F.2d 732, 23 USPQ2d 1701, 1703 (Fed. Cir. 1992); Midwest Plastic
Fabricators Inc. v. Underwriters Labs. Inc., 5 USPQ2d 1067, 1069 (TTAB 1987).
Accordingly, the motion to strike is granted in full, and Applicant’s affirmative
defenses are all stricken.

Motion to dismiss denied in part, granted in part

A motion to dismiss for failure to state a claim is solely a test of the sufficiency of
the complaint at issue. See Advanced Cardiovascular Sys. Inc. v. SciMed Life Sys.
Inc., 988 F.2d 1157, 26 USPQ2d 1038, 1041 (Fed. Cir. 1993); As noted supra, stating
a claim upon which relief can be granted requires only pleading facts which would
show (1) entitlement to a cause of action and (2) a valid ground for opposition or
cancellation. See Fair Indigo LLC, 85 USPQ2d at 1538. Applicant’s entitlement to a
cause of action in the counterclaim is inherent in its position as defendant in the
opposition. See Harry Winston, Inc. v. Bruce Winston Gem Corp., 111 USPQ2d 1419,
1428 (TTAB 2014); TBMP § 309.03(b).

As for whether Applicant has set forth grounds for cancellation, “a complaint must
contain sufficient factual matter, accepted as true, to state a claim to relief that is
plausible on its face.” Ashcroft v. Igbal, 556 U.S. 662, 129 S.Ct. 1937, 1949-50 (2009),
quoting Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570 (2007). In particular, a plaintiff
need only allege “enough factual matter ... to suggest that [a claim is plausible]’ and
‘raise a right to relief above the speculative level.” Totes-Isotoner Corp. v. U.S., 594

F.3d 1346, 1354 (Fed. Cir. 2010). A plaintiff need not set forth its entire case at the
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pleading stage. See Lewis Silkin LLP v. Firebrand LLC, 129 USPQ2d 1015, 1017
(TTAB 2018).

Under the simplified notice pleading rules of the Federal Rules of Civil Procedure,
the allegations of a complaint should be “construed as to do substantial
justice.” See Scotch Whisky Ass'n v. U.S. Distilled Prods. Co., 952 F.2d 1317, 21
USPQ2d 1145, 1147 (Fed. Cir. 1991); Corporacion Habanos SA v. Rodriguez, 99
USPQ2d 1873, 1874 (TTAB 2011). “A dismissal under Rule 12(b)(6), to be sustained,
must be correct as a matter of law when the allegations of the complaint are taken as
true. Disputed issues are construed favorably to the complainant, and all reasonable
inferences are drawn in favor of the complainant.” Advanced Cardiovascular Sys. Inc.
v. SciMed Life Sys. Inc., 26 USPQ2d at 1041 (citations omitted).

The ESTTA cover form for the counterclaim indicates that Applicant seeks to
cancel Opposer’s pleaded Registration No. 5730545 in International Class 36 and
Registration No. 6041279 in International Classes 9 and 36. 4 TTABVUE 1-2. In the
counterclaim, Applicant alleges that Opposer did not have a bona fide intent to use
the marks in commerce? on the recited services in those registrations when it filed the
underlying applications for those registrations under Trademark Act Section 66(a).
Applicant also seeks cancellation of those registrations based on nonuse. 4 TTABVUE

6-8.

7 In the trademark matters before the USPTO, “commerce” contemplates “all commerce
which may lawfully be regulated by Congress.” Trademark Act Section 45, 15 U.S.C. § 1127.
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A Section 66(a) applicant must aver to a bona fide intent to use the subject mark
in commerce in the United States, but need not use the mark in such commerce prior
to filing an application or being issued a registration.8 See SaddleSprings, Inc. v. Mad
Croc Brands, Inc., 104 USPQ2d 1948, 1951 (TTAB 2012). Therefore, a nonuse claim
1s unavailable against Opposer’s Section 66(a) registrations.® See Dragon Bleu
(SARL), 112 USPQ2d at 1929.

As for the no bona fide intent to use allegations, the application that matured into
Registration No. 5730545 was filed on March 23, 2018. The application that matured
into Registration No. 6041279 was filed on August 20, 2019. The counterclaim was
filed on January 27, 2021, roughly thirty-four months after the filing of the
underlying application for Registration No. 5730545 and roughly seventeen months
after the filing of the underlying application for Registration No. 6041279. In view of

the passage of time between the filing of the applications that matured into

8 Although case law regarding bona fide intent to use has been developed mostly with regard
to applications filed under Trademark Act Section 1(b), 15 U.S.C. § 1051(b), that case law is
also applicable with regard to applications under Trademark Act Sections 44(d), 44(e) and
66(a), 15 U.S.C. §§ 1126 and 1141f(a). See Société des Produits Nestlé S.A. v. Candido
Viriuales Taboada, 2020 USPQ2d 10893, at *8-9 (TTAB 2020). An applicant’s bona fide intent
to use a mark must reflect an intention at the time of filing that is firm, though it may be
contingent on the outcome of an event (such as market research or product testing) and must
reflect an intention to use the mark “in the ordinary course of trade, ... and not ... merely to
reserve a right in a mark.” Commodore Elects. Ltd. v. CBM K.K., 26 USPQ2d 1503, 1507
(TTAB 1993) (quoting Trademark Act Section 45, 15 U.S.C. § 1127, and citing Senate
Judiciary Comm. Rep. on S. 1883, S. Rep. No. 515, 100th Cong., 2d Sess. 24-25 (1988)).

9 The Board, however, will consider the nonuse allegation as part of Applicant’s no bona fide
intent to use claim.

Once registered, a Section 66(a) registration is otherwise subject to the same grounds for
cancellation as those registrations issued under Trademark Act Sections 1 and 44(e), 15
U.S.C. 1051 and 1126(e). See SaddleSprings Inc., 104 USPQ2d at 1951. Marks registered
under Section 66(a) which have never been used in commerce with intent not to commence
use in commerce may be subject to abandonment claims. See Trademark Act Section 45, 15
U.S.C. § 1127; id.,104 USPQ2d at 1152.
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Registration Nos. 5730545 and 6041279 and the filing of the counterclaim, the Board
finds that Applicant has set forth notice pleading of claims that, in view of Opposer’s
alleged nonuse in commerce of the subject marks, Opposer did not have a bona fide
Intent to use in commerce the marks in those registrations when it applied to register
those marks for the recited services in those registrations. 4 TTABVUE 6-8. Whether
Applicant can prevail on its counterclaim is a matter for determination at final
hearing or upon summary judgment, after the parties have had an opportunity to
submit evidence in support of their respective positions. See Advanced
Cardiovascular Sys. Inc., 26 USPQ2d at 1041. Based on the foregoing, the motion to
dismiss 1s denied with regard to the counterclaim against Registration Nos. 5730545
and 6041279 in International Class 36 only.

Nonetheless, because the counterclaim for cancellation of Registration No.
6041279 does not allege that Opposer did not have a bona fide intent to use the subject
mark on the identified goods in International Class 9 in that registration (4
TTABVUE 8), Applicant’s counterclaim is insufficient with regard to such goods.
Accordingly, the motion to dismiss is granted with regard to the counterclaim against
Registration No. 6041279 in International Class 9.

In keeping with Board practice, Applicant is allowed until twenty days from the
date of this order to file an amended answer and counterclaim in which it repleads
its defenses and its counterclaim in accordance with the foregoing, failing which the
counterclaim will go forward against the subject registrations in International Class

36 only. See TBMP § 503.03.
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The Board deems the filing of Opposer’s motions on February 11, 2021 to have

tolled the running of all dates herein. See Trademark Rules 2.117(c) and 2.127(d).

Proceedings are resumed. Dates are reset as follows.

Answer to Counterclaim Due
Deadline for Discovery Conference
Discovery Opens

Initial Disclosures Due

Expert Disclosures Due

Discovery Closes

Pretrial Disclosures Due for Party in Position of Plaintiff in Original
Claim

30-day Trial Period Ends for Party in Position of Plaintiff in Original
Claim

Pretrial Disclosures Due for Party in Position of Defendant in Original
Claim and in Position of Plaintiff in Counterclaim

30-day Trial Period Ends for Party in Position of Defendant in Original
Claim, and in Position of Plaintiff in Counterclaim

Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in
Original Claim and in Position of Defendant in Counterclaim

30-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in
Original Claim, and in Position of Defendant in Counterclaim

Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in
Counterclaim

15-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in
Counterclaim

Opening Brief for Party in Position of Plaintiff in Original Claim Due

Combined Brief for Party in Position of Defendant in Original Claim
and Opening Brief as Plaintiff in Counterclaim Due

Combined Rebuttal Brief for Party in Position of Plaintiff in Original
Claim and Brief as Defendant in Counterclaim Due

Rebuttal Brief for Party in Position of Plaintiff in Counterclaim Due
Request for Oral Hearing (optional) Due

7/15/2022
8/14/2022
8/14/2022
9/13/2022
1/11/2023
2/10/2023

3/27/2023

5/11/2023

5/26/2023

7/10/2023

7/25/2023

9/8/2023

9/23/2023

10/23/2023
12/22/2023
1/21/2024

2/20/2024

3/6/2024
3/16/2024

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is

10
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taken and introduced out of the presence of the Board during the assigned testimony
periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the
manner and timing of taking testimony, matters in evidence, and the procedures for
submitting and serving testimony and other evidence, including affidavits,
declarations, deposition transcripts and stipulated evidence. Trial briefs shall be
submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at
final hearing will be scheduled only upon the timely submission of a separate notice
as allowed by Trademark Rule 2.129(a).

TIPS FOR FILING EVIDENCE, TESTIMONY, OR LARGE DOCUMENTS

The Board requires each submission to meet the following criteria before it will be
considered: 1) pages must be legible and easily read on a computer screen; 2) page
orientation should be determined by its ease of viewing relevant text or evidence, for
example, there should be no sideways or upside-down pages; 3) pages must appear in
their proper order; 4) depositions and exhibits must be clearly labeled and numbered
—use separator pages between exhibits and clearly label each exhibit using sequential
letters or numbers; and 5) the entire submission should be text-searchable.
Additionally, submissions must be compliant with Trademark Rules 2.119 and 2.126.

Submissions failing to meet all of the criteria above may require re-filing.

11
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Note: Parties are strongly encouraged to check the entire document before filing.10
The Board will not extend or reset proceeding schedule dates or other deadlines to
allow time to re-file documents. For more tips and helpful filing information, please

visit the ESTTA help webpage.

10 To facilitate accuracy, ESTTA provides thumbnails to view each page before submitting.
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