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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial Nos.:
90/496,915
90/496,907
90/496,884
90/496,924
90/496,928
Wise Payments Limited, Opposition No. 91276647

Opposer,
V.

Metropolitan Life Insurance Company

N N N N N N N N N N N N N N N

Applicant.

APPLICANT’S MOTION TO DISMISS
NOTICE OF OPPOSITION FOR FAILURE TO STATE CLAIM

Pursuant to Fed. R. Civ. P. 12(b)(6) and TBMP 503, Metropolitan Life Insurance Company
(“Applicant”), by and through its undersigned counsel, respectfully moves to dismiss the Notice
of Opposition filed by Wise Payments Limited (“Opposer”) due to failure to state a claim.

ARGUMENT

Opposer filed a Notice of Opposition on June 8, 2022, as to U.S. Application Serial Nos.
90/496,915, 90/496,907, 90/496,884, 90/496,924 and 90/496,928 (the “Subject Applications”)
with the Trademark Trial and Appeal Board on the grounds of (1) priority and likelihood of
confusion, (2) dilution by blurring, and (3) lack of bona fide intent to use the marks in commerce
for the identified goods and services. In order to withstand a motion to dismiss for failure to state
a claim upon which relief can be granted, a Notice of Opposition need only allege such facts as
would, if proved, establish that Opposer is entitled to the relief sought, that is, that (1) it has

standing to maintain the proceeding, and (2) a valid ground exists for denying the registration



sought (in the case of an opposition). TBMP § 503.02 (citing Bell Atlantic Corp. v. Twombly, 550
U.S. 554, 570 (2007); Ashcroft v. Igbal, 556 U.S. 662, 678 (2009)).

For the reasons stated herein, Applicant respectfully requests that the Board grant its
Motion and dismiss the Notice of Opposition with prejudice.

L Opposer’s Claim of Priority and Likelihood of Confusion Fails to State a Claim and
Must be Dismissed

Opposer alleges that the “Subject Marks are likely, when used in connection with the
services of Applicant, to cause confusion, mistake, or deception within the meaning of Section
2(d) of the Lanham Act.” Notice of Opposition at § 13. In applying Section 2(d) and determining
whether there is a likelihood of confusion, “two key considerations are the similarities between
the marks and the similarities between the goods.” In re SL&E Training Stable, Inc., 88 USPQ2d
1216, 2008 WL 4107225 (TTAB 2008). However, the classification system within the U.S. Patent
and Trademark Office does not have any bearing on the question of likelihood of confusion. “The
sole purpose of a classification of goods is for internal administration within the Patent and
Trademark Office and the class to which a given product may be assigned does not and cannot
limit or extend the rights of an applicant.” McCarthy on Trademarks, § 19:56 (citing 37 C.F.R. §
2.85(f)). As the Board has observed, “The classification system was established for the
convenience of the Office rather than to indicate that goods in the same class are necessarily related
or that classification in different classes indicates that they are not related.” National Football
League v. Jasper Alliance Corp., 16 USPQ2d 1212, n.5 (TTAB 1990).

Opposer alleges in its Notice of Opposition that it uses its marks in international classes 9
and 36, and that Applicant filed its applications also in classes 9 and 36. Notice of Opposition at
99 1, 2, 7, 11. Opposer alleges that “Applicant filed the Subject Applications in international

classes 9 and 36, the same international classes as Opposer’s prior registrations and pending



applications.” Id. at § 11. While Opposer references the “goods and services it offers under its
famous WISE Marks,” nowhere in its Notice of Opposition does it allege what those specific goods
and services are. Id. at§ 3. Likewise, Opposer does not allege the specific goods and services that
the Subject Applications cover. Id. atq 7.

Opposer seems to be relying on the fact that since “Applicant filed the Subject Applications
in international classes 9 and 36, the same international classes as Opposer’s prior registrations
and pending applications,” the goods and services must be related. Notice of Opposition at 9 11.
However, the number of goods and services that can be classified under international classes 9 and
36 is incredibly large. Opposer has failed to allege any facts showing that the goods and services
here are “closely related” or “identical,” and, as such, its claim of priority and likelihood of
confusion must be dismissed.

I1. Opposer’s Count of Dilution Fails to State a Claim and Must be Dismissed

To establish a claim of dilution, Opposer must allege that:

1. the plaintiff is the owner of a mark which qualifies as a “famous”
mark as measured by the totality of the four factors listed in §
43(c)(2)

2. the defendant is making use of the challenged designation as a mark
or trade name,

3. in interstate commerce,

4. and defendant's use began after the plaintiff's mark became famous,

5. and, considering the six factors listed in § 43(c)(2)(B), defendant's
use is likely to cause dilution by blurring by creating

6. a likelihood of association with plaintiff's famous mark arising from
its similarity to the plaintiff's famous mark,

7. that is likely to impair the distinctiveness of the plaintiff's famous
mark.

McCarthy on Trademarks and Unfair Competition § 24:99.



A mark is “famous” if it is “widely recognized by the general consuming public of the
United States as a designation of source of the goods or services of the mark’s owner.” 15 U.S.C.

§ 1125(c)(2)(A). Courts may consider:

(1) The duration, extent, and geographic reach of advertising and
publicity of the mark, whether advertised or publicized by the owner
or third parties.

(1))  The amount, volume, and geographic extent of sales of goods or
services offered under the mark.

(ii1))  The extent of actual recognition of the mark.

(iv)  Whether the mark was registered under the Act of March 3, 1881,
or the Act of February 20, 1905, or on the principal register.

Id. Trademark dilution claims are limited to “truly famous marks such as Budweiser beer, Camel
cigarettes, and Barbie dolls.” Dahon N. Am., Inc. v. Hon, No. 2:11-cv-05835-ODW (JCGx), 2012
U.S. Dist. LEXIS 57510,2012 WL 1413681, at *9 (C.D. Cal. Apr. 24, 2012) (citing Bd. of Regents,
Univ. of Texas Sys. v. KST Elec., Ltd., 550 F. Supp. 2d 657, 679 (W.D. Tex. 2008)).

Besides conclusory allegations that its marks are famous, Opposer alleges that “Opposer
has been ranked as a top financial technology company by various international publications, and
as of 2020, had a total user base of eight million people, who transfer more than the equivalent of
five billion U.S. dollars per month using Opposer’s proprietary technologies and other goods and
services. Over one million users of Opposer’s goods and services are domiciled in the United
States.” Notice of Opposition at 9§ 4.

First, Opposer has not sufficiently alleged that its marks became famous prior to the filing
dates of Applicant’s applications. Omega SA (Omega AG) (Omega Ltd.) v. Alpha Phi Omega, 118
U.S.P.Q.2d 1289, 1292 (T.T.A.B. 2016) (party alleging fame must show that mark became famous
prior to any established, continuous use of defendant’s involved mark as a trademark or tradename,
and not merely prior to use in association with the specific goods or services set forth in a

defendant’s subject application or registration); Citigroup Inc. v. Capital City Bank Group Inc., 94
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U.S.P.Q.2d 1645, 1649 (T.T.A.B. 2010) (party alleging fame must show that mark became famous
before applicant’s use of challenged mark), aff’d, 637 F.3d 1344, 98 U.S.P.Q.2d 1253 (Fed. Cir.
2011). Opposer only alleges its total user base as of 2020, but not that its marks became famous
prior to January 29, 2021 (the filing date of Applicant’s applications).

More importantly, Opposer fails to plead that its marks are famous under Section 43(c)(2).
Opposer does not allege any facts regarding the “duration, extent, and geographic reach of
advertising and publicity of the mark, whether advertised or publicized by the owner or third
parties.” Opposer does not allege when it started and how long it has been using its marks.
Opposer also alleges that “various international publications” have ranked Opposer as a top
financial company, but this allegation is not tied to any of its marks in any way. Notice of
Opposition at 9 4.

Regarding the “amount, volume, and geographic extent of sales of goods or services
offered under the mark,” Opposer similarly does not allege any connection between its marks and
its total user base and amount of funds transferred. For example, Opposer alleges that “[o]ver one
million users of Opposer’s goods and services are domiciled in the United States,” but does not
include any allegations connecting these users to any of its marks. /d.

Finally, Opposer does not allege any facts regarding actual recognition of its marks. Its
allegations that Opposer is a “top financial technology company” or “one of the world’s most
valuable financial technology companies” are irrelevant to the question of whether its marks are
famous under Section 43(c)(2). Id. at 9 4, 5.

While Opposer itself may have some niche level of recognition among financial technology
companies, Opposer has not sufficiently alleged that the general public of the United States is

familiar with its marks. See Luv N’Care, Ltd. v. Regent Baby Prods. Corp., 841 F.Supp.2d 753,



757-59 (S.D.N.Y. 2012) (dismissing dilution claim because it was not sufficiently pled that
particular marks involved in case were famous); Brain Pharma, LLC v. Scalini, 858 F. Supp. 2d
1349, 1357 (S.D. Fla. 2012) (“Plaintiff’s mere allegation that the BPI mark is famous is insufficient
to state a trademark dilution claim”). Applicant respectfully requests that Opposer’s claim of
dilution by blurring be dismissed.

III.  Opposer’s Claim of Lack of Bona Fide Intent to Use Fails to State a Claim and Must
Be Dismissed

Whether Applicant has a bona fide intention to use the mark in commerce is an objective
determination based on the totality of the circumstances. See M.Z. Berger & Co. v. Swatch AG,
787 F.3d 1368, 114 USPQ2d 1892, 1898 (Fed. Cir. 2015); Swiss Grill Ltd. v. Wolf Steel Ltd., 115
USPQ2d 2001, 2008 (TTAB 2015). The evidentiary bar for showing bona fide intent to use is not
high, but something more is required than “a mere subjective belief.” The objective evidence must
indicate an intention to use the mark that is “firm” and “demonstrable.” M.Z. Berger, 114 USPQ2d
at 1897-98, Swiss Grill, 115 USPQ2d at 2008; see also Bos. Red Sox Baseball Club LP v. Sherman,
88 USPQ2d 1581, 1587 (TTAB 2008); Lane Ltd. v. Jackson Int’l Trading Co., 33 USPQ2d 1351,
1355 (TTAB 1994). The legislative history of the Trademark Law Revision Act of 1988 provides
several specific examples of objective circumstances which, if proven, “may cast doubt on the
bona fide nature of the intent or even disprove it entirely.” Lane Limited v. Jackson International
Trading Company Kurt D. Bruhl Gesellschaft m.b.G. & Co. KG, 33 USPQ2d 1351, (TTAB 1994).
These include:

For example, the applicant may have filed numerous intent-to-use
applications to register the same mark for many more new products
than are contemplated, numerous intent-to-use applications for a
variety of desirable trademarks intended to be used on [a] single new
product, numerous intent-to-use applications to register marks
consisting of or incorporating descriptive terms relating to a
contemplated new product, numerous intent-to-use applications to
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replace applications which have lapsed because no timely
declaration of use has been filed, an excessive number of intent-to-
use applications to register marks which ultimately were not actually
used, an excessive number of intent-to- use applications in relation
to the number of products the applicant is likely to introduce under
the applied-for marks during the pendency of the applications, or
applications unreasonably lacking in specificity in describing the
proposed goods. Other circumstances may also indicate the absence
of genuine bona fide intent to actually use the mark.

Id.
Opposer only makes two allegations regarding its claim that Applicant did not possess a
bona fide intent to use the marks of the Subject Applications in commerce in the United States:

15. Further, upon information and belief, and based upon Internet
research, at the time of filing the Subject Applications, Applicant
did not possess a bona fide intent to use the marks of the Subject
Applications in commerce in the United States.

16. Upon information and belief, no written document(s) or
documentary evidence exists from which an honestly held intent
may be inferred, and as such, the submission of the Subject
Applications constituted a conscious effort for Applicant to obtain
registrations to which it is not entitled.

Notice of Opposition at § 15, 16.

As seen above, Opposer has only alleged that its factual basis for these allegations was
“based upon Internet research” and that “[u]pon information and belief, no written document(s) or
documentary evidence exists from which an honestly held intent may be inferred.” Notice of
Opposition at 9 15. Opposer has not alleged any of the specific examples of objective
circumstances that would show a lack of bona fide intent. Opposer’s claim that Applicant lacked
a bona fide intent to use the marks of the Subject Applications in commerce in the United States

is speculative and must be dismissed.



CONCLUSION

For the foregoing reasons, Applicant respectfully requests that the Board dismiss the Notice

of Opposition for failing to state a claim under Fed. R. Civ. P. 12(b)(6) with prejudice.
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