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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No.:
1,893,740

Wise Payments Limited, Cancellation No. 92081285

Consolidated with
Opposition No. 91276647

Petitioner,
V.

Metropolitan Life Insurance Company

N N N N N N N N N N N N

Registrant.

REGISTRANT’S REPLY IN SUPPORT OF ITS MOTION TO DISMISS FIRST
AMENDED PETITION FOR CANCELLATION FOR FAILURE TO STATE CLAIM

Pursuant to Fed. R. Civ. P. 9(b), 12(b)(6) and TBMP 503, Metropolitan Life Insurance
Company (“Registrant”), by and through its undersigned counsel, submits the following reply in
support of its Motion to Dismiss Petitioner’s fraud claim of the First Amended Petition for
Cancellation filed by Wise Payments Limited (“Petitioner”) due to failure to state a claim.

Petitioner has no factual basis supporting its allegations that Registrant submitted a
declaration with false statements with an intent to deceive the USPTO into maintaining its
registration for the RETIREWISE mark. Petitioner’s Response argues that the “facts alleged” are
“sufficient to infer Registrant’s intent to deceive the USPTO,” 30 TTABVUE 7. However, the
“facts” do not support this inference, are conclusory and “merely march[] through the legal
standard for fraud on the USPTO.” See ZAO Odessky Konjatschnyi Zawod v. SIA Baltmark Invest,
2013 WL 5945677, at *6 (E.D. Va. Nov. 6, 2013). Essentially, Petitioner does not believe that
Registrant’s use of the RETIREWISE mark in connection with “a comprehensive financial and

retirement education resource” that “delivers objective information that covers a broad spectrum



of financial and related topics from basic investing concepts to the importance of having a will”!
is use in connection with its covered services “financial, estate and retirement planning services.”
Petitioner has not articulated why it believes that Registrant’s specimen does not show use of the
RETIREWISE mark. Petitioner’s mistaken belief has been rejected by the USPTO (28 TTABVUE
9) and does not support a fraud claim. Registrant respectfully requests that Petitioner’s fraud claim
be dismissed with prejudice.

I Petitioner’s Fraud Claim Does Not Meet the Heightened Pleading Standard
Required

Petitioner contends that Registrant “ignores nearly all the facts alleged by Petitioner in its
amended fraud claim.” 30 TTABVUE 6. Petitioner lists these “facts” but in summary, Petitioner’s
fraud claim boils down to the fact that Petitioner does not believe that the specimen showed use of
the RETIREWISE mark in connection with the covered services, which include “financial, estate
and retirement planning services.” Despite the specimen itself showing that it provides resources
for financial and retirement planning, Petitioner fails to explain why it believes Registrant is not
using the RETIREWISE mark in connection with “financial, estate and retirement planning
services.” Particularly, the specimen describes “a comprehensive financial and retirement
education resource” that “delivers objective information that covers a broad spectrum of financial
and related topics from basic investing concepts to the importance of having a will.” Exhibit 1.
Instead, Petitioner alleges that the specimen only shows use in connection with an “educational
workshop series.” 30 TTABVUE 4.

Even though Petitioner mischaracterizes the use shown in the specimen, even though the

USPTO accepted the specimen in connection with Registrant’s continued use filing, and even

' The quoted language is shown on Registrant’s specimen, submitted on January 23, 2015, with its
Declaration of Use and Application for Renewal of Registration under Sections 8 and 9. A copy of
Registrant’s specimen is attached hereto as Exhibit 1.
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though the USPTO reviewed again in connection with a Petition for Ex Parte Expungement of
U.S. Registration No. 1,893,740 filed by Petitioner’s counsel, Petitioner rests its fraud claim on its
subjective belief that the specimen did not show use. Registrant is not asking that Petitioner “prove
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its case at the pleading stage.” However, Fed. R. Civ. P. 9(b) imposes a heightened pleading
because “the very nature of the charge of fraud requires that it be proven ‘to the hilt’ with clear
and convincing evidence. There is no room for speculation, inference, or surmise and, obviously,
any doubt must be resolved against the charging party.” In re Bose Corp., 580 F.3d 1240, 1243
(Fed. Cir. 2009). Just because Petitioner believes that “a comprehensive financial and retirement
education resource” is not “financial, estate and retirement planning services,” it cannot create a
speculative fraud claim out of this belief. Petitioner fails to allege any facts that could give rise to
any inference that Registrant or Ms. Constantine intended to deceive the USPTO. In contrast,
Petitioner’s allegations only allow for the inference that Registrant truthfully apprised the USPTO
of the manner of use of its mark when it filed its declaration and specimen.
I1. Fraud Claim Should be Dismissed With Prejudice

Petitioner requests leave to amend its fraud claim. However, the Board has already given
Petitioner leave to amend its fraud claim once and include facts to support its allegations, “failing
which the claim of fraud will be dismissed with prejudice and given no further consideration.”
27 TTABVUE 7 (emphasis added). Petitioner should not be granted leave again as this is already
Petitioner’s second attempt and repleading these allegations would be futile. See Dragon Bleu v.
VENM, LLC, 2014 TTAB LEXIS 352, at *14 n.10 (TTAB Dec. 1, 2014) (“But leave to replead is
inappropriate here. This is Applicant's second attempt to plead its counterclaims, and we can

perceive no theory by which the recited facts could be plausibly alleged to constitute fraud.

Repleading these allegations would be futile”) (citing Pure Gold, Inc. v. Syntex (U.S.A.) Inc., 221



USPQ 151, 154 (TTAB 1983), aff'd, 739 F.2d 624, 222 USPQ 741 (Fed. Cir. 1984)). As such,
Petitioner’s request for leave for amend its fraud claim again should be denied.
III.  Information Regarding Fraudulent Specimens Should be Disregarded

Petitioner includes extraneous information about the “persistent issue of fraudulent
specimens submitted to the USPTO” and the pilot programs launched by the USPTO “to combat
the ‘rise in fraudulent trademark applications [that] has put further strain on the accuracy of the
federal register’” in its Response. 30 TTABVUE 7-8. Petitioner has not alleged any facts showing
that Registrant submitted a fraudulent specimen. Additionally, Petitioner’s Internet search would
have shown a current version of Registrant’s specimen currently available through Registrant’s
website.? As such, this information is irrelevant and should be disregarded. It seems that Petitioner
may have included just to insinuate Registrant created a fraudulent specimen without any evidence.

CONCLUSION

For the foregoing reasons, Registrant respectfully requests that the Board dismiss
Petitioner’s claim of fraud in its First Amended Notice of Opposition for failing to state a claim

under Fed. R. Civ. P. 12(b)(6) with prejudice.

2 See
https://www.metlife.com/content/dam/metlifecom/us/homepage/PlanSmartEmployer/PDF/Retirewise-
ER-Slipsheet exp0823.pdf.



Date: July 14, 2023

Respectfully submitted,

Metropolitan Life Insurance Company

/s/ Allyson M. Martin

Amy C. Ziegler

Allyson M. Martin

GREER, BURNS & CRAIN, LTD.
300 South Wacker Drive, Suite 2500
Chicago, IL 60606

UNITED STATES
tmdocket@gbc.law
aziegler@gbc.law

amartin@gbc.law

Counsel for Registrant



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and complete copy of this paper has been
served upon the attorney of record in this proceeding, by email to their email address of record
addressed to:

BEN NATTER

HAUG PARTNERS LLP

745 FIFTH AVENUE, 10TH FLOOR

NEW YORK, NY 10151

UNITED STATES

bnatter@haugpartners.com, mbarer@haugpartners.com, ttab@haugpartners.com,
docket@haugpartners.com

on this date.
Respectfully submitted,

Dated July 14, 2023 By /Allyson Martin/
Allyson Martin
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reti reWi Se® Financial Education

Help Your Employees Take a Holistic
Nearly 60% of Approach to Achieve Their Financial Goals

employers agree WE GO BEYOND YOUR 401(K) OR 403(B) PROVIDER

‘that Offenng We have designed a comprehensive financial and retirement education
resource that can not only help support and complement your benefit

fl nanCIal ed Ucatlon offerings, but also provide your employees with the information they
need to take action and make smarter decisions. All at no cost to you

tO emp|0yeeS haS and your employees.
a positive effect

EDUCATION IS YOUR EMPLOYEES' GREATEST TOOL

on prOd UCt|V|ty-1 As a foundation to MetlLife's PlanSmart® workshop series, retirewise®
can play an important and fundamental role in your employees’ financial
and retirement planning. The program delivers objective information that
cavers a broad spectrum of financial and related topics from basic investing
concepts to the importance of having a will.

The program is divided into four parts, which include:

¢ Building the Foundation

¢ Creating and Managing Wealth

» Establishing Your Retirement Income Stream

¢ Making the Most of What You Have

Each session is delivered in person, by a local, specially trained financial
professional, followed by an offer for an optional one-on-one personal

consultation. No matter what age, background or stage of planning your
employees are in — there is something for everyone to learn.

1 MetLife’s 12th Annual U.S. Employee Benefits Trends Study, 2014

RETIREWISE | TOPICAL WORKSHOPS | SPECIAL NEEDS PLANNING | EXECUTIVE SERVICES Pla nSma rte
TRANSITION SOLUTIONS | DELIVERING THE PROMISE | RESOURCE FOR CHANGE

a financial education series for employees



According to a recent survey
of employees attending the

EXPAND YOUR OFFERINGS WITH CONTINUING EDUCATION

For your employees who have attended the retirewise® workshop series,
we offer the retirewise® Graduate workshop. As a refresher, the workshop
provides an overview of the key takeaways from each of the retirewise

sessions, so your employees can continue to learn about ways to take

. fen® )
2l WOl’kShOp DS control of their finances and plans for the future.

o All attendees would
recommend the workshop OUR HIGH STANDARDS HELP EN
(100%). FOR YOU
retirewise® can be easily customized to reflect your company’s benefits
package, so your employees better understand the value of your current
benefit offerings, such as your 401(k) or 403(b) plan, and the importance
of their participation. The workshops are delivered by experienced licensed
professionals who meet stringent credentialing requirements. retirewise®
is available nationwide to ensure that all your employees benefit from the
same resources, no matter where they are located.

SURE A SUCCESSFUL PROGRAM

* Nearly all attendees (99%)
now plan on taking action on
personal retirement planning.

*99% rated their workshop
leader as professional and
knowledgeable, and 98%
considered the content
objective.

IT'S EASY

Our team will work closely with you to best meet the
needs of you and your company. We take care of all

the logistics — from providing customized employee
communications to convenient online registration

for workshops and individual consultations.

“I considered myself a somewhat know- . ) _ @
: ’ o We will supply employees with program materials at 4 -
ledgeable investor before, but retirewise® . oo . . =
the workshops, including interactive exercises and a
comprehensive workbook — theirs to keep for future reference. We'll also
provide you with the program results, including employee feedback, to help

you gauge the program’s effectiveness.

T —

showed me options I have never even
thought about.”

“The material was so easy to understand
and touched on everything from budgeting

to investing. Now I have the confidence to
Contact your MetLife representative or visit

move forward and make some important s ; ) )
www.metlifeplansmart.com/solutions for more information.

and necessary changes.”

22013 retirewise® Satisfaction Survey Results

Metropolitan Life Insurance Company (MLIC), New York, NY 10166. Securities products offered by MetLife Securities, Inc. (MSI) (member FINRA/SIPC), 1095 Avenue of the Americas, New York, NY 10036.
MLIC and MSI are MetLife companies.

MetLife Securities, Inc. (member FINRA/SIPC), 1095 Avenue of the Americas, New York, NY 10036

Metlife

Metropolitan Life Insurance Company
200 Park Avenue

New York, NY 10166
www.metlife.com

1412-3147 1900032173
© 2015 METLIFE, INC.  L1214402481[exp1116][All States][DC]
PEANUTS © 2015 Peanuts Worldwide LLC



you could change the way

Metlife

A Four-Part Seminar Series: 9/7, 5/14, 5/21,5/28 - 5.00 pm - 7:00 pm
Location: Northeast Utilities / Cafeteria East Room

A retirement education program
Module 1: Building the Foundation

u
®
Module 2: Creating and Protecting Wealth Wlse

Module 3: Establishing Your Retirement Income Stream

Module 4: Making the Most of What You Have



Module 1: Building 1

You will start to envision your own retirement, based on an under-
standing of current and future retirement trends. You will start to
consider your financial needs in relation to these life plans—by
understanding some financial basics and budgeting for retirement.
Introductions and Program Overview

Visioning Your Retirement

Principles of Money

Budgeting for Retirement

It's a Wrap!

Module 2: Creating :

You will get a tutorial on the principles of investing and the various
investment vehicles available to you. You will also understand the
general rules to building wealth and how to go about protecting it.
Investment Types and Principles

* “Investment Pyramid”

e Mutual Funds

* How to Protect Your Money

Taxes

e Tax Deferral

Metlife

Metropolitan Life Insurance Company,
A MetLife Company

200 Park Avenue New York, NY 10166
www.metlife.com

MetLife Securities, Inc., A MetLife Company
(Member NASD/SIPC),
200 Park Avenue, New York, NY 10166

0703-3987
L07078968(exp0708)(All States)(DC)
© 2007 METLIFE, INC. PEANUTS ® United Feature Syndicate, Inc.

tirewise

You will learn how to structure a retirement income stream. You will
identify those risks that may threaten the retirement income stream.

Risks

Retirement Income Planning Process
Turning Assets into Income

Ordering your Retirement Withdrawals
Closing a Retirement Income Gap

Module 4: Making the
Module 4 shifts the focus beyond how money works, grows and is
converted into a long-term income stream. It will review relevant
employer benefits so that you have a clear understanding of how your
benefits fit into your own planning process. We will end Module 4
with "Repacking Your Bags for Retirement”. This segment was
developed exclusively for Metlife by Richard Leider, a best selling
author and coach. It goes beyond the financial to consider how to
have a vital, satisfying, meaningful retirement.

Your Employer's Benefit Plans Repacking Your Bags
Logistics of Retirement

Am | Doing What | Should? Conclusion

New England Securities Corp.,

A MetLife Company

(Member NASD/SIPC),

501 Boylston St., Boston, MA. 02116

New England Life Insurance Company,
A MetLife Company
Boston, MA 02116

You can register for this seminar series on-line,* by phone, or by faxing the information below.

www.metliferetirewise.com*

Name:
Spouse Name:
Work Phone:

Home Address:

fax: 1-203-513-6074 call: 1-866-712-9172

Work Email:

Home Email:

Home Phone:

* When registering online, please enter your employer's name exactly as it appears on the front of this flyer.

for Retirement (Richard Leider)



