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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Registration No.:    ) 

   1,893,740    ) 

       ) 

        ) 

Wise Payments Limited,     ) Cancellation No. 92081285 

)   

   Petitioner,    ) Consolidated with 

  v.      ) Opposition No. 91276647 

        ) 

Metropolitan Life Insurance Company   ) 

        ) 

   Registrant.    ) 

 

REGISTRANT’S REPLY IN SUPPORT OF ITS MOTION TO DISMISS FIRST 

AMENDED PETITION FOR CANCELLATION FOR FAILURE TO STATE CLAIM  

 

Pursuant to Fed. R. Civ. P. 9(b), 12(b)(6) and TBMP 503, Metropolitan Life Insurance 

Company (“Registrant”), by and through its undersigned counsel, submits the following reply in 

support of its Motion to Dismiss Petitioner’s fraud claim of the First Amended Petition for 

Cancellation filed by Wise Payments Limited (“Petitioner”) due to failure to state a claim.   

Petitioner has no factual basis supporting its allegations that Registrant submitted a 

declaration with false statements with an intent to deceive the USPTO into maintaining its 

registration for the RETIREWISE mark.  Petitioner’s Response argues that the “facts alleged” are 

“sufficient to infer Registrant’s intent to deceive the USPTO,” 30 TTABVUE 7.  However, the 

“facts” do not support this inference, are conclusory and “merely march[] through the legal 

standard for fraud on the USPTO.”  See ZAO Odessky Konjatschnyi Zawod v. SIA Baltmark Invest, 

2013 WL 5945677, at *6 (E.D. Va. Nov. 6, 2013).  Essentially, Petitioner does not believe that 

Registrant’s use of the RETIREWISE mark in connection with “a comprehensive financial and 

retirement education resource” that “delivers objective information that covers a broad spectrum 
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of financial and related topics from basic investing concepts to the importance of having a will”1 

is use in connection with its covered services “financial, estate and retirement planning services.”  

Petitioner has not articulated why it believes that Registrant’s specimen does not show use of the 

RETIREWISE mark.  Petitioner’s mistaken belief has been rejected by the USPTO (28 TTABVUE 

9) and does not support a fraud claim.  Registrant respectfully requests that Petitioner’s fraud claim 

be dismissed with prejudice. 

I. Petitioner’s Fraud Claim Does Not Meet the Heightened Pleading Standard 
Required 

  

Petitioner contends that Registrant “ignores nearly all the facts alleged by Petitioner in its 

amended fraud claim.”  30 TTABVUE 6.  Petitioner lists these “facts” but in summary, Petitioner’s 

fraud claim boils down to the fact that Petitioner does not believe that the specimen showed use of 

the RETIREWISE mark in connection with the covered services, which include “financial, estate 

and retirement planning services.”  Despite the specimen itself showing that it provides resources 

for financial and retirement planning, Petitioner fails to explain why it believes Registrant is not 

using the RETIREWISE mark in connection with “financial, estate and retirement planning 

services.”  Particularly, the specimen describes “a comprehensive financial and retirement 

education resource” that “delivers objective information that covers a broad spectrum of financial 

and related topics from basic investing concepts to the importance of having a will.”  Exhibit 1.  

Instead, Petitioner alleges that the specimen only shows use in connection with an “educational 

workshop series.”  30 TTABVUE 4.   

Even though Petitioner mischaracterizes the use shown in the specimen, even though the 

USPTO accepted the specimen in connection with Registrant’s continued use filing, and even 

 
1 The quoted language is shown on Registrant’s specimen, submitted on January 23, 2015, with its 
Declaration of Use and Application for Renewal of Registration under Sections 8 and 9.  A copy of 

Registrant’s specimen is attached hereto as Exhibit 1. 
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though the USPTO reviewed again in connection with a Petition for Ex Parte Expungement of 

U.S. Registration No. 1,893,740 filed by Petitioner’s counsel, Petitioner rests its fraud claim on its 

subjective belief that the specimen did not show use.  Registrant is not asking that Petitioner “prove 

its case at the pleading stage.”  However, Fed. R. Civ. P. 9(b) imposes a heightened pleading 

because “the very nature of the charge of fraud requires that it be proven ‘to the hilt’ with clear 

and convincing evidence.  There is no room for speculation, inference, or surmise and, obviously, 

any doubt must be resolved against the charging party.”  In re Bose Corp., 580 F.3d 1240, 1243 

(Fed. Cir. 2009).  Just because Petitioner believes that “a comprehensive financial and retirement 

education resource” is not “financial, estate and retirement planning services,” it cannot create a 

speculative fraud claim out of this belief.  Petitioner fails to allege any facts that could give rise to 

any inference that Registrant or Ms. Constantine intended to deceive the USPTO.  In contrast, 

Petitioner’s allegations only allow for the inference that Registrant truthfully apprised the USPTO 

of the manner of use of its mark when it filed its declaration and specimen. 

II. Fraud Claim Should be Dismissed With Prejudice 

Petitioner requests leave to amend its fraud claim.  However, the Board has already given 

Petitioner leave to amend its fraud claim once and include facts to support its allegations, “failing 

which the claim of fraud will be dismissed with prejudice and given no further consideration.”  

27 TTABVUE 7 (emphasis added).  Petitioner should not be granted leave again as this is already 

Petitioner’s second attempt and repleading these allegations would be futile.  See Dragon Bleu v. 

VENM, LLC, 2014 TTAB LEXIS 352, at *14 n.10 (TTAB Dec. 1, 2014) (“But leave to replead is 

inappropriate here. This is Applicant's second attempt to plead its counterclaims, and we can 

perceive no theory by which the recited facts could be plausibly alleged to constitute fraud. 

Repleading these allegations would be futile”) (citing Pure Gold, Inc. v. Syntex (U.S.A.) Inc., 221 
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USPQ 151, 154 (TTAB 1983), aff'd, 739 F.2d 624, 222 USPQ 741 (Fed. Cir. 1984)).  As such, 

Petitioner’s request for leave for amend its fraud claim again should be denied. 

III. Information Regarding Fraudulent Specimens Should be Disregarded 

 Petitioner includes extraneous information about the “persistent issue of fraudulent 

specimens submitted to the USPTO” and the pilot programs launched by the USPTO “to combat 

the ‘rise in fraudulent trademark applications [that] has put further strain on the accuracy of the 

federal register’” in its Response.  30 TTABVUE 7-8.  Petitioner has not alleged any facts showing 

that Registrant submitted a fraudulent specimen.  Additionally, Petitioner’s Internet search would 

have shown a current version of Registrant’s specimen currently available through Registrant’s 

website.2  As such, this information is irrelevant and should be disregarded.  It seems that Petitioner 

may have included just to insinuate Registrant created a fraudulent specimen without any evidence. 

CONCLUSION 

For the foregoing reasons, Registrant respectfully requests that the Board dismiss 

Petitioner’s claim of fraud in its First Amended Notice of Opposition for failing to state a claim 

under Fed. R. Civ. P. 12(b)(6) with prejudice.   

  

 

2
 See 

https://www.metlife.com/content/dam/metlifecom/us/homepage/PlanSmartEmployer/PDF/Retirewise-

ER-Slipsheet_exp0823.pdf. 
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Date: July 14, 2023    Respectfully submitted, 

 

     Metropolitan Life Insurance Company 

 

      

/s/ Allyson M. Martin_____________________ 

     Amy C. Ziegler 

Allyson M. Martin 

GREER, BURNS & CRAIN, LTD. 

300 South Wacker Drive, Suite 2500 

Chicago, IL 60606 

UNITED STATES 

tmdocket@gbc.law 

aziegler@gbc.law 

amartin@gbc.law 

      

     Counsel for Registrant 

  



6 

 

CERTIFICATE OF SERVICE 

 

 The undersigned hereby certifies that a true and complete copy of this paper has been 

served upon the attorney of record in this proceeding, by email to their email address of record 

addressed to:  

 

BEN NATTER 

HAUG PARTNERS LLP 

745 FIFTH AVENUE, 10TH FLOOR 

NEW YORK, NY 10151 

UNITED STATES 

bnatter@haugpartners.com, mbarer@haugpartners.com, ttab@haugpartners.com, 

docket@haugpartners.com 

 

on this date. 

 

Respectfully submitted, 

Dated July 14, 2023   By____/Allyson Martin/__________________ 

Allyson Martin 
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