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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Registration No.:    ) 

   1,893,740    ) 

       ) 

        ) 

Wise Payments Limited,     ) Cancellation No. 92081285 

        ) 

   Petitioner,    )   

  v.      )  

        ) 

Metropolitan Life Insurance Company   ) 

        ) 

   Registrant.    ) 

 

REGISTRANT’S MOTION TO DISMISS FIRST AMENDED PETITION FOR 

CANCELLATION FOR FAILURE TO STATE CLAIM  

 

Pursuant to Fed. R. Civ. P. 9(b), 12(b)(6) and TBMP 503, Metropolitan Life Insurance 

Company (“Registrant”), by and through its undersigned counsel, respectfully moves to dismiss 

Petitioner’s fraud claim of the First Amended Petition for Cancellation filed by Wise Payments 

Limited (“Opposer”) due to failure to state a claim.   

INTRODUCTION 

Despite being advised by the Board that its initial fraud claim was insufficiently pled, 

Petitioner filed an amended fraud claim without any additional facts underlying its allegations that 

Registrant intended to defraud the USPTO.  Petitioner’s fraud claim centers on the January 23, 

2015, declaration of continued use executed by Heidi C. Constantine, Senior Counsel of 

Registrant, which was submitted with the required specimen.  Petitioner alleges that this specimen 

does not show use, but that Ms. Constantine’s declaration statements induced the USPTO to 

maintain the Subject Registration.  Petitioner does not allege any facts giving rise to its belief that 

Registrant intended to defraud the USPTO by making allegedly false statements in the declaration.  

Petitioner’s allegations also ignore that the USPTO reviewed the declaration and required 
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specimen and found that the submission met the requirements of Section 8 of the Trademark Act, 

15 U.S.C. § 1058.  The USPTO recently reviewed this evidence again in connection with a Petition 

for Ex Parte Expungement of U.S. Registration No. 1,893,740 filed by Petitioner’s counsel and 

found that “petitioner’s documentary evidence does not establish that the mark was never in use 

with the recited services.  Instead, the evidence of record supports use of the mark with the 

registered services.”  See Exhibit 1.  Because no factual support has been alleged, Petitioner 

appears to have filed its Petition for Cancellation and the First Amended Petition for Cancellation 

to delay Registrant’s Counterclaim in the parent proceeding (Proceeding No. 91276647) and 

increase costs for the parties and Board, which is a pattern of Petitioner.  See 21 TTABVUE 

(Proceeding No. 91276647).   

For the reasons stated herein, Registrant respectfully requests that the Board grant its 

Motion and dismiss Petitioner’s fraud claim in the First Amended Petition for Cancellation with 

prejudice. 

PROCEDURAL BACKGROUND 

I. Petitioner’s Original Petition and Board’s Dismissal of Fraud Claim 

 Petitioner filed a Petition for Cancellation on December 31, 2022, as to U.S. Registration 

No. 1893740 (the “Subject Registration”) with the Trademark Trial and Appeal Board on the 

grounds of (1) abandonment, (2) fraud, and (3) the mark of the Subject Registration not ever being 

used in commerce.  This proceeding was consolidated with Proceeding No. 91276647 on March 

9, 2023.  The parties held a discovery conference for the consolidated proceeding on April 27, 

2023, and Interlocutory Attorney for the Board participated and reviewed the pleadings for 

purposes of the discovery conference.  27 TTABVUE (Proceeding No. 91276647).  The Board 

found that Petitioner had failed to plead a sufficient claim of fraud but granted Petitioner leave to 
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amend.  Id.  Specifically, the Board found that Petitioner did not “plead that [Registrant] had the 

requisite intent” and did not “plead any facts to support its allegations of fraud beyond the 

conclusory allegations that [Registrant] ‘was aware’ that it was not using its mark in commerce in 

the United States.”  Id. at 6-7. 

II. Petitioner’s First Amended Petition for Cancellation 

In the amended Petition, Petitioner’s allegations center around the January 23, 2015, 

declaration of continued use for the Subject Registration signed by Heidi C. Constantine, Senior 

Counsel of Registrant.  The declaration was submitted with a specimen, which Petitioner alleges 

“did not contain any actual evidence of the Subject Mark in use in commerce in connection with 

the listed services of the Subject Registration.”  9 TTABVUE (Proceeding No. 92081285) at ¶ 9.  

Petitioner alleges that Ms. Constantine was aware of the specimen so she was aware that the mark 

was not being used in connection with the listed services of the Subject Registration.  Id. at ¶ 11.  

Therefore, Petitioner alleges that when Ms. Constantine executed the January 23, 2015, declaration 

that the mark was in use, she knew that the Subject Mark was not being used.  Id. at ¶¶ 6, 8, 11.  

Petitioner alleges that statements in the declaration were made with the intent to induce the USPTO 

to maintain the Subject Registration, and the USPTO relied on the truth of these statements and 

maintained the Subject Registration.  Id. at ¶ 14.  

ARGUMENT 

In order to withstand a motion to dismiss for failure to state a claim upon which relief can 

be granted, a Petition for Cancellation need only allege such facts as would, if proved, establish 

that Petitioner is entitled to the relief sought, that is, that (1) it has standing to maintain the 

proceeding, and (2) a valid ground exists for denying the registration sought (in the case of an 
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opposition).  TBMP § 503.02 (citing Bell Atlantic Corp. v. Twombly, 550 U.S. 554, 570 (2007); 

Ashcroft v. Iqbal, 556 U.S. 662, 678 (2009)).   

To assert a viable claim of fraud, a party must allege with particularity, rather than by 

implied expression, that the defending party knowingly made a false, material representation in 

the procurement of, maintenance of, or renewal of a registration with the intent to deceive the 

USPTO. See In re Bose Corp., 580 F.3d 1240, 1243, 91 USPQ2d 1938, 1939 (Fed. Cir. 2009).  A 

pleading of fraud on the USPTO must include an allegation of intent. Id. at 1939-40. Although 

Fed. R. Civ. P. 9(b) allows that intent may be alleged generally, the pleadings must allege sufficient 

underlying facts from which a court may reasonably infer that a party acted with the requisite state 

of mind.  Exergen Corp. v. Wal-Mart Stores, Inc., 91 USPQ2d 1656, 1667 n.4 (Fed. Cir. 2009).  

To satisfy Fed. R. Civ. P. 9(b), any allegations based on “information and belief” must be 

accompanied by a statement of facts upon which the belief is founded. Asian & Western Classics 

B.V. v. Selkow, 92 USPQ2d 1478, 1479 (TTAB 2009) (citing Exergen Corp. v. Wal-Mart Stores 

Inc., 575 F.3d 1312, 91 USPQ2d 1656, 1670 n.7 (Fed. Cir. 2009)). 

Despite the Board’s previous order, Petitioner’s allegations do not have any underlying 

facts from which this Board can reasonably infer that Ms. Constantine or Registrant acted with the 

requisite state of mind.  Petitioner’s allegations “merely march[] through the legal standard for 

fraud on the USPTO” and allege that Registrant made false statements, that Registrant knew these 

statements were false, and that Registrant intended to deceive the USPTO.  See ZAO Odessky 

Konjatschnyi Zawod v. SIA Baltmark Invest, 2013 WL 5945677, at *6 (E.D. Va. Nov. 6, 2013) 

(dismissing fraud claim for failure to state a claim).  These “allegations fail to meet the Fed. R. 

Civ. P. 9(b) requirements as they are unsupported by any statement of facts providing the 

information upon which [P]etitioner relies or the belief upon which the allegation is founded (i.e., 
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known information giving rise to [P]etitioner’s stated belief, or a statement regarding evidence that 

is likely to be discovered that would support a claim of fraud).”  Asian and Western Classics B.V. 

v. Selkow, 92 U.S.P.Q.2d 1478 (TTAB 2009).   

Further, Petitioner’s allegations are not only unsupported by underlying facts, but also 

illogical.  It does not make sense that if Registrant intended to deceive the USPTO with knowingly 

false statements in a declaration it would, at the same time, submit a specimen to the USPTO that 

it (1) knew would be reviewed, and (2) knew it would show that the statements were false.  See 

Paris Glove of Can., Ltd. v. SBC/Sporto Corp., 2007 TTAB LEXIS 84, *24 (TTAB Aug. 22, 2007) 

(“The Office reviewed the submissions and accepted the declaration. Thus, there is no genuine 

issue that respondent truthfully apprised the Office of the manner of use of its mark when it filed 

its declaration, and nothing was concealed or withheld from the Office.”). 

Even assuming that Registrant’s statements were false, Petitioner also fails to sufficiently 

allege that the USPTO relied on the allegedly false statements.  In other words, Petitioner has failed 

to allege that the statements were material to the USPTO’s decision to maintain the registration.   

The declaration was submitted with a specimen and both declaration and specimen were reviewed 

by the USPTO and determined to have met the requirements of Section 8 of the Trademark Act, 

15 U.S.C. § 1058.  Even if the statements were false, the USPTO did not solely rely on Ms. 

Constantine’s statements in maintaining the Subject Registration.  The USPTO even reviewed the 

specimen again in connection with a Petition for Ex Parte Expungement of U.S. Registration No. 

1,893,740 filed by Petitioner’s counsel and found that “petitioner’s documentary evidence does 

not establish that the mark was never in use with the recited services.  Instead, the evidence of 

record supports use of the mark with the registered services.”  Exhibit 1.  As such, these statements 
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were not material, because the examining attorney also reviewed the specimen and found it to 

support use of the mark. 

CONCLUSION 

For the foregoing reasons, Registrant respectfully requests that the Board dismiss 

Petitioner’s claim of fraud in its First Amended Notice of Opposition for failing to state a claim 

under Fed. R. Civ. P. 12(b)(6) with prejudice.   

Date: June 6, 2023    Respectfully submitted, 

 

     Metropolitan Life Insurance Company 

 

      

/s/ Allyson M. Martin_____________________ 

     Amy C. Ziegler 

Allyson M. Martin 

GREER, BURNS & CRAIN, LTD. 

300 South Wacker Drive, Suite 2500 

Chicago, IL 60606 

UNITED STATES 

tmdocket@gbc.law 

aziegler@gbc.law 

amartin@gbc.law 

      

     Counsel for Registrant 
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CERTIFICATE OF SERVICE 

 

 The undersigned hereby certifies that a true and complete copy of this paper has been 

served upon the attorney of record in this proceeding, by email to their email address of record 

addressed to:  

 

BEN NATTER 

HAUG PARTNERS LLP 

745 FIFTH AVENUE, 10TH FLOOR 

NEW YORK, NY 10151 

UNITED STATES 

bnatter@haugpartners.com, mbarer@haugpartners.com, ttab@haugpartners.com, 

docket@haugpartners.com 

 

on this date. 

 

Respectfully submitted, 

Dated June 6, 2023   By____/Allyson Martin/__________________ 

Allyson Martin 

 

 

 

 

 

 

 

 



Exhibit 1 





proceeding when a petitioner establishes a prima facie case of nonuse of the identified goods and/or 

services.  15 U.S.C. §§1066a(c)(1), 1066b(d)(1); 37 C.F.R. §2.92.  A prima facie case requires a 

reasonable predicate concerning nonuse be established.  See In re Pacer Tech., 67 USPQ2d 1629, 1631 

(Fed. Cir. 2003).  

 

In this case, the petitioner has not established a reasonable predicate that supports a conclusion that the 

mark was never used on or in connection with the identified goods and/or services.  The petitioner's 

documentary evidence does not establish that the mark was never in use with the recited services.  

Instead, the evidence of record supports use of the mark with the registered services.

 

The determination of whether to institute an expungement or reexamination of a proceeding is final and 

non-reviewable.  15 U.S.C. §§1066a(c)(3), 1066b(d)(3); 37 C.F.R. §2.92(c).8

 

 

/Karla Perkins/

Karla Perkins

USPTO

Attorney Advisor 

T/LO800--LAW OFFICE 800

(571) 272-9260

Karla.Perkins@uspto.gov

 

 



United States Patent and Trademark Office (USPTO)

 

USPTO OFFICIAL NOTICE

 

Petition No. 2023-100328 

 

Official Letter has issued 

on May 24, 2023 for Petition in 

U.S. Trademark Registration No. 1893740

 

A USPTO examiner reviewed your petition to reexamine or expunge the above registration and issued a 

decision in an official letter. No response is required.

 

(1) Read the official letter. This email is NOT the inquiry letter.

 

(2) Direct general questions about using USPTO electronic forms, the USPTO website, the petition 

process, and whether there are outstanding deadlines to the Trademark Assistance Center (TAC).

 

After reading the official letter, address any question(s) regarding the specific content to the USPTO 

examiner identified in the inquiry letter.

 

 

GENERAL GUIDANCE
Check the status of your petition periodically in the Trademark Status & Document Retrieval 

(TSDR) database to avoid missing critical deadlines.

•

 

Beware of trademark-related scams. Protect yourself from people and companies that may try 

to take financial advantage of you. Private companies may call you and pretend to be the USPTO 

or may send you communications that resemble official USPTO documents to trick you. We will 

never request your credit card number or social security number over the phone. And all official 

•



USPTO correspondence will only be emailed from the domain "@uspto.gov." Verify the 

correspondence originated from us by using your petition number in our database, TSDR, to 

confirm that it appears under the "Documents" tab, or contact the Trademark Assistance Center.

 

Hiring a U.S.-licensed attorney. If you do not have an attorney and are not required to have one 

under the trademark rules, we encourage you to hire a U.S.-licensed attorney specializing in 

trademark law to help guide you through the petition process.

•

 


