Trademark Trial and Appeal Board Electronic Filing System. htips://estta.uspto.gov
ESTTA Tracking number: ESTTA1264412

Filing date: 02/06/2023

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding no. 91276647

Party Plaintiff
Wise Payments Limited

Correspondence BEN NATTER

address HAUG PARTNERS LLP

745 FIFTH AVENUE

10TH FLOOR

NEW YORK, NY 10151

UNITED STATES

Primary email: bnatter@haugpartners.com

Secondary email(s): mbarer@haugpartners.com, ttab@haugpartners.com,
docket@haugpartners.com

No phone number provided

Submission Reply in Support of Motion
Filer's name Michael Barer

Filer's emalil mbarer@haugpartners.com
Signature /Michael Barer/

Date 02/06/2023

Attachments Combined Brief.91276647.pdf(135574 bytes )



https://estta.uspto.gov

UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Wise Payments Limited,
Opposer,
Opposition No. 91276647
V.

Metropolitan Life Insurance Company,

Applicant.

OPPOSER’S COMBINED REPLY IN SUPPORT OF ITS MOTION TO SUSPEND AND
OPPOSITION TO MOTION TO CONSOLIDATE

Opposer, Wise Payments Limited (“Opposer”), by and through its undersigned counsel,
respectfully submits this combined brief in support of its Motion To Suspend and in opposition to
the Motion To Consolidate filed by Metropolitan Life Insurance Company (“Applicant”).

Instead of addressing Opposer’s Motion to Suspend on its merits, Applicant improperly
takes potshots at Opposer for rightfully petitioning to cancel Registration No. 1,893,740 for
RetireWise (the “Subject Registration”). As Registrant’s own exhibits demonstrate, the RetireWise
mark is not in use in connection with the services of the Subject Registration, and the most efficient
path forward is to suspend Applicant’s counterclaim, which is based on the RetireWise mark, until

Cancellation No 92081285 is decided.



I. ARGUMENT

A. Applicant’s Alleged Evidence Is Premature And Does Not Show That The
RetireWise Mark Is In Use With The Services Of The Subject Registration

As a preliminary matter, whether a plaintiff can actually prove its allegations is a matter to
be determined at a final hearing or upon summary judgment, after the parties have had an
opportunity to obtain and submit evidence in support of their respective positions. TBMP § 503.02.
Advanced Cardiovascular Sys. Inc. v. SciMed Life Sys. Inc., 988 F.2d 1157, 26 USPQ2d 1038, 1041
(Fed. Cir. 1993); Covidien LP v. Masimo Corp., 109 USPQ2d 1696, 1697 n.3 (TTAB 2014).
Accordingly, Applicant’s arguments that go to the merits of Opposer’s allegations in Cancellation
No. 92081285 are improper, premature or simply erroneous. !

Applicant’s lengthy diatribe is nothing more than an attempt to deflect attention away from
its failure to use the RetireWise mark and its resulting fraudulent filings at the USPTO. Although
it is unnecessary to address Applicant’s supposed evidence at this early pre-discovery stage, it is
noteworthy that far from supporting its position that the RetireWise mark is in use, Applicant’s
own exhibits demonstrate that the RetireWise mark is not in use with the services of the Subject
Registration.

The services of the Subject Registration are underwriting, brokerage and administration
of life, health, property and casualty insurance, annuities and pensions, financial, estate and
retirement planning services; brokerage and administration of mutual funds in international class
36. Applicant’s exhibits merely show alleged use in connection with a “workshop series” on
financial education for employees. 21 TTABVUE Exhibits 3-4. Accordingly, Applicant cannot

credibly claim that its RetireWise mark is in use with the services of the Subject Registration.

! Applicant further asserts that Opposer failed to state a claim in Cancellation No. 92081285. 21TTABVUE 4.
However, if Applicant truly believed this assertion, it could have filed a motion to dismiss. That Applicant chose not
to do so undermines its entire argument.



B. Applicant Cannot Use The Board To Strongarm Opposer Into A Settlement

Applicant further complains that it, a company with a 55 billion dollar market cap, is
spending money on this proceeding because Opposer has rejected its settlement offers. Since this
proceeding was filed, Applicant has repeatedly attempted to unduly pressure Opposer into
settlement negotiations, going as far as representing to the Board that the parties were actively
engaged in settlement discussions when no such discussions were taking place. 12 TTABVUE.

Now, Applicant’s improperly requests that the Board negatively infer from Opposer’s
rejection of Applicant’s settlement offer that Opposer is attempting to delay a resolution of this
matter. Applicant’s position is absurd. Opposer is under no obligation to accept Applicant’s
settlement offers. Further, the Board cannot, and would not, compel parties to enter into settlement
negotiations, let alone enter into a settlement agreement, against their will.

C. Suspension of Applicant’s Counterclaim Pending the Determination of

Cancellation No. 92081285 Will Promote Judicial Efficiency and
Consolidation is Not Appropriate

As discussed above, Applicant asserted a counterclaim based on a faulty registration to
plead a claim for priority and likelihood of confusion. If the Board rules in favor of Applicant in
Cancellation No. 92081285 then Applicant’s counterclaim will be entirely moot. Therefore,
suspending this proceeding pending the result of Cancellation No. 92081285 will promote
efficiency and streamline both proceedings. Allowing Applicant’s counterclaim to proceed by way
of consolidation will do nothing other than increase expenses and waste the Board’s time.

Accordingly, the Board should deny Applicant’s motion for consolidation and grant
Opposer’s motion to suspend.

Dated: New York, NY

February 6, 2023

Respectfully Submitted,
HAUG PARTNERS LLP



By:  /s/ Michael Barer

Michael Barer, Esq.

Ben Natter, Esq.

745 Fifth Avenue

New York, New York 10151

Tel: (212) 588-0800

Email: mbarer@haugpartners.com
bnatter@haugpartners.com
docket@haugpartners.com



CERTIFICATE OF SERVICE
I hereby certify that a true copy of the foregoing was served this 6th day of February,

2022, by e-mailing a copy to Applicant’s Attorney of Record at: aziegler@gbc.law,

amartin(@gbc.law and tmdocket@gbc.law.

By: /s/Michael Barer/
Michael Barer
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