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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Application Serial Nos.: ) 

90/496,915 ) 

90/496,907 ) 

90/496,884 ) 

90/496,924 ) 

90/496,928 ) 

) 

In the Counterclaim Matter of Registration Nos.: ) 

6,017,791 ) 

6,022,839 ) 

) 

Wise Payments Limited, ) Opposition No. 91276647 

) 

Opposer and Counterclaim Respondent, ) 

) 

v. ) 

) 

Metropolitan Life Insurance Company ) 

) 

Applicant and Counterclaim Petitioner. ) 

RESPONSE IN OPPOSITION TO OPPOSER’S MOTION TO SUSPEND 

Metropolitan Life Insurance Company (“Applicant”) files the following response in 

opposition to Opposer Wise Payments Limited’s (“Opposer”) Motion to Suspend.  Opposer does 

not provide any authority to suspend only the deadlines associated with Applicant’s Counterclaim, 

and Opposer’s Motion is based on a Petition for Cancellation that lacks evidentiary support and 

appears to have been filed only to delay resolution of Applicant’s Counterclaim.   

Applicant submitted a Counterclaim for cancellation of two of Opposer’s asserted 

registrations with its Answer, based on Applicant’s Registration No. 1,893,740 for the 

RETIREWISE mark.  17 TTABVUE.  Opposer’s deadline to respond to Applicant’s Counterclaim 

is January 19, 2023.  18 TTABVUE.  Opposer then filed a Petition for Cancellation of Registration 

No. 1,893,740, on December 31, 2022, and at the same time, filed the Motion to Suspend asking 
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that “all deadlines associated with the counterclaims submitted by Applicant” be suspended.  19 

TTABVUE.  A copy of the Petition for Cancellation is attached hereto as Exhibit 1, and this 

proceeding was instituted as Cancellation No. 92081285. 

Opposer alleges in the Petition for Cancellation grounds of abandonment, fraud, and that 

the mark was not ever used in commerce.  The Petition for Cancellation only consists of ten 

numbered paragraphs and did not attach any exhibits.  Based on Applicant’s review of the Petition 

for Cancellation, several of Opposer’s allegations do not have evidentiary support and/or are 

unlikely to have evidentiary support after further discovery, leading Applicant to believe this 

Petition for Cancellation was filed only to unnecessarily delay adjudication of Applicant’s 

Counterclaim and increase Applicant’s costs.  Specifically, Opposer alleges “No record was 

uncovered on the Internet of the Registrant ever using the Subject Mark in connection with the 

services of the Subject Registration.”  Exhibit 1 at ¶ 4.  However, a Google search for “metlife 

retirewise” includes many results showing Applicant’s use of the RETIREWISE mark in 

connection with the services.  An excerpt of these search results is included below, and additional 

search results are attached hereto as Exhibit 2.  An example is available via Applicant’s website 

(see, e.g., https://www.metlife.com/plansmart-employer/financial-education/) and can be easily 

located by searching “Retirewise” on metlife.com.  A copy of a brochure that is available to 

download about MetLife’s Retirewise® program from Applicant’s website is attached hereto as 

Exhibit 3. 
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Opposer alleges that “evidence of use submitted in connection with prosecution of 

Application Serial No. 74/343,625 and maintenance of the Subject Registration do not show use 

of the Subject Mark in connection with the services of the subject Service mark registration” and 

Applicant submitted a fraudulent declaration to the U.S. Patent and Trademark Office stating that 

Applicant was using the “mark of the Subject Registration in commerce in the United States.”  

Exhibit 1 at ¶¶ 5, 6.  Opposer further alleges that Applicant “submitted evidence of use despite the 

fact that Registrant was not using the mark in commerce in the United States.”  Exhibit 1 at ¶ 7.  

Opposer is referring to a specimen submitted by Applicant on January 23, 2015, an excerpt of 

which is shown below and also attached hereto as Exhibit 4.  It is unclear from Opposer’s Petition 
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how the below does not show use of the RETIREWISE mark in connection with the services 

covered (which specifically include financial planning services).  

 

Similarly, earlier in this proceeding, Opposer alleged that its claim of lack of bona fide intent to 

use the UPWISE marks was based on “Internet research” (8 TTABVUE at p. 9), but a simple 

Internet search would have shown Opposer that the marks were in current use.  See, e.g., 

https://www.upwise.com/ and https://www.metlife.com/about-

us/newsroom/2021/september/metlife-introduces-upwise--new-mobile-app-that-helps-

consumers/. 

Putting aside that the Petition for Cancellation does not meet the heightened standard of 

pleading for claims of fraud, Opposer’s allegations (including the above) do not appear to have 

evidentiary support and/or are unlikely to have evidentiary support after further discovery.  

Opposer appears to have filed the Petition for Cancellation as a tactic to delay Applicant’s 

Counterclaim and increase the costs for the parties and the Board.  Indeed, Opposer asked that 

deadlines relating only to Applicant’s Counterclaim be delayed, but not the whole proceeding.  19 
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TTABVUE.  Opposer does not cite any authority for proceeding in such a piecemeal way.  

Applicant is concurrently filing a motion to consolidate these proceedings to avoid such piecemeal 

and expensive litigation in two separate proceedings. 

Opposer’s intention to delay and increase the costs of these proceedings for Applicant is 

further evidenced by its refusal to negotiate settlement in any way.  Before filing its Answer and 

Counterclaim, Applicant attempted to resolve this proceeding early and in good faith by sending a 

settlement proposal to Opposer.  15 TTABVUE.  However, Opposer responded that “[w]e are not 

negotiating nor are we responding to the unsolicited correspondence.”  15 TTABVUE. 

Accordingly, Applicant respectfully requests that Opposer’s Motion to Suspend be denied.  

As mentioned above, Applicant is concurrently filing a Motion to Consolidate this proceeding with 

Proceeding No. 92081285 filed by Opposer. 
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Dated:  January 19, 2023   Respectfully submitted, 

 

     Metropolitan Life Insurance Company 

 

      

/s/ Allyson M. Martin_____________________ 

     Amy C. Ziegler 

Allyson M. Martin 

GREER, BURNS & CRAIN, LTD. 

300 South Wacker Drive, Suite 2500 

Chicago, IL 60606 

UNITED STATES 

tmdocket@gbc.law 

aziegler@gbc.law 

amartin@gbc.law 

      

     Counsel for Applicant 
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CERTIFICATE OF SERVICE 

 

 The undersigned hereby certifies that a true and complete copy of this paper has been 

served upon the attorney of record in this proceeding, by email to their email address of record 

addressed to:  

 

BEN NATTER 

HAUG PARTNERS LLP 

745 FIFTH AVENUE, 10TH FLOOR 

NEW YORK, NY 10151 

UNITED STATES 

bnatter@haugpartners.com, mbarer@haugpartners.com, ttab@haugpartners.com, 

docket@haugpartners.com 

 

on this date. 

 

Respectfully submitted, 

Dated January 19, 2023   By____/Allyson Martin/__________________ 

Allyson Martin 

 

 

 

 

 

 

 



Exhibit 1 
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ESTTA Tracking number: ESTTA1257380

Filing date: 12/31/2022

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name Wise Payments Limited

Entity Limited Company Citizenship UNITED KINGDOM

Address 56 SHOREDITCH HIGH STREET
LONDON, E1 6JJ
UNITED KINGDOM

Attorney informa-
tion

BEN NATTER
HAUG PARTNERS, LLP
745 FIFTH AVENUE
NEW YORK, NY 10151
UNITED STATES
Primary email: bnatter@haugpartners.com
Secondary email(s): mbarer@haugpartners.com, docket@haugpartners.com,
ttab@haugpartners.com
No phone number provided

Docket no. A633-143

Registration subject to cancellation

Registration no. 1893740 Registration date 05/09/1995

Register Principal

Registrant Metropolitan Life Insurance Company
200 PARK AVENUE
NEW YORK, NY 10166
UNITED STATES

Goods/services subject to cancellation

Class 036. First Use: Sep 30, 1994 First Use In Commerce: Sep 30, 1994
All goods and services in the class are subject to cancellation, namely: underwriting, brokerage and
administration of life, health, property and casualty insurance, annuities and pensions; financial, es-
tate and retirement planning services; brokerage and administration of mutual funds

Grounds for cancellation

Abandonment Trademark Act Section 14(3)

Mark never used in commerce Trademark Act Section 14(6)

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Related proceed- Opposition No. 91276647

https://estta.uspto.gov


ings

Attachments Cancelation 1893740.pdf(136263 bytes )

Signature //Ben Natter//

Name Ben Natter

Date 12/31/2022



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

  
 

Wise Payments Limited, 

 

Petitioner, 

 

v. 

 

Metropolitan Life Insurance Company, 

Registrant. 

: 

: 

: 

: Cancellation No. 

: 

: 

: 

: 

: 

: 

:  
 

PETITION FOR CANCELLATION 

 

Petitioner, Wise Payments Limited, (“Petitioner”), a United Kingdom limited company 

having an address of 56 Shoreditch High Street, London, England, E1 6JJ, believes that it is and 

will continue to be damaged by Registration No. 1,893,740 for the mark Retirewise (the “Subject 

Registration”) and, pursuant to 15 U.S.C. § 1064 et seq. and 37 C.F.R. § 2.111, hereby petitions 

to cancel the same on the grounds of  abandonment, fraud and the mark of the Subject 

Registration not ever being used in commerce. 

As grounds for cancellation, Petitioner alleges as follows: 

 

1. On December 28, 1992, Registrant filed Application Serial No. 74/343,625, for 

the mark Retirewise (the “Subject Mark”). 

2. Application Serial No. 74/343,625 matured into the Subject Registration on May 

9, 1995, in connection with the following services in international class 36: underwriting, 

brokerage and administration of life, health, property and casualty insurance, annuities and 

pensions; financial, estate and retirement planning services; brokerage and administration of 

mutual funds



3. Registrant has abandoned the Subject Registration and has not used the Subject 

Mark in commerce within the past three years in connection with the goods of the Subject 

Registration. 

4. No record was uncovered on the Internet of the Registrant ever using the Subject 

Mark in connection with the services of the Subject Registration. 

5. Additionally, evidence of use submitted in connection with prosecution of 

Application Serial No. 74/343,625 and maintenance of the Subject Registration do not show use of 

the Subject Mark in connection with the services of the subject Service mark registration. 

6. On January 23, 2015, Heidi C. Constantine, Senior Counsel of Registrant, 

executed a declaration which stated that Registrant was using the mark of the Subject Registration 

in commerce in the United States, and that the contents of the declaration of continued use and 

application for renewal were accurate.  

7. Heidi C. Constantine, who was aware that the declaration of continued use and 

application for renewal she was submitting contained fraudulent submissions and that she was 

submitting evidence of use despite the fact that Registrant was not using the mark in commerce in 

the United States, nevertheless executed the declaration despite being warned that false statements 

were punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful 

false statements could jeopardize the validity of the registration. 

8. Accordingly, submissions made to the USPTO by Heidi C. Constantine on behalf 

of Registrant were fraudulent. 

9. Registrant pleads the abandoned and fraudulently obtained and maintained 

Subject Registration in a counterclaim submitted (against Petitioner) in connection with 

Opposition No. 91276647. 

 

 

 



10. Accordingly, continued existence of the Subject Registration will cause 

irreparable harm, injury and damage to Petitioner in that it would cause Petitioner to defend a 

counterclaim based upon a fraudulently obtained and abandoned Service mark registration. 

 

Dated: New York, NY 

December 31, 2022 

Respectfully submitted, 
HAUG PARTNERS LLP 

 

By: /Ben Natter/ 

Ben Natter, Esq. 

Michael Barer, Esq. 

745 Fifth Avenue 

New York, New York 10151 

Tel: (212) 588-0800 

Email: bnatter@haugpartners.com 

mbarer@haugpartners.com 

mailto:bnatter@haugpartners.com
mailto:mbarer@haugpartners.com


Exhibit 2 
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Financial Education: Retirewise®

Help your employees take a 
holistic approach to achieve 
their financial goals

PlanSmart®

Retirewise® Topical Workshops Executive Resources Transition Solutions Delivering the Promise® Resource for ChangeSM

We go beyond your 401(k) or 403(b) provider

We have designed a comprehensive inancial and retirement 

education resource that can not only help support and 

complement your beneit o�erings, but also provide your 

employees with the information they need to take action and make 

smarter decisions. All at no cost to you and your employees.

Education is your employees’ greatest tool

As a foundation to MetLife’s PlanSmart® workshop series, Retirewise®, an award-winning 

program, can play an important and fundamental role in your employees’ financial and 

retirement planning. The program delivers objective information that covers a broad spectrum 

of financial and related topics from basic investing concepts to the importance of having a will. 

The program is divided into four parts:

1. Building the Foundation

2. Creating and Managing Wealth

3. Establishing Your Retirement Income Stream

4. Making the Most of What You Have

MetLife has an arrangement with third party financial professionals to deliver the program. 

These specially trained local financial professionals deliver each session and are available 

for an optional one-on-one educational consultation. No matter what age, background or 

stage of  planning your employees are in — there is something for everyone to learn.

According to a survey1 of Retirewise 

workshop series attendees:

• Nearly all attendees would 
recommend the workshop (99%).

• Nearly all attendees (90%) now 
plan on taking action on personal 
retirement planning.

• 99% rated their workshop 
speaker as professional, 99%

rated their workshop leader as 
knowledgeable, and 98%

considered the content objective.



1. 2021 Retirewise Satisfaction Survey Results

2. Retirewise Workshop Data Results

MetLife administers the PlanSmart program and has arranged to have specially-trained third party financial professionals offer financial education. financial professionals providing financial education are not 
affiliated with MetLife but are providing the program under a service provider contract.

“ I really like the group workshop 

format. It gave me a chance to hear 

other people’s concerns.”

Ryan M. – Business Development Manager, little league coach  

Our high standards help ensure a successful 

program for you

Retirewise can be easily customized to reflect your 

company’s benefits package, so your employees better 

understand the value of your current benefit offerings, such 

as your 401(k) or 403(b) plan, and the importance of their 

participation. 

The workshops are delivered by experienced, licensed      
third party financial professionals who meet stringent 

credentialing requirements. Retirewise is available 
nationwide to ensure that all your employees benefit from  
the same resources, no matter where they are located.

It’s easy

Our team will work closely with you  

to best meet the needs of you and  

your company. We take care of 

all the logistics — from providing 

customized employee communications 

to convenient on-line registration 

for workshops and individual 

consultations. 

We will supply employees with program materials at 

the workshops, including interactive exercises and a 

comprehensive workbook — theirs to keep for future 

reference. We’ll also provide you with the program results, 

including employee feedback, to help you gauge  

the program’s effectiveness.

104,762
of attendees requesting appointments

Experience you can count on:2

2,035
companies offer Retirewise

14,478
Retirewise workshops delivered

261,277
Retirewise attendees

Contact your MetLife representative or visit  
MetLife.com/plansmartsolutions for more 

information about this valuable program.

MetLife Consumer Services, Inc.  |  200 Park Avenue  |  New York, NY 10166
L0721015279[exp0823][All States][DC,PR] © 2021 MetLife Services and Solutions, LLC

Financial Education: Retirewise®

Go with an award winning program
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