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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial Nos.:
90/496,915
90/496,907
90/496,884
90/496,924
90/496,928

)
)
)
)
)
)
)
In the Counterclaim Matter of Registration Nos.: )
6,017,791 )
6,022,839 )
)
Wise Payments Limited, ) Opposition No. 91276647
)
Opposer and Counterclaim Respondent, )
)
V. )
)
)
)
)

Metropolitan Life Insurance Company

Applicant and Counterclaim Petitioner.

MOTION TO CONSOLIDATE PROCEEDINGS

Pursuant to Fed. R. Civ. P. 42(a) and Rule 511 of the Trademark Trial and Appeal Board
Manual of Procedure (“TBMP”), Metropolitan Life Insurance Company (“Applicant”) moves the
Board for an Order consolidating the proceedings in Opposition No. 91276647 and Cancellation

No. 92081285. In support of its Motion, Applicant states the following.



1. On June 8, 2022, Opposer Wise Payments Limited (“Opposer”) filed its Notice of
Opposition to Applicant’s registration of the mark UPWISE in Application Serial Nos.
90/496,915, 90/496,907, 90/496,884, 90/496,924 and 90/496,928. Opposer alleged the grounds
of priority and likelihood of confusion, dilution, and no bona fide intent to use and (among other
marks) cited U.S. Registration Nos. 6,017,791 and 6,022,839 as a basis. Opposer filed a First
Amended Notice of Opposition on October 24, 2022.

2. On December 13, 2022, Applicant submitted its Answer and Counterclaim to
cancel Registration Nos. 6,017,791 for the mark TRANSFERWISE and 6,022,839 for the mark
WISE and design alleging priority and likelihood of confusion based on Applicant’s Registration
No. 1,893,740 for the RETIREWISE mark.

3. On December 31, 2022, Opposer filed a Petition for Cancellation of Registration
No. 1,893,740, which was instituted as Cancellation No. 92081285. At the same time, Opposer
filed a Motion to Suspend in the current proceeding asking that “all deadlines associated with the
counterclaims submitted by Applicant” be suspended because a “final determination in the
cancelation action may have a bearing on the issues before the Board.” 19 TTABVUE.

4. 37 C.F.R. § 2.116(a) provides that procedure and practice in inter partes
proceedings shall be governed by the Federal Rules of Civil Procedure wherever applicable and
appropriate. Fed. R. Civ. P. 42(a) provides that when actions involving a common question of
law or fact are pending before a court, that court may order all the actions consolidated.
Consolidation of separate actions presenting a common issue of law or fact is permitted under
Fed. R. Civ. P. 42 as a matter of convenience and economy in judicial administration.

5. When cases involving common questions of law or fact are pending before the

Board, the Board may order the consolidation of the cases. TBMP § 511. In determining



whether to consolidate proceedings, the Board will weigh the savings in time, effort, and
expense, which may be gained from consolidation, against any prejudice or inconvenience that
may be caused thereby. Id. Consolidation is discretionary with the Board and may be ordered
upon motion granted by the Board, or upon stipulation of the parties approved by the Board, or
upon the Board’s own initiative. Id.

6. Here, consolidation is warranted under TBMP § 511. The parties in Opposition
No. 91276647 and Cancellation No. 92081285 are identical, the same counsel are involved, and
it is likely both proceedings will involve common questions of law and fact. Specifically,
Opposer has opposed Applicant’s applications for the UPWISE mark, when in fact, Applicant
has been using its RETIREWISE mark for many years in connection with financial services and
is the senior user. Opposer even stated that resolution of Cancellation No. 92081285 “may have
a bearing on the issues before the Board” with respect to Applicant’s Counterclaim. 19
TTABVUE.

7. Opposer has not filed an Answer to Applicant’s Counterclaim in Opposition No.
91276657, and Applicant will be filing an Answer in Cancellation No. 92081285 shortly. Given
the likely common questions of law and fact involved in both Opposition No. 91276647 and
Cancellation No. 92081285, conservation of judicial resources mandates consolidation of these
proceedings. Good cause therefore exists for consolidation.

8. Applicant requests that Opposition No. 91276647 be designated the “parent” case,
and that the schedule in Cancellation No. 92081285 be controlling for the Consolidated
Proceeding (see TBMP § 511 (“Upon consolidation, the Board will reset dates for the
consolidated proceeding, usually by adopting the dates as set in the most recently instituted of

the cases being consolidated.”)). Applicant proposes the following schedule.



Proposed

Deadline Schedule

Answer to Counterclaim Due for Opposer 02/12/2023
Answer to Cancellation Due for Applicant 02/12/2023
Deadline for Discovery Conference 03/14/2023
Discovery Opens 03/14/2023
Initial Disclosures Due 04/13/2023
Expert Disclosures Due 08/11/2023
Discovery Closes 09/10/2023
Pretrial D!sclosures Due for Party in Position of Plaintiff in Original Claim and 10/25/2023
Cancellation
30-day Tr.ial Period Ends for Party in Position of Plaintiff in Original Claim and 12/09/2023
Cancellation
Pretrial Disclosures Due for Party in Position of Defendant in Original Claim and

S . A : 12/24/2023
Cancellation in Position of Plaintiff in Counterclaim
30-day Trial Period Ends for Party in Position of Defendant in Original Claim and 02/07/2024
Cancellation, and in Position of Plaintiff in Counterclaim
Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in Original 02/22/2024
Claim and Cancellation and in Position of Defendant in Counterclaim
30-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in Original 04/07/2024
Claim and Cancellation, and in Position of Defendant in Counterclaim
Pretrial Displosures Due for Rebuttal of Party in Position of Plaintiff in 04/22/2024
Counterclaim
15-day Trle!l Period Ends for Rebuttal of Party in Position of Plaintiff in 05/22/2024
Counterclaim
gsgning Brief for Party in Position of Plaintiff in Original Claim and Cancellation 07/21/2024
Combined Brief for Party in Position of Defendant in Original Claim and 08/20/2024
Cancellation and Opening Brief as Plaintiff in Counterclaim Due
Combined Rebuttal Brief for Party in Position of Plaintiff in Original Claim and 09/19/2024
Cancellation and Brief as Defendant in Counterclaim Due
Rebuttal Brief for Party in Position of Plaintiff in Counterclaim Due 10/04/2024
Request for Oral Hearing (optional) Due 10/16/2024

THEREFORE, Applicant respectfully requests that this Motion to Consolidate

Proceedings be granted.



Dated: January 19, 2023

Respectfully submitted,

Metropolitan Life Insurance Company

/s/ Allyson M. Martin

Amy C. Ziegler

Allyson M. Martin

GREER, BURNS & CRAIN, LTD.
300 South Wacker Drive, Suite 2500
Chicago, IL 60606

UNITED STATES
tmdocket@gbc.law
aziegler@gbc.law

amartin@gbc.law

Counsel for Applicant



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and complete copy of this paper has been
served upon the attorney of record in this proceeding, by email to their email address of record
addressed to:

BEN NATTER

HAUG PARTNERS LLP

745 FIFTH AVENUE, 10TH FLOOR

NEW YORK, NY 10151

UNITED STATES

bnatter@haugpartners.com, mbarer@haugpartners.com, ttab@haugpartners.com,
docket@haugpartners.com

on this date.
Respectfully submitted,

Dated January 19, 2023 By /Allyson Martin/
Allyson Martin




