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Registration subject to the submission

Registration no. 6017791 Registration date 03/24/2020

Register Principal

Registrant WISE PAYMENTS LIMITED
56 SHOREDITCH HIGH STREET 6TH FLOOR
LONDON, E1 6JJ
UNITED KINGDOM

Goods/services subject to the submission

Class 009. First Use: Feb 2015 First Use In Commerce: Feb 2015
All goods and services in the class are requested, namely: Downloadable computer software plat-
forms for banking and facilitating foreign currency payments; Magnetically encoded debit cards

Class 036. First Use: Feb 2015 First Use In Commerce: Feb 2015
All goods and services in the class are requested, namely: Banking services; Credit bureau services;
Debit account services featuring software applications and physical debit cards; Debit card transac-
tion processing services; Financial advice; Financial analysis and research services; Financial credit
scoring services; Financial services, namely, providing for the exchange of foreign currency, com-
modities, financial derivatives, interest rate products, and equities via the internet and intranet sys-
tems; Payment processing services in the field of bill payments; Providing electronic processing of
electronic funds transfer, ACH, credit card, debit card, electronic check and electronic payments;
Providing financial information

Grounds for cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

https://estta.uspto.gov


Registration subject to the submission

Registration no. 6022839 Registration date 03/31/2020

Register Principal

Registrant Transferwise Ltd.
56 SHOREDITCH HIGH STREET
LONDON, E16JJ
UNITED KINGDOM
Email: usptotm@haugpartners.com

Goods/services subject to the submission

Class 009. First Use: None First Use In Commerce: None
All goods and services in the class are requested, namely: Downloadable computer software plat-
forms for banking and facilitating foreign currency payments; Magnetically encoded debit cards

Class 036. First Use: None First Use In Commerce: None
All goods and services in the class are requested, namely: Banking services; Credit bureau services;
Debit account services featuring software applications and physical debit cards; Debit card transac-
tion processing services; Financial advice; Financial analysis and research services; Financial credit
scoring services; Financial services, namely, providing for the exchange of foreign currency, com-
modities, financial derivatives, interest rate products, and equities via the internet and intranet sys-
tems; Payment processing services in the field of bill payments; Providing electronic processing of
electronic funds transfer, ACH, credit card, debit card, electronic check and electronic payments;
Providing financial information

Grounds for cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

Mark cited by petitioner as basis for cancellation

U.S. registration
no.

1893740 Application date 12/28/1992

Register Principal

Registration date 05/09/1995 Foreign priority
date

NONE

Word mark RETIREWISE

Design mark

Description of
mark

NONE

Goods/services Class 036. First use: First Use: Sep 30, 1994 First Use In Commerce: Sep 30,
1994

underwriting, brokerage and administration of life, health, property and casualty
insurance, annuities and pensions; financial, estate and retirement planning ser-
vices; brokerage and administration of mutual funds
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Application Serial Nos.:   ) 

 90/496,915      ) 

90/496,907      ) 

90/496,884      ) 

90/496,924       ) 

90/496,928      ) 

        ) 

Wise Payments Limited,     ) Opposition No. 91276647 

        ) 

   Opposer and Counter-Respondent, )   

  v.      )  

        ) 

Metropolitan Life Insurance Company,   ) 

        ) 

   Applicant and Counter-Petitioner. ) 

 

ANSWER TO AMENDED NOTICE OF OPPOSITION, AFFIRMATIVE DEFENSES, 

AND COUNTERCLAIM TO CANCEL OPPOSER’S REGISTRATION  

NOS. 6,017,791 AND 6,022,839 

 

Metropolitan Life Insurance Company (“Applicant”), by and through its undersigned 

counsel hereby answers the First Amended Notice of Opposition filed by Wise Payments Limited 

(“Opposer”) by addressing each allegation, and submitting affirmative defenses and a 

counterclaim for cancellation of Opposer’s Registration Nos. 6,017,791 and 6,022,839.   

ANSWERS 

1. Opposer uses its famous WISE marks (the “WISE Marks”) in international classes 

9 and 36, and owns federal registrations, including, but not limited to, the following: 

Mark Reg. No. App. Date Reg. Date Int. Class(es) 

TRANSFERWISE 6,017,791 8/20/2019 3/24/2020 Class 9:  Downloadable 

computer software platforms 

for banking and facilitating 

foreign currency payments; 

Magnetically encoded debit 

cards 

Class 36:  Banking services; 

Credit bureau services; Debit 
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account services featuring 

software applications and 

physical debit cards; Debit card 

transaction processing services; 

Financial advice; Financial 

analysis and research services; 

Financial credit scoring 

services; Financial services, 

namely, providing for the 

exchange of foreign currency, 

commodities, financial 

derivatives, interest rate 

products, and equities via the 

internet and intranet systems; 

Payment processing services in 

the field of bill payments; 

Providing electronic processing 

of electronic funds transfer, 

ACH, credit card, debit card, 

electronic check and electronic 

payments; Providing financial 

information 

 

6,022,839  8/20/2019  3/31/2020 Class 9:  Downloadable 

computer software platforms 

for banking and facilitating 

foreign currency payments; 

Magnetically encoded debit 

cards 

Class 36:  Banking services; 

Credit bureau services; Debit 

account services featuring 

software applications and 

physical debit cards; Debit card 

transaction processing services; 

Financial advice; Financial 

analysis and research services; 

Financial credit scoring 

services; Financial services, 

namely, providing for the 

exchange of foreign currency, 

commodities, financial 

derivatives, interest rate 

products, and equities via the 

internet and intranet systems; 

Payment processing services in 

the field of bill payments; 
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Providing electronic processing 

of electronic funds transfer, 

ACH, credit card, debit card, 

electronic check and electronic 

payments; Providing financial 

information 

WISECARD 3,202,887  6/8/2005  1/23/2007 Class 9:  Magnetically coded [ 

credit cards ] debit cards [, and 

charge cards ] used in relation 

to the electronic transfer of 

funds and other financial 

transactions 

WISECARD 3,202,888  6/8/2005  1/23/2007 Class 36: Financial services, 

namely, [credit card services,] 

debit card services 

[, and charge card services] 

 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 1 and, therefore, denies said allegations. 

2.  Copies of Opposer’s federal registrations are attached hereto as Exhibit A. 

RESPONSE:  Applicant admits that Exhibit A contains what purports to be copies of the 

registration certificates for U.S. Reg. No. 6,017,791, 6,022,839, 3,202,887, and 3,202,888. 

3.  Opposer also has pending applications for its famous WISE Marks, including, but 

not limited to, the following: 

Mark Serial No. App. Date Int. Class(es) 

WISE 88/867,594 4/10/2020 Class 9:  Downloadable software applications for mobile 

devices for providing access to multi-currency 

international monetary accounts and enabling users to 

effectuate financial transactions using such accounts; 

Downloadable software applications for mobile devices 

for facilitating foreign currency transactions and home 

country financial transactions using optimized and 

guaranteed real exchange rates; Magnetically encoded 

debit cards offered in connection with multi-currency 

international monetary accounts 

WISE 88/981,671 4/10/2020 Class 36:  Financial services, namely, providing for the 

exchange of commodities, financial derivatives, interest 

rate products, and equities via the internet and intranet 

systems 
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WISE 88/979,172 4/10/2020 Class 36:  Credit bureau services offered in connection 

with multi-currency international monetary accounts; 

Financial credit scoring services offered in connection 

with multi-currency international monetary accounts 

WISE 88/979,168 4/10/2020 Class 36:  Providing for the exchange of foreign currency 

using optimized and guaranteed real currency exchange 

rates; Processing of electronic funds transfer and 

payments in multiple currencies using optimized and 

guaranteed real currency exchange rates; Providing 

multi-currency international monetary accounts 

featuring optimized and guaranteed real currency 

exchange rates; Debit card transaction processing 

services for debit cards offered in connection with multi-

currency international monetary accounts and featuring 

optimized and guaranteed real currency exchange rates; 

all of the foregoing not including providing financial 

information and advisory services 

 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 3 and, therefore, denies said allegations. 

4.  A copy of Opposer’s federal application is attached hereto as Exhibit B. 

RESPONSE:  Applicant admits that Exhibit B contains what purports to be a copy of the 

application for Serial No. 88/867,594. 

5.  Opposer has acquired significant goodwill and fame in connection with the goods 

and services of the pleaded applications and registrations, and as a result of the fame of the WISE 

Marks, they are entitled to a broad scope of protection. 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 5 and, therefore, denies said allegations. 

6.  Indeed, Opposer has invested significant time, energy and resources in advertising 

and promoting the goods and services offered under its WISE Marks. 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 6 and, therefore, denies said allegations. 
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7.  As a result of Opposer’s marketing efforts and success, the WISE Marks are 

universally recognized and associated with Opposer’s international fund transfer services, 

financial account services, debit card offerings, and other finance-related offerings, in connection 

with its WISE Marks. 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 7 and, therefore, denies said allegations. 

8.  Wise has also achieved considerable goodwill and fame in the United States and 

abroad in connection with its downloadable mobile-phone payment applications, web-based 

applications, and computer software platforms for financial services-related offerings, including 

facilitating foreign currency payments, financial accounts, and magnetically encoded debit cards, 

all in connection with its WISE Marks. 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 8 and, therefore, denies said allegations. 

9.  Opposer has been ranked as a top financial technology company by various 

international publications, and as of 2020, had a total user base of eight million people, who 

transfer more than the equivalent of five billion U.S. dollars per month using Opposer’s proprietary 

technologies and other goods and services, all under Opposer’s famous WISE Marks. 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 9 and, therefore, denies said allegations. 

10.  Over one million users of Opposer’s goods and services are domiciled in the United 

States. 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 10 and, therefore, denies said allegations. 
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11.  Opposer has been using its WISE Marks in U.S. commerce since at least as early 

as February 2015 and has been using the WISE Marks globally since at least as early as 2011. 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 11 and, therefore, denies said allegations. 

12.  Wise is widely considered to be the market leader for its payment and international 

fund transfer service offerings, which are used by both individuals and businesses. 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 12 and, therefore, denies said allegations. 

13.  As of the current date, Opposer is considered one of the world’s most valuable 

financial technology companies. 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 13 and, therefore, denies said allegations. 

14.  Applicant is likely aware of Opposer due to the popularity and visibility of 

Opposer’s goods and services offered under the WISE Marks. 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 14. 

15.  Despite Opposer’s well-established rights, Applicant filed the below listed 

applications (the “Subject Applications”) for the following marks (the “Subject Marks”) for 

closely-related and identical goods and services to the goods and services of Opposer. 

Mark Serial No. App. Date Int. Class(es) 

 

90/496,928 1/29/2021 Class 36:  Financial wellness program 

services, namely, providing financial 

advice and assistance to individuals, plan 

sponsors and companies as part of 

benefit programs for employees and 

participants; providing financial 

wellness information via a web site and 

mobile application; financial wellness 

assessments in the nature of financial 
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advice, management, and consulting; 

financial wellness counseling in the 

nature of financial advice, management 

and consulting; financial advisory and 

consultancy services, financial 

retirement plan consulting, financial 

planning, financial planning 

consultation, financial planning for 

retirement, financial risk management, 

retirement plan investment advising 

services, investment advisory services, 

and investment management services, all 

of the foregoing provided in connection 

with financial wellness programs as part 

of benefit plans for employees and plan 

participants 

 

90/496,924 1/29/2021 Class 9:  Downloadable software in the 

nature of a mobile application for 

financial wellness; downloadable 

educational mobile applications 

featuring instruction for financial 

wellness; downloadable mobile 

application for the provision and 

management of financial information 

and evaluations for purposes of 

improving user's overall financial 

wellness 

UPWISE 90/496,884 1/29/2021 Class 9:  Downloadable software in the 

nature of a mobile application for 

providing tips to achieve financial 

wellness; downloadable educational 

mobile applications for providing 

instruction in the field of financial 

wellness; downloadable mobile 

application for the provision and 

management of financial information 

and evaluations for purposes of 

improving user's overall financial 

wellness 

UPWISE 90/496,907 1/29/2021 Class 36:  Financial wellness program 

services, namely, providing financial 

advice and consulting to individuals, 

plan sponsors and companies as part of 

benefit programs for employees and 

participants; providing financial 

wellness information via a web site; 
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financial wellness assessments in the 

nature of financial advice, management, 

and consulting; financial wellness 

counseling in the nature of financial 

advice, management and consulting; 

financial advisory and consultancy 

services; financial retirement plan 

consulting; financial planning; financial 

planning consultation; financial 

planning for retirement; financial risk 

management; retirement plan investment 

advising services; investment advisory 

services; and investment management 

services; all of the foregoing provided in 

connection with financial wellness 

programs as part of benefit plans for 

employees and plan participants 

UPWISE FROM 

METLIFE 

90/496,915 1/29/2021 Class 9:  Downloadable software in the 

nature of a mobile application for 

financial wellness; downloadable 

educational mobile applications 

featuring instruction for financial 

wellness; downloadable mobile 

application for the provision and 

management of financial information 

and evaluations for purposes of 

improving user's overall financial 

wellness 

 

RESPONSE:  Applicant admits that it filed the above-listed Subject Applications for the 

Subject Marks for the goods and services listed in the above chart.  Applicant denies the remaining 

allegations in Paragraph 15. 

16.  Copies of the Subject Applications are attached hereto as Exhibit C. 

RESPONSE:  Applicant admits that Exhibit C contains copies of the applications for Serial 

Nos. 90/496,928, 90/496,924, 90/496,884, 90/496,907, and 90/496,915. 

17.  Opposer has been using its famous WISE Marks in the United States and abroad 

since well prior to the filing date of the Subject Applications. 
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RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 17 and, therefore, denies said allegations. 

18.  Opposer’s WISE Marks have been famous in connection with the goods and 

services covered in the pleaded registrations and applications since prior to the filing dates of the 

Subject Applications. 

RESPONSE:  Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in Paragraph 18 and, therefore, denies said allegations. 

19.  Opposer’s WISE Marks have priority over the Subject Applications. 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 19. 

20.  The Subject Marks have a strong visual, phonetic and commercial similarity to 

Opposer’s famous WISE Marks in that the marks all include the identical term “Wise”. 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 20. 

21.  The Subject Applications are further likely to cause confusion in view of the fact 

that the Subject Applications cover goods and services directly relating to finance, financial 

services, financial wellness, financial planning and financial advice. 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 21. 

22.  The goods and services listed in the Subject Applications are likely to originate 

from the same source as the goods and services of Opposer and the goods and services offered 

under Opposer’s WISE Marks (listed above). 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 22. 

23.  Opposer’s pleaded registrations and applications cover overlapping and almost 

identical goods and services. For example, the Subject Applications cover financial planning and 
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Downloadable software in the nature of a mobile application for financial wellness, which are 

likely to originate from the same source as the WISE Marks. 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 23. 

24.  Consumers will be likely to be confused into the mistaken belief that the goods and 

services of Applicant originate from or are affiliated with Opposer, in that the goods and services 

of the Subject Applications are likely to be offered by Opposer. 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 24. 

25.  The Subject Marks are therefore likely, when used in connection with the goods 

and services of Applicant, to cause confusion, mistake, or deception within the meaning of Section 

2(d) of the Lanham Act. 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 25. 

26.  Opposer will also be damaged by the Subject Applications in that registration of 

Applicant’s proposed marks will dilute the distinctive qualities of Opposer’s famous WISE Marks 

within the meaning of Section 43(c) of the U.S. Trademark Act, 15 U.S.C. § 1125(c), and will 

lessen the ability of Opposer to distinguish Applicant’s goods and services from its own. 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 26. 

27.  Further, upon information and belief, and based upon Internet research, at the time 

of filing the Subject Applications, Applicant did not possess a bona fide intent to use the marks of 

the Subject Applications in commerce in the United States. 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 27. 

28.  Upon information and belief, no written document(s) or documentary evidence 

exists from which an honestly held intent may be inferred, and as such, the submission of the 
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Subject Applications constituted a conscious effort for Applicant to obtain registrations to which 

it is not entitled. 

RESPONSE:  Applicant denies the allegations set forth in Paragraph 28. 

WHEREFORE, Opposer believes that it will be damaged by the registration of Applicant’s 

mark associated with Application Serial Nos. 90/496,915, 90/496,907, 90/496,884, 90/496,924 

and 90/496,928, and requests that this Notice of Opposition be sustained and said registration be 

denied. 

RESPONSE:  Applicant denies the allegations set forth in this Paragraph. 

AFFIRMATIVE DEFENSES 

Without prejudice to the denials set forth in this Answer to the Amended Notice of 

Opposition, Affirmative Defenses, and Counterclaim, and without admitting any allegations in the 

Amended Notice of Opposition not otherwise admitted, and by way of further answer, Applicant 

alleges and asserts the following defenses in response to Opposer’s allegations. 

1. The Amended Notice of Opposition fails to state a claim upon which relief can be 

granted and, in particular, fails to state legally sufficient grounds for sustaining the opposition.  

2. Opposer’s allegations are barred by the equitable doctrine of unclean hands. 

3. Applicant has been using its RETIREWISE mark for many years in connection with 

financial services and has priority over Opposer with respect to the WISE Marks. 

4. Applicant owns U.S. Registration No. 1,893,740 for its RETIREWISE mark 

covering “underwriting, brokerage and administration of life, health, property and casualty 

insurance, annuities and pensions; financial, estate and retirement planning services; brokerage 

and administration of mutual funds” in class 36 that is prior to the WISE Marks. 
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5. Applicant presently has insufficient knowledge or information upon which to form 

a belief concerning whether Applicant has additional, yet unstated, affirmative defenses available.  

Applicant reserves the right to assert additional affirmative defenses for which it has developed 

factual support, pending the outcome of discovery. 

COUNTERCLAIM TO CANCEL OPPOSER’S  
REGISTRATION NOS. 6,017,791 AND 6,022,839 

 Applicant/Counterclaim-Petitioner Metropolitan Life Insurance Company (“Applicant”) 

for its counterclaim to cancel U.S. Registration Nos. 6,017,791 and 6,022,839.  Applicant has been 

and will be damaged by maintenance of U.S. Registration Nos. 6,017,791 and 6,022,839, and 

hereby counterclaims for the cancellation of these marks, pursuant to 15 U.S.C. § 1064(1).  

Specifically, Opposer/Counterclaim-Respondent Wise Payments Limited (“Opposer”), owner of 

U.S. Registration Nos. 6,017,791 and 6,022,839, has opposed Applicant’s applications for the 

UPWISE mark, when in fact, Applicant has been using its RETIREWISE mark for many years in 

connection with financial services and is the senior user.   

In support of its Counterclaim, Applicant alleges the following. 

Applicant and the RETIREWISE Trademark 

1. Applicant is a corporation organized under the laws of New York and has a 

principal place of business at 200 Park Avenue, New York, New York 10166 United States. 

2. Applicant is one of the world's leading financial services companies, providing 

insurance, annuities, employee benefits, and asset management to help its individual and 

institutional customers build a more confident future. 

3. Applicant’s RETIREWISE® program is an award-winning workshop series that 

offers comprehensive financial and retirement education, covering several financial topics such as 

investing, budgeting, tax strategies, and estate planning. 
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4. Since at least as early as September 30, 1994, Applicant has used the RETIREWISE 

trademark throughout the United States in connection with its registered services.   

5. Applicant owns the following U.S. registration for its RETIREWISE mark (the 

“RETIREWISE Trademark”): 

Registration 

No. 

Mark Registration 

Date 

Date of 

First Use 

Goods and Services 

1,893,740 RETIREWISE May 9, 1995 September 

30, 1994 

IC 036:  underwriting, 

brokerage and administration 

of life, health, property and 

casualty insurance, annuities 

and pensions; financial, 

estate and retirement 

planning services; brokerage 

and administration of mutual 

funds 

 

6. Attached hereto as Exhibit 1 is a copy of the above-identified registration for the 

RETIREWISE Trademark. 

7. Applicant’s RETIREWISE Trademark was filed on December 28, 1992, with a 

Section 1(a) basis, alleging a date of first use of September 30, 1994.  The RETIREWISE 

Trademark was registered on the Principal Register on May 9, 1995. 

8. The registration for the RETIREWISE Trademark constitutes prima facie evidence 

of the validity of the registration, Applicant’s ownership of the mark, and Applicant’s exclusive 

right to use the RETIREWISE Trademark pursuant to the provisions of 15 U.S.C. § 1057(b). 

9. The registration for the RETIREWISE Trademark is incontestable pursuant to 15 

U.S.C. § 1065, and is conclusive evidence of its validity, Applicant’s ownership of the mark, and 

Applicant’s exclusive right to use the mark in connection with the listed services. 

10. In connection with Applicant’s services, Applicant’s RETIREWISE Trademark is 

inherently distinctive. 
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Opposer and the Contested Registrations 

11. Upon information and belief, Opposer is a limited corporation organized under the 

laws of United Kingdom with a principal place of business of 56 SHOREDITCH HIGH STREET 

6TH FLOOR, LONDON UNITED KINGDOM E1 6JJ. 

12. Opposer’s U.S. Registration 6,017,791 for the mark TRANSFERWISE registered 

on the Principal Register on March 24, 2020, covering “Downloadable computer software 

platforms for banking and facilitating foreign currency payments; Magnetically encoded debit 

cards” in class 9 and “Banking services; Credit bureau services; Debit account services featuring 

software applications and physical debit cards; Debit card transaction processing services; 

Financial advice; Financial analysis and research services; Financial credit scoring services; 

Financial services, namely, providing for the exchange of foreign currency, commodities, financial 

derivatives, interest rate products, and equities via the internet and intranet systems; Payment 

processing services in the field of bill payments; Providing electronic processing of electronic 

funds transfer, ACH, credit card, debit card, electronic check and electronic payments; Providing 

financial information” in class 36.   

13. U.S. Registration 6,017,791 was based on use in commerce under Section 1(a), 

alleging a date of first use and first use in commerce of February 2015.   

14. Opposer’s U.S. Registration No. 6,022,839 for the mark WISE and design 

registered on the Principal Register on March 31, 2020, covering “Downloadable computer 

software platforms for banking and facilitating foreign currency payments; Magnetically encoded 

debit cards” in class 9 and “Banking services; Credit bureau services; Debit account services 

featuring software applications and physical debit cards; Debit card transaction processing 

services; Financial advice; Financial analysis and research services; Financial credit scoring 
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services; Financial services, namely, providing for the exchange of foreign currency, commodities, 

financial derivatives, interest rate products, and equities via the internet and intranet systems; 

Payment processing services in the field of bill payments; Providing electronic processing of 

electronic funds transfer, ACH, credit card, debit card, electronic check and electronic payments; 

Providing financial information” in class 36.   

15. Registration No. 6,022,839 was filed on August 29, 2019, based on European Union 

Trademark Registration No. 017969635 under Section 44(e).  Opposer’s EUTM No. 017969635 

issued on March 31, 2020. 

16. Copies of the registration certificates for Registration Nos. 6,017,791 and 

6,022,839 are attached hereto as Exhibit 2.  Registration Nos. 6,017,791 and 6,022,839 are 

collectively referred to herein as the “Contested Registrations.” 

COUNT I: LIKELIHOOD OF CONFUSION 

(15 U.S.C. §1052(d)) 

 

17. Applicant incorporates by reference herein the allegations contained in the 

preceding paragraphs. 

18. Applicant’s RETIREWISE Trademark has priority over Opposer’s Contested 

Registrations. 

19. Opposer’s Contested Registrations, when used in connection with the Class 36 

services as listed in the respective registrations, so resemble Applicant’s RETIREWISE 

Trademark such that they are likely to cause confusion, mistake, and/or to deceive the public 

concerning a sponsorship, or endorsement of, or an affiliation, connection, or association with, the 

source of services offered by Applicant under the RETIREWISE Trademark.  

20. The continued registration of Opposer’s Contested Registrations will mislead the 

public to conclude that Opposer is or has been affiliated or connected with Applicant, and/or that 
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Opposer’s services provided under the Contested Registrations are or have been, authorized, 

sponsored, endorsed, or licensed by Applicant.  Applicant is damaged and continues to be damaged 

by Opposer’s Contested Registrations. 

WHEREFORE, Applicant prays that Registration Nos. 6,017,791 and 6,022,839 on the 

Principal Register be cancelled in their entirety. 

Date: December 13, 2022   Respectfully submitted, 

 

     Metropolitan Life Insurance Company 

 

      

/s/ Allyson M. Martin_____________________ 

     Amy C. Ziegler 

Allyson M. Martin 

GREER, BURNS & CRAIN, LTD. 

300 South Wacker Drive, Suite 2500 

Chicago, IL 60606 

UNITED STATES 

tmdocket@gbc.law 

aziegler@gbc.law 

amartin@gbc.law 

      

     Counsel for Applicant 
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CERTIFICATE OF SERVICE 

 

 The undersigned hereby certifies that a true and complete copy of this paper has been 

served upon the attorney of record in this proceeding, by email to their email address of record 

addressed to:  

 

BEN NATTER 

HAUG PARTNERS LLP 

745 FIFTH AVENUE, 10TH FLOOR 

NEW YORK, NY 10151 

UNITED STATES 

bnatter@haugpartners.com, mbarer@haugpartners.com, ttab@haugpartners.com, 

docket@haugpartners.com 

 

on this date. 

 

Respectfully submitted, 

Dated December 13, 2022   By____/Allyson Martin/__________________ 

Allyson Martin 

 

 

 

 

 

 

 

 



Exhibit 1 



Publication Date:May 25, 1993Notice of Allowance Date:Aug. 17, 1993

 

Mark Information

Mark Literal
Elements:

RETIREWISE

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: underwriting, brokerage and administration of life, health, property and casualty insurance, annuities and pensions; financial, estate
and retirement planning services; brokerage and administration of mutual funds

International
Class(es):

036 - Primary Class U.S Class(es): 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 30, 1994 Use in Commerce: Sep. 30, 1994

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2022-12-13 17:02:23 EST

Mark: RETIREWISE

US Serial Number: 74343625 Application Filing
Date:

Dec. 28, 1992

US Registration
Number:

1893740 Registration Date: May 09, 1995

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Jan. 24, 2015



Filed No Basis: No

Current Owner(s) Information

Owner Name: Metropolitan Life Insurance Company

Owner Address: 200 Park Avenue
New York, NEW YORK UNITED STATES 10166

Legal Entity Type: CORPORATION State or Country
Where Organized:

NEW YORK

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Heidi C. Constantine

Attorney Primary
Email Address:

metip@metlife.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Heidi C. Constantine
Metropolitan Life Insurance Company
200 Park Avenue
New York, NEW YORK UNITED STATES 10166

Phone: 212.578.3136

Correspondent e-
mail:

metip@metlife.com hconstantine@metlife.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Heidi Constantine Phone: 212-578-3136

Fax: 212-578-3916

Domestic
Representative e-

mail:

dnaccarato@metlife.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

May 21, 2020 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

May 21, 2020 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 21, 2020 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

May 21, 2020 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

May 21, 2020 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jan. 25, 2015 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Jan. 24, 2015 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 69471

Jan. 24, 2015 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 69471

Jan. 23, 2015 TEAS SECTION 8 & 9 RECEIVED

Apr. 13, 2011 CASE FILE IN TICRS

Mar. 21, 2011 CASE FILE IN TICRS

Dec. 22, 2009 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Dec. 22, 2009 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Mar. 23, 2007 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jul. 25, 2006 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jul. 25, 2006 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Sep. 04, 2004 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Sep. 04, 2004 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jul. 07, 2004 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Jul. 07, 2004 TEAS SECTION 8 & 9 RECEIVED

Oct. 13, 2003 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jul. 11, 2001 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.



May 09, 2001 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

May 09, 1995 REGISTERED-PRINCIPAL REGISTER

Feb. 03, 1995 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jan. 31, 1995 STATEMENT OF USE PROCESSING COMPLETE

Dec. 23, 1994 USE AMENDMENT FILED

Aug. 16, 1994 SOU EXTENSION 2 GRANTED

Jul. 11, 1994 SOU EXTENSION 2 FILED

Apr. 04, 1994 SOU EXTENSION 1 GRANTED

Feb. 14, 1994 SOU EXTENSION 1 FILED

Aug. 17, 1993 NOA MAILED - SOU REQUIRED FROM APPLICANT

May 25, 1993 PUBLISHED FOR OPPOSITION

Apr. 23, 1993 NOTICE OF PUBLICATION

Mar. 26, 1993 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 25, 1993 EXAMINER'S AMENDMENT MAILED

Mar. 18, 1993 ASSIGNED TO EXAMINER 59548

Mar. 12, 1993 ASSIGNED TO EXAMINER 69197

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jan. 24, 2015





Exhibit 2 



Publication Date:Dec. 24, 2019

 

Mark Information

Mark Literal
Elements:

TRANSFERWISE

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

4490425, 4971081, 5730545

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Downloadable computer software platforms for banking and facilitating foreign currency payments; Magnetically encoded debit cards

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2015 Use in Commerce: Feb. 2015

For: Banking services; Credit bureau services; Debit account services featuring software applications and physical debit cards; Debit card
transaction processing services; Financial advice; Financial analysis and research services; Financial credit scoring services; Financial
services, namely, providing for the exchange of foreign currency, commodities, financial derivatives, interest rate products, and equities
via the internet and intranet systems; Payment processing services in the field of bill payments; Providing electronic processing of
electronic funds transfer, ACH, credit card, debit card, electronic check and electronic payments; Providing financial information

Generated on: This page was generated by TSDR on 2022-12-13 17:04:00 EST

Mark: TRANSFERWISE

US Serial Number: 88586058 Application Filing
Date:

Aug. 20, 2019

US Registration
Number:

6017791 Registration Date: Mar. 24, 2020

Filed as TEAS
Plus:

Yes Currently TEAS
Plus:

Yes

Register: Principal

Mark Type: Trademark, Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Mar. 24, 2020



International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2015 Use in Commerce: Feb. 2015

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: WISE PAYMENTS LIMITED

Owner Address: 56 SHOREDITCH HIGH STREET 6TH FLOOR
LONDON UNITED KINGDOM E1 6JJ

Legal Entity Type: LIMITED CORPORATION State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Ben Natter

Attorney Primary
Email Address:

bnus@haugpartners.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Ben Natter
HAUG PARTNERS LLP
745 Fifth Avenue
New York, NEW YORK UNITED STATES 10151

Correspondent e-
mail:

bnus@haugpartners.com docket@haugpartners.c

om jvillazon@haugpartners.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jan. 20, 2022 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 20, 2022 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jan. 20, 2022 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Aug. 04, 2021 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Oct. 28, 2020 COUNTERCLAIM OPP. NO. 999999 264837

Mar. 24, 2020 REGISTERED-PRINCIPAL REGISTER

Feb. 13, 2020 EXTENSION OF TIME TO OPPOSE PROCESS - TERMINATED

Jan. 22, 2020 EXTENSION OF TIME TO OPPOSE RECEIVED

Dec. 24, 2019 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Dec. 24, 2019 PUBLISHED FOR OPPOSITION

Dec. 04, 2019 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Nov. 20, 2019 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 19, 2019 ASSIGNED TO EXAMINER 73363

Sep. 05, 2019 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 23, 2019 NEW APPLICATION ENTERED IN TRAM



TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 24, 2020

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: Transferwise Ltd.

 
Assignment 1 of 1

Conveyance: CHANGE OF NAME

Reel/Frame: 7369/0803 Pages: 3

Date Recorded: Jul. 21, 2021

Supporting
Documents:

assignment-tm-7369-0803.pdf 

Assignor

Name: TRANSFERWISE LTD. Execution Date: Jun. 25, 2021

Legal Entity Type: LIMITED COMPANY State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: WISE PAYMENTS LIMITED 

Legal Entity Type: LIMITED CORPORATION State or Country
Where Organized:

UNITED KINGDOM

Address: 56 SHOREDITCH HIGH STREET 6TH FLOOR
LONDON, UNITED KINGDOM E1 6JJ

Correspondent

Correspondent
Name:

BEN NATTER

Correspondent
Address:

745 FIFTH AVENUE
NEW YORK, NY 10151

Domestic Representative - Not Found



Reg. No. 6,017,791 

Registered Mar. 24, 2020 

Int. Cl.: 9, 36

Service Mark

Trademark

Principal Register 

Transferwise Ltd.  (UNITED KINGDOM limited company (ltd.) )

6th Floor, Tea Building

56 Shoreditch High Street

London, UNITED KINGDOM E16JJ

CLASS 9: Downloadable computer software platforms for banking and facilitating foreign

currency payments; Magnetically encoded debit cards

FIRST USE 2-00-2015; IN COMMERCE 2-00-2015

CLASS 36: Banking services; Credit bureau services; Debit account services featuring

software applications and physical debit cards; Debit card transaction processing services;

Financial advice; Financial analysis and research services; Financial credit scoring services;

Financial services, namely, providing for the exchange of foreign currency, commodities,

financial derivatives, interest rate products, and equities via the internet and intranet systems;

Payment processing services in the field of bill payments; Providing electronic processing of

electronic funds transfer, ACH, credit card, debit card, electronic check and electronic

payments; Providing financial information

FIRST USE 2-00-2015; IN COMMERCE 2-00-2015

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY

PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF U.S. REG. NO. 4490425, 4971081, 5730545

SER. NO. 88-586,058, FILED 08-20-2019



Page: 2 of 2 / RN # 6017791

REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal

between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with

the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use

(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).

The time periods for filing are based on the U.S. registration date (not the international registration date).  The

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for

nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations

do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying

international registration at the International Bureau of the  World Intellectual Property Organization, under

Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the

date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the

international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h

ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.



Publication Date:Dec. 24, 2019

 

Mark Information

Mark Literal
Elements:

WISE

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the term "Wise" in stylized white font. To the left of "Wise" is a light blue stylized flag. The background is dark
blue.

Color Drawing: Yes

Color(s) Claimed: The color(s) blue and white is/are claimed as a feature of the mark.

Design Search
Code(s):

24.09.02 - Pennants (flags in the form of a triangle), flags with forked sides; Pennants; Flags, triangular (pennants)
26.11.21 - Rectangles that are completely or partially shaded

Foreign Information

Foreign
Registration

Number:

017969635 Foreign
Registration Date:

Mar. 21, 2019

Foreign
Application/Registration

Country:

EUROPEAN UNION Foreign Expiration
Date:

Oct. 17, 2028

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

Generated on: This page was generated by TSDR on 2022-12-13 17:04:59 EST

Mark: WISE

US Serial Number: 88586219 Application Filing
Date:

Aug. 20, 2019

US Registration
Number:

6022839 Registration Date: Mar. 31, 2020

Filed as TEAS
Plus:

Yes Currently TEAS
Plus:

Yes

Register: Principal

Mark Type: Trademark, Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Cancellation/Invalidation Pending

This trademark application has been registered with the Office, but it is
currently undergoing a challenge which may result in its removal from the
registry.

Status: A cancellation proceeding is pending at the Trademark Trial and Appeal Board. For further information, see TTABVUE on the
Trademark Trial and Appeal Board web page.

Status Date: Jun. 11, 2021



For: Downloadable computer software platforms for banking and facilitating foreign currency payments; Magnetically encoded debit cards

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 44(e)

For: Banking services; Credit bureau services; Debit account services featuring software applications and physical debit cards; Debit card
transaction processing services; Financial advice; Financial analysis and research services; Financial credit scoring services; Financial
services, namely, providing for the exchange of foreign currency, commodities, financial derivatives, interest rate products, and equities
via the internet and intranet systems; Payment processing services in the field of bill payments; Providing electronic processing of
electronic funds transfer, ACH, credit card, debit card, electronic check and electronic payments; Providing financial information

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 44(e)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: Yes

Filed 44E: Yes Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Transferwise Ltd.

Owner Address: 56 Shoreditch High Street
London UNITED KINGDOM E16JJ

Legal Entity Type: limited company (ltd.) State or Country
Where Organized:

UNITED KINGDOM

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Ben Natter

Attorney Primary
Email Address:

bnus@haugpartners.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Ben Natter
HAUG PARTNERS LLP
745 Fifth Avenue
New York, NEW YORK UNITED STATES 10151

Correspondent e-
mail:

bnus@haugpartners.com docket@haugpartners.c

om jvillazon@haugpartners.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jan. 20, 2022 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 20, 2022 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Jan. 20, 2022 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Aug. 04, 2021 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Jun. 11, 2021 CANCELLATION INSTITUTED NO. 999999 77350

Mar. 09, 2021 TEAS SECTION 7 REQUEST RECEIVED

Mar. 31, 2020 REGISTERED-PRINCIPAL REGISTER

Feb. 21, 2020 EXTENSION OF TIME TO OPPOSE PROCESS - TERMINATED



Jan. 22, 2020 EXTENSION OF TIME TO OPPOSE RECEIVED

Dec. 24, 2019 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Dec. 24, 2019 PUBLISHED FOR OPPOSITION

Dec. 04, 2019 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Nov. 20, 2019 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 19, 2019 ASSIGNED TO EXAMINER 73363

Sep. 06, 2019 NOTICE OF DESIGN SEARCH CODE E-MAILED

Sep. 05, 2019 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 23, 2019 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 31, 2020

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: Transferwise Ltd.

 
Assignment 1 of 1

Conveyance: CHANGE OF NAME

Reel/Frame: 7369/0803 Pages: 3

Date Recorded: Jul. 21, 2021

Supporting
Documents:

assignment-tm-7369-0803.pdf 

Assignor

Name: TRANSFERWISE LTD. Execution Date: Jun. 25, 2021

Legal Entity Type: LIMITED COMPANY State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: WISE PAYMENTS LIMITED 

Legal Entity Type: LIMITED CORPORATION State or Country
Where Organized:

UNITED KINGDOM

Address: 56 SHOREDITCH HIGH STREET 6TH FLOOR
LONDON, UNITED KINGDOM E1 6JJ

Correspondent

Correspondent
Name:

BEN NATTER

Correspondent
Address:

745 FIFTH AVENUE
NEW YORK, NY 10151

Domestic Representative - Not Found



Reg. No. 6,022,839 

Registered Mar. 31, 2020 

Int. Cl.: 9, 36

Service Mark

Trademark

Principal Register 

Transferwise Ltd.  (UNITED KINGDOM limited company (ltd.) )

6th Floor, Tea Building

56 Shoreditch High Street

London, UNITED KINGDOM E16JJ

CLASS 9: Downloadable computer software platforms for banking and facilitating foreign

currency payments; Magnetically encoded debit cards

CLASS 36: Banking services; Credit bureau services; Debit account services featuring

software applications and physical debit cards; Debit card transaction processing services;

Financial advice; Financial analysis and research services; Financial credit scoring services;

Financial services, namely, providing for the exchange of foreign currency, commodities,

financial derivatives, interest rate products, and equities via the internet and intranet systems;

Payment processing services in the field of bill payments; Providing electronic processing of

electronic funds transfer, ACH, credit card, debit card, electronic check and electronic

payments; Providing financial information

The color(s) blue and white is/are claimed as a feature of the mark.

OWNER OF EUROPEAN UNION , REG. NO. 017969635, DATED 03-21-2019, EXPIRES

10-17-2028

The mark consists of the term "Wise" in stylized white font. To the left of "Wise" is a light

blue stylized flag. The background is dark blue.

SER. NO. 88-586,219, FILED 08-20-2019



Page: 2 of 2 / RN # 6022839

REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal

between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with

the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use

(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).

The time periods for filing are based on the U.S. registration date (not the international registration date).  The

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for

nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations

do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying

international registration at the International Bureau of the  World Intellectual Property Organization, under

Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the

date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the

international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h

ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.
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