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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FUZHOU MENGKU TECHNOLOGY CO., | Opposition No. 91276267
LTD.

Opposer,

Application Ser. No. 90649611
V.

SHANGHAI ZHENGLANG
TECHNOLOGY CO., LTD.,

Applicant.

OPPOSER'S OPPOSITION TO APPLICANT'S MOTION TO DISMISS FOR FAILURE TO
STATE A CLAIM




Opposer Fuzhou Mengku Technology Co., Ltd. ("Opposer") hereby respectfully submits
its Opposition to Applicant Shanghai Zhenglang Technology Co., Ltd.'s Motion to Dismiss for

Failure to State a Claim ("Motion to Dismiss").

L. The Board Should Uphold Opposer’s Opposition Ground Under Section 2(e)

As an initial matter, Opposer has established standing to challenge Applicant's Mark for
being generic or merely descriptive, because Opposer has pleaded in paragraphs 5 and 6 of the
Notice of Opposition that it is a competitor of Applicant. See, e.g., Eastman Kodak Co. v. Bell &
Howell Document Management Products Co., 23 USPQ2d 1878, 1879 (TTAB 1992), aff'd 994
F.2d 1569, 26 USPQ2d 1912 (Fed. Cir. 1993) (party challenging mark on descriptiveness
grounds may establish standing by pleading and proving it is engaged in manufacture or sale of
related products); see also 3 J. Thomas McCarthy, McCarthy on Trademarks and Unfair

Competition § 20:11(4th ed. WESTLAW update 2011) (competitor presumptively has standing).

In addition, Opposer pleaded that the mark (the "Opposed Mark") is
merely descriptive because "it immediately conveys the knowledge of 'block puzzle' computer or
mobile game — a type of computer or mobile game featuring block puzzles." (Notice of

Opposition,  3.) Opposer also pleaded the following facts and attached exhibit to support the

allegation:

e A search on Google Play with the keyword "block puzzle" returns numerous
"block puzzle" games (some relevant portions from Ex. I to the Notice of

Opposition are reproduced below):
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¢ The specimen submitted by Applicant shows that the Opposed Mark has been

n

used in connection with Applicant's "wood block puzzle 3D" game, which is a

"block puzzle" type game.

(Notice of Opposition, 3 and Ex. I.) These facts provide support on Opposer's allegation that
the Opposed Mark is descriptive because it immediately conveys the knowledge of "block
puzzle" computer or mobile games. Thus, Opposer has alleged enough factual matter to suggest

its claim is plausible on its face. See Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570 (2007).

Applicant argues that "Opposer does not explain how Applicant's Mark allegedly conveys
such knowledge, and in fact, fail entirely to allege how the appearance of the applied-for mark or
any element thereof are descriptive." (Motion to Dismiss, p. 4.) Applicant further argues that
"Opposer has not alleged that Applicant's design mark consists merely of a picture or illustration
of Applicant's applied-for goods, nor has it linked the mark to a feature or quality of the goods
offered by Applicant under the mark." (I/d.) But these arguments completely ignore Opposer's
allegations described above. Opposer's factual allegations concern the nature of the goods —
namely, the "block puzzle" type games — and Applicant's use of the mark in connection with the
goods on the specimen. The Notice of Opposition also includes allegations of third-party use of
similar designs for the same goods. These allegations are sufficient to provide Applicant with

fair notice of the grounds for the Section 2(e) claim.

Loren Stocker v. Golfline, Inc., 2019 WL 495331, at *3 (T.T.A.B. Feb. 5, 2019), the case

cited by Applicant, is distinguishable from the present case. In Loren Stocker, Ms. Stocker, the



opposer in that case, merely provided a three-paragraph statement as the Notice of Opposition.

The three-paragraph statement is entirely reproduced below:

We offer unified communications including phone, email, text, and visual display
to local golf resorts on 1-800-Golf-line and various matching Internet domains.
Arranging tee times by mobile phone and/or internet is in the normal course of
business.

We believe any mark using the word Golfline, claiming exclusive rights to
arrange tee times on mobile phones and/or websites should be barred from
registration and would be highly confusing.

We've offered services on 1-800-Gofline since at least 2005. Our domains
Golfline.com and Golfline.net were registered in 1997.

(Opposition No. 91241278, Notice of Opposition dated 5/18/2018.) In granting the applicant's
motion, the Board found that there was literally no allegation that the term "Golfline" was
descriptive in opposer's pleading. But Opposer in the present case has pleaded sufficient

allegations that Opposed Mark is descriptive of Applicant's goods.

Applicant argues that the Opposed Mark is suggestive rather than descriptive.
(Applicant's Motion to Dismiss, p. 6.) However, Applicant's arguments are inapposite because in
assessing Applicant's motion to dismiss, the Board must accept as true all of the Opposer's well-
pleaded allegations and must construe the complaint in the light most favorable to the Opposer.
See Advanced Cardiovascular v. Scimed Life, 988 F.2d 1157 (Fed. Cir. 1993); see also
Libertyville Saddle Shop Inc. v. E. Jeffries & Sons, Ltd., 22 USPQ2d 1594, 1597 (TTAB 1992)
(motion to dismiss does not involve determination of case merits). Applicant's arguments at best

create a factual dispute, which should be resolved in favor to Opposer for purpose of this motion.

In fact, in a related opposition proceeding (Opposition No. 91272803) between Opposer

and Applicant, Applicant filed a similar motion to dismiss Opposer's opposition ground under



section 2(e). The facts between the present proceeding and the related proceeding are very

similar. In denying Applicant's motion, the Board found:

In this case, the Board finds the factual allegations in the notice of opposition,
taken together, sufficient for pleading a claim that the design mark is descriptive
of the goods. The notice of opposition includes allegations regarding the nature of
the goods and Applicant's use of the mark in connection with the goods on the
specimen. The pleading also includes allegations of third-party use of similar
designs for the same goods. The allegations are sufficient to provide Applicant
with fair notice of the grounds for the Section 2(e)(1) claim. Applicant's
arguments regarding the merits of the claim are inappropriate at the pleading
stage.

(See Order dated April 13, 2022, attached as Exhibit 1).

Thus, at least for the above reasons, Applicant's motion to dismiss Opposer's opposition

on the ground of descriptiveness of the Opposed Mark should be denied.

Alternatively, if the Board rules in favor of Applicant, Opposer respectfully requests that
the Board grant leave to amend Opposer's Notice of Opposition to fix any pleading issue. Miller
Brewing Co. v. Anheuser-Busch Inc., 27 USPQ2d 1711, 1714 (TTAB 1993) ("the Board freely
grants leave to amend pleadings found, upon challenge under Fed. R. Civ. P. 12(b)(6), to be

insufficient, particularly where challenged pleading is the initial pleading").

11. Conclusion

Thus, at least for the foregoing reasons, Opposer has established standing and pleaded
enough factual matter to suggest its claim is plausible and raise a right to relief above the

speculative level. As such, Applicant's Motion to Dismiss should be denied.

July 13, 2022 Respectfully submitted,

[Jigang Jin/
Jigang Jin
P.O. Box 1937



Union City, CA 94010-1455
(tel.) 408-220-4350
jigang.jin @jfuslaw.com

Attorney for Opposer

CERTIFICATE OF SERVICE

I, Jigang Jin, certify that, on the 13th day of July, 2022, I served a copy of the foregoing
document to Applicant's counsel via email upon:

Weeks, Rita RWeeks @kilpatricktownsend.com

Potter, Rob RPotter @kilpatricktownsend.com

Lieberstein, Marc MLieberstein @kilpatricktownsend.com

Nahitchevansky, Georges ghn @kilpatricktownsend.com

tmadmin tmadmin @Xkilpatricktownsend.com

Date: July 13, 2022

By: _ /Jigang Jin/

Jigang Jin
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UNITED STATES PATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board
THIS ORDER IS NOT A P.O. Box 1451
PRECEDENT OF THE Alexandria, VA 22313-1451
TTAB General Contact Number: 571-272-8500

General Email: TTABInfo@uspto.gov

Webster
April 13, 2022

Opposition No. 91272803

Fuzhou Mengku Technology Co., Ltd.,
Hangzhou Mengku Technology Co., Ltd.

U.

Shanghai Zhenglang Technology Co., Ltd.

By the Trademark Trial and Appeal Board:

On November 8, 2021, Fuzhou Mengku Technology Co., Ltd. and Hangzhou
Mengku Technology Co., Ltd. (collectively “Opposers”) filed a notice of opposition to
registration of the design mark displayed below for the following services in
International Class 41:

Audio and video recording services; Coaching in the field of sports;
Electronic games services provided by means of the internet;
Entertainment services, namely, providing on-line computer games;
Entertainment services, namely, providing online electronic games;
Entertainment services, namely, providing temporary use of non-
downloadable computer games; Entertainment services, namely, providing
an on-line board game; Entertainment services, namely, providing an on-
line computer game; Production of video and computer game software;
Providing on-line computer games; Provision of information relating to
electronic computer games provided via the Internet; Virtual reality game
services provided on-line from a computer network.!

1 Application Serial No. 90450044 was filed on January 6, 2021, based on a claim of use in
commerce under Trademark Act Section 1(a), 15 U.S.C. § 1051(a). Applicant claims January
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As grounds for opposition, Opposers allege: (1) likelihood of confusion with three
third-party marks; (2) the mark is merely descriptive; (3) no use in commerce; and (4)
no bona fide intent to use the mark in commerce. 1 TTABVUE 2.

In lieu of answer, Shanghai Zhenglang Technology Co., Ltd. (“Applicant”) filed a
motion to dismiss the notice of opposition, under Fed. R. Civ. P. 12(b)(6), for failure
to state a claim upon which relief may be granted. Opposer has filed a brief in
opposition to the motion.

I. Motion to Dismiss - Standard

A motion to dismiss under Fed. R. Civ. P. 12(b)(6) is solely a test of the sufficiency
of a complaint. Advanced Cardiovascular Sys. Inc. v. SciMed Life Sys. Inc., 988 F.2d
1157, 26 USPQ2d 1038, 1041 (Fed. Cir. 1993); NSM Res. Corp. v. Microsoft Corp., 113
USPQ2d 1029, 1032 (TTAB 2014). To withstand a motion to dismiss for failure to

state a claim upon which relief can be granted, a plaintiff need only allege sufficient

25, 2018 as the date of first use anywhere and first use in commerce. The application includes
the following description of the mark:

The mark consists of three vertical columns of stacked squares on the left hand side
of the mark wherein the leftmost row is formed from four squares and the middle and
rightmost formed from three squares each. On the right hand side of the mark appears
three vertical columns of stacked squares wherein the rightmost column is comprised
of four squares, the middle column is comprised of three squares, and the innermost
column is comprised of two squares. Above these columns appears an upside down “L”
shape formed by four squares. Five stars appear atop the upside down “L” shape. The
aforementioned design elements sit against a grid background comprised of multiple
shaded squares.
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factual content that, if proved, would allow the Board to conclude, or draw a
reasonable inference, that the plaintiff has an entitlement to a statutory cause of
actionZ and a valid ground exists for opposing or cancelling the registration. Doyle v.
Al Johnson's Swedish Rest. & Butik Inc., 101 USPQ2d 1780 (TTAB 2012) (citing
Young v. AGB Corp., 152 F.2d 1377, 47 USPQ2d 1752, 1754 (Fed. Cir. 1998); see also
TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) § 503.02 (June
2021). At the motion to dismiss stage, the Board does not consider the merits of the
plaintiff’s entitlement or its claims but only considers whether the pleading is
sufficient to state a claim to relief that is plausible on its face. Bell Atl. Corp. v.
Twombly, 550 U.S. 544, 570 (2007); Libertyville Saddle Shop Inc. v. E. Jeffries &
Sons, Ltd., 22 USPQ2d 1594, 1597 (TTAB 1992).
II.  Discussion

A. Entitlement to a Statutory Cause of Action

To establish an entitlement to bring a statutory cause of action (“entitlement”)
under Section 13 or 14 of the Trademark Act, a plaintiff must plead, and later prove,
a real interest in the proceeding where the opposition or cancellation is within the

zone of interests protected by statute, and a reasonable belief in damage that is

2 Decisions of the Board have previously analyzed the requirements of Sections 13 and 14 of
the Trademark Act, 15 U.S.C. §§ 1063 and 1064, under the rubric of “standing.” The Board
now refers to this inquiry as entitlement to a statutory cause of action. See Australian
Therapeutic Supplies Pty. Ltd., 965 F.3d 1370, 2020 USPQ2d 10837, at *2-6 (Fed. Cir. 2020)
(re-characterizing the issue of the interest required for a party to pursue an opposition or
cancellation proceeding as “entitlement to bring a cause of action”); see also Corcamore, LLC
v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at * 6-7 (Fed. Cir. Oct. 27, 2020). Despite
the change in nomenclature, the Board’s prior decisions and those of the Federal Circuit
interpreting Sections 13 and 14 remain applicable. See Spanishtown Enters., Inc. v.
Transcend Res., Inc., 2020 USPQ2d 11388, at *2 (TTAB 2020).
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proximately caused by continued registration of the mark. Corcamore, LLC, 2020
USPQ2d 11277, at *6-7; see also Empresa Cubana Del Tabaco v. Gen. Cigar Co., 753
F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2014). The purpose of the requirement
to show entitlement to a cause of action in TTAB proceedings is “to prevent litigation
where there 1s no real controversy between the parties, where a plaintiff, petitioner
or opposer, is no more than an intermeddler.” Lipton Indus., Inc. v. Ralston Purina
Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982).

Applicant argues that Opposers lack a real interest in this proceeding based on
their likelihood of confusion claim because “Opposers did not allege any prior use
themselves.” 5 TTABVUE 6. This argument, however, relates to the sufficiency of
Opposers’ likelihood of confusion claim, not their standing/entitlement to bring the
cause of action. See Holmes Prods. Corp. v. Duracraft Corp., 30 USPQ2d 1549, 1551
(TTAB 1994). A plaintiff need not assert proprietary rights in a mark in order to have
an entitlement to bring a statutory cause of action. See Australian Therapeutic
Supplies, 2020 USPQ2d 10837, at *3-4.

In this case, Opposers allege that that their “main business is developing and
operating mobile applications and gaming software for users worldwide,”3 and that
Opposer Fuzhou Mengku Technology Co., Ltd. (“Fuzhou”), which is primarily owned
by Opposer Hangzhou Mengku Technology Co., Ltd. (“Hangzhou”) “have published a

mobile game featuring jewel block puzzles.”¢ In addition, Opposers’ allege that the

3 Notice of Opposition, § 14 (1 TTABVUE 9).
4 Id. at § 15 (1 TTABVUE 10).
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subject mark is merely descriptive of games identified in the application.? Thus,
Opposers have alleged that they are competitors of Applicant in the online electronic
game industry and that they have the right to use the same or similar mark to
describe their goods.

In view of the foregoing, the Board finds that Opposers have alleged sufficient
facts that, if proven, would establish that Opposers have a real interest in opposing
the mark and a reasonable belief that they will be damaged by registration of the
mark. See, e.g., Performance Open Wheel Racing, Inc. v. United States Auto Club Inc.,
2019 USPQ2d 208901, at *2 (TTAB 2019) (standing established because parties are
competitors in arranging automobile racing events); Kohler Co. v. Honda Giken Kogyo
K K., 125 USPQ2d 1468, 1487 (TTAB 2017) (opposer’s status as competitor
establishes standing to oppose registration of product configuration); Target Brands
Inc. v. Hughes, 85 USPQ2d 1676, 1679 (TTAB 2007) (standing based on opposer’s
privity relationship with company that has competitive right to use mark
descriptively); Kellogg Co. v. General Mills Inc., 82 USPQ2d 1766, 1767 (TTAB 2007)
(commercial interest in allegedly descriptive term); see also 3 J. THOMAS MCCARTHY,

MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION, § 2011 (5th ed. 2022 update).6

51d. at 9 3 (1 TTABVUE 6).

6 The Board notes that in order to establish their entitlement to bring the descriptiveness
claim, Opposers need not establish that they have proprietary rights in the mark or that they
have used the applied-for mark as a trademark. Opposers need only establish that they are
in the business of producing a product which could be described by the mark sought for
registration. See MCCARTHY ON TRADEMARKS, supra.
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If Opposers are able to show an entitlement to a statutory cause of action based
on one claim, such as that the mark is merely descriptive, Opposers may assert any
other grounds for opposition, if available and well-pleaded. See Corporacion Habanos
SA v. Rodriquez, 99 USPQ2d 1873, 1877 (TTAB 2011) (because petitioners alleged
standing as to at least one ground, primarily geographically deceptively

misdescriptive, they may assert any other legally sufficient claims).

B. Likelihood of Confusion Claim

Turning to issue regarding the sufficiency of Opposers’ pleading of the likelihood
of confusion claims, Opposers allege that the subject mark is confusingly similar to
two marks used by “Party A” and a mark used by “Party B” in connection with games.”
Opposers do not specifically identify the owners of the allegedly similar marks or
Opposers’ relationship to the third parties. As noted above, Applicant argues that
Opposers’ likelihood of confusion claim should be dismissed because Opposers lack a
priority interest in the pleaded marks. 5 TTABVUE 5-6. Applicant also argues that,
because the games provided under the pleaded marks are “downloadable” games, “the
Broad [sic]® can conclude that the mark applied for and the Opposers are not in a
competitive market.” Id. at 7.

In response, Opposers argue that “[t]here is no absolute requirement that a party
have proprietary rights in a mark to have standing to maintain an opposition under

[S]ection 2(d), as long as opposer has a real interest in the outcome of the proceeding.”

7 Notice of Opp., Y 5-7 1 TTABVUE 7).

8 The Board notes that Applicant misspells the term “Board” as “Broad” at least 13 times in
its motion.
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8 TTABVUE 6 (citing Jewelers Vigilance Comm. v. Ullenberg, 853 F.2d 888, 892 (Fed.
Cir. 1988)). Opposers further argue that “even if the Board determines that Opposers
could not rely on third parties’ prior uses as grounds for opposition in this case,
because Opposers have established standing on the descriptiveness ground, they are
entitled to rely on other pleaded grounds for opposition, including likelihood of
confusion and priority based on third parties’ uses.” Id. at 7. This argument is
incorrect.

To plead a legally sufficient claim upon which relief may be granted under Section
2(d), 15 U.S.C. § 1052(d), an opposer needs to allege that (1) it has valid proprietary
rights in a mark that are prior to those of applicant, or that it owns a registration,
and (2) the applicant’s mark so resembles the opposer’s mark as to be likely to cause
confusion. Nike, Inc. v. Palm Beach Crossfit Inc., 116 USPQ2d 1025, 1030 (TTAB
2015); see also Trademark Act Section 2(d).

In cases where a plaintiff does not have a proprietary interest in the marks in
which it pleads as the basis for a likelihood of confusion claim, “it must have some
other legitimate interest in preventing confusion between the pleaded mark on which
1t predicates its Section 2(d) claim and the mark whose registration it opposes.”
Holmes Prods. Corp. v. Duracraft Corp., 30 USPQ2d at 1552 (discussing the Court of
Appeals’ decisions in Jeweler’s Vigilance Comm., Inc. v. Ullenberg Corp., 823 F.2d
490, 2 USPQ2d 2020 (Fed. Cir. 1987), and Jewelers Vigilance Comm., Inc. v.
Ullenberg Corp., 853 F.2d 888, 7 USPQ2d 1628 (Fed. Cir. 1988)). Accordingly, a

plaintiff need not assert its “proprietary interest” if it alleges some other “legitimate



Opposition No. 91272803

Interest” in preventing likelihood of confusion between the pleaded mark(s) on which
1ts claim 1s based. See Major League Soccer, LLC v. F.C. Internazionale Milano S.P.A.,
2020 USPQ2d 11488, at *4-5 (TTAB 2020). Thus, the issue regarding the Section 2(d)
claims is not whether Opposers have sufficiently alleged their entitlement/standing
to bring a cause of action. The question is whether Opposers have pleaded legally
sufficient claims under Section 2(d) by alleging a “legitimate interest” in preventing
confusion with the third-party marks.

In the notice of opposition, Opposers fail to identify the owners of the pleaded
marks, let alone allege that they are in privity with the owners of the marks. Further,
Opposers have failed to allege that they have any “legitimate interest” in the subject
marks avoiding likelihood of confusion with the pleaded marks other than as a
competitor of Applicant. The Board recently noted in Major League Soccer, “[e]ven
though it may be in Opposer’s best interest that Applicant not register its mark, that
is not the same as having a ‘legitimate interest’ in protecting the third parties’ alleged
marks from a likelihood of confusion.” 2020 USPQ2d 11488, at *7.

In view of the foregoing, the motion to dismiss is granted with respect to
Opposers’ likelihood of confusion claims.

C. Merely Descriptive Claim

In support of its claim that the subject mark is merely descriptive of the goods
identified in the involved application, Opposers allege that the design mark
“Immediately conveys the knowledge of a jewel block puzzle’ computer or mobile

game — a type of computer or mobile game featuring jewel blocks .... The specimen
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submitted by Applicant shows that the Opposed Mark has been used in connection
with Applicant’s ‘block puzzle legend’ game, which is a ‘ewel block puzzle’ type
game.”®

Applicant argues that Opposers’ allegation “is a legal conclusion,” 5 TTABVUE 8,
and that the design i1s arbitrary and suggestive. Applicant further argues,
“[alssum[ing] Opposers plead sufficient factual allegation[s] that the Applicant’s
mark is merely descriptive, Opposers failed to plead that Applicant failed to acquire
secondary meaning.” Id. at 9.

Opposers, on the other hand, argue that they “have alleged enough factual matter
to suggest its claim is plausible and raise a right to relief above the speculative level.”
8 TTABVUE 5.

A proposed mark that consists merely of an illustration of the goods in connection
with which it is used, or of an article that is an important feature or characteristic of
the goods or services, may be merely descriptive under Trademark Act Section 2(e)(1),
15 U.S.C. § 1052(e)(1), just as descriptive wording would be. See In re Swatch Grp.
Mgmt. Servs. AG, 110 USPQ2d 1751, 1755 (TTAB 2014); see, e.g., In re Underwater
Connections, Inc., 221 USPQ 95, 95 (TTAB 1983) (pictorial representation of a
compressed air gas tank held merely descriptive of travel-tour services involving
underwater diving); In re Eight Ball, Inc., 217 USPQ 1183, 1184 (TTAB 1983)
(holding the mark comprising a pictorial representation of a cue stick and eight ball

to be merely descriptive of applicant’s billiard parlor services).

9 Notice of Opp., 9 3 (1 TTABVUE 6).
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In this case, the Board finds the factual allegations in the notice of opposition,
taken together, sufficient for pleading a claim that the design mark is descriptive of
the goods. The notice of opposition includes allegations regarding the nature of the
goods and Applicant’s use of the mark in connection with the goods on the specimen.
The pleading also includes allegations of third-party use of similar designs for the
same goods.10 The allegations are sufficient to provide Applicant with fair notice of
the grounds for the Section 2(e)(1) claim. Applicant’s arguments regarding the merits
of the claim are inappropriate at the pleading stage.

In addition, because there is no claim of acquired distinctiveness in the underlying
application, whether the mark has acquired secondary meaning under Trademark
Act Section 2(f), 15 U.S.C. § 1052(f), is not at issue. Thus, allegations relating to lack
of secondary meaning are unnecessary. See Yamaha Intern. Corp. v. Hoshino Gakki
Co., Ltd., 840 F.2d 1572, 6 USPQ2d 1001, (Fed. Cir. 1988) (““Section 2(f) is not a
provision on which registration can be refused,” but is a provision under which
application has a chance to prove that he is entitled to a federal trademark
registration which would otherwise be refused.”) (quoting In re Capital Formation
Counselors, Inc., 219 USPQ 916, 917 n.2 (TTAB 1983)). Acquired distinctiveness may,
however, be raised as an affirmative defense to a Section 2(e)(1) claim. See, e.g., Coach
Servs., Inc. v. Triumph Leaning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1729 (Fed.

Cir. 2012); Mini Melts, Inc. v. Reckitt Benckiser LLC, 118 USPQ2d 1464, 1479 (TTAB

10 The Board notes that any exhibits attached to the pleading is not considered evidence in
the record unless properly introduced in evidence as an exhibit during Opposers’ trial period.
Trademark Rule 2.122(c), 37 C.F.R. § 2.122(c).

10
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2016) (“In an opposition proceeding based on mere descriptiveness, an applicant may
assert in defending against the claim that is mark has acquired distinctiveness under
Section 2(f).”).

In view of the foregoing, Applicant’s motion to dismiss is denied with respect to
the claim that the mark is merely descriptive under Section 2(e)(1).

D. No Use and No Bona Fide Intent to Use in Commerce

The allegations regarding Opposers’ third and fourth claims consist of the
following:
[O]n information and belief, Applicant has not used the Opposed Mark in
connection with “Audio and video recording services; Coaching in the field
of sports.” Thus, registration of the Opposed Mark should also be refused
on the grounds that the Opposed Mark is not yet in use in commerce or
there is a lack of bona fide intent to use at least in connection with the above
services.!!
As Applicant notes, because the involved application was not filed based on a claim
of bona fide intent to use the mark under Section 1(b) of the Trademark Act, 15 U.S.C.
§ 1051(b), a claim that Applicant lacked a bona fide intent to use the mark is not
available here. Accordingly, the motion to dismiss is granted with respect to the
claim that Applicant lacked a bona fide intent to use the mark.
With respect to the allegation that Applicant has not used the mark in connection
with certain goods, there are no factual allegations in the pleading to support this

claim. “A plaintiff’s obligation to provide the ‘grounds’ of his ‘entitle[ment] to relief

requires more than labels and conclusions ... Factual allegations must be enough to

11 Notice of Opp., §J 12 (1 TTABVUE 9).

11
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raise a right to relief above the speculative level.” Bell Atlantic v. Twombly, 550 U.S.
544, 555 (2007) (quoting Fed. R. Civ. P. 8(a)(2)); see also id. at 597 n.3 (“Without some
factual allegations in the complaint, it is hard to see how a claimant could satisfy the
requirement of providing not only ‘fair notice’ of the nature of the claim, but also
‘erounds’ on which the claim rests.”). Cf. Exergen Corp. v. Wal-Mart Stores Inc., 575
F.3d 1312, 91 USPQ2d 1656, 1670 (Fed. Cir. 2009) (Pleadings on “information and
belief” must set forth the specific facts upon which the belief is reasonably based).
Because Opposers have failed to allege any facts to support their allegation that
Applicant has not used the mark in connection with certain goods, the claim of no use
in commerce under Section 1(a) is dismissed. See NSM Res. Corp. v. Microsoft Corp.,
113 USPQ2d 1029, 1039 n.19 (TTAB 2014) (Board may sua sponte dismiss any
insufficiently pleaded pleading).

III. Conclusion

As fully discussed herein, Applicant’s motion to dismiss is denied with respect to
Opposers’ claim that the mark is merely descriptive, and the Board finds that
Opposers have sufficiently pleaded their entitlement to bring a cause of action.
However, Opposers’ likelihood of confusion, lack of bona fide intent to use, and nonuse
in commerce claims are dismissed.

It is the Board’s practice, however, when finding a pleading deficient, to grant
leave to amend the pleading, if leave to replead would not be futile. See Dragon Bleu
(SARL) v. VENM, LLC, 112 USPQ2d 1925, 1929 n.10 (TTAB 2014). Thus, Opposers

are allowed TWENTY DAYS from the date of this order to file and serve an amended
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notice of opposition alleging a legally sufficient claim of nonuse in commerce under
Trademark Act Section 1(a). Repleading claims of likelihood of confusion based on
third-party marks is not recommended, however, inasmuch as Opposers do not
appear to have grounds for alleging a “legitimate interest” in preventing confusion
with the third-party marks. “Ordinarily, a person should not be heard on a third
party’s rights, that is, allowed to sue to vindicate the rights of another.” Jewelers
Vigilance, 7 USPQ2d at 1631; see also Holmes Prods. Corp. v. Duracraft Corp., 30
USPQ2d at 1552 (stating that the language in Jeweler’s Vigilance should be read
narrowly “in the context of the factual situation before the Court.”). If no amended
notice of opposition is filed, the opposition will proceed on the Section 2(e)(1) claim
only.

Applicant is allowed until May 24, 2022 to file its answer to the notice of
opposition or amended notice of opposition.

IV. Proceeding Schedule

Proceedings are resumed. Dates are reset as follows:

Time to Answer 5/24/2022
Deadline for Discovery Conference 6/23/2022
Discovery Opens 6/23/2022
Initial Disclosures Due 7/23/2022
Expert Disclosures Due 11/20/2022
Discovery Closes 12/20/2022
Plaintiff's Pretrial Disclosures Due 2/3/2023
Plaintiff's 30-day Trial Period Ends 3/20/2023
Defendant's Pretrial Disclosures Due 4/4/2023
Defendant's 30-day Trial Period Ends 5/19/2023
Plaintiff's Rebuttal Disclosures Due 6/3/2023

Plaintiff's 15-day Rebuttal Period Ends 7/3/2023
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Plaintiff's Opening Brief Due 9/1/2023
Defendant's Brief Due 10/1/2023
Plaintiff's Reply Brief Due 10/16/2023

Request for Oral Hearing (optional) Due 10/26/2023

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is
taken and introduced out of the presence of the Board during the assigned testimony
periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, matters in
evidence, the manner and timing of taking testimony, and the procedures for
submitting and serving testimony and other evidence, including affidavits,
declarations, deposition transcripts and stipulated evidence. Trial briefs shall be
submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at
final hearing will be scheduled only upon the timely submission of a separate notice

as allowed by Trademark Rule 2.129(a).

14



	Blank Page

