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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Redbox Automated Retail, LLC

Granted to date
of previous ex-
tension

05/08/2022

Address ONE TOWER LANE
SUITE 900
OAKBROOK TERRACE, IL 60181
UNITED STATES

Correspondence
information

JAMES P. MURAFF
MCDONALD HOPKINS LLC
300 N. LASALLE ST
SUITE 1400
CHICAGO, IL 60654
UNITED STATES
Primary email: ipmailbox@mcdonaldhopkins.com
Secondary email(s): ipmailbox@mcdonaldhopkins.com, drobin-
son@mcdonaldhopkins.com, jmuraff@mcdonaldhopkins.com
3126421480

Applicant information

Application no. 90766934 Publication date 11/09/2021

Opposition filing
date

05/09/2022 Opposition period
ends

05/08/2022

Applicant Hy-Vee, Inc.
5820 WESTOWN PARKWAY
WEST DES MOINES, IA 50266
UNITED STATES

Goods/services affected by opposition

Class 035. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Mail order pharmacy services; Retail phar-
macy services; Pharmaceutical services, namely, processing online and telephone prescription or-
ders in retail and central fill pharmacies

Class 044. First Use: None First Use In Commerce: None
All goods and services in the class are opposed, namely: Telemedicine services

Grounds for opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

https://estta.uspto.gov


Dilution by tarnishment Trademark Act Sections 2 and 43(c)

Marks cited by opposer as basis for opposition

U.S. registration
no.

4418938 Application date 01/28/2011

Register Principal

Registration date 10/15/2013 Foreign priority
date

NONE

Word mark REDBOX

Design mark

Description of
mark

NONE

Goods/services Class 035. First use: First Use: Mar 31, 2003 First Use In Commerce: Mar 31,
2003

Distributorship services in the field of video games, DVD's featuring movies, on-
line retail store services featuring pre-recorded videos featuring entertainment in
the nature of movies, motion picture films, television programs, Automated retail
services, namely, providing retail facilities featuring automated retail vending
machines featuring entertainmentcontent, media, DVDs, movies and video
games, for purchase and rental

Class 038. First use: First Use: Jan 2013 First Use In Commerce: Jan 2013

Video-on-demand transmission services, video broadcasting, transmission of
voice, data, images, data signals, messages and information by electronic com-
munications networks

Class 041. First use: First Use: Mar 31, 2003 First Use In Commerce: Mar 31,
2003

Rental of video recordings by means of communications networks, and provid-
ing information in the field of entertainmentby means of communications net-
works; providing facilities for DVD, movie, and video game rental

U.S. registration
no.

4988910 Application date 10/03/2012

Register Principal

Registration date 06/28/2016 Foreign priority
date

NONE

Word mark REDBOX



Design mark

Description of
mark

NONE

Goods/services Class 041. First use: First Use: Jun 17, 2005 First Use In Commerce: Jun 17,
2005

Providing information in the field of entertainment via an interactive global com-
puter network, networked kiosks, computers, mobile devices, game consoles,
app-enabled TVs, and/or optical and magneto-optical disc players

Class 042. First use: First Use: Jun 17, 2005 First Use In Commerce: Jun 17,
2005

Computerized online search service in the field of entertainment, namely, provid-
ing a search engine for obtaining entertainment information on a global com-
puter network

U.S. registration
no.

4672047 Application date 05/19/2011

Register Principal

Registration date 01/13/2015 Foreign priority
date

NONE

Word mark REDBOX.COM

Design mark

Description of
mark

NONE

Goods/services Class 009. First use: First Use: 2009 First Use In Commerce: 2009

Vending Machines

Class 035. First use: First Use: 2009 First Use In Commerce: 2009

Vending machine services; automated retail vending machine kiosks featuring
movies and video games; vending machine services rendered through auto-
mated kiosks featuring movies and video games; automated retail vending ma-
chine kiosk services featuring DVDs, movies, prerecorded electronic media fea-
turing entertainment content, and video games for purchase; online retail store
services featuring DVDs, movies, prerecorded electronic media featuring enter-
tainment content, and video games for purchase; computerized online retail
store services featuring pre-recorded videos; distributorship servicesin the field



of entertainment content in the nature of DVDs, movies, video games, and digit-
al content and pre-recorded media featuring entertainment content

Class 041. First use: First Use: 2009 First Use In Commerce: 2009

Rental of video recordings by means of communications networks; providing in-
formation in the field of entertainment by means of communications networks;
rentalof DVDs, video discs, video games, movies and prerecorded electronic
media featuring entertainment content

U.S. registration
no.

5857987 Application date 07/28/2017

Register Principal

Registration date 09/10/2019 Foreign priority
date

NONE

Word mark REDBOX.

Design mark

Description of
mark

The mark consists of the word "redbox" in red with a purple period.

Goods/services Class 007. First use: First Use: Feb 19, 2018 First Use In Commerce: Feb 19,
2018

Vending machines

Class 009. First use: First Use: Aug 17, 2018 First Use In Commerce: Aug 17,
2018

Computer application software for mobile phones, portable media players, and
handheld computers, namely, software for viewing and renting entertainment
contentin the nature of movies and television programs and for reserving enter-
tainmentcontent in the nature of video games, movies and television programs
at a vending machine

Class 035. First use: First Use: Feb 19, 2018 First Use In Commerce: Feb 19,
2018

Vending machine services; automated retail vending machine kiosks featuring
movies and video games; vending machine services rendered through auto-
mated kiosks featuring movies and video games; automated retail vending ma-
chine kiosk services featuring DVDs, movies, prerecorded electronic media fea-
turing entertainment content, and video games for purchase; online retail store
services featuring DVDs, movies, prerecorded electronic media featuring enter-
tainment content, and video games for purchase; computerized online retail
store services featuring pre-recorded videos; distributorship servicesin the field
of entertainment content in the nature of DVDs, movies, video games, and digit-
al content and pre-recorded media featuring entertainment content

Class 038. First use: First Use: Aug 17, 2018 First Use In Commerce: Aug 17,
2018

Video-on-demand transmission services, video broadcasting, transmission of
voice, data, images, data signals, messages and information by electronic com-
munications networks

Class 041. First use: First Use: Aug 17, 2018 First Use In Commerce: Aug 17,
2018

Rental of video recordings by means of communications networks; providing in-



formation in the field of entertainment by means of communications networks;
rentalof DVDs, video discs, video games, movies and prerecorded electronic
media featuring entertainment content

Class 042. First use: First Use: Aug 17, 2018 First Use In Commerce: Aug 17,
2018

Computerized online search service in the field of entertainment, namely, provid-
ing a search engine for obtaining entertainment information on a global com-
puter network

U.S. registration
no.

4418939 Application date 01/28/2011

Register Principal

Registration date 10/15/2013 Foreign priority
date

NONE

Word mark REDBOX

Design mark

Description of
mark

The mark consists of the word "redbox" with an arc over the word.

Goods/services Class 035. First use: First Use: Mar 31, 2003 First Use In Commerce: Mar 31,
2003

Distributorship services in the field of video games, DVD's featuring movies, on-
line retail store services featuring pre-recorded videos featuring entertainment in
the nature of movies, motion picture films, television programs, Automated retail
services, namely, providing retail facilities featuring automated retail vending
machines featuring entertainmentcontent, media, DVDs, movies and video
games, for purchase and rental

Class 038. First use: First Use: Jan 2013 First Use In Commerce: Jan 2013

Video-on-demand transmission services, video broadcasting, transmission of
voice, data, images, data signals, messages and information by electronic com-
munications networks

Class 041. First use: First Use: Mar 31, 2003 First Use In Commerce: Mar 31,
2003

Rental of video recordings by means of communications networks, and provid-
ing information in the field of entertainmentby means of communications net-
works; providing facilities for DVD, movie, and video game rental

U.S. registration
no.

6521286 Application date 06/13/2019

Register Principal

Registration date 10/12/2021 Foreign priority
date

NONE



Word mark REDBOX. ENTERTAINMENT

Design mark

Description of
mark

NONE

Goods/services Class 038. First use: First Use: Sep 22, 2020 First Use In Commerce: Sep 22,
2020

Video-on-demand transmission services, video broadcasting, and transmission
of voice, data, images, data signals, messages and information by electronic
communications networks

Class 041. First use: First Use: Sep 22, 2020 First Use In Commerce: Sep 22,
2020

Rental of video recordings by means of communications networks; providing in-
formation in the field of entertainment by means of communications networks;
rentalof DVDs, video discs, video games, movies and prerecorded electronic
media featuring entertainment content; Production,presentation, and rental of
films, motion pictures, television and radio programs, sound and video record-
ings, via all types of media, including, inter alia, television, cable and satellite
television, Internet, and electronic display devices; production, presentation, and
rental of images, video games, excerpts, and video and sound recordings via all
typesof media, including, inter alia, television, cable and satellite television, In-
ternet, and electronic display devices; production of entertainment television and
audio-visual shows and interactive television and audio-visual programs for dis-
tribution via television, cable, satellite, audio and video media, the Internet, elec-
tronic display devices, laser discs, computer discs, and electronic media; pro-
duction of audio-visual entertainment content, television and audio-visual news
shows, and television and audio-visual shows featuring information for perform-
ance and presentation in the field ofmotion pictures, television programs, docu-
mentaries, television series, learning programs, comedy shows, sports shows,
news programs, political shows, special events, talk shows, weather shows, and
entertainment content via and to all types of media, including, inter alia, televi-
sion, cable and satellite television, Internet, electronic display devices, andcom-
puter and communication networks; production and recording of films, motion
pictures, and shows; provision of information relating to lists of television, cable,
and broadcasting programs; gaming services in the nature of providing online
video games via the Internet and computer networks; none of the aforesaid be-
ing for gambling purposes

U.S. registration
no.

6511954 Application date 06/13/2019

Register Principal

Registration date 10/05/2021 Foreign priority
date

NONE

Word mark REDBOX. ORIGINAL



Design mark

Description of
mark

NONE

Goods/services Class 038. First use: First Use: Sep 22, 2020 First Use In Commerce: Sep 22,
2020

Video-on-demand transmission services, video broadcasting, and transmission
of voice, data, images, data signals, messages and information by electronic
communications networks

Class 041. First use: First Use: Sep 22, 2020 First Use In Commerce: Sep 22,
2020

Rental of video recordings by means of communications networks; providing in-
formation in the field of entertainment by means of communications networks;
rentalof DVDs, video discs, video games, movies and prerecorded electronic
media featuring entertainment content; Production,presentation, and rental of
films, motion pictures, television and radio programs, sound and video record-
ings, via all types of media, including, inter alia, television, cable and satellite
television, Internet, and electronic display devices; production, presentation, and
rental of images, video games, excerpts, and video and sound recordings via all
typesof media, including, inter alia, television, cable and satellite television, In-
ternet, and electronic display devices; production of entertainment television and
audio-visual shows and interactive television and audio-visual programs for dis-
tribution via television, cable, satellite, audio and video media, the Internet, elec-
tronic display devices, laser discs, computer discs, and electronic media; pro-
duction of audio-visual entertainment content, television and audio-visual news
shows, and television and audio-visual shows featuring information for perform-
ance and presentation in the field ofmotion pictures, television programs, docu-
mentaries, television series, learning programs, comedy shows, sports shows,
news programs, political shows, special events, talk shows, weather shows, and
entertainment content via and to all types of media, including, inter alia, televi-
sion, cable and satellite television, Internet, electronic display devices, andcom-
puter and communication networks; production and recording of films, motion
pictures, and shows; provision of information relating to lists of television, cable,
and broadcasting programs; gaming services in the nature of providing online
video games via the Internet and computer networks; none of the aforesaid be-
ing for gambling purposes
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 

In the Matter of Application No 90/766/934 ) 

) 

Mark: REDBOX RX ) 

) 

REDBOX AUTOMATED RETAIL, LLC  ) 

And REDBOX ENTERTAINMENT, LLC, )  

) 
Opposers, ) OPPOSITION NO. 

v. ) 

) 

HY-VEE, INC., ) 

 ) 

  Applicant.    ) 

 

NOTICE OF OPPOSITION  

This Notice of Opposition (“Opposition”) is submitted in the matter of Application Serial 

No. 90/766/934 (the “Subject Application”), filed by Hy-Vee, Inc. (“Applicant”), which seeks to 

register the trademark REDBOX RX (the “REDBOX RX Mark” or the “Applied-For Mark”), 

identified in the Subject Application, in connection with the following services: 

 “Mail order pharmacy services; Retail pharmacy services; Pharmaceutical 

services, namely, processing online and telephone prescription orders in 

retail and central fill pharmacies” in Class 035; and  

 “Telemedicine services” in Class 044 

(the “Applied-For Services”). 

Redbox Automated Retail, LLC, a Delaware limited liability company with a place of 

business at One Tower Lane, Oakbrook Terrace, Illinois 60181 (“Redbox Automated Retail”) and 

Redbox Entertainment LLC, a Delaware limited liability company with a place of business at One 

Tower Lane, Oakbrook Terrace, Illinois 60181 (“Redbox Entertainment”) (hereinafter collectively 
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“Opposers” or “Redbox”), believe that they collectively and individually will be damaged by 

registration of the Subject Application and therefore oppose the same, as set forth below.  

The following sets forth Redbox’s grounds for the present Opposition: 

1. Redbox provides entertainment content rental, sales, and distribution services 

through REDBOX automated kiosks, through a REDBOX online website (www.redbox.com), and 

through REDBOX mobile and other interactive device software applications, among other 

REDBOX distribution channels of trade using various technology platforms (the “Redbox Goods 

and Services”).  

2. Redbox is one of the top entertainment content distribution companies in the United 

States, and the premier provider of kiosk-based DVD rentals and sales, having distributed more 

than six billion (6,000,000,000) movies and games online and through over 41,000 kiosk locations 

nationwide. Redbox’s REDBOX automated kiosks are located across the United States in general 

merchandise retail stores, Quick Service Restaurants (QSR), drug stores, pharmacies, grocery 

stores, convenience stores, and other locations nationwide. 

3. For many years, Redbox has provided the Redbox Goods and Services under and 

in connection with its REDBOX trademarks and trade name, establishing both common law rights 

as well as rights under the Lanham Act.  

4. Redbox has devoted significant resources, time, and effort to marketing and 

promoting its Redbox Goods and Services under the REDBOX trademarks and trade name. 

Redbox maintains a website under the domain name www.redbox.com, which is available to all 

members of the public, and which promotes and allows users to receive REDBOX Goods and 

Services. Redbox also provides the Redbox Goods and Services through the distribution and use 

of iOS, Android, and other interactive device software applications, which users download to their 
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interactive devices for searching, finding, and receiving entertainment, educational, and other 

content from Redbox. Redbox also provides the Redbox Goods and Services through REDBOX 

software applications downloaded to and/or residing on smart televisions, video game consoles, 

and other technology platforms.  Attached hereto as Exhibit A are print-outs from redbox.com 

depicting and describing some of the Redbox Goods and Services. 

5. On June 10, 2021, Applicant filed the Subject Application for the REDBOX RX 

Mark, which published for opposition on November 9, 2021. 

6. On November 22, 2021, Redbox Automated Retail filed a 90-day request for 

extension of time to oppose the Subject Application, and on March 9, 2022, Redbox Automated 

Retail filed a 60-day consented request for extension of time to oppose the Subject Application, 

providing an extended final deadline of May 9, 2022 by which to oppose the Subject Application.  

7. Redbox Entertainment is named as an opposer in this opposition because it is in 

privity with Redbox Automated Retail pursuant to TMPB §206.02. Specifically, Redbox 

Automated Retail is the parent company of Redbox Entertainment. As such, use of a trademark by 

Redbox Entertainment inures to the benefit of Redbox Automated Retail, and Opposers are related 

companies under 15 U.S.C. §1055.  

8. To further protect its REDBOX marks and name, Redbox Automated Retail has 

filed applications for and has obtained numerous registrations for marks containing or comprising 

the distinctive term “REDBOX” including without limitation the following (collectively, the 

“REDBOX Automated Marks”): 

Mark App./Reg. 

No. 

Class(es) Relevant Goods / Services Priority 

Date 

REDBOX 4,418,938 35, 38, 41 Class 38: Video-on-demand transmission 

services, video broadcasting, transmission of 

voice, data, images, data signals, messages and 

January 
28, 2011 
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information by electronic communications 

networks. 

Class 41: Rental of video recordings by means 

of communications networks, and providing 

information in the field of entertainment by 

means of communications networks; providing 

facilities for DVD, movie, and video game 

rental. 

REDBOX 4,988,910 41, 42 Class 41: Providing information in the field of 

entertainment via an interactive global computer 

network, networked kiosks, computers, mobile 

devices, game consoles, app-enabled TVs, 

and/or optical and magneto-optical disc players. 

October 
3, 2012 

REDBOX.COM 4,672,047 9, 35, 41 Class 035: Vending machine services; 

automated retail vending machine kiosks 

featuring movies and video games; vending 

machine services rendered through automated 

kiosks featuring movies and video games; 

automated retail vending machine kiosk services 

featuring DVDs, movies, prerecorded electronic 

media featuring entertainment content, and 

video games for purchase; online retail store 

services featuring DVDs, movies, prerecorded 

electronic media featuring entertainment 

content, and video games for purchase; 

computerized online retail store services 

featuring pre-recorded videos; distributorship 

services in the field of entertainment content in 

the nature of DVDs, movies, video games, and 

digital content and pre-recorded media featuring 

entertainment content. 

Class 41: Rental of video recordings by means 

of communications networks; providing 

information in the field of entertainment by 

means of communications networks; rental of 

DVDs, video discs, video games, movies and 

prerecorded electronic media featuring 

entertainment content 

May 19, 
2011 

 5,857,987 7, 9, 35, 
38, 41, 42 

Class 35: Vending machine services; automated 

retail vending machine kiosks featuring movies 

and video games; vending machine services 

rendered through automated kiosks featuring 

July 28, 
2017 
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movies and video games; automated retail 

vending machine kiosk services featuring 

DVDs, movies, prerecorded electronic media 

featuring entertainment content, and video 

games for purchase; online retail store services 

featuring DVDs, movies, prerecorded electronic 

media featuring entertainment content, and 

video games for purchase; computerized online 

retail store services featuring pre-recorded 

videos; distributorship services in the field of 

entertainment content in the nature of DVDs, 

movies, video games, and digital content and 

pre-recorded media featuring entertainment 

content. 

Class 38: Video-on-demand transmission 

services, video broadcasting, and transmission 

of voice, data, images, data signals, messages 

and information by electronic communications 

networks. 

Class 41: Rental of video recordings by means 

of communications networks; providing 

information in the field of entertainment by 

means of communications networks; rental of 

DVDs, video discs, video games, movies and 

prerecorded electronic media featuring 

entertainment content.  

 4,418,939 35, 38, 41 Class 35: Distributorship services in the field of 

video games, DVD's featuring movies, online 

retail store services featuring pre-recorded 

videos featuring entertainment in the nature of 

movies, motion picture films, television 

programs, Automated retail services, namely, 

providing retail facilities featuring automated 

retail vending machines featuring entertainment 

content, media, DVDs, movies and video games, 

for purchase and rental. 

Class 38: Video-on-demand transmission 

services, video broadcasting, transmission of 

voice, data, images, data signals, messages and 

information by electronic communications 

networks. 

Class 41: Rental of video recordings by means 

of communications networks, and providing 

January 
28, 2011 
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information in the field of entertainment by 

means of communications networks; providing 

facilities for DVD, movie, and video game 

rental. 

 

9. To further protect its REDBOX marks and name, Redbox Entertainment has filed 

applications for and has obtained registrations for the following marks containing or comprising 

the distinctive term “REDBOX” including without limitation the following (collectively, the 

“REDBOX Entertainment Marks”): 

Mark App./Reg. 

No. 

Class(es) Relevant Goods / Services Priority 

Date 

REDBOX. 
ENTERTAINMENT 

6,521,286 38, 41 Class 41:  Rental of video recordings by means of 

communications networks; providing information 

in the field of entertainment by means of 

communications networks; rental of DVDs, video 

discs, video games, movies and prerecorded 

electronic media featuring entertainment content; 

Production, presentation, and rental of films, 

motion pictures, television and radio programs, 

sound and video recordings, via all types of 

media, including, inter alia, television, cable and 

satellite television, Internet, and electronic display 

devices; production, presentation, and rental of 

images, video games, excerpts, and video and 

sound recordings via all types of media, including, 

inter alia, television, cable and satellite television, 

Internet, and electronic display devices; 

production of entertainment television and audio-

visual shows and interactive television and audio-

visual programs for distribution via television, 

cable, satellite, audio and video media, the 

Internet, electronic display devices, laser discs, 

computer discs, and electronic media; production 

of audio-visual entertainment content, television 

and audio-visual news shows, and television and 

audio-visual shows featuring information for 

performance and presentation in the field of 

motion pictures, television programs, 

documentaries, television series, learning 

programs, comedy shows, sports shows, news 

programs, political shows, special events, talk 

June 13, 
2019 
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shows, weather shows, and entertainment content 

via and to all types of media, including, inter alia, 

television, cable and satellite television, Internet, 

electronic display devices, and computer and 

communication networks; production and 

recording of films, motion pictures, and shows; 

provision of information relating to lists of 

television, cable, and broadcasting programs; 

gaming services in the nature of providing online 

video games via the Internet and computer 

networks; none of the aforesaid being for 

gambling purposes 

REDBOX. ORIGINAL 6,511,954 38, 41 Class 41:  Rental of video recordings by means of 

communications networks; providing information 

in the field of entertainment by means of 

communications networks; rental of DVDs, video 

discs, video games, movies and prerecorded 

electronic media featuring entertainment content; 

Production, presentation, and rental of films, 

motion pictures, television and radio programs, 

sound and video recordings, via all types of media, 

including, inter alia, television, cable and satellite 

television, Internet, and electronic display devices; 

production, presentation, and rental of images, 

video games, excerpts, and video and sound 

recordings via all types of media, including, inter 

alia, television, cable and satellite television, 

Internet, and electronic display devices; production 

of entertainment television and audio-visual shows 

and interactive television and audio-visual 

programs for distribution via television, cable, 

satellite, audio and video media, the Internet, 

electronic display devices, laser discs, computer 

discs, and electronic media; production of audio-

visual entertainment content, television and audio-

visual news shows, and television and audio-visual 

shows featuring information for performance and 

presentation in the field of motion pictures, 

television programs, documentaries, television 

series, learning programs, comedy shows, sports 

shows, news programs, political shows, special 

events, talk shows, weather shows, and 

entertainment content via and to all types of media, 

including, inter alia, television, cable and satellite 

television, Internet, electronic display devices, and 

computer and communication networks; production 

and recording of films, motion pictures, and shows; 

June 13, 
2019 
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provision of information relating to lists of 

television, cable, and broadcasting programs; 

gaming services in the nature of providing online 

video games via the Internet and computer 

networks; none of the aforesaid being for gambling 

purposes 

 

9. The REDBOX Automated Marks and REDBOX Entertainment Marks are 

collectively referred to herein as the “REDBOX Marks.” U.S. Registration Certificates for the 

above-listed REDBOX Marks are attached hereto as Exhibit B. 

10. Upon information and belief, Applicant is an Iowa Corporation with a place of 

business at 5820 Westown Parkway, West Des Moines, Iowa 50266.  

11. On June 10, 2021, Applicant filed the Subject Application for the REDBOX RX 

Mark on an intent-to-use basis pursuant to 15 U.S.C. § 1051(b), and the Subject Application 

published for opposition on November 9, 2021. 

12. On November 22, 2021, Redbox Automated Retail filed a 90-day request for 

extension of time to oppose the Subject Application, and on March 9, 2022, Redbox Automated 

Retail filed a 60-day consented request for extension of time to oppose the Subject Application, 

providing an extended final deadline of May 9, 2022 in which to oppose, both of which were 

granted by the Trademark Trial and Appeal Board (“TTAB”). As such, this Opposition is timely 

filed in relation to the extended deadline. 

13. Applicant has not yet filed a Statement of Use or an Amendment to Allege Use in 

support of the Subject Application for the REDBOX RX Mark. See Print-Out of the USPTO TSDR 

Prosecution Record for the Subject Application attached hereto as Exhibit C. 
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14. Upon information and belief, Applicant recently initiated use of the REDBOX RX 

Mark in U.S. commerce on or around December 14, 2021.  See Applicant’s Press Release, dated 

December 14, 2021 attached hereto as Exhibit D. 

15. Redbox’s rights are superior to Applicant’s rights, as all of the REDBOX Marks 

detailed herein have established priority dates that pre-date the Subject Application’s alleged 

priority date of June 10, 2021 (the filing date of the Subject ITU Application).  

16. Redbox’s REDBOX Marks were well-known and famous prior to Applicant’s 

alleged priority date of June 10, 2021. 

17. Redbox has spent significant amounts of time, effort, and money in promoting 

and advertising the Redbox Goods and Services in the United States, and has thereby created 

valuable goodwill in and recognition of the REDBOX Marks among consumers.  

18. Notably, Redbox has established branding and sponsorship relationships with the 

National Collegiate Athletic Association (“NCAA”) and the National Football League (“NFL”). 

See Exhibit E referencing Redbox’s sponsorship of the NCAA Redbox Bowl Game in 2018 and 

2019, and evidence showing viewership of the same, as well as an advertising partnership with the 

Pac-12 NCAA conference; see also Exhibit F referencing Redbox’s affiliation with NFL teams 

across the United States, and showing a connection between the REDBOX Mark, the Redbox 

Goods and Services, and Redbox as the source thereof.   

19. Redbox’s affiliations with the NCAA and the NFL are significant in that Redbox’s 

promotion and advertising efforts have generated significant recognition of the REDBOX Marks 

in the minds of millions of consumers nationwide. See Exhibit E.  These marketing efforts, among 

other marketing efforts and sales successes, have established the REDBOX Marks as uniquely 

distinctive, well-known, and famous among the general consuming public in the U.S.  
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20. Redbox and Applicant have had a business relationship for many years, during 

which certain Redbox Goods and Services have been offered and sold at many of Applicant’s retail 

locations.  Specifically, Redbox provides REDBOX kiosks at approximately 180 of Applicant’s 

approximately 280 retail locations nationwide, through which Redbox offers and sells the Redbox 

Goods and Services under its REDBOX Marks. 

21. The Applied-For REDBOX RX Mark is confusingly similar to Redbox’s 

REDBOX Marks in that it includes the distinctive, well-known, and famous coined term 

“REDBOX” which is the key dominant element in all of Redbox’s REDBOX Marks.   

22. Applicant’s addition of the term “RX” to the REDBOX RX Mark does not serve 

to distinguish the Applied-For Mark from Redbox’s REDBOX Marks, as “RX” is merely 

descriptive of the Applied-For Services and thus fails to create a substantially different commercial 

impression from the commercial impression of Redbox’s REDBOX Marks. 

23. Accordingly, the Applied-For REDBOX RX Mark is almost identical in 

appearance, sound, and overall commercial impression to Redbox’s REDBOX Marks. 

24. The Applied-For Services and the Redbox Goods and Services are related in that 

they are offered through identical channels of trade.  Specifically, the parties’ respective Goods 

and Services are offered at Applicant’s retail locations, online, and through various software 

applications.   

25. Customers are even more likely to believe the parties’ respective Goods and 

Services are related due to the longstanding presence of Redbox’s kiosks, branded with the 

REDBOX Marks, at numerous of Applicant’s retail locations nationwide.  



 

{10351863: } 11 

26. In short, consumers who are accustomed to seeing the Redbox Goods and Services 

offered at Applicant’s retail locations are highly likely to believe that Redbox has merely extended 

its business model to Applicant’s related and analogous Services. 

27. Further, the parties’ actual and potential customers are substantially overlapping, 

and in some cases identical, as the parties’ respective Goods and Services are or will be offered to 

and/or seen by the same actual or potential customers over the internet and elsewhere, including, 

most significantly, at Applicant’s retail locations, where the Redbox Goods and Services have been 

offered and sold for many years. 

28. In fact, Applicant’s adoption and use of the REDBOX RX Mark has already 

resulted in actual confusion as to the source of the Applied-For Services, as Redbox has already 

received inquiries concerning Applicant’s Applied-For Services offered under the REDBOX RX 

Mark, including those relating to charges for fees for Applicant’s Applied-For Services that were 

mistakenly misdirected to Redbox. 

29. For all of the foregoing reasons, the relevant consuming public is likely to be 

confused into wrongly believing that the Applied-For Services, as offered and sold under the 

REDBOX RX Mark, are provided by Redbox when in fact they are not, or are affiliated or 

associated with or sponsored by Redbox, when in fact no such relationship exists.  

30. Further, this likelihood of confusion is increased since the REDBOX Marks are 

well-known and famous as a result of the extensive marketing and promotion efforts featuring 

them.  

31. The Applied-For REDBOX RX Mark is therefore likely to confuse, cause mistake 

among, or deceive the relevant public into believing that Applicant and the Applied-For Services 
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emanate from, or sponsored by, endorsed by, and/or related to Redbox, in violation of 15 U.S.C. 

§§ 1052(d), 1114(1), and 1125(a). 

32. Given Redbox’s considerable reputation and goodwill, and the renown and 

famousness of its REDBOX Marks, registration of Applicant’s REDBOX RX Mark is also likely 

dilute the distinctiveness of Redbox’s REDBOX Marks in violation of 15 U.S.C. § 1125(c).  

33. In addition, if the Applied-For Services lack quality and/or are inferior to 

Redbox’s Goods and Services, Applicant’s use and registration of REDBOX RX will also tarnish 

Redbox’s REDBOX Marks, resulting in harm to Redbox’s reputation in violation of 15 U.S.C. 

§1125(c). 

31. For all of the foregoing reasons, therefore, Redbox hereby requests that the Subject 

Application be refused and denied registration. 

Respectfully submitted, 

Date: May 9, 2022 By: /James P. Muraff/  

James P. Muraff 

One of the Attorneys for Opposer, 

Redbox Automated Retail, LLC 

 

McDonald Hopkins LLC 

300 N. LaSalle St. 

Suite 1400 

Chicago, IL 60654 

Telephone:  312.642.1480 

jmuraff@mconaldhopkins.com 
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Reg. No. 5,857,987 

Registered Sep. 10, 2019 

Int. Cl.: 7, 9, 35, 38, 41,

42

Service Mark

Trademark

Principal Register 

Redbox Automated Retail, LLC  (DELAWARE LIMITED LIABILITY COMPANY)

One Tower Lane, Suite 900

Oakbrook Terrace, ILLINOIS 60181

CLASS 7: Vending machines

FIRST USE 2-19-2018; IN COMMERCE 2-19-2018

CLASS 9: Computer application software for mobile phones, portable media players, and

handheld computers, namely, software for viewing and renting entertainment content in the

nature of movies and television programs and for reserving entertainment content in the

nature of video games, movies and television programs at a vending machine

FIRST USE 8-17-2018; IN COMMERCE 8-17-2018

CLASS 35: Vending machine services; automated retail vending machine kiosks featuring

movies and video games; vending machine services rendered through automated kiosks

featuring movies and video games; automated retail vending machine kiosk services featuring

DVDs, movies, prerecorded electronic media featuring entertainment content, and video

games for purchase; online retail store services featuring DVDs, movies, prerecorded

electronic media featuring entertainment content, and video games for purchase;

computerized online retail store services featuring pre-recorded videos; distributorship

services in the field of entertainment content in the nature of DVDs, movies, video games,

and digital content and pre-recorded media featuring entertainment content

FIRST USE 2-19-2018; IN COMMERCE 2-19-2018

CLASS 38: Video-on-demand transmission services, video broadcasting, transmission of

voice, data, images, data signals, messages and information by electronic communications

networks

FIRST USE 8-17-2018; IN COMMERCE 8-17-2018

CLASS 41: Rental of video recordings by means of communications networks; providing

information in the field of entertainment by means of communications networks; rental of

DVDs, video discs, video games, movies and prerecorded electronic media featuring

entertainment content

FIRST USE 8-17-2018; IN COMMERCE 8-17-2018

CLASS 42: Computerized online search service in the field of entertainment, namely,

providing a search engine for obtaining entertainment information on a global computer

network

FIRST USE 8-17-2018; IN COMMERCE 8-17-2018

The color(s) red and purple is/are claimed as a feature of the mark.



The mark consists of the word "redbox" in red with a purple period.

SER. NO. 87-546,664, FILED 07-28-2017
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REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal

between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with

the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use

(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).

The time periods for filing are based on the U.S. registration date (not the international registration date).  The

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for

nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations

do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying

international registration at the International Bureau of the  World Intellectual Property Organization, under

Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the

date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the

international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h

ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.
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REDBOX ENTERTAINMENT, LLC  (DELAWARE LIMITED LIABILITY 

COMPANY)  

One Tower Lane, Suite 800 

Oakbrook Terrace, ILLINOIS 60181

CLASS 38: Video-on-demand transmission services, video broadcasting, and 

transmission of voice, data, images, data signals, messages and information by 

electronic communications networks

FIRST USE 9-22-2020; IN COMMERCE 9-22-2020

CLASS 41: Rental of video recordings by means of communications networks; 

providing information in the field of entertainment by means of communications 

networks; rental of DVDs, video discs, video games, movies and prerecorded electronic 

media featuring entertainment content; Production, presentation, and rental of films, 

motion pictures, television and radio programs, sound and video recordings, via all 

types of media, including, inter alia, television, cable and satellite television, Internet, 

and electronic display devices; production, presentation, and rental of images, video 

games, excerpts, and video and sound recordings via all types of media, including, inter 

alia, television, cable and satellite television, Internet, and electronic display devices; 

production of entertainment television and audio-visual shows and interactive television 

and audio-visual programs for distribution via television, cable, satellite, audio and 

video media, the Internet, electronic display devices, laser discs, computer discs, and 

electronic media; production of audio-visual entertainment content, television and 

audio-visual news shows, and television and audio-visual shows featuring information 

for performance and presentation in the field of motion pictures, television programs, 

documentaries, television series, learning programs, comedy shows, sports shows, news 

programs, political shows, special events, talk shows, weather shows, and entertainment 

content via and to all types of media, including, inter alia, television, cable and satellite 

television, Internet, electronic display devices, and computer and communication 

networks; production and recording of films, motion pictures, and shows; provision of 

information relating to lists of television, cable, and broadcasting programs; gaming 

services in the nature of providing online video games via the Internet and computer 

networks; none of the aforesaid being for gambling purposes

FIRST USE 9-22-2020; IN COMMERCE 9-22-2020

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO 

Reg. No. 6,521,286

Registered Oct. 12, 2021

Int. Cl.: 38, 41

Service Mark

Principal Register
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ANY PARTICULAR FONT STYLE, SIZE OR COLOR

No claim is made to the exclusive right to use the following apart from the mark as 

shown: "ENTERTAINMENT"

SER. NO. 88-472,728, FILED 06-13-2019
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REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE 

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years* 

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th 

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the 

registration will continue in force for the remainder of the ten-year period, calculated from the registration 

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

•

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application 

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

•

Requirements in Successive Ten-Year Periods* 

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal 

between every 9th and 10th-year period, calculated from the registration date.*

•

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with the 

payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an 

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use (or 

Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO). The 

time periods for filing are based on the U.S. registration date (not the international registration date).  The 

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally 

issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations do not file 

renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying international 

registration at the International Bureau of the  World Intellectual Property Organization, under Article 7 of the 

Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the date of the 

international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the international 

registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the 

USPTO website for further information.  With the exception of renewal applications for registered 

extensions of protection, you can file the registration maintenance documents referenced above online at 

http://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark 

owners/holders who authorize e-mail communication and maintain a current e-mail address with the 

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark 

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms 

available at http://www.uspto.gov.



REDBOX ENTERTAINMENT, LLC  (DELAWARE LIMITED LIABILITY 

COMPANY)  

One Tower Lane, Suite 800 

Oakbrook Terrace, ILLINOIS 60181

CLASS 38: Video-on-demand transmission services, video broadcasting, and 

transmission of voice, data, images, data signals, messages and information by 

electronic communications networks

FIRST USE 9-22-2020; IN COMMERCE 9-22-2020

CLASS 41: Rental of video recordings by means of communications networks; 

providing information in the field of entertainment by means of communications 

networks; rental of DVDs, video discs, video games, movies and prerecorded electronic 

media featuring entertainment content; Production, presentation, and rental of films, 

motion pictures, television and radio programs, sound and video recordings, via all 

types of media, including, inter alia, television, cable and satellite television, Internet, 

and electronic display devices; production, presentation, and rental of images, video 

games, excerpts, and video and sound recordings via all types of media, including, inter 

alia, television, cable and satellite television, Internet, and electronic display devices; 

production of entertainment television and audio-visual shows and interactive television 

and audio-visual programs for distribution via television, cable, satellite, audio and 

video media, the Internet, electronic display devices, laser discs, computer discs, and 

electronic media; production of audio-visual entertainment content, television and 

audio-visual news shows, and television and audio-visual shows featuring information 

for performance and presentation in the field of motion pictures, television programs, 

documentaries, television series, learning programs, comedy shows, sports shows, news 

programs, political shows, special events, talk shows, weather shows, and entertainment 

content via and to all types of media, including, inter alia, television, cable and satellite 

television, Internet, electronic display devices, and computer and communication 

networks; production and recording of films, motion pictures, and shows; provision of 

information relating to lists of television, cable, and broadcasting programs; gaming 

services in the nature of providing online video games via the Internet and computer 

networks; none of the aforesaid being for gambling purposes

FIRST USE 9-22-2020; IN COMMERCE 9-22-2020

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO 

Reg. No. 6,511,954

Registered Oct. 05, 2021

Int. Cl.: 38, 41

Service Mark

Principal Register
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ANY PARTICULAR FONT STYLE, SIZE OR COLOR

No claim is made to the exclusive right to use the following apart from the mark as 

shown: "ORIGINAL"

SER. NO. 88-472,696, FILED 06-13-2019
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REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE 

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years* 

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th 

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the 

registration will continue in force for the remainder of the ten-year period, calculated from the registration 

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

•

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application 

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

•

Requirements in Successive Ten-Year Periods* 

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal 

between every 9th and 10th-year period, calculated from the registration date.*

•

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with the 

payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an 

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use (or 

Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO). The 

time periods for filing are based on the U.S. registration date (not the international registration date).  The 

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally 

issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations do not file 

renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying international 

registration at the International Bureau of the  World Intellectual Property Organization, under Article 7 of the 

Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the date of the 

international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the international 

registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the 

USPTO website for further information.  With the exception of renewal applications for registered 

extensions of protection, you can file the registration maintenance documents referenced above online at 

http://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark 

owners/holders who authorize e-mail communication and maintain a current e-mail address with the 

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark 

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms 

available at http://www.uspto.gov.
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Publication Date:Nov. 09, 2021

 

Mark Information

Mark Literal
Elements:

REDBOX RX

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Disclaimer: "RX"

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Mail order pharmacy services; Retail pharmacy services; Pharmaceutical services, namely, processing online and telephone
prescription orders in retail and central fill pharmacies

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(b)

For: Telemedicine services

International
Class(es):

044 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)

Generated on: This page was generated by TSDR on 2022-05-09 16:42:42 EDT

Mark: REDBOX RX

US Serial Number: 90766934 Application Filing
Date:

Jun. 10, 2021

Filed as TEAS
Plus:

Yes Currently TEAS
Plus:

Yes

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/APPLICATION/Published for Opposition

A pending trademark application has been examined by the Office and has
been published in a way that provides an opportunity for the public to oppose
its registration.

Status: A request for an extension of time to file an opposition has been filed with the Trademark Trial and Appeal Board. For further
information, see TTABVUE on the Trademark Trial and Appeal Board web page.

Status Date: Nov. 22, 2021



Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: Yes

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Hy-Vee, Inc.

Owner Address: 5820 Westown Parkway
West Des Moines, IOWA UNITED STATES 50266

Legal Entity Type: CORPORATION State or Country
Where Organized:

IOWA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Joshua J. Conley Docket Number: T62778US0

Attorney Primary
Email Address:

jconley@zarleylaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Joshua J. Conley
ZARLEY LAW FIRM, P.L.C.
400 LOCUST STREET
CAPITAL SQUARE, SUITE 200
DES MOINES, IOWA UNITED STATES 50309

Phone: 515-558-0200

Correspondent e-
mail:

jconley@zarleylaw.com

trademarks@zarleylaw.com

actions@zarleylaw.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Nov. 22, 2021 EXTENSION OF TIME TO OPPOSE RECEIVED

Nov. 09, 2021 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Nov. 09, 2021 PUBLISHED FOR OPPOSITION

Oct. 20, 2021 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Oct. 20, 2021 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Oct. 20, 2021 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Oct. 20, 2021 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Oct. 01, 2021 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 14, 2021 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Sep. 14, 2021 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Sep. 14, 2021 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Sep. 13, 2021 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Sep. 13, 2021 NON-FINAL ACTION E-MAILED 6325

Sep. 13, 2021 NON-FINAL ACTION WRITTEN 74825

Sep. 10, 2021 ASSIGNED TO EXAMINER 74825

Aug. 31, 2021 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jun. 14, 2021 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: GILBERT, REBECCA L Law Office LAW OFFICE 103



Assigned:

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Oct. 04, 2021

Proceedings

Summary

Number of
Proceedings:

1

 
Type of Proceeding: Extension of Time

Proceeding
Number:

90766934 Filing Date: Nov 22, 2021

Status: Extension of Time to Oppose Filed Status Date: Nov 22, 2021

Interlocutory
Attorney:

Defendant

Name: Hy-Vee, Inc.

Correspondent
Address:

JOSHUA J. CONLEY
ZARLEY LAW FIRM, P.L.C.
400 LOCUST STREET, CAPITAL SQUARE, SUITE 200
DES MOINES IA UNITED STATES , 50309

Correspondent e-
mail:

jconley@zarleylaw.com , trademarks@zarleylaw.com , actions@zarleylaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

REDBOX RX Request For Extension of Time to File Opposition 90766934

Potential Opposer(s)

Name: Redbox Automated Retail, LLC

Correspondent
Address:

JAMES P. MURAFF
MCDONALD HOPKINS LLC
300 N. LASALLE ST, SUITE 1400
CHICAGO IL UNITED STATES , 60654

Correspondent e-
mail:

ipmailbox@mcdonaldhopkins.com , ipmailbox@mcdonaldhopkins.com , drobinson@mcdonaldhopkins.com , jmuraff@mcdonaldhopkin

s.com

Prosecution History

Entry Number History Text Date Due Date

4 EXT GRANTED Mar 09, 2022

3 FINAL 60-DAY REQUEST TO EXT TIME TO OPPOSE Mar 09, 2022

2 EXT GRANTED Nov 22, 2021

1 FIRST 90-DAY REQUEST TO EXT TIME TO OPPOSE Nov 22, 2021



 

 

 

 

 

 

 

Exhibit D 





  

 

 

 

 

 

 

Exhibit E 



2018 Redbox Bowl

[hide]

2018 Redbox Bowl
17th Redbox Bowl

Michigan State Spartans Oregon Ducks
(7–5) (8–4)

Big Ten Pac-12

6 7
Head coach: 

Mark Dantonio
Head coach: 

Mario Cristobal

1 2 3 4 Total

Michigan State 0 0 6 0 6

Oregon 0 0 0 7 7

Date December 31, 2018

Season 2018

Stadium Levi's Stadium

Location Santa Clara, California

MVP Dillon Mitchell (WR, Oregon)[1] &
Josiah Scott (CB, Michigan
State)[2]

Favorite Oregon by 3[3]

Referee Reggie Smith (Big XII)

Attendance 30,212[4]

Payout US$3,600,000 [5]

United States TV coverage

Network Fox

Announcers Joe Davis, Brady Quinn and
Bruce Feldman

Redbox Bowl
 < 2017 2019 > 

From Wikipedia, the free encyclopedia

The 2018 Redbox Bowl was a college football bowl game that was played on
December 31, 2018 at Levi's Stadium in Santa Clara, California, with kickoff at
noon PST (3:00 p.m. EST).[6] It was one of the 2018–19 bowl games concluding
the 2018 FBS football season. This was the 17th annual edition of a game that
has gone by different names, and was known as the Foster Farms Bowl for the
previous four years. For 2018 the game was renamed for its new sponsor, the
DVD and video game rental company Redbox.[7]

Contents [hide]

1 Teams
1.1 Oregon Ducks
1.2 Michigan State Spartans

2 Game summary
2.1 Scoring summary

2.2 Statistics
3 References
4 External links

Teams [ edit ]

The game was played between Michigan State of the Big Ten Conference and
Oregon of the Pac-12 Conference.[8] The two teams have met six times
previously, with each winning three times.[8]

Oregon Ducks [ edit ]

Main article: 2018 Oregon Ducks football team

Oregon received and accepted a bid to the Redbox Bowl on December 2.[8] The
Ducks entered the bowl with a 8–4 record (5–4 in conference).

Michigan State Spartans [ edit ]

Main article: 2018 Michigan State Spartans football team

Michigan State received and accepted a bid to the Redbox Bowl on December 2.[8] The Spartans entered the bowl with a 7–5
record (5–4 in conference).

Game summary [ edit ]

Scoring summary [ edit ]

Scoring summary

Quarter Time
Drive

Team Scoring information
Score

Plays Yards TOP MSU ORE

3 9:57 12 64 4:59 MSU 34-yard field goal by Matt Coghlin 3 0

3 1:17 8 31 3:30 MSU 34-yard field goal by Matt Coghlin 6 0

4 11:19 6 77 1:40 ORE
Dillon Mitchell 28-yard touchdown reception from Justin Herbert, Adam
Stack kick good

6 7

"TOP" = time of possession. For other American football terms, see Glossary of American football. 6 7
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1 2 3 4 Total

Spartans 0 0 6 0 6

Ducks 0 0 0 7 7

Statistics [ edit ]

Statistics MSU ORE

First downs 19 11

Plays–yards 86–331 60–203

Rushes–yards 46–159 27–37

Passing yards 172 166

Passing: Comp–Att–Int 22–40–1 19–33–0

Time of possession 37:15 22:45

Team Category Player Statistics

Michigan State

Passing Brian Lewerke 22/40, 172 yds, 1 INT

Rushing LJ Scott 24 car, 84 yds

Receiving Cody White 6 rec, 64 yds

Oregon

Passing Justin Herbert 19/33, 166 yds, 1 TD

Rushing CJ Verdell 14 car, 43 yds

Receiving Dillon Mitchell 6 rec, 70 yds, 1 TD
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2019 REDBOX BOWL: CAL VS. ILLINOIS 

DECEMBER 30, 2019 - 1:00 PM (PT)

EVENT GUIDE →

PARKING POLICY → |  BAG POLICY →  |  TAILGATING POLICY →  |  PERMITTED & PROHIBITED ITEMS →  |  PUBLIC TRANSPORTATION →  | 

ACCESSIBLE SERVICES → | 

Your mobile ticket must be displayed on your phone to get into the event using the Levi’s® Stadium app or Ticketmaster app. 

EVENT GUIDE

The Redbox Bowl, will be played on Monday, December 30 at Levi’s® Stadium. The 18  installment of the game that launched in 2002 has become a staple 

of holiday traditions for college football fans throughout the Bay Area. The Redbox Bowl will kick off at 1:00 p.m. PT with Cal and Illinois squaring off. The 

game will be televised on the FOX broadcast network.

Tickets are available now at Ticketmaster.com.

DEC

30

SHARE

BUY TICKETS MORE INFO DIRECTIONS STUDENT TICKETS 

FAMILY PACK TICKETS PREMIUM TICKETS BOWL PROGRAM 

th

EXPERIENCE TICKETS SUITES EVENTS GETTING HERE GUEST SERVICES



Timeline

Monday, December 30, 2019

Ticket Policy

All guests ages 2 and above must have an event ticket to enter the stadium. There is no re-entry after admittance. Guests should have their tickets ready to 

scan upon approaching the stadium entry gates. The ticket barcode must be visible no matter the ticket type. Tickets will not be emailed or available to 

print. Your mobile ticket must be displayed on your phone to get into the event. 

Visa Box Office
The Visa Box Office opens at 10:00am and is located at the north end of the stadium inside Toyota Gate F. Walk-up tickets may also be available at the 

Visa Box Office.

Will Call
Will call opens at 10:00am and is located at the Visa Box Office.

EXPERIENCE TICKETS SUITES EVENTS GETTING HERE GUEST SERVICES





01/29/20: The Pac-12 locked in a major deal with Redbox

Wednesday, January 29, 2020

The Pac-12 locked in a multi-year partnership with Redbox as a major new official partner of the Conference and its
member universities. With the partnership, Redbox will serve as an official partner for all Pac-12 Championship events beginning this
year and including the upcoming 2020 Pac-12 Men’s and Women’s Basketball Tournaments, as well as the 2020 Pac-12 Football
Championship Game in Las Vegas in December. Redbox will also receive rights to Pac-12 home football and men’s basketball games
with event signage and marketing rights across all 12 universities, including Pac-12 Networks linear and digital platforms.

“With their presence among our Pac-12 footprint and across the nation, we are thrilled to welcome Redbox, a leading entertainment
brand, to the Pac-12 family and look forward to working together to promote both the success of Pac-12 sports and new products and
services for Redbox customers,” said Steve Tseng, executive vice president of sales for Pac-12 Networks.

PROGRAMMING

The World Golf Group went public with its plans to launch a new 18-event global tour, dubbed the Premier
Golf League featuring a prize purse of $240 million and was slated to launch in Jan. 2022. The lineup would span an eight-month season
and would be backed by the Raine Group, according to multiple reports. The series is looking to sign 48 top players tom compete,
effectively taking the out of the lineup for PGA TOUR event. According to information released about the league, selected players would
be awarded part-ownership of a team franchise,

Meanwhile, the PGA Tour, while declining to publicly comment the new golf league, sent a letter sent to
players on Monday in which Tour commissioner Jay Monahan outlined the circuit’s thoughts on the new series, according to Golf
Channel. In the letter, Monahan said the Tour has not been in contact with officials from the Team Golf Concept, but made it clear that
the league’s proposed 18-event schedule would be a direct conflict with the PGA Tour as players are limited to three conflicting event
“releases” under the Tour’s current regulations

The Professional Fighters League is expanding its global footprint on the road to the 2020 season, announcing
plans to launch the International Qualifier Series – a fight twice in one-night tournament that will see fighters from around the world
compete for a chance to fight in the 2020 PFL season. International Qualifier Series tournaments will take place this February and March
in United Arab Emirates, Russia, Germany, Brazil and Australia. Four fighters from each market will compete in a tournament requiring
each fighter to fight twice and win twice in the same night to be considered for a PFL contract. On Friday, March 20, the PFL International
Qualifier Series featherweight tournament will take place in Abu Dhabi in partnership with UAE Warriors.

CBS Sports Network serves up a Top-10 doubleheader tonight starting at 7p with Duquesne/Dayton followed by
San Diego State/New Mexico at 9p. John Sadak and Chris Walker will be on the call for Dayton-Duquesne while Rich Waltz, Avery
Johnson and AJ Ross call the late game from New Mexico.
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