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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIALS AND APPEALS BOARD

ARUP LABORATORIES, INC., Opposition No. 91275968 (Parent)
Opposition No. 91290509
Opposer, Opposition No. 91292827
A%

ARUP IP MANAGEMENT, LTD., Application Serial Nos. 90358691,
97513766, 97515470, and

Applicant. 97513782

e — ' " " " " "

APPLICANT’S MEMORANDUM IN OPPOSITION TO OPPOSER’S MOTION TO
COMPEL
I. Introduction
Applicant is the owner of several United States Trademark Applications for ARUP LAB
(Serial No. 97515470), ARUPSOUNDLAB (Serial No. 90358691), ARUP SOUNDLAB (Serial
No. 97513766), and ARUP EXPERIENCELAB (Serial No. 97513782) (collectively the
“Applicant’s Pending Marks”) for use in connection with various goods and services in
International Classes 9, 35, 41, and 42 (bracketed wording not included in Serial No. 90358691):

IC 009: Downloadable computer software for use in the creation and playing of
auralizations; computer hardware; downloadable and recorded computer programs
for use in the creation and playing of auralizations; recorded content, namely,
prerecorded CD-ROMs and downloadable audio files featuring auralizations;
distance and dimension measuring apparatus; noise meters, namely, sound level
meters; noise cancelling apparatus, namely, noise cancelling headphones; noise
level meters; sound locating instruments, namely, acoustic mirrors, acoustic dishes
and sonar; sound measuring apparatus, namely, sound level meters; acoustic
meters; sound reproduction apparatus for the purpose of creating and playing
auralizations; downloadable computer software for recording sound for the purpose
of creating auralizations; downloadable computer software for measuring sound;
downloadable computer software for simulating, creating and editing sounds;
apparatus and instruments for simulating sound for the purpose of creating and
playing auralizations; sound recording equipment, namely, microphones;



downloadable interactive databases for the storing and easy retrieval of
auralizations

IC 035: Advertising, marketing and promotional services; business management
and administration assistance; business management; business administration;
business data analysis; compilation of data, namely, data used for the creation and
playing of auralizations [for business purposes]; electronic data collection services
for business purposes, namely, collection and systemization of information into a
computer database; database management services; providing office functions; [all
the aforesaid services relating to architecture, architectural projects, engineering
projects and landscaping projects]

IC 041: Sound recording services in the nature of sound recording studios and the
production of sound recordings; production of sound and image recordings;
providing online non-downloadable digital sound recordings featuring music and
creative arts; all the aforesaid in relation to the creation and provision of
auralizations

IC 042: Civil engineering; civil engineering planning services; engineering design;
civil engineering design services; consulting services in the field of design and
development of engineering processes; web site design consultation; consultancy
in the field of software design; consulting services in the field of architectural
design; architectural services; architectural consultancy services; advisory services
relating to architecture; engineering services relating to architecture; architectural
services and the preparation of reports relating thereto; computer aided design
services relating to architecture and civil engineering[; Compiling data for research
purposes in the field of medical science and medical consultancy]

Applicant is also the owner of United States Trademark Application for “ARUP mLAB”
with Serial No. 97515467 (“Applicant’s mLAB Application™), and United States Trademark
Registrations both for “ARUP” in standard characters with Registration Numbers 2721782 and
3936700 (“Applicant’s ARUP Registrations™), none of which are the subject of this opposition
proceeding.

Opposer is the owner of United States Trademark Registrations with Registration Nos.

5073030, 3348168, 3348170, 1411801, 3494029, 3468435, and 3315105 for ARUP, ARUP

LABORATORIES, iP ) m , ARUP CONSULT, ARUP INSTITUTE FOR CLINICAL

AND EXPERIMENTAL PATHOLOGY, and ARUP INSTITUTE FOR CLINICAL AND



EXPERIMENTAL PATHOLOGY respectively, all registered in connection with some
combination of services in International Classes 35, 41, 42, and 44, but all related to laboratory
services, medical testing, and file maintenance, education, and business consultation relating to
the same laboratory and medical services (“Opposer’s Registered Marks™). Opposer also alleges
ownership of various common law rights in the trademarks covered by the Registered Marks in
goods and services not listed therein.

This proceeding is a consolidation of three separate proceedings (including Opp. No.
91290509 and 91292827), which Oppose the Applicant’s Pending Marks. Applicant has also filed
several counterclaim petitions to cancel several of Opposer’s Registered Marks as part of one of
the consolidated proceedings.

Opposer served its First Set of Interrogatories, Requests for Production, and Requests for
Admission to Applicant on October 31, 2024, and Applicant timely served responses thereto on
December 2, 2024. Applicant attaches the foregoing as Exhibit A (Requests) and Exhibit B
(Responses) hereto.

Opposer filed its Motion to Compel (45 TTABVUE) on April 11, 2025, asking the Board
to order Applicant to “answer (or supplement its answers to)” Interrogatories 1-2, 8-10, 14, 16, 23,
25-26 and 34, and “produce documents in response to (or supplement its document production in
response to)” Requests for Production Nos. 1, 9-12, 14-15, 17, 20, 28, 32-34 and 40.

I1. Argument

Generally, the Federal Rules of Civil Procedure relating to discovery apply in opposition
and cancellation proceedings. 37 C.F.R. § 2.120(a)(1); TBMP § 401. Fed R. Civ. P. 26(b) provides
that “[pJarties may obtain discovery regarding any nonprivileged matter that is relevant to any

party’s claim or defense and proportional to the needs of the case, considering the importance of



the issues at stake in the action, the amount in controversy, the parties’ relative access to relevant
information, the parties’ resources, the importance of the discovery in resolving the issues, and
whether the burden or expense of the proposed discovery outweighs its likely benefit.”

Regarding Interrogatories, Fed. R. Civ. P. 33(b)(3) provides that “[e]ach interrogatory must,
to the extent it is not objected to, be answered separately and fully in writing under oath.”
Regarding requests for production, Fed. R. Civ. P. 34(b)(1)(A) details that a request “must describe
with reasonable particularity each item or category of items to be inspected.”

A party will be “excused from responding to discovery that is overly broad, unduly
burdensome, vague or ambiguous, or not proportional to the needs of the case,” as long as it
satisfies the burden to “state specifically the underlying basis for the objection.” Hewlett Packard
Enterprise Development LP v. Arroware Industries, Inc., 2019 USPQ2d 158663, at *3-4 (TTAB
2019) [precedential].

“In some cases, pursuant to Fed. R. Civ. P. 33(d), the information sought in an interrogatory
may be derived or ascertained from the business records of the responding party, or from an
examination, audit, or inspection of those business records (including a compilation, abstract, or
summary thereof) when the burden of deriving or ascertaining the information is substantially the
same for the propounding party as for the responding party. . . the responding party may answer
the interrogatory by specifying the records from which the information may be derived or
ascertained.” TBMP § 405.04(b).

TBMP § 402.02 also provides that “[e]ven if the discovery sought by a party is relevant, it
will be limited, or not permitted, where, inter alia, it is . . . unduly burdensome or obtainable from
some other source that is more convenient, less burdensome, or less expensive; or ‘where harm to

the person from whom discovery is sought outweighs the need of the person seeking discovery of



the information.” . . . For example, in those cases where complete compliance with a particular
request for discovery would be unduly burdensome, the Board may permit the responding party to
comply by providing a representative sampling of the information sought, or some other reduced
amount of information which is nevertheless sufficient to meet the propounding party’s discovery
needs.”
A. ‘Ownership and Licenses’ (Interrogatories 1-2, 25; Requests 1, 32)

Opposer groups Interrogatories 1-2 and 25 and Requests for Production 1 and 32 as those
seeking information relating to “Ownership and Licenses,” and claims that Applicant’s responses
to each are deficient.

Interrogatories No. 1 & 2

Interrogatory No. 1. Identify each person who owns or has owned an interest in each of in which
Applicant, or an affiliate of Applicant, alleges an interest, and the inclusive date(s) each such interest
was held.

RESPONSE: Applicant objects to the Interrogatory on the grounds that it would be overly broad,
harassing, unduly burdensome, and not proportional to the needs of the case for Applicant to
exhaustively respond to it when it calls for information that can be readily obtained by a review of
Applicant’s business records. Subject to and without waiving any objection, Applicant identifies the
following documents which relate to Applicant’s ownership as responsive to Interrogatory No. 1:
Bates Nos. ARUP IP 160-387.

Interrogatory No. 2. With respect to the persons identified in response to Interrogatory No. 1 above,
identify the relationship between such persons, including, but not limited to, all arrangements and
agreements between such persons with respect to Applicant’s Marks and all related applications and
registrations.

RESPONSE: Applicant objects to the Interrogatory on the grounds that it would be overly broad,
harassing, unduly burdensome, and not proportional to the needs of the case for Applicant to
exhaustively respond to it when it calls for information that can be readily obtained by a review of
Applicant’s business records. Subject to and without waiving any objection, Applicant identifies the
following documents which relate to Applicant’s ownership as responsive to Interrogatory No.
2: Bates Nos. ARUP IP 160-387.

Document Request No. 1

Request No. 1. Produce all documents and things concerning the ownership, including but not
limited to, chain of title, owner interests, owner percentages, relationships, control, affiliated parties,
licensing, sale, assignment, transfer, disposition, acquisition, exchange, consideration given, or
encumbrance, of each of Applicant’s Marks, including, but not limited to, all arrangements,
agreements, voting controls, other controls, contracts, bills of sale, assignments, licenses, certificates,
recordations, loan agreements, correspondence, memoranda, and notes concerning the foregoing.



RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant adopted its marks decades ago and cannot possibly produce “all” responsive
documents, the majority of which are highly unlikely to lead to relevant evidence, and many may
no longer exist. Applicant also objects to this request to the extent it seeks documents protected from
disclosure by attorney-client privilege, trial-preparation privilege, the attorney work product
doctrine, or any other applicable privilege. Applicant also objects to this request to the extent that
such documents are available publicly from the USPTO. Subject to and without waiving any
objection, Applicant will produce documents sufficiently responsive to this Request.

Interrogatory No. 25

Interrogatory No. 25. Identify all agreements in which Applicant or Applicant’s affiliate has
permitted, authorized, consented, approved, or licensed a person, and all agreements in which a
person has permitted, authorized, consented, approved, or licensed Applicant or Applicant’s affiliate,
to use any of Applicant’s Pending Marks, including, but not limited to, the terms thereof.

RESPONSE: Subject to and without waiving any objection, ARUP IP MANAGEMENT licenses
use of Applicant’s Marks to parents and Related Companies for use, subject to the quality control
of the trademark owner. Applicant does not allow third parties to use its marks in commerce, but
has permitted many clients to display its marks to credit Applicant with the services it provides.
Applicant objects to the Interrogatory requiring the identification of each of the same as overly broad,
harassing, unduly burdensome, and not proportional to the needs of the case.

Document Request No. 32

Request No. 32. Produce all documents and things concerning all permitted uses, all authorizations,
consents, approvals and licenses granted by Applicant or Applicant’s affiliate to all persons, whether
related or unrelated to Applicant or Applicant’s affiliate, relating to the use of or rights in any of the
Applicant Related Marks and/or any of Opposer’s Marks, and all controls of the nature and quality
of services and goods retained or exercised or not retained or exercised by Applicant or Applicant’s
affiliate with respect thereto, including, but not limited to, all agreements, contracts, consents,
correspondence, memoranda, notes, and records concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant objects to this question to the extent it seeks documents protected from disclosure
by attorney-client privilege, trial-preparation privilege, the attorney work product doctrine, or any
other applicable privilege. Subject to and without waiving any objection, Applicant will produce
documents sufficiently responsive to this Request.

Opposer claims that the Interrogatory responses are deficient in that reliance on the
business records produced was improper. The ownership information for the ‘Applicant’s Marks’
is publicly available on the USPTO website. The documents in the Bates range specified include
the relevant assignment agreement naming every relevant party, and an organizational chart
showing the relationship between the relevant parties. The Opposer requests identification of

persons who have an interest in Applicant’s Pending Marks, but such information is clearly



available in the public USPTO database. There is only one such owner of the Applicant’s Pending
Marks. To the extent the Opposer sought information relating to the entity relationship and
licensing relationship existing for such marks, Applicant clearly specified the documents produced
which would be responsive of that question.

Opposer reproduces those documents in their Motion (45 TTABVUE Exhibit F,198-425),
nearly 200 pages worth of corporate flowcharts, timelines, and a licensing agreement, and then
alleges that the same are insufficient to answer their question or respond to their request. It is
unclear what documents or answers the Opposer seeks aside from those produced and specified.
Those documents, in conjunction with publicly available information on the USPTO database,
show the owners of the relevant applications and registrations, the corporate relationship between
them, and any existing licensing scheme.

Opposer would incur “substantially the same” burden of deriving and ascertaining that
information as Applicant would by writing it out for them. TBMP § 405.04(b).

B. ‘Priority and Use’ (Interrogatories 8-10, 16, 26; Requests 9-12, 17, 33)

Opposer groups Interrogatories 8-10, 16, 26 and Requests for Production 9-12, 17, 33 and
34 as those seeking information relating to “Priority and Use” and claims that Applicant’s
responses to each are deficient.

Interrogatory No. 8

Interrogatory No. 8. Identify the circumstances surrounding Applicant’s first use, or an affiliate
of Applicant’s first use, of each of Applicant’s Pending Marks identified in response to Interrogatory
No. 4 above as a service mark or trademark, including in commerce which may be lawfully regulated
by the Congress of the United States and in any state, in connection with each of Applicant’s Pending
Services and Goods identified in response to Interrogatory No. 6 above, including, without
limitation:

the date (month, day, and year) on which Applicant or an affiliate of Applicant first used each such
mark as a service mark or trademark with each such service and good;

all advertising, promotion, or marketing bearing each such mark used by Applicant or an affiliate of
Applicant with each such good and service on said date;



the mediums in which each such mark was used on said date;
the geographic location(s) of use for each such mark on said date;

the types of goods sold and the services rendered in connection with each such mark as of said date;
and

the persons who were party to the transaction or who were otherwise involved with such use for
each such mark on said date.

RESPONSE: Applicant objects to the Interrogatory on the ground that it would be overly broad,
harassing, unduly burdensome, and not proportional to the needs of the case for Applicant to
exhaustively respond to it when it calls for information that can be readily obtained by a review of
Applicant’s business records. Subject to and without waiving any objection, Applicant identifies the
following documents as responsive to Interrogatory No. 8: Bates Nos. ARUP IP 388-1388.

Document Request Nos. 9-10

Request No. 9. Produce all documents and things concerning the dates of Applicant’s first use, or
Applicant’s affiliate’s first use, of each of Applicant’s Pending Marks as a service mark and/or
trademark in commerce which may be lawfully regulated by the Congress of the United States and
in any state, in connection with each of Applicant’s Services and Goods, including, but not limited
to, all advertising, promotional materials, marketing materials, websites, webpages, brochures,
flyers, printed materials, articles, announcements, press releases, policy statements, notices,
business plans, publications, photographs, prints, price lists, order forms, catalogues, invoices,
receipts, sales slips, purchase orders, tags, labels, packaging, displays, correspondence, memoranda,
notes, affidavits, and other materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant also objects to this request to the extent it seeks documents protected from disclosure
by attorney-client privilege, trial-preparation privilege, the attorney work product doctrine, or any
other applicable privilege. Applicant also objects to this request to the extent that such documents
are available publicly from the USPTO. Subject to and without waiving any objection, Applicant
will produce documents sufficiently responsive to this Request.

Request No. 10. Produce all documents and things concerning the dates on which Applicant first
sold, or Applicant’s affiliate first sold, offered, distributed, rendered or performed Applicant’s
Services and Goods in connection with each of Applicant’s Pending Marks, including, but not
limited to, all advertising, promotional materials, marketing materials, websites, webpages,
brochures, flyers, printed materials, articles, announcements, press releases, policy statements,
notices, business plans, publications, photographs, prints, price lists, order forms, catalogues,
invoices, receipts, sales slips, purchase orders, tags, labels, packaging, displays, correspondence,
memoranda, notes, affidavits, and other materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant also objects to this request to the extent it seeks documents protected from disclosure
by attorney-client privilege, trial-preparation privilege, the attorney work product doctrine, or any
other applicable privilege. Subject to and without waiving any objection, Applicant will produce
documents sufficiently responsive to this Request.



Opposer claims that Applicant’s response to Interrogatory 8 does not sufficiently answer
the Interrogatory, but again, Opposer asks for publicly available information from the USPTO
database, which, in conjunction with the documents produced by the Applicant, can easily be read
to understand the circumstances surrounding the Applicant’s first use of the relevant trademarks
in the United States.

Applicant does not simply issue “boilerplate” objections, but states that the request for “All”
documents” that may relate to the long list of fields that Opposer includes would result in an
unnecessarily large production that contains documents which are almost entirely irrelevant or at
least inconsequential to the disposition of this case. Again, TBMP § 402.02 provides that “[e]ven
if the discovery sought by a party is relevant, it will be limited, or not permitted, where, inter alia,
it is . . . unduly burdensome or obtainable from some other source that is more convenient, less
burdensome, or less expensive; or ‘where harm to the person from whom discovery is sought
outweighs the need of the person seeking discovery of the information.””

Here, the production of what is likely thousands or tens of thousands of documents relating
to “all advertising, promotional materials, marketing materials, websites, webpages, brochures,
flyers, printed materials, articles, announcements, press releases, policy statements, notices,
business plans, publications, photographs, prints, price lists, order forms, catalogues, invoices,
receipts, sales slips, purchase orders, tags, labels, packaging, displays, correspondence,
memoranda, notes, affidavits, and other materials” in connection with each of the relevant
trademarks in each of their respective goods/services would be unduly burdensome pursuant to
TBMP § 402.02 and require a significant investment of time, energy, and expense from the
Applicant and provide next to no consequential information for this proceeding. The Applicant

produced already approximately 1000 pages of documents which contain details about the



Applicant’s use of their trademarks in the first instance and afterward. TBMP § 402.02 states that,
where “complete compliance with a particular request for discovery would be unduly burdensome,
the Board may permit the responding party to comply by providing a representative sampling of
the information sought, or some other reduced amount of information which is nevertheless
sufficient to meet the propounding party’s discovery needs.”

The 1000 pages of document produced here are surely sufficient to constitute a
representative sampling of the first use of the trademarks and their subsequent usage. Opposer
does not state that such documents are not representative of the Applicant’s use and first use of the
Applicant’s Pending Marks, merely asking the Board to order a reproduction of “any documents
not previously produced.” Again, producing al// documents in response to these sweeping
generalized requests would place an undue burden on the Applicant, and Applicant has already

produced a representative sample of such documents.

Interrogatories 9-10

Interrogatory No. 9. Identify each geographic location and territory where Applicant or
Applicant’s affiliate has ever used each of Applicant’s Pending Marks identified in response to
Interrogatory No. 4 above in identifying, advertising, promoting, marketing, or selling each of
Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6 above and the
inclusive dates of such use.

RESPONSE: Applicant objects to the Interrogatory asking as overly broad, harassing, unduly
burdensome, and not proportional to the needs of the case. Applicant has approximately 95 offices
worldwide, Applicant has marketed services in all 50 states and globally for all of the Pending
Services and Goods, marketing via the Pending Marks as appropriate as well as related trademarks
and trade names. A precise list of each and every country it operates in with separated information
for each would be overly broad, harassing, unduly burdensome, and not proportional to the needs
of the case. Other than potential inadvertent access to globally available marketing materials (for
example website access or opening of email communications), Applicant does not market in a select
list of Sanctioned Countries: Belarus, Cuba, Iran, North Korea, Russia, Somalia, Sudan (the
Republic of Sudan or North Sudan), Syria, Ukraine (Donetsk People’s Republic and Luhank
People’s Republic regions of Ukraine), and Venezuela. Further, Applicant points to a list of its
offices on its website at https://www.arup.com/contact-us as partially responsive and available to
the public.

Interrogatory No. 10. Identify each geographic location and territory where Applicant or
Applicant’s affiliate has ever sold, distributed, rendered, or performed any of Applicant’s Pending
Services and Goods identified in response to Interrogatory No. 6 above in connection with each of
Applicant’s Pending Marks identified in response to Interrogatory No. 4 above and the inclusive
dates of such use.
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https://www.arup.com/contact-us

RESPONSE: Subject to and without waiving any objection, Applicant identifies their answer to
Interrogatory No. 9 as responsive to Interrogatory No. 10.

Document Request Nos. 11-12, 34

Request No. 11. Produce all documents and things concerning each geographic location and
territory where Applicant or Applicant’s affiliate has ever used or intends to use each of Applicant’s
Pending Marks in advertising, promoting, marketing or selling Applicant’s Services and Goods,
including, but not limited to, all advertising, promotional materials, marketing materials, websites,
webpages, brochures, flyers, printed materials, articles, announcements, press releases, policy
statements, notices, business plans, publications, photographs, prints, price lists, order forms,
catalogues, invoices, receipts, sales slips, purchase orders, tags, labels, packaging, displays,
correspondence, memoranda, notes, affidavits, and other materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant also objects to this request to the extent it seeks documents protected from disclosure
by attorney-client privilege, trial-preparation privilege, the attorney work product doctrine, or any
other applicable privilege. Applicant has approximately 95 offices worldwide, Applicant has
marketed services in all 50 states and globally for all of the Pending Services and Goods, marketing
via the Pending Marks as appropriate as well as related trademarks and trade names. “All”
documents related to a precise list of each and every country it operates in would not be proportional
to the needs of the case. Applicant ‘intends’ to provide services everywhere in the world with the
exception of a handful of sanctioned and hostile territories. Further, Applicant points to a list of its
offices on its website at https:/www.arup.com/contact-us as partially responsive and available to
the public. Subject to and without waiving any objection, Applicant will produce documents
sufficiently responsive to this Request.

Request No. 12. Produce all documents and things concerning each geographic location and
territory where Applicant or Applicant’s affiliate has ever sold, distributed, rendered or performed
any of Applicant’s Services and Goods in connection with each of Applicant’s Pending Marks,
including, but not limited to, all advertising, promotional materials, marketing materials, websites,
webpages, brochures, flyers, printed materials, articles, announcements, press releases, policy
statements, notices, business plans, publications, photographs, prints, price lists, order forms,
catalogues, invoices, receipts, sales slips, purchase orders, tags, labels, packaging, displays,
correspondence, memoranda, notes, affidavits, and other materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant also objects to this request to the extent it seeks documents protected from disclosure
by attorney-client privilege, trial-preparation privilege, the attorney work product doctrine, or any
other applicable privilege. Applicant has approximately 95 offices worldwide, Applicant has
marketed services in all 50 states and globally for all of the Pending Services and Goods, marketing
via the Pending Marks as appropriate as well as related trademarks and trade names. “All”
documents related to a precise list of each and every country it operates in would not be proportional
to the needs of the case. Applicant ‘intends’ to provide services everywhere in the world with the
exception of a handful of sanctioned and hostile territories. Further, Applicant points to a list of its
offices on its website at https:/www.arup.com/contact-us as partially responsive and available to
the public. Subject to and without waiving any objection, Applicant will produce documents
sufficiently responsive to this Request.

Request No. 34. Produce all documents and things concerning whether use of each of Applicant’s
Pending Marks by Applicant, and the offer, sale, distribution, rendering and performing of
Applicant’s Services and Goods in connection therewith, has been continuous since the date said
mark was first used.

11


https://www.arup.com/contact-us
https://www.arup.com/contact-us

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant objects to this question to the extent it seeks documents protected from disclosure
by attorney-client privilege, trial-preparation privilege, the attorney work product doctrine, or any
other applicable privilege. Subject to and without waiving any objection, Applicant will produce
documents sufficiently responsive to this Request.

Again, Opposer has propounded vague and overbroad Interrogatories and to which a full
answer would place an undue burden on the Applicant. Applicant has answered the Interrogatory.
Applicant responded saying they have “marketed services in all 50 states.” Applicant (and
‘Applicant’s Affiliate’) have been performing services under the Applicant’s Pending Marks for
well over a decade. To then require the Applicant to precisely list and detail their “advertising,
promoting, marketing, or selling” or where they have “ever sold, distributed, rendered, or
performed any of Applicant’s Pending Services and Goods” in every ‘location and territory’ (by
state? City? Neighborhood? the extent of the segmentation is unclear) would not at all result in
any consequential information for the disposition of this case and would surely place an undue
burden on the Applicant.

Opposer also states they would now like to change its Interrogatories and Requests to
specifically ask about use in the United States. Opposer essentially asks the Board to determine
the Applicant did not answer a question which was not asked in the first place, and compel
Applicant to answer the same without it first being propounded properly in a set of Interrogatories
or Requests for Production. This is improper. “[A] party may not widen the scope of the discovery
sought by way of a motion to compel.” Fisons Ltd. v. Capability Brown Ltd., 209 USPQ 167, 170
(TTAB 1980); See also TBMP § 402.02 (“[A] party will not be able to obtain, through a motion
to compel, discovery broader in scope than that actually sought in the discovery request(s) to which
the motion pertains”). To the extent that this new Interrogatory or Request was contained within

the original, so too is the new Response contained in the original. Therefore any discoverable
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information which would be responsive to a new question would necessarily be broader than the
original.

Requests for Production 11 and 12 ask for documents responsive to substantially the same
questions. Again, to reproduce a/l documents that evidence al// marketing and sales over decades
is entirely unnecessary. Applicant stated they would produce documents and did produce
documents that constitute a ‘representative sample’ of the information sought such that the
propounding party’s needs are met. TBMP § 402.02.

Request for Production 34 suffers from the same problem. To vaguely and broadly ask
Applicant to produce documents showing continuous use of their goods and services would require
a production of thousands of documents showing marketing, promotion, sales, and any other
activity that could constitute “use” during over a decade of use. This amount of production would
not serve any purpose in this proceeding, or at the least would not be of more use than the 1000
pages of documents showing the use of the Applicant’s Pending Marks over the years already
produced.

Interrogatory No. 16 & Document Request 17

Interrogatory No. 16. Identify each and every person who has purchased or received any of
Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6 above in
connection with each of Applicant’s Pending Marks identified in response to Interrogatory No. 4
above, from Applicant or Applicant’s affiliate, in the past or present, including, but not limited to,
names, addresses, inclusive dates of purchase or receipt, the type of goods and/or services purchased
or received, and whether any of such persons are or were involved in, active in or otherwise work
in, in whole or in part, the medical, medical laboratory, reference laboratory, pathology, research,
healthcare or related fields.

RESPONSE: Applicant objects to the request as overly broad, harassing, unduly burdensome, and
not proportional to the needs of the case. To identify all persons who have received their services
would not be relevant to this litigation and is beyond the scope of this discovery. This is likely a list
of thousands of individuals and entities over decades. Subject to and without waiving any objections,
Applicant identifies the following documents as partially responsive to Interrogatory No. 16: Bates
Nos. ARUP IP 388-846.

Request No. 17. Produce all documents and things concerning each and every person who has
purchased or received any of Applicant’s Services and Goods identified in response to Interrogatory
No. 6 above, in connection with each of Applicant’s Pending Marks identified in response to
Interrogatory No. 4 above, from Applicant or Applicant’s affiilate, including, but not limited to, the
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name and address of each, the inclusive dates of such purchases or receipt of the same, the class of
the same, the goods and/or services provided to each, and whether any of such persons are or were
involved in, active in or otherwise work in, in whole or in part, the medical, medical laboratory,
reference laboratory, pathology, research, healthcare or related fields. This should include, but not
be limited to, all reports, notices, data, customer lists, client lists, contracts, accounting records,
financial records, sales reports, sales records, purchase orders, invoices, order forms, receipts, sales
slips, sales data, marketing materials, surveys, polls, studies, reports, responses, correspondence,
memoranda, notes, messages, and other materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Subject to and without waiving any objection, Applicant will produce documents sufficiently
responsive to this Request.

The foregoing Interrogatory and Request suffer from the same problems. Opposer asks
Applicant to “identify each and every person” and produce “all” documents concerning “each and
every person” who have received Applicant’s services and goods. Applicant objected stating that
this would likely constitute a list of thousands of individuals. Applicant fails to see how producing
such a list would result in any consequential information in this litigation, or at least how such a
list would at all be more useful than the representative documents concerning Applicant’s
consumer base already produced. To further increase the burden, Opposer demands that Applicant
go through this list of thousands of individuals, and examine each one to determine whether they
are vaguely “involved in, active in, or otherwise work in, in whole or in part” the fields of medicine,
laboratory, pathology, research, healthcare, or related fields. Such a request could not possibly
yield information whose usefulness in this proceeding, if there would be any at all, is proportional
to the burden placed upon Applicant to produce it.

Interrogatory No. 26 and Document Request No. 33

Interrogatory No. 26. Identify any and all periods, from the date of Applicant’s alleged first use,
or Applicant’s affiliate’s alleged first use, of each of Applicant’s Pending Marks through the present,
during which Applicant or Applicant’s affiliate ceased or discontinued use of each of the those
marks and/or the offering, sale, distribution, rendering or performing of any of Applicant’s Pending
Services and Goods in connection with each of the those marks, and identify with specificity all
such services and goods.

RESPONSE: Subject to and without waiving any objection, Applicant states that such marks and
services have never been discontinued.
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Request No. 33. Produce all documents and things concerning any and all periods, from the date
of alleged first use claimed by Applicant or Applicant’s affiliate through the present, during which
Applicant or Applicant’s affiliate ceased, discontinued, or resumed use of each or any of Applicant’s
Pending Marks, and/or the offer, sale, distribution, rendering or performing of Applicant’s Services
and Goods or any other services or goods in connection with each of Applicant’s Pending Marks,
including, but not limited to the dates and reasons therefor, the persons involved in making such
decision, and whether Applicant or Applicant’s affiliate intended to recommence use of said mark(s)
or the offer, sale or distribution of said goods or the offer, sale, distribution, rendering or performing
of said services at the time one or both were discontinued or ceased. This should include, but not
limited to, all advertising, promotional materials, marketing materials, distribution materials,
websites, webpages, brochures, flyers, printed materials, articles, announcements, press releases,
policy statements, notices, business plans, publications, photographs, prints, price lists, order forms,
catalogues, invoices, receipts, sales slips, purchase orders, tags, labels, packaging, displays,
correspondence, memoranda, notes, affidavits, and other materials concerning the foregoing.
RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Subject to and without waiving any objection, Applicant possesses no documents responsive
to this request.

Applicant has responded fully to these interrogatories and in no uncertain terms. Again,
Opposer couches it as a limitation, but Opposer wishes to propound a new interrogatory and/or
request asking about cessation of use specifically in the United States. It is improper to propound
Discovery Requests and Interrogatories, then instead of issuing new requests, to veil these new
requests as the originals in the context of a motion to compel. Opposer did not ask those questions
in the first place, and it would not be proper or fair to Applicant to now determine it did not answer
questions it was not asked. See Fisons, 209 USPQ at 170; TBMP § 402.02. To the extent that the
original Interrogatory and Request included asking about the United States, so too did the
Response.

C. ‘Scope and Nature of Promotion and Use’ (Interrogatory 14; Requests 14,
15)

Opposer groups Interrogatories 14 and Requests for Production 14 and 15 as those seeking
information relating to “Scope and Nature of Promotion and Use” and claims that Applicant’s
responses to each are deficient.

Interrogatory No. 14
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Interrogatory No. 14. For each calendar year since commencing use of the each of Applicant’s
Pending Marks in connection with Applicant’s Pending Services and Goods, identify the amount
spent by Applicant or Applicant’s affiliate in advertising, promoting, and marketing each of
Applicant’s Pending Marks identified in response to Interrogatory No. 4 above in connection with
each of Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6 above
in the United States, and the number and dollar amount of sales by Applicant and Applicant’s
affiliate of each such good or service in the United States.

RESPONSE: Applicant objects to the request as overly broad, harassing, unduly burdensome, and
not proportional to the needs of the case. To consolidate all such information for all of Applicant’s
Marks in connection with each good and service and between each related company and for every
year over decades would be unduly burdensome, and not proportional to the needs of the case.
Applicant further does not keep relevant records in the exact segmented and separate categories as
requested. Subject to and without waiving any objection, Applicant identifies the following
documents: Bates No. ARUP IP 103; 599-1605.

Document Request No. 14

Request No. 14. Produce all documents and things concerning the manner, methods, media and
trade channels in or by which Applicant or Applicant’s affiliate offers, sells, distributes, renders or
performs, or intends to offer, sell, distribute, render or perform, Applicant’s Services and Goods, in
connection with each of Applicant’s Pending Marks, including, but not limited to, all advertising,
promotional materials, marketing materials, distribution materials, websites, webpages, brochures,
flyers, printed materials, articles, announcements, press releases, policy statements, handbooks,
manuals, training materials, notices, business plans, publications, photographs, prints, price lists,
order forms, catalogues, invoices, receipts, sales slips, purchase orders, tags, labels, packaging,
displays, correspondence, memoranda, notes, affidavits, and other materials concerning the
foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant also objects to this request to the extent it seeks documents protected from disclosure
by attorney-client privilege, trial-preparation privilege, the attorney work product doctrine, or any
other applicable privilege. Subject to and without waiving any objection, Applicant will produce
documents sufficiently responsive to this Request.

Document Request No. 15

Request No. 15. For each calendar year since commencing use of each of Applicant’s Pending
Marks, produce documents sufficient to show the amounts spent by Applicant or Applicant’s
affiliate in advertising, promoting, and marketing each of Applicant’s Pending Marks in the United
States in connection with Applicant’s Services and Goods.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant also objects to this request to the extent it seeks documents protected from disclosure
by attorney-client privilege, trial-preparation privilege, the attorney work product doctrine, or any
other applicable privilege. Applicant further objects to this Request as requesting documents which
never existed or no longer exist. Subject to and without waiving any objection, Applicant will
produce documents sufficiently responsive to this Request.

Opposer again requests an overbroad amount of documents and information which is not

proportional to the needs of this proceeding. “All” documents and things relating to the way
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Applicant “offers, sells, distributes, renders or performs, or intends to offer, sell, distribute, render
or perform” the services under the Applicant’s Pending Marks would result again in thousands of
documents of materials which are highly unlikely to result in any consequential information. To
compel Applicant to produce such documents serves no purpose in the proceeding or to Opposer
other than to burden the Applicant with the time and expense of compiling them. Again, Applicant
produced documents and identified such documents which exist as responsive to these requests
and interrogatories, and the same constitute “representative samples” of those which would be
fully responsive. TBMP § 402.02.
D. ‘Applicant’s Knowledge of Opposer’ (Request 20)

Opposer claims Request No. 20 relates to information relating to “Applicant’s Knowledge

of Opposer” and claims that Applicant’s response thereto is deficient.

Document Request No. 20

Request No. 20. Produce all documents or things concerning Opposer, including, but not limited
to, Opposer’s Services and Goods, Opposer’s use of any mark comprised in whole or part of any of
Opposer’s Marks with Opposer’s Services and Goods, and all documents or things received from or
sent to Opposer, or purchased or obtained from Opposer.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant further objects to the request as requesting information already within the
knowledge and possession of Opposer.

Opposer here asks another vague and overbroad question for “all documents or things
concerning Opposer.” Opposer then lists what it means by this as information related to “Opposer’s
Services and Goods, Opposer’s use of any mark. . . documents or things received from or sent to
Opposer, or purchased or obtained from Opposer.” All items in this list describe documents which
concern information about the Opposer and Opposer’s Goods and Services under the Opposer’s
Marks. No indication is given by their broad request that what Opposer really is seeking is internal

communications or other knowledge Applicant had about Opposer.
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Propounders of Requests for Production have a duty to “describe with reasonable
particularity” the documents that are being sought. By asking a general question, and then listing
examples of documents within one subset of information within that general category, Opposer
described with particularity only those kinds of documents. Applicant fulfilled their obligation,
determined it did not have any documents or things that were responsive to the request as it was
written, or that such documents were readily available to Opposer already (i.e. Opposer’s own
webpages), and responded accordingly. To now turn around and say the request was about some
other subset of documents under the overly broad category of “all documents concerning Opposer”
is unduly burdensome to Applicant, who performed a reasonable search of its own documents
pertaining to the category of documents actually asked about. Again, to the extent that Opposer
wishes to propound new Requests and Interrogatories, they are free to do so, but to compel
Applicant to answer questions that weren’t asked is not proper or equitable. See Fisons, 209 USPQ
at 170; TBMP § 402.02.

E. ‘Trademark Search Results’ (Interrogatory 23; Request 28)

Opposer groups Interrogatory No. 23 and Request No. 28 as those seeking information

relating to “Trademark Search Results” and claims that Applicant’s responses to each are deficient.

Interrogatory No. 23

Interrogatory No. 23. Identify all efforts to determine whether a third-party is or was using or
proposing use of a mark similar to or incorporating any of Applicant’s Marks and/or any of
Opposer’s Marks, that you or your affiliate has commissioned, employed, used, or undertaken (e.g.,
watch services, Thomson CompuMark searches, LEXIS searches, etc.), including, without
limitation, the results provided to or obtained by you.

RESPONSE: Applicant objects to this request to the extent it seeks documents protected from
disclosure by attorney-client privilege, trial-preparation privilege, the attorney work product
doctrine, or any other applicable privilege. Subject to and without waiving any objection, Applicant
states that it has ordered trademark searches via trademark databases for various terms and phrases,
some of which incorporate portions of the Applicant’s Marks, and generally monitors press and
marketing releases of companies within their industry for similar trademarks.

Document Request No. 28
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Request No. 28. Produce all documents and things concerning all searches and investigations of
prior or current uses or registrations of each of Applicant’s Pending Marks and/or each of the
Opposer’s Marks or marks similar thereto, which were ever authorized, permitted, conducted, or
made by or at the request of Applicant or Applicant’s affiliate, or of which Applicant or Applicant’s
affiliate is aware, including, but not limited to, searches, reports, analyses, data, correspondence,
memoranda, and notes concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents because
the request is overly broad, harassing, unduly burdensome, and not proportional to the needs of the
case. Applicant objects to this question to the extent it seeks documents protected from disclosure
by attorney-client privilege, trial-preparation privilege, the attorney work product doctrine, or any
other applicable privilege. Applicant further objects to this Request as requesting documents which
never existed or no longer exist. Subject to and without waiving any objection, and reserving the
right to supplement this response, Applicant states there are no responsive non-privileged
documents.

Opposer again asks an overly broad and vague question, and when they receive a

corresponding answer, complains and asks for a more specific answer to a more specific question.
There is no benefit to be derived from Applicant detailing ““all efforts to determine whether a third-
party is or was using or proposing use of a mark similar to or incorporating any of Applicant’s
Marks and/or any of Opposer’s Marks” (ostensibly being broad enough to include every google
search Applicant or an employee thereof ever performed to investigate another user of “ARUP,”
“LAB,” “SOUND,” etc.) other than to impose an undue burden on Applicant for information which
will not be useful in this proceeding. Applicant stated its objections with particularity, and should

be excused from compulsion to answer questions which were by design overly broad and unduly

burdensome.

F. ‘Employment and Location Information for Potential Witnesses’

(Interrogatory 34)

Opposer claims Interrogatory No. 34 relates to information relating to “Employment and

Location Information for Potential Witnesses” and claims that Applicant’s response thereto is

deficient.

Interrogatory No. 34
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Interrogatory No. 34. Identify, with reference to the appropriate numbered paragraphs and
subparagraphs of the foregoing Interrogatories, all persons who are most knowledgeable concerning
each of the matters set forth in the foregoing Interrogatories.

RESPONSE: Subject to and without waiving any objection, Applicant identifies the following
individuals: Int 1, 2, 4, 6, 9, 10, 18, 19, 24, 25, 28, 29, 34, 35: Rebecca Birmingham; Int 3, 5, 7, 8§,
16, 26: Raj Patel; Int 11, 12, 13, 14, 15: Kyle Fisher; Int 17: Bill Scrantom; Int 20, 23, 30, 31, 32:
David Postolski; Int 21: Jenny Baster; Int 22: Joseph Dennis; Int 27: Ian Rogers; Int 33: John
DiCamillo.

Applicant fully answered the interrogatory here, detailing each person who would be “most
knowledgeable” for the Applicant. Clearly each individual is an employee or representative of
Applicant or Applicant’s Affiliate (or are Counsel for Applicant), and to the extent that Opposer
wishes contact information for the same, they can be contacted through counsel. Further, the
statement that they are knowledgeable about the respective interrogatories listed is sufficient
information so as to inform Opposer whether they would be worthwhile deponents or witnesses,
and all are public-facing individuals who can be easily found by the Opposer.

G. ‘Applicant’s Counterclaims’ (Request 40)

Opposer claims Request No. 40 relates to information relating to “Applicant’s

Counterclaims” and claims that Applicant’s response thereto is deficient.

Document Request No. 40

Request No. 40. Produce all documents and things concerning, supporting, or refuting Applicant’s
claims in its Counterclaims in the Consolidated Proceeding that Opposer has never, or not in the
past three years, in U.S. commerce, used certain of Opposer’s Registered Marks, or has otherwise
abandoned the same, in connection with certain of Opposer’s Registered Services and Goods, and
that Opposer intends not to resume such use.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents. Each
claim and defense involves the establishment of multiple elements, each involving their own
demonstration of evidentiary support. Providing "all" documents and things relating to Applicant’s
claims would require Applicant to produce a massive amount of documents and essentially give
Opposer the Applicant’s entire case. Applicant also objects to the request to the extent it seeks “all”
documents while discovery and investigation are still ongoing. Applicant also objects to this request
to the extent that it seeks the production of documents and things protected from disclosure by the
attorney-client privilege, trial-preparation privilege, the attorney work product doctrine, or any other
applicable privilege, trial-preparation privilege, the attorney work product doctrine, or any other
applicable privilege. Applicant is not producing responsive documents to this request.
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Opposer here asks another overly broad question which does not “describe with reasonable
particularity” the documents it seeks. “All documents and things concerning, supporting, or
refuting Applicant’s claims in its Counterclaims” ostensibly includes documents such as the
Opposer’s own webpages and trademark applications, which surely are not necessary for Applicant
to print, reproduce, and resend to the Opposer. Such documents supporting its own claims also are
mostly limited to those which Applicant is seeking in its own discovery requests and
interrogatories to the Opposer as well. Opposer states that it was “a compromise” to clarify it was
not seeking privileged documents, and that it only was seeking “documents relating to the heart of
the issues.” But Opposer is left without any guidance as to what documents exactly Applicant is
seeking in this request. What constitutes the “heart” of the issues is a subjective determination
which may be entirely different to the Opposer and the Applicant, and does not constitute a
description with “reasonable particularity.”

II1. CONCLUSION

Opposer has propounded a set of extremely broad and vague Interrogatories and Requests
for Production. Applicant accordingly responded by either specifically objecting to that vagueness
and overbreadth, or by producing a representative sample of documents which would be
responsive to the same. Opposer now seeks an order compelling Applicant to either (1) respond to
Interrogatories or Requests which were not originally asked; or (2) to undertake a brutal and unduly
burdensome task of compiling thousands upon thousands of documents which would serve no
purpose in this proceeding other than Opposer’s desire to see Applicant expend time and effort
doing so. Applicant respectfully requests that Opposer’s Motion to Compel be denied in whole, or
limited heavily to compelling responses or productions which are not unduly burdensome and not

proportionate to the needs of the case.

21



Date: May 1, 2025

Respectfully submitted,

By: /s/ David Postolski

David Postolski, Esq.

Gearhart Law, LLC

41 River Road

Summit, New Jersey 07901
Phone: 908-273-0700

Fax: 908-273-0711

Email: David@gearhartlaw.com
ATTORNEY FOR APPLICANT

ARUP IP MANAGEMENT, LTD.
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CERTIFICATE OF SERVICE
I hereby certify that a true and correct copy of the foregoing Memorandum in Opposition to
Opposer’s Motion to Compel was served on Counsel for Opposer by email on May 1, 2025 to:

Lester K. Essig
Arthur Berger
Adam K. Richards
Ray Quinney & Nebeker
36 South State Street, Suite 1400
Salt Lake City, UT 84111
lessig@rgn.com
aberger@rqn.com
arichards@rqn.com

By:  /s/David Postolski

David Postolski, Esq.
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EXHIBIT A

Opposer's Discovery Requests



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ARUP LABORATORIES, INC., Opposition No. 91275968 (Parent)
Mark: ARUPSOUNDLAB
Opposer,
Opposition N0.91290509
V. Mark: ARUP LAB

Mark: ARUP EXPERIENCELAB
ARUP IP MANAGEMENT, LTD.,
Opposition No. 91292827

Applicant. Mark: ARUP SOUNDLAB

OPPOSER’S FIRST SET OF INTERROGATORIES,
REQUESTS FOR PRODUCTION OF DOCUMENTS AND THINGS,
AND REQUESTS FOR ADMISSION TO APPLICANT

Pursuant to Rules 26, 33, 34 and 36 of the Federal Rules of Civil Procedure and 37
C.F.R. § 2.120, Opposer ARUP Laboratories, Inc. (“Opposer”’) propounds the following
Interrogatories, Requests for Production of Documents and Things, and Requests for Admission
on Applicant ARUP IP Management, Ltd. (“Applicant”), and requests that written responses be
served on Opposer’s counsel within 30 days and that the requested documents and things be
produced for inspection and copying at the offices of Ray Quinney & Nebeker P.C., 36 South
State Street, Suite 1400, Salt Lake City, Utah 84111, within 30 days.

DEFINITIONS AND INSTRUCTIONS

1. Opposer. The term “Opposer” shall mean ARUP Laboratories, Inc., its
predecessors in interest, all persons owned or controlled by Opposer, all persons owning or

controlling Opposer, all persons under common control with Opposer, all licensees of Opposer,



and all officers, directors, members, employees, distributors, agents, and representatives of the
foregoing.

2. Applicant. The term “Applicant” shall mean ARUP IP Management, Ltd., its
predecessors in interest, all persons owned or controlled by Applicant, all persons owning or
controlling Applicant, all persons under common control with Applicant, all licensees of
Applicant, and all officers, directors, members, employees, distributors, agents, and
representatives of the foregoing.

3. Opposer’s Marks. The term “Opposer’s Pending Marks” means the names,

service marks, and trademarks, owned by, used by, to be used by, and with pending USPTO
applications and serial numbers held as of the date of this document by, Opposer, consisting of
the word or words ARUP LABORATORIES (serial number 98143117) and ARUP (serial
number 98140473), respectively, with the services and goods noted therein, as used in any form,
font, style, size, capitalization, color, or design. The term “Opposer’s Registered Marks” means
the names, service marks, and trademarks, owned by, used by, to be used by, and with final
USPTO registrations and registration numbers held as of the date of this document by, Opposer,

consisting of the word or words ARUP LABORATORIES (registration number 3348168),

ARUP (registration number 5073030), ARUP ( registration number 1411801), ARUP
CONSULT (registration number 3494029), ARUP INSTITUTE FOR CLINICAL AND
EXPERIMENTAL PATHOLOGY (registration number 3315105) and ARUP INSTITUTE
FOR CLINICAL AND EXPERIMENTAL PATHOLOGY (registration number 3468435),

respectively, with the services and goods noted therein, as used in any form, font, style, size,



capitalization, color or design. The term “Opposer’s Marks” means Opposer’s Pending Marks
and Opposer’s Registered Marks collectively.

4. Applicant’s Marks. The term “Applicant’s Pending Marks” means the names,

service marks, and trademarks, owned by, used by, to be used by, and with pending USPTO
applications and serial numbers held as of the date of this document by, Applicant, consisting of
the word or words ARUP LAB (serial number 97515470), ARUPSOUNDLAB (serial number
90358691), ARUP SOUNDLAB (serial number 97513766), ARUP EXPERIENCELAB (serial
number 97513782) and ARUP MLAB (serial number 97515467), respectively, with the services
and goods noted therein, as used in any form, font, style, size, capitalization, color, or design.
The term “Applicant Affiliate’s Registered Marks” means the names, service marks, and
trademarks, owned by, used by, to be used by, and with final USPTO registrations and
registration numbers held as of the date of this document by, Ove Arup Partnership Trustees
Limited, a United Kingdom private limited company, an alleged affiliate or related party
(hereinafter “affiliate”) of Applicant, consisting of the word or words ARUP (registration
number 3936700) and ARUP (registration number 2721782), respectively, with the services and
goods noted therein, as used in any form, font, style, size, capitalization, color or design. The
term “Applicant’s Marks” means Applicant’s Pending Marks and Applicant Affiliate’s
Registered Marks collectively.

5. Opposer’s Services and Goods. The term “Opposer’s Pending Services and

Goods” shall include and be limited to all services and goods set forth in Opposer’s United
States federal service mark and trademark applications identified as serial numbers 98143117

(ARUP LABORATORIES) and 98140473 (ARUP), respectively. The term “Opposer’s



Registered Services and Goods” shall include and be limited to the services and goods set forth
in Opposer’s United States federal service mark and trademark registrations identified as

registration numbers 3348168 (ARUP LABORATORIES), 5073030 (ARUP), 1411801

(ARUP ), 3494029 (ARUP CONSULT), 3315105 (ARUP INSTITUTE FOR CLINICAL
AND EXPERIMENTAL PATHOLOGY) and 3468435 (ARUP INSTITUTE FOR CLINICAL
AND EXPERIMENTAL PATHOLOGY), respectively. The term “Opposer’s Services and
Goods” shall mean Opposer’s Pending Services and Goods and Opposer’s Registered Services
and Goods.

6. Applicant’s Services and Goods. The term “Applicant’s Pending Services and

Goods” shall include and be limited to all services and goods set forth in Applicant’s United
States federal service mark and trademark applications identified as serial numbers 97515470
(ARUP LAB), 90358691 (ARUPSOUNDLAB), 97513766 (ARUP SOUNDLAB), 97513782
(ARUP EXPERIENCELAB) and 97515467 (ARUP MLAB), respectively. The term
“Applicant Affiliate’s Registered Services and Goods” shall include and be limited to the
services and goods set forth in the registrations owned by Ove Arup Partnership Trustees,
Limited, a United Kingdom private limited company, an alleged affiliate of Applicant, namely
United States federal service mark and trademark registrations identified as registration
numbers 3936700 (ARUP) and 2721782 (ARUP), respectively. The term “Applicant’s Services
and Goods” shall mean Applicant’s Pending Services and Goods and Applicant Affiliate’s

Registered Services and Goods.
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7. Service Mark, Trademark, or Mark. The terms “service mark,” “trademark,” or

“mark” include service marks, trademarks, and trade names, whether or not the subject of any
registration.

8. Consolidated Proceeding. The term “Consolidated Proceeding” collectively

refers to Opposition No. 91275968 (Parent) against the ARUPSOUNDLAB mark, Opposition
No0.91290509 against the ARUP LAB and ARUP EXPERIENCELAB marks, and Opposition
No. 91292827 against the ARUP SOUNDLAB mark, all pending before the Trademark Trial
and Appeal Board of the U.S. Patent and Trademark Office, and all pleadings, motions, filings,
and orders therein.

0. Person. The term “person” is defined as any natural person, any sole
proprietorship, partnership, limited partnership, firm, joint venture, corporation, company,
limited liability company, limited liability partnership, trust, trustee, trustor, or association, or
any business, legal, or governmental entity or association.

10.  Documents. The term “documents” is defined to be synonymous in meaning and
at least equal in scope to the usage of the terms “documents or electronically stored
information” in Federal Rule of Civil Procedure 34(a)(1)(A) and includes, but is not limited to,
any written, printed, electronic, typed, recorded, filmed, punched, transcribed, taped, or other
graphic matter of any kind or nature however stored, produced, or reproduced, whether sent or
received or neither, including the original, drafts, copies, and non-identical copies bearing
notations or marks not found on the original, and includes, but is not limited to, all records,
memoranda, reports, financial statements, handwritten and other notes, transcripts, paper,

indices, emails, texts, social media posts and messages, voice mail, word processing documents,



spreadsheets, databases, calendars, telephone logs, contact manager information, internet usage
files (including activity logs, records of internet and web browser generated files, history files,
caches, and cookies), network access information, blogs, tweets, instant messages, letters,
envelopes, telegrams, cables, telex messages, telephone messages, summaries or records of
telephone conversations, summaries or records of personal conversations or interviews,
summaries or records of meetings or conferences, minutes or transcripts or notations of
meetings or telephone conversations or other communications of any type, tabulations, studies,
analyses, evaluations, projections, work papers, statements, summaries, opinions, journals, desk
calendars, appointment books, diaries, billing records, invoices, or photographs, or other data
compilations in any medium from which information can be obtained, including, but not limited
to microfilms, magnetic tapes, electronic storage, computers, laptops, hard drives, thumb drives,
personal digital assistants, smart phones, and archives, and includes any other documents
discoverable under Federal Rule of Civil Procedure 26, which are in your custody, possession,
and/or control or to which you otherwise have access. The term “documents or electronically
stored information” also includes file and folder tabs associated with each of the
aforementioned originals, copies, drafts, or versions. The term “documents or electronically
stored information” includes any document or electronically stored information that embodies
or reflects a “communication” as defined herein.

11. Thing. The term “thing” shall mean any physical object other than a document.

12. Communication. The term “communication” means the transmittal of

information (in the form of facts, ideas, inquiries, or otherwise). It means the conveyance,

exchange, transmission, or other transfer of information, opinions, statements, messages,



inquiries, or the like between natural persons and/or entities, by oral, written, or electronic
means, including but not limited to letters, notes, memoranda, facsimile transmissions, email
messages, text messages, telephone conversations, in-person conversations, and any other

means by which such transfer of information may occur.

13.  Referring To, Relating To, Regarding, and Concerning. The terms “referring to,”
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“relating to,” “regarding,” and “concerning” are to be broadly construed and shall mean, without
limitation, comprising, concerning, constituting, reflecting, referring to, relating to, regarding,

containing quantitative data relating to, pertaining to, commenting upon, indicating, showing,

describing, evidencing, discussing, mentioning, embodying, or computing, in whole or in part.

14.  YowYour. The terms “you” and “your” shall mean and refer to Applicant as

defined above.
15. All/Each. The terms “all” and “each” shall be construed as all and each.

16.  And/Or. The connectives “and” and “or” shall be construed either disjunctively
or conjunctively as necessary to bring within the scope of the discovery request all responses
that might otherwise be construed to be outside of its scope.

17.  Number. The use of the singular form of any word includes the plural and vice
versa.

18.  Tense. The use of the present tense includes the present and past tense, and the

use of the past tense includes the past and present tense.



19. State. The term “state” shall mean to describe, in detail sufficient to communicate
the information given, the facts known to you concerning the subject matter of the
Interrogatory.

20. Identify (With Respect to Persons). When referring to a person, “to identify”

means to give, to the extent known, the person’s full name and present or last known address.
When referring to a natural person, additionally state the present or last known place of
employment, occupation, and all titles and job descriptions held by such person and inclusive
dates therefor. When referring to other than a natural person, additionally state the form of
business, the place formed, the nature of the business, the address of the principal place of
business, all other places where such entity does business or sells or offers to sell services or
goods, and the identity of persons working for or associated with it having knowledge of the
matter with respect to which it is named, as well as its officers, directors, members, managers,
partners, shareholders, trustees, trustors, and beneficiaries. Once a person has been identified in
accordance with this subparagraph, only the name of that person need be listed in response to
subsequent discovery requesting the identification of that person.

21. Identify (With Respect to Documents). When referring to documents, “to

identify” means to give, to the extent known, the (a) type of document; (b) title of the
document; (c) general subject matter of the document; (d) date shown on the document; (e) its
date of preparation; (f) its date(s) and manner of distribution and publication, if any; (g) location
of each copy and identity of present custodian; (h) identity of person(s) who can identify the

document; and (i) the author(s), addressee(s), and recipient(s) of the document. When referring



to printed material, additionally state its publication date(s), the name of the item or publication
in which the document was or is published (if any), the volume, and relevant page numbers.

22. Identify (With Respect to Communications). “Identify,” or the “identity of,”

when used with respect to any communication other than a document, means to state the date or
dates when the communication occurred, the person initiating the communication, each other
person who participated in the communication, the subject matter of the communication, and
the nature of the communication (e.g., meeting, telephone call, etc.); and to identify each other
person who observed or has knowledge of the communication, the person from whom or the
manner in which you learned of the communication, the date you learned of the communication,
and each document which concerns, reflects, refers to, or in any way relates to such
communication.

23.  Identify (With Respect to All Other Subject Matter). When referring to subject

matter other than persons, documents, or communications, “to identify” means to describe, in
detail sufficient to communicate the information given, the facts and information known to you
concerning the subject matter of the Interrogatory. For example, and without limitation, in the
case of a trademark or service mark, or application or registration for the same, state its country
or state, its registration and application number, the identity of the owner, its date of first use in
the United States, and the services or goods used therewith, and in the case of a good, product,
or device, state the name, type, grade, and any other designations customarily used by the party
concerned or others in the trade to designate and distinguish such good, product, or device.

24, Continuing Nature of the Discovery Requests Herein. These discovery requests

shall be deemed to seek answers as of this date, and shall also be deemed to be continuing so



that any additional information, documents, and things relating in any way to these discovery
requests which Applicant acquires or which become known to Applicant up to and including the
time of the testimony period in this matter shall be furnished to Opposer immediately after such
information, documents, and things are acquired or become known.

25.  All Available Information. In answering these discovery requests, please furnish

all information available to you based on the collective knowledge and information of yourself
and others, including but not limited to, all information in the possession of your attorneys or
your or your attorney’s investigators, advisors, associates, agents, representatives, and any other

persons assisting you or acting on your behalf with respect to this matter.

26. Incomplete Answer. If you are unable to answer any Interrogatory or discovery

request fully and completely, after exercising due diligence to make inquiry and secure the
information necessary to do so, please so state, answer each such Interrogatory or discovery
request to the extent possible, specify the portion of such Interrogatory or discovery request that
you claim you are unable to answer fully and completely, state the facts on which you rely to
support your contention that you are unable to answer the Interrogatory or discovery request
fully and completely, and state what knowledge, information and belief you have concerning the

unanswered portion of each such Interrogatory or discovery request.

27. Privilege. If you believe that all or any part of a response to an Interrogatory, a
Document Production Request, a Request for Admission, or other discovery request would
invade any privilege that you assert, please respond to each part of the request that does not
invade the asserted privilege. As to each part for which privilege is asserted, state the factual and

legal basis for asserting the privilege and sufficient information fairly to apprise the parties and
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the Trademark Trial and Appeal Board of the nature and extent of the privilege asserted. If you
contend that any document to be identified is privileged, please furnish a log identifying each
such document with the following information: (a) the date of the document; (b) a brief
description of the document (e.g., letter, memo, etc.); (c) the identities of the author, the
addressees, and any person receiving a copy of the document; (d) the nature of the privilege
claimed; and (e) a description of the circumstances that caused the document to be created and

upon which you rely to support your claim of privilege.

INTERROGATORIES

INTERROGATORY NO. 1

Identify each person who owns or has owned an interest in each of in which Applicant, or
an affiliate of Applicant, alleges an interest, and the inclusive date(s) each such interest was
held.

INTERROGATORY NO. 2

With respect to the persons identified in response to Interrogatory No. 1 above, identify
the relationship between such persons, including, but not limited to, all arrangements and
agreements between such persons with respect to Applicant’s Marks and all related applications
and registrations.

INTERROGATORY NO. 3

Identify all facts and circumstances surrounding Applicant’s design and selection of each
of Applicant’s Pending Marks for use with Applicant’s Pending Services and Goods, including,
but not limited to, the reasons for the design and selection, and the persons involved in selecting

each of Applicant’s Pending Marks for use with Applicant’s Pending Services and Goods.
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INTERROGATORY NO. 4

Identify all variations, versions, and forms of, and words, names, phrases, slogans,
designs, or logos used with, each of Applicant’s Pending Marks, as used by or intended to be
used by Applicant, or an affiliate of Applicant, at any time in connection with Applicant’s

Pending Services and Goods.

INTERROGATORY NO. 5

Identify the meaning, connotation, and commercial impression created and intended to be
created by each of Applicant’s Pending Marks as used or intended to be used by Applicant, or
by an affiliate of Applicant, in connection with Applicant’s Pending Services and Goods.

INTERROGATORY NO. 6

Identify all services and goods, including, without limitation, all of Applicant’s Pending
Services and Goods, offered, sold, distributed, rendered or performed by Applicant, or by an
affiliate of Applicant, or intended to be offered, sold, distributed, rendered or performed by
Applicant, or by an affiliate of Applicant, in connection with each of Applicant’s Pending
Marks identified in response to Interrogatory No. 4 above, including, without limitation, which
services and goods have actually been offered, sold, distributed rendered or performed to date in
connection with each of Applicant’s Pending Marks, and the manner in which each such service
and good has been, is or is intended to be offered, sold, distributed, rendered or performed (e.g.,
website, internet, brochures, direct mail, trade journals, periodicals, trade shows, telephone,

retail locations, etc.) in connection with each of Applicant’s Pending Marks.
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INTERROGATORY NO. 7

Identify each and every type of document, item and thing on which Applicant, or any
affiliate of Applicant, has ever used or placed each of Applicant’s Pending Marks identified in
response to Interrogatory No. 4 above on or in connection with each of Applicant’s Pending
Services and Goods identified in response to Interrogatory No. 6 above, past or present (e.g., as
for each such good and service, whether the mark is used on the good, tags, labels, stickers,
containers, packaging, wrapping, shipping materials, displays, point of sale materials, point of
purchase materials, notices, brochures, flyers, trade journals, direct mail, internet advertising,
websites, webpages, marketing materials, promotional materials, etc.).

INTERROGATORY NO. &8

Identify the circumstances surrounding Applicant’s first use, or an affiliate of Applicant’s
first use, of each of Applicant’s Pending Marks identified in response to Interrogatory No. 4
above as a service mark or trademark, including in commerce which may be lawfully regulated
by the Congress of the United States and in any state, in connection with each of Applicant’s
Pending Services and Goods identified in response to Interrogatory No. 6 above, including,
without limitation:
a. the date (month, day, and year) on which Applicant or an affiliate of
Applicant first used each such mark as a service mark or trademark with each such
service and good,
b. all advertising, promotion, or marketing bearing each such mark used by
Applicant or an affiliate of Applicant with each such good and service on said date;

c. the mediums in which each such mark was used on said date;

13



d. the geographic location(s) of use for each such mark on said date;

e. the types of goods sold and the services rendered in connection with each
such mark as of said date; and

f. the persons who were party to the transaction or who were otherwise
involved with such use for each such mark on said date.

INTERROGATORY NO. 9

Identify each geographic location and territory where Applicant or Applicant’s affiliate
has ever used each of Applicant’s Pending Marks identified in response to Interrogatory No. 4
above in identifying, advertising, promoting, marketing, or selling each of Applicant’s Pending
Services and Goods identified in response to Interrogatory No. 6 above and the inclusive dates
of such use.

INTERROGATORY NO. 10

Identify each geographic location and territory where Applicant or Applicant’s affiliate
has ever sold, distributed, rendered, or performed any of Applicant’s Pending Services and
Goods identified in response to Interrogatory No. 6 above in connection with each of
Applicant’s Pending Marks identified in response to Interrogatory No. 4 above and the inclusive
dates of such use.

INTERROGATORY NO. 11

Identify each geographic location and territory into which Applicant or Applicant’s
affiliate is presently contemplating or considering offering, selling, distributing, rendering or
performing any of Applicant’s Pending Services and Goods identified in response to

Interrogatory No. 6 above or expanding its offer, sale, distribution, rendering or performing of
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such services and goods, or offering, selling, distributing, rendering or performing any
additional services or goods, in connection with each of Applicant’s Pending Marks identified
in response to Interrogatory No. 4 above.

INTERROGATORY NO. 12

Identify the manner, methods, media and trade channels in or by which Applicant or
Applicant’s affiliate sells, distributes, renders and/or performs, and/or intends to sell, distribute,
render or perform, Applicant’s Pending Services and Goods identified in response to
Interrogatory No. 6 above in connection with each of Applicant’s Pending Marks identified in
response to Interrogatory No. 4 above.

INTERROGATORY NO. 13

Identify the manner, methods, media and trade channels in or by which Applicant or
Applicant’s affiliate advertises, promotes, or markets, and/or intends to advertise, promote, or
market, Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6
above in connection with each of Applicant’s Pending Marks identified in response to
Interrogatory No. 4 above.

INTERROGATORY NO. 14

For each calendar year since commencing use of the each of Applicant’s Pending Marks
in connection with Applicant’s Pending Services and Goods, identify the amount spent by
Applicant or Applicant’s affiliate in advertising, promoting, and marketing each of Applicant’s
Pending Marks identified in response to Interrogatory No. 4 above in connection with each of

Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6 above in
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the United States, and the number and dollar amount of sales by Applicant and Applicant’s
affiliate of each such good or service in the United States.

INTERROGATORY NO. 15

Identify all classes and categories of persons who have seen, viewed or encountered your
website, or blogs with each of Applicant’s Pending Marks identified in response to
Interrogatory No. 4 above in connection with Applicant’s Pending Services and Goods
identified in response to Interrogatory No. 6 above, in the past or present, including, but not
limited to, the states of residence and/or principal business location of such persons, and
whether any of such persons are or were involved in, active in or otherwise work in, in whole or
in part, the medical, medical laboratory, reference laboratory, pathology, research, healthcare or
related fields.

INTERROGATORY NO. 16

Identify each and every person who has purchased or received any of Applicant’s
Pending Services and Goods identified in response to Interrogatory No. 6 above in connection
with each of Applicant’s Pending Marks identified in response to Interrogatory No. 4 above,
from Applicant or Applicant’s affiliate, in the past or present, including, but not limited to,
names, addresses, inclusive dates of purchase or receipt, the type of goods and/or services
purchased or received, and whether any of such persons are or were involved in, active in or
otherwise work in, in whole or in part, the medical, medical laboratory, reference laboratory,

pathology, research, healthcare or related fields.
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INTERROGATORY NO. 17

Identify each and every person who has purchased or received any services or goods of
Applicant or Applicant’s affiliate, including, without limitation, services and goods other than
or in addition to Applicant’s Pending Services and Goods identified in response to Interrogatory
No. 6 above, in connection with any of Applicant’s Marks, including Applicant’s Pending
Marks identified in response to Interrogatory 4 above, or any other mark of Applicant or
Applicant’s affiliate, in the past or present, where such person was involved in, active in or
otherwise worked in, in whole or in part, the medical, medical laboratory, reference laboratory,
pathology, research, healthcare or related fields, including, names, addresses, inclusive dates of
purchase or receipt, and the type of goods and/or services purchased or received.

INTERROGATORY NO. 18

Identify each instance of apparent or actual confusion, mistake, or deception of which
Applicant or Applicant’s affiliate is aware as to the origin, source, sponsorship, approval or
affiliation of any of Applicant’s or Opposer’s services or goods, including, without limitation,
Applicant’s Pending Services and Goods or Opposer’s Pending Services and Goods, as to any
of Applicant’s Marks or any of Opposer’s Marks or any related marks, including, without
limitation, all instances in which Applicant or Applicant’s affiliate has received any inquiries,
comments, or concerns as to whether it or its services or goods or any of Applicant’s Marks or
any related marks are associated with, sponsored by, approved by, or in any manner connected
with Opposer, and all instances in which Applicant or Applicant’s affiliate has received any
documents, mail, inquiries, or other communications addressed to or concerning Opposer,

Opposer’s Marks or Opposer’s Services and Goods of any type.
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INTERROGATORY NO. 19

Identify all uses (including infringing uses) of any of Applicant’s Marks and/or any of
Opposer’s Marks by persons other than Opposer or Applicant of which Applicant is aware.

INTERROGATORY NO. 20

Identify all trademark, service mark and trade name applications and registrations (state,
federal, or foreign) which have ever been filed, received, assigned, or owned by Applicant or
Applicant’s affiliate concerning each of Applicant’s Pending Marks relating to any of

Applicant’s Services and Goods.

INTERROGATORY NO. 21

Identify when and how Applicant first became aware of Opposer’s use of any of
Opposer’s Marks or any other marks consisting in whole or in part of the word ARUP, with or
without other words, logos, designs or elements, and the services and goods it related to in each
such instance.

INTERROGATORY NO. 22

Identify all communications between Opposer and Applicant concerning any of
Applicant’s Marks and/or any of Opposer’s Marks.

INTERROGATORY NO. 23

Identify all efforts to determine whether a third-party is or was using or proposing use of
a mark similar to or incorporating any of Applicant’s Marks and/or any of Opposer’s Marks,
that you or your affiliate has commissioned, employed, used, or undertaken (e.g., watch
services, Thomson CompuMark searches, LEXIS searches, etc.), including, without limitation,

the results provided to or obtained by you.
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INTERROGATORY NO. 24

Identify all polls, studies, surveys or investigations involving any of Applicant’s Marks
and/or any of Opposer’s Marks (e.g., those concerning rights in said marks, likelihood of
confusion, infringement, dilution, descriptiveness, genericness, abandonment, or other aspects
relating to said marks), which were ever authorized, permitted, conducted, or made by or at the
request of Applicant or Applicant’s affiliate, or of which Applicant or Applicant’s affiliate has
knowledge.

INTERROGATORY NO. 25

Identify all agreements in which Applicant or Applicant’s affiliate has permitted,
authorized, consented, approved, or licensed a person, and all agreements in which a person has
permitted, authorized, consented, approved, or licensed Applicant or Applicant’s affiliate, to use
any of Applicant’s Pending Marks, including, but not limited to, the terms thereof.

INTERROGATORY NO. 26

Identify any and all periods, from the date of Applicant’s alleged first use, or Applicant’s
affiliate’s alleged first use, of each of Applicant’s Pending Marks through the present, during
which Applicant or Applicant’s affiliate ceased or discontinued use of each of the those marks
and/or the offering, sale, distribution, rendering or performing of any of Applicant’s Pending
Services and Goods in connection with each of the those marks, and identify with specificity all
such services and goods.

INTERROGATORY NO. 27

Identify all disputes concerning any of Applicant’s Marks relating to any of Applicant’s

Services and Goods of which you are aware.
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INTERROGATORY NO. 28

State all facts concerning, supporting, or refuting Applicant’s claims or denials in its
pleadings in this Consolidated Proceeding wherein Applicant asserts that Applicant’s Pending
Marks as used with Applicant’s Pending Services and Goods are not, and will not be,
confusingly similar to Opposer’s Pending Marks as used with Opposer’s Pending Services and
Goods.

INTERROGATORY NO. 29

State all facts concerning, supporting, or refuting Applicant’s assertion in its pleadings in
this Consolidated Proceeding that the claims Opposer has asserted in its pleadings in this
Consolidated Proceeding are barred, in whole or in part, by the equitable doctrine of
acquiescence, based on Opposer’s alleged conduct and failure to act regarding Applicant’s use
of the allegedly infringing mark, which conduct Applicant asserts was prejudicial to Applicant.

INTERROGATORY NO. 30

State all facts concerning, supporting, or refuting Applicant’s assertion in its pleadings in
this Consolidated Proceeding that the claims Opposer has asserted in its pleadings in this
Consolidated Proceeding are barred, in whole or in part, by the equitable doctrine of estoppel,
based on Opposer’s allegedly misleading conduct indicating that it is not asserting its trademark
rights against Applicant, which conduct was allegedly relied upon by Applicant and is allegedly
prejudicial.

INTERROGATORY NO. 31

State all facts concerning, supporting, or refuting Applicant’s assertion in its pleadings in

this Consolidated Proceeding that the claims Opposer has asserted in its pleadings in this
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Consolidated Proceeding are barred, in whole or in part, by the Morehouse defense, based on
Applicant’s alleged ownership of a substantially similar registered mark for substantially similar
goods and/or services such that Applicant’s proposed registrations at issue herein cause no
added injury to Opposer.

INTERROGATORY NO. 32

State all facts concerning, supporting, or refuting Applicant’s claims in its Counterclaims
in the Consolidated Proceeding that Opposer has never, or not in the past three years, in U.S.
commerce, used certain of Opposer’s Registered Marks in connection with certain of Opposer’s
Registered Services and Goods, or has otherwise abandoned the same, and that Opposer intends

not to resume such use.

INTERROGATORY NO. 33

Identify Applicant’s current and former document retention and destruction policies, and
identify each and every document and thing, and class of document and thing, responsive to the
foregoing Interrogatories, which no longer exists, is in the custody or control of a person other
than Applicant, or that has been misplaced, lost, or stolen, past or present.

INTERROGATORY NO. 34

Identify, with reference to the appropriate numbered paragraphs and subparagraphs of the
foregoing Interrogatories, all persons who are most knowledgeable concerning each of the
matters set forth in the foregoing Interrogatories.

INTERROGATORY NO. 35

Identify all persons who provided information in the preparation of answers to each of the

foregoing Interrogatories, and, as to each such person, identify, with reference to the appropriate
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numbered paragraphs and subparagraphs of the answers to Interrogatories, the information
provided.

REQUESTS FOR PRODUCTION OF DOCUMENTS AND THINGS

REQUEST NO. 1

Produce all documents and things concerning the ownership, including but not limited to,
chain of title, owner interests, owner percentages, relationships, control, affiliated parties,
licensing, sale, assignment, transfer, disposition, acquisition, exchange, consideration given, or
encumbrance, of each of Applicant’s Marks, including, but not limited to, all arrangements,
agreements, voting controls, other controls, contracts, bills of sale, assignments, licenses,
certificates, recordations, loan agreements, correspondence, memoranda, and notes concerning
the foregoing.

REQUEST NO. 2

Produce all documents and things concerning Applicant’s design and selection of each of
Applicant’s Pending Marks relating to Applicant’s Pending Services and Goods, including, but
not limited to, all correspondence, memoranda, notes, searches, drawings, sketches, prints,
proofs, specimens, facsimiles, advertising, and promotional materials concerning the foregoing.

REQUEST NO. 3

Produce all documents and things concerning all alternative marks to all of Applicant’s
Pending Marks relating to Applicant’s Pending Services and Goods selected by Applicant, and
the reasons said alternative marks were or were not selected, including, but not limited to, all
correspondence, memoranda, notes, searches, drawings, sketches, prints, proofs, specimens,

facsimiles, advertising, and promotional materials concerning the foregoing
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REQUEST NO. 4

Produce all documents and things concerning all variations, versions, and forms of, and
words, names, phrases, slogans, designs, or logos used with or intended to be used with, each of
Applicant’s Pending Marks relating to Applicant’s Pending Services and Goods, as the
foregoing marks have been used or are intended to be used by Applicant or Applicant’s affiliate
at any time, including, but not limited to, all drawings, sketches, prints, proofs, specimens,
facsimiles, notices, business plans, advertising, promotional materials, marketing materials,
correspondence, memoranda, and notes concerning the foregoing.

REQUEST NO. 5

Produce all documents and things concerning the meaning, connotation, commercial
impression, image, and atmosphere created or intended to be created by each of Applicant’s
Pending Marks relating to Applicant’s Pending Services and Goods, as the foregoing marks
have been used or are intended to be used by Applicant or Applicant’s affiliate, including, but
not limited to, all advertising, promotional materials, marketing materials, websites, webpages,
brochures, flyers, printed materials, articles, announcements, press releases, policy statements,
handbooks, manuals, training materials, notices, business plans, publications, photographs,
prints, price lists, order forms, catalogues, invoices, receipts, sales slips, purchase orders, tags,
labels, packaging, displays, correspondence, memoranda, notes, affidavits, and other materials
concerning the foregoing.

REQUEST NO. 6

Produce all documents and things concerning all services and goods offered, sold,

distributed, rendered or performed, or intended to be offered, sold, distributed, rendered or
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performed, by Applicant or Applicant’s affiliate in connection with each of Applicant’s Pending
Marks, including, but not limited to, all advertising, promotional materials, marketing materials,
websites, webpages, brochures, flyers, printed materials, articles, announcements, press
releases, policy statements, handbooks, manuals, training materials, notices, business plans,
publications, photographs, prints, price lists, order forms, catalogues, invoices, receipts, sales
slips, purchase orders, tags, labels, packaging, displays, correspondence, memoranda, notes,
affidavits, and other materials concerning the foregoing.

REQUEST NO. 7

Produce representative samples of all documents and things on which Applicant or
Applicant’s affiliate has ever used or placed, or that otherwise bear, any of Applicant’s Pending
Marks identified in response to Interrogatory No. 4 above on or in connection with each of
Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6 above,

REQUEST NO. 8

Produce documents sufficient to show the manner, methods, media and trade channels in
or by which each of Applicant’s Pending Marks is used, or will be used, by Applicant or
Applicant’s affiliate on, affixed to, or in connection with the sale of goods or the offer, sale,
distribution, rendering or performing of services, past, present or future. This should include, but
not be limited to, all items bearing any of Applicant’s Pending Marks, advertising, promotional
materials, marketing materials, tags, labels, stickers, packaging, wrapping, shipping materials,
displays, point of sale materials, point of purchase materials, notices, business plans, websites,

webpages, brochures, flyers, website materials, concerning the foregoing.
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REQUEST NO. 9

Produce all documents and things concerning the dates of Applicant’s first use, or
Applicant’s affiliate’s first use, of each of Applicant’s Pending Marks as a service mark and/or
trademark in commerce which may be lawfully regulated by the Congress of the United States
and in any state, in connection with each of Applicant’s Services and Goods, including, but not
limited to, all advertising, promotional materials, marketing materials, websites, webpages,
brochures, flyers, printed materials, articles, announcements, press releases, policy statements,
notices, business plans, publications, photographs, prints, price lists, order forms, catalogues,
invoices, receipts, sales slips, purchase orders, tags, labels, packaging, displays,
correspondence, memoranda, notes, affidavits, and other materials concerning the foregoing.

REQUEST NO. 10

Produce all documents and things concerning the dates on which Applicant first sold, or
Applicant’s affiliate first sold, offered, distributed, rendered or performed Applicant’s Services
and Goods in connection with each of Applicant’s Pending Marks, including, but not limited to,
all advertising, promotional materials, marketing materials, websites, webpages, brochures,
flyers, printed materials, articles, announcements, press releases, policy statements, notices,
business plans, publications, photographs, prints, price lists, order forms, catalogues, invoices,
receipts, sales slips, purchase orders, tags, labels, packaging, displays, correspondence,
memoranda, notes, affidavits, and other materials concerning the foregoing.

REQUEST NO. 11

Produce all documents and things concerning each geographic location and territory

where Applicant or Applicant’s affiliate has ever used or intends to use each of Applicant’s
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Pending Marks in advertising, promoting, marketing or selling Applicant’s Services and Goods,
including, but not limited to, all advertising, promotional materials, marketing materials,
websites, webpages, brochures, flyers, printed materials, articles, announcements, press releases,
policy statements, notices, business plans, publications, photographs, prints, price lists, order
forms, catalogues, invoices, receipts, sales slips, purchase orders, tags, labels, packaging,
displays, correspondence, memoranda, notes, affidavits, and other materials concerning the
foregoing.

REQUEST NO. 12

Produce all documents and things concerning each geographic location and territory
where Applicant or Applicant’s affiliate has ever sold, distributed, rendered or performed any of
Applicant’s Services and Goods in connection with each of Applicant’s Pending Marks,
including, but not limited to, all advertising, promotional materials, marketing materials,
websites, webpages, brochures, flyers, printed materials, articles, announcements, press
releases, policy statements, notices, business plans, publications, photographs, prints, price lists,
order forms, catalogues, invoices, receipts, sales slips, purchase orders, tags, labels, packaging,
displays, correspondence, memoranda, notes, affidavits, and other materials concerning the
foregoing.

REQUEST NO. 13

Produce all documents and things concerning each geographic location and territory
where Applicant or Applicant’s affiliate is presently contemplating or considering using or
expanding its offer, sale, distribution, rendering or performing of Applicant’s Services and

Goods in connection with each of Applicant’s Pending Marks, including, but not limited to, all
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advertising, promotional materials, marketing materials, websites, webpages, brochures, flyers,
printed materials, articles, announcements, press releases, policy statements, notices, business
plans, publications, photographs, prints, price lists, order forms, catalogues, invoices, receipts,
sales slips, purchase orders, tags, labels, packaging, displays, correspondence, memoranda,
notes, affidavits, and other materials concerning the foregoing.

REQUEST NO. 14

Produce all documents and things concerning the manner, methods, media and trade
channels in or by which Applicant or Applicant’s affiliate offers, sells, distributes, renders or
performs, or intends to offer, sell, distribute, render or perform, Applicant’s Services and
Goods, in connection with each of Applicant’s Pending Marks, including, but not limited to, all
advertising, promotional materials, marketing materials, distribution materials, websites,
webpages, brochures, flyers, printed materials, articles, announcements, press releases, policy
statements, handbooks, manuals, training materials, notices, business plans, publications,
photographs, prints, price lists, order forms, catalogues, invoices, receipts, sales slips, purchase
orders, tags, labels, packaging, displays, correspondence, memoranda, notes, affidavits, and
other materials concerning the foregoing.

REQUEST NO. 15

For each calendar year since commencing use of each of Applicant’s Pending Marks,
produce documents sufficient to show the amounts spent by Applicant or Applicant’s affiliate in
advertising, promoting, and marketing each of Applicant’s Pending Marks in the United States

in connection with Applicant’s Services and Goods.
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REQUEST NO. 16

Produce all documents and things concerning each and every class and category of
person who has seen, viewed or encountered your website or blogs, or that of your affiliate,
with each of Applicant’s Pending Marks and other information thereon, in connection with
Applicant’s Services and Goods, in the past or present, including, but not limited to, the states
of residence and/or principal business location of such persons, and whether any of such
persons are or were involved in, active in or otherwise work in, in whole or in part, the medical,
medical laboratory, reference laboratory, pathology, research, healthcare or related fields. This
should include, but not be limited to, all reports, notices, data, customer lists, client lists,
contracts, accounting records, financial records, sales reports, sales records, purchase orders,
invoices, order forms, receipts, sales slips, sales data, marketing materials, surveys, polls,
studies, reports, correspondence, memoranda, notes, messages, and other materials concerning
the foregoing.

REQUEST NO. 17

Produce all documents and things concerning each and every person who has purchased
or received any of Applicant’s Services and Goods identified in response to Interrogatory No. 6
above, in connection with each of Applicant’s Pending Marks identified in response to
Interrogatory No. 4 above, from Applicant or Applicant’s affiilate, including, but not limited to,
the name and address of each, the inclusive dates of such purchases or receipt of the same, the
class of the same, the goods and/or services provided to each, and whether any of such persons
are or were involved in, active in or otherwise work in, in whole or in part, the medical, medical

laboratory, reference laboratory, pathology, research, healthcare or related fields. This should
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include, but not be limited to, all reports, notices, data, customer lists, client lists, contracts,
accounting records, financial records, sales reports, sales records, purchase orders, invoices,
order forms, receipts, sales slips, sales data, marketing materials, surveys, polls, studies, reports,
responses, correspondence, memoranda, notes, messages, and other materials concerning the
foregoing.

REQUEST NO. 18

Produce all documents and things concerning each and every person who has purchased
or received any services or goods of Applicant or Applicant’s affiliate, including, without
limitation, services or goods other than or in addition to Applicant’s Services and Goods
identified in response to Interrogatory No. 6 above, in connection with any of Applicant’s
marks, including, but not limited to, Applicant’s Pending Marks identified in response to
Interrogatory No. 4 above, in the past or present, where such person was involved in, active in
or otherwise worked in, in whole or in part, the medical, medical laboratory, reference
laboratory, pathology, research, healthcare or related fields. This should include, but not be
limited to, all reports, notices, data, customer lists, client lists, contracts, accounting records,
financial documents, sales reports, sales records, purchase orders, invoices, order forms,
receipts, sales slips, sales data, marketing materials, surveys, polls, studies, reports, responses,
correspondence, memoranda, notes, messages, and other materials concerning the foregoing.

REQUEST NO. 19

Produce all documents and things that include or contain mailing or contact lists with
information on persons to whom Applicant or Applicant’s affiliate has sent or provided

advertising, promotional materials, notices, catalogs, websites, webpages, brochures, flyers,
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order forms, catalogues, past and present, in connection with each of Applicant’s Pending Marks
relating to any of Applicant’s Services and Goods. This should include, but not be limited to, all
mailing lists, customer lists, client lists, customer lists, reports, supplier lists, lists of other
businesses, sales reports, sales records, purchase orders, invoices, order forms, receipts, sales
slips, sales data, marketing materials, studies, reports, notices, business plans, plan data,
responses, correspondence, memoranda, notes, messages, and other materials concerning the
foregoing.

REQUEST NO. 20

Produce all documents or things concerning Opposer, including, but not limited to,
Opposer’s Services and Goods, Opposer’s use of any mark comprised in whole or part of any of
Opposer’s Marks with Opposer’s Services and Goods, and all documents or things received
from or sent to Opposer, or purchased or obtained from Opposer.

REQUEST NO. 21

Produce all written communications to or from any third parties, whether individuals,
businesses or otherwise, concerning Opposer, including, but not limited to, each of Opposer’s
Marks, or Opposer’s Services and Goods, and all documents and things concerning the same.

REQUEST NO. 22

Produce all documents and things concerning each instance of apparent or actual
confusion, mistake, or deception of which Applicant or Applicant’s affiliate is aware as to the
source, origin, sponsorship, affiliation or approval of any of Opposer’s or Applicant’s services
or goods, any of Applicant’s Marks, or any of Opposer’s Marks, including, but not limited to,

any inquiries, comments, or concerns Applicant or Applicant’s affiliate has received or is aware
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of as to whether any of its services or goods are associated with, sponsored by, approved by, or
in any manner connected with those of Opposer, and including documents addressed to or
concerning Opposer or any of Opposer’s services or goods. This should include, without
limitation, all correspondence, memoranda, notes, affidavits and declarations relating the
foregoing.

REQUEST NO. 23

Produce all documents and things concerning all uses (including infringements) of each
of Opposer’s Marks by persons other than Applicant of which Applicant or Applicant’s affiliate
is aware, including, but not limited to, searches, reports, publications, photographs, prints, price
lists, data, correspondence, memoranda, and notes concerning the foregoing.

REQUEST NO. 24

Produce all documents and things concerning all uses (including infringements) of each
of Opposer’s Marks, by persons other than Applicant of which Applicant or Applicant’s affiliate
is aware, including, but not limited to, searches, reports, publications, photographs, prints, price
lists, data, correspondence, memoranda, and notes concerning the foregoing.

REQUEST NO. 25

Produce all documents and things concerning all service mark, trademark and trade name
applications, registrations and certificates (state or federal) which have ever been filed, received,
assigned or owned by Applicant or Applicant’s affiliate concerning each of Applicant’s Pending
Marks, and/or each of Opposer’s Marks, including, but not limited to, all applications,
registrations, certificates, office actions, correspondence, memoranda, notes, specimens, and

facsimiles concerning the foregoing.
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REQUEST NO. 26

Produce all documents and things concerning Applicant’s first becoming aware of, or
Applicant’s affiliate first becoming aware of, and Applicant’s and Applicant’s affiliate
knowledge concerning, Opposer’s use of or intent to use each of Opposer’s Marks, and any
marks consisting in whole or in part of the word ARUP, and the dates related thereto, including,
but not limited to, searches, reports, analyses, data, correspondence, memoranda, and notes
concerning the foregoing.

REQUEST NO. 27

Produce all documents concerning communications between Applicant or Applicant’s
affiliate, on the one hand, and Opposer, on the other hand.

REQUEST NO. 28

Produce all documents and things concerning all searches and investigations of prior or
current uses or registrations of each of Applicant’s Pending Marks and/or each of the Opposer’s
Marks or marks similar thereto, which were ever authorized, permitted, conducted, or made by
or at the request of Applicant or Applicant’s affiliate, or of which Applicant or Applicant’s
affiliate is aware, including, but not limited to, searches, reports, analyses, data, correspondence,
memoranda, and notes concerning the foregoing.

REQUEST NO. 29

Produce all documents and things concerning any opinions or analyses conducted, at any
time, concerning Applicant’s or Applicant’s affiliate’s ability or right to use each of Applicant’s

Pending Marks, or any altered forms of any of the foregoing marks, including, but not limited
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to, searches, reports, analyses, data, correspondence, memoranda, and notes concerning the
foregoing.

REQUEST NO. 30

Produce all documents and things concerning all polls, studies, surveys, or investigations
involving each of Applicant’s Pending Marks and/or each of Opposer’s Marks, rights in said
marks, likelihood of confusion, infringement, dilution, descriptiveness, genericness, or other
aspects relating to said marks, which were ever authorized, permitted, conducted, or made by or
at the request of Applicant or Applicant’s affiliate, or of which Applicant or Applicant’s
affiliate is aware, including, but not limited to, reports, analyses, data, databases,
correspondence, memoranda, and notes concerning the foregoing.

REQUEST NO. 31

Produce all documents and things concerning your use or your affiliate’s use of any
watch services, or other efforts to determine whether a third-party is using or proposing use of a
mark similar to or incorporating any of Applicant’s Pending Marks and/or any of Opposer’s
Marks, that you have commissioned, employed, used, or undertaken (e.g., Thomson
CompuMark searches, LEXIS searches, etc.), and the results provided to or obtained by you.

REQUEST NO. 32

Produce all documents and things concerning all permitted uses, all authorizations,
consents, approvals and licenses granted by Applicant or Applicant’s affiliate to all persons,
whether related or unrelated to Applicant or Applicant’s affiliate, relating to the use of or rights
in any of the Applicant Related Marks and/or any of Opposer’s Marks, and all controls of the

nature and quality of services and goods retained or exercised or not retained or exercised by
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Applicant or Applicant’s affiliate with respect thereto, including, but not limited to, all
agreements, contracts, consents, correspondence, memoranda, notes, and records concerning the
foregoing.

REQUEST NO. 33

Produce all documents and things concerning any and all periods, from the date of
alleged first use claimed by Applicant or Applicant’s affiliate through the present, during which
Applicant or Applicant’s affiliate ceased, discontinued, or resumed use of each or any of
Applicant’s Pending Marks, and/or the offer, sale, distribution, rendering or performing of
Applicant’s Services and Goods or any other services or goods in connection with each of
Applicant’s Pending Marks, including, but not limited to the dates and reasons therefor, the
persons involved in making such decision, and whether Applicant or Applicant’s affiliate
intended to recommence use of said mark(s) or the offer, sale or distribution of said goods or the
offer, sale, distribution, rendering or performing of said services at the time one or both were
discontinued or ceased. This should include, but not limited to, all advertising, promotional
materials, marketing materials, distribution materials, websites, webpages, brochures, flyers,
printed materials, articles, announcements, press releases, policy statements, notices, business
plans, publications, photographs, prints, price lists, order forms, catalogues, invoices, receipts,
sales slips, purchase orders, tags, labels, packaging, displays, correspondence, memoranda,
notes, affidavits, and other materials concerning the foregoing.

REQUEST NO. 34

Produce all documents and things concerning whether use of each of Applicant’s Pending

Marks by Applicant, and the offer, sale, distribution, rendering and performing of Applicant’s
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Services and Goods in connection therewith, has been continuous since the date said mark was

first used.

REQUEST NO. 35

Produce all documents and things concerning all state and federal administrative and
court proceedings, and all arbitrations, mediations, and disputes involving each of Applicant’s
Pending Marks relating to any of Applicant’s Services and Goods, and/or each of Opposer’s
Marks relating to Opposer’s Services and Goods, other than the instant dispute, in which
Applicant or Applicant’s affiliate has been or is a party, or of which Applicant or Applicant’s
affiliate is aware, including, but not limited to, complaints, petitions, answers, pleadings,
correspondence, memoranda, and notes concerning the foregoing.

REQUEST NO. 36

Produce all documents and things concerning, supporting, or refuting Applicant’s claims
or denials in its pleadings in this Consolidated Proceeding that Applicant’s Pending Marks as
used with Applicant’s Services and Goods are not, and will not be, confusingly similar to
Opposer’s Marks as used with Opposer’s Services and Goods.

REQUEST NO. 37

Produce all documents and things concerning, supporting, or refuting Applicant’s
assertions in its pleadings in this Consolidated Proceeding that the claims Opposer has asserted
in its Notices of Opposition in this Consolidated Proceeding are barred, in whole or in part, by
the equitable doctrine of acquiescence based on Opposer’s alleged conduct regarding
Applicant’s or Applicant’s affiliates use of the allegedly infringing marks, which conduct

Applicant asserts was prejudicial to Applicant.
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REQUEST NO. 38

Produce all documents and things concerning, supporting, or refuting Applicant’s
assertion in its pleadings in this Consolidated Proceeding that the claims Opposer has asserted
in its Opposition in its Notices of Opposition in this Consolidated Proceeding are barred, in
whole or in part, by the equitable doctrine of estoppel, based on Opposer’s alleged misleading
conduct indicating that it is not asserting its trademark rights against Applicant or Applicant’s
affiliate, which conduct was allegedly relied upon by Applicant or Applicant’s affiliate and is
allegedly prejudicial.

REQUEST NO. 39

Produce all documents and things concerning, supporting, or refuting Applicant’s
assertion in its pleadings in this Consolidated Proceeding that the claims Opposer has asserted
in its pleadings in this Consolidated Proceeding are barred, in whole or in part, by the
Morehouse defense, based on Applicant’s or Applicant’s affiliates alleged ownership of a
substantially similar registered mark for substantially similar goods and/or services such that
Applicant’s proposed applications and registrations at issue herein cause no added injury to
Opposer.

REQUEST NO. 40

Produce all documents and things concerning, supporting, or refuting Applicant’s claims
in its Counterclaims in the Consolidated Proceeding that Opposer has never, or not in the past
three years, in U.S. commerce, used certain of Opposer’s Registered Marks, or has otherwise
abandoned the same, in connection with certain of Opposer’s Registered Services and Goods,

and that Opposer intends not to resume such use.
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REQUEST NO. 41

Produce all documents and things concerning all admissions or declarations against
interest with respect to the subject matter of the Consolidated Proceeding that have been made
by Opposer, Applicant or Applicant’s affiliate.

REQUEST NO. 42

Produce all documents and things concerning Applicant’s current and former document
retention and destruction policies, and any documents or things, or classes of documents or
things, responsive to the foregoing Document Production Requests, which no longer exist, are
in the custody or control of a person other than Applicant, or have been misplaced, lost or
stolen.

REQUEST NO. 43

Produce all documents and things identified in or concerning your answers to each of the
above Interrogatories and document requests, and all documents and things relied on or
employed in formulating said answers.

REQUEST NO. 44

Produce all documents and things identified in or concerning your answers to each of the
below Requests for Admission, and all documents and things relied on or employed in
formulating said answers.

REQUESTS FOR ADMISSION

REQUEST NO. 1

Admit that the documents and things produced by Applicant in response to the above

interrogatories and document requests are true and authentic copies or originals.
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REQUEST NO. 2

Admit that Applicant was aware of Opposer before Applicant selected any of Applicant’s
Pending Marks.

REQUEST NO. 3

Admit that Applicant was aware of Opposer before Applicant filed any applications to
register any of Applicant’s Pending Marks as service marks or trademarks with the United States
Patent and Trademark Office.

REQUEST NO. 4

Admit that Applicant was aware of Opposer before Applicant began use of any of
Applicant’s Pending Marks in commerce.

REQUEST NO. 5

Admit that Applicant was aware of Opposer’s use of one or more of Opposer’s Marks
before selecting any of Applicant’s Pending Marks.

REQUEST NO. 6

Admit that Applicant was aware of Opposer’s use of one or more of Opposer’s Marks
before Applicant filed any applications to register any of Applicant’s Pending Marks as service
marks or trademarks with the United States Patent and Trademark Office.

REQUEST NO. 7

Admit that Applicant was aware of Opposer’s use of one or more of Opposer’s Marks

before Applicant began use of any of Applicant’s Pending Marks in commerce.
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REQUEST NO. 8

Admit that Applicant was aware that Opposer held a federal service mark or trademark
registration for one or more of Opposer’s Marks before Applicant selected any of Applicant’s
Pending Marks.

REQUEST NO. 9

Admit that Applicant was aware that Opposer held a federal service mark or trademark
registration for one or more of Opposer’s Marks before Applicant filed any applications to
register any of Applicant’s Pending Marks as service marks or trademarks with the United States
Patent and Trademark Office.

REQUEST NO. 10

Admit that Applicant was aware that Opposer held a federal service mark or trademark
registration for one or more of Opposer’s Marks before Applicant began use of any of
Applicant’s Pending Marks in commerce.

REQUEST NO. 11

Admit that Opposer began use of the ARUP LABORATORIES marks as a service mark
or trademark in commerce before Applicant began use of any of Applicant’s Pending Marks as

service marks or trademarks in commerce.

REQUEST NO. 12

Admit that Opposer’s first use of the ARUP LABORATORIES mark and the ARUP
mark as service marks or trademarks in commerce in connection with Opposer’s Services and

Goods as alleged in Opposer’s federal applications for said marks is prior to Applicant’s first use
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for each of Applicant’s Pending Marks as a service mark or trademark in commerce in
connection with Applicant’s Services and Goods.

REQUEST NO. 13

Admit that of the five pending federal applications for Applicant’s Pending Marks for use
with Applicant’s Services and Goods, the marks set forth in all five applications use the word
ARUP and the word LAB as part of the mark for which registration rights are being sought.

REQUEST NO. 14

Admit that for the Counterclaims filed by Applicant seeking cancellation of six of
Opposer’s Registered Marks based on allegations of non-use of said marks, Applicant relied
solely or primarily on evidence taken from Opposer’s website, and not on promotional material
or advertising taken from other mediums, media or means other than Opposer’s website.

REQUEST NO. 15

Admit that for the Counterclaims filed by Applicant seeking cancellation of six of
Opposer’s Registered Marks based on allegations of non-use of said marks, Applicant failed to
examine Opposer’s printed brochures, reports, other publications, videos, and podcasts
evidencing use of the marks.

REQUEST NO. 16

Admit that the five pending federal applications for Applicant’s Pending Marks identify
the owner of the marks and applications as Arup IP Management, Ltd., a United Kingdom
limited liability company, and that the two registrations for Applicant Affiliate’s Registered
Marks identify the owner of the marks and applications as Ove Arup Partnership Trustees

Limited, a United Kingdom partnership.
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REQUEST NO. 17

Admit that Arup [P Management, Ltd., a United Kingdom limited liability company,
identified as owner of the five pending federal applications for Applicant’s Pending Marks, and
Ove Arup Partnership Trustees Limited, a United Kingdom partnership, identified as owner of
the two Applicant Affiliate’s Registered Marks, are not the same entity, but are instead two

different entities.

REQUEST NO. 18

Admit that when the examiner inquired regarding the ownership of the five pending
federal applications for Applicant’s Pending Marks, and the ownership of the two Applicant
Affiliate’s Registered Marks, Applicant did not advise the examiner that the owners of
Applicant’s Pending Marks, and the owners of Applicant Affiliate’s Registered Marks, were
different entities.

REQUEST NO. 19

Admit that when the examiner inquired regarding the ownership of the five pending
federal applications for Applicant’s Pending Marks, and the ownership of the two Applicant
Affiliate’s Registered Marks, Applicant responded by stating that the “applicant claims
ownership of active prior U.S. Registration Number(s) 2721782 and 3936700,” and that at the
time another entity, namely Ove Arup Partnership Trustees Limited, was in fact the owner of the
two cited federal registrations.

REQUEST NO. 20

Admit that when the examiner inquired regarding the ownership of the five pending

federal applications for Applicant’s Pending Marks, and the ownership of the two Applicant
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Affiliate’s Registered Marks, Applicant responded by stating that the “applicant claims
ownership of active prior U.S. Registration Number(s) 2721782 and 3936700,” and that this

statement was false.
DATED this 31% day of October, 2024.
Respectfully submitted,

ARUP LABORATORIES, INC.

/s/ Arthur B. Berger

Lester K. Essig

Arthur B. Berger

Adam K. Richards

RAY QUINNEY & NEBEKER P.C.

36 South State Street, Suite 1400

P.O. Box 45385

Salt Lake City, Utah 84145-0385
Telephone: (801) 532-1500
Facsimile: (801) 532-7543

Attorneys for Opposer ARUP Laboratories, Inc.
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CERTIFICATE OF SERVICE

I hereby certify that on this 31% day of October, 2024, a true and correct copy of the

foregoing OPPOSER’S FIRST SET OF INTERROGATORIES, REQUESTS FOR

PRODUCTION OF DOCUMENTS AND THINGS, AND REQUESTS FOR ADMISSION

TO APPLICANT was served by e-mail on the following:

1657127

David Postolski
GEARHART LAW LLC

41 River Road

Summit, NJ 07901
david@gearhartlaw.com
ustmdocket@gearhartlaw.com

/s/ Lori McGee
Lori McGee
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EXHIBIT B

Applicant's Responses to
Opposer's Interrogatories and
Request for Production



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIALS AND APPEALS BOARD

ARUP LABORATORIES, INC., ) Opposition No. 91275968 (Parent)
Mark: ARUPSOUNDLAB
Opposer, )
Opposition No. 91290509
) Mark: ARUP LAB
V. Mark: ARUP EXPERIENCELAB
)
ARUP I[P MANAGEMENT, LTD., Opposition No. 91292827
) Mark: ARUP SOUNDLAB
Applicant.
)

APPLICANT ARUP IP MANAGEMENT, LTD’S RESPONSES
TO OPPOSER’S FIRST SET OF INTERROGATORIES

Pursuant to the Rules of Practice of the United States Patent and Trademark Office, and
Rule 33 of the Federal Rules of Civil Procedure and the Trademark Trial and Appeal Board Manual
of Procedure, Applicant, ARUP IP MANAGEMENT, LTD. (“Applicant” (hereby also inclusive of
Applicant’s Related Companies as such are defined under the Lanham Act)), by and through the
undersigned counsel, hereby submits the following answers and responses to Opposer’s First Set
of Interrogatories. Applicant expressly reserves the right to supplement, clarify, revise or correct
any or all of the responses and objections herein, and to assert additional objections or privileges,
in one or more subsequent supplemental responses.

GENERAL OBJECTIONS

The following general objections are incorporated by reference in response to each
Interrogatory set forth below and are not waived with respect to any response:
1. Applicant generally objects to each and every request in Opposer’s
Interrogatories to the extent it seeks disclosure of any information or documents protected,
privileged or immune, or otherwise exempt from discovery pursuant to applicable state and

1



federal statutes, the Federal Rules of Civil Procedure, case law, regulations, administrative
order, or any other applicable rule, decision or law, including, but not limited to information
protected by the attorney-client privilege, the work product doctrine, the joint defense
privilege, and/or other applicable privilege or immunity protection.

2. Applicant generally objects to objects to each and every request in Opposer’s
Interrogatories to the extent it seeks information that is irrelevant and not calculated to lead
to the discovery of admissible evidence or to the extent that Opposer’s Interrogatories seek
the disclosure of information, documents or things beyond the scope of discovery as
provided by the applicable Federal Rules of Civil Procedure, 37 CFR § 2.120(d), or other
applicable rules or law.

3. In responding to the Interrogatories, Applicant does not in any way waive or
intend to waive, but rather preserves and intends to preserve:

a. All objections as to competency, authenticity, relevancy, materiality, and

admissibility;

b. All rights to object on any grounds to the use or admissibility in any subsequent

proceedings of any of the responses contained herein, including but not limited to the

right to object at the trial of this or any other action;

c. All objections as to vagueness and ambiguity; and

d. All rights to object on any grounds to any further Interrogatories or other form of

discovery propounded by Opposer.

4. Whenever, in response to an Interrogatory, Applicant agrees to produce documents,

that agreement does not represent that such documents exist, but only that such documents will

be produced if they (i) exist; (i) are within Applicant's possession, custody, or control; (iii) can be



located through a diligent search of those employees who are reasonably likely to have responsive
information; and (iv) are not otherwise protected from disclosure. Applicant objects to any
Interrogatory to the extent it seeks information or documents not in the possession, custody, or
control of Applicant.

5. Applicant objects to the Interrogatories to the extent they call for or contain legal
conclusions or characterizations of facts. Neither Applicant’s responses to the Interrogatories
nor the production of documents by Applicant, shall be interpreted as indicating agreement
with any such conclusions or characterizations contained in the Interrogatories.

6. Applicant objects to the Interrogatories to the extent that it requests information
or documents that contain or incorporate confidential and/or proprietary and/or trade secret
and/or sensitive business information, provided however, that responsive information and
documents that can be found within a reasonable search and are relevant, responsive, and non-
privileged will be made available subject to the TTAB’s Standard Protective Order.

7. Applicant objects to the Interrogatories to the extent that they seek to impose an
obligation on Applicant greater than those imposed by the applicable Federal Rules of Civil
Procedure 37 CFR § 2.120(d) or other applicable rules or law.

8. Applicant objects to each and every Interrogatory to the extent it requests
information that is not limited to the scope of this proceeding and/or to the extent it seeks
information that is not in the possession, custody, or control of Applicant or is a matter of public
record or otherwise available to Opposer without imposing an undue burden on Applicant.

9. Applicant objects to these Interrogatories including the Definitions and each specific
Interrogatory there to the extent that they call for information that is subject to a confidentiality

agreement, or other restrictions, or to a protective order or other court order entered in another



action or proceeding, which prevent disclosure in this action. Applicant’s disclosure of such
information is subject to Applicant’s compliance with any notice and/or contractual obligations to
third parties in advance of disclosure.

10.  Applicant objects to the Interrogatories to the extent they rely on terms that are not
defined and could be understood to have multiple meanings.

11.  The following responses are based on information presently available to Applicant.
These responses are given without prejudice to Applicant’s right to amend, modify or supplement
its responses based on further discovery, independent investigation, or other analysis that may lead
to the discovery of additional information.

12.  Applicant objects to each Interrogatory to the extent it seeks identification of
documents that do not currently exist and purports to require Applicant to create, compile, or
develop new documents.

13.  Applicant objects to each Interrogatory to the extent it seeks information that is
protected from disclosure by attorney-client privilege, attorney work-product immunity, or any
other applicable privilege or immunity. Applicant does not agree to disclose any such information
or produce any such documents. The inadvertent disclosure of any information or documents is
not intended to relinquish any privilege or immunity and shall not constitute a waiver of any
applicable privilege or immunity.

14.  Applicant incorporates the foregoing General Objections into each and every one of
its responses to the Interrogatories set forth below.

INTERROGATORIES

Interrogatory No. 1. Identify each person who owns or has owned an interest in each

of in which Applicant, or an affiliate of Applicant, alleges an interest, and the inclusive date(s)



each such interest was held.

RESPONSE: Applicant objects to the Interrogatory on the grounds that it would be
overly broad, harassing, unduly burdensome, and not proportional to the needs of the case for
Applicant to exhaustively respond to it when it calls for information that can be readily
obtained by a review of Applicant’s business records. Subject to and without waiving any
objection, Applicant identifies the following documents which relate to Applicant’s
ownership as responsive to Interrogatory No. 1: Bates Nos. ARUP IP 160-387.

Interrogatory No. 2. With respect to the persons identified in response to Interrogatory
No. 1 above, identify the relationship between such persons, including, but not limited to, all
arrangements and agreements between such persons with respect to Applicant’s Marks and all
related applications and registrations.

RESPONSE: Applicant objects to the Interrogatory on the grounds that it would be
overly broad, harassing, unduly burdensome, and not proportional to the needs of the case for
Applicant to exhaustively respond to it when it calls for information that can be readily
obtained by a review of Applicant’s business records. Subject to and without waiving any
objection, Applicant identifies the following documents which relate to Applicant’s
ownership as responsive to Interrogatory No. 2: Bates Nos. ARUP IP 160-387.

Interrogatory No. 3. Identify all facts and circumstances surrounding Applicant’s design
and selection of each of Applicant’s Pending Marks for use with Applicant’s Pending Services and
Goods, including, but not limited to, the reasons for the design and selection, and the persons involved
in selecting each of Applicant’s Pending Marks for use with Applicant’s Pending Services and Goods.

RESPONSE: Applicant objects to the Interrogatory requesting “all” facts and

circumstances, as recollecting “all” of this subject is overly broad, harassing, unduly



burdensome, and not proportional to the needs of the case. Subject to and without waiving
any objection, Applicant identifies Raj Patel, Alban Bassuet, and Neill Woodger as officers
responsible for the selection of the relevant marks. Further, Applicant states the following:
Applicant began its business in 1946 outside of the United States. Applicant has been doing
business in the United States under the name “ARUP” since 1968.

Since the establishment of its United States acoustics practice, Applicant has hosted
Arup Equipment Labs for the purposes of storing, maintaining and testing sound, noise and
vibration measurement equipment and associated sundry items (distance and windspeed
measurement devices etc.).

Applicant first set up new auralization technology, using the Stereo Dipole, which was
tested in the Arup Equipment Lab, and thus became named Arup SoundLab circa 1998.

Arup SoundLab was further developed in subsequent years through testing and
iteration. Ambisonics superseded Stereo Dipole as the preferred method for auralization
reproduction, as it offered higher accuracy and more repeatable results when replicating in
multiple locations, as per the intent to have the same technology and technically same Arup
SoundLab in each Applicant office location. Software was also developed using a variety of
coding and object based programming languages including MATLAB and MaxMSP
alongside hardware including Lake DSP and professional audio interfaces. These digital
services were incorporated into the brand as well.

On or around 2012, Arup mLab was developed in response from multiple clients in
multiple locations for demountable, portable, or temporary facilities to be made available for
use locally. Multiple iterations of this have included mounting in the storage of a flatbed

truck, bespoke demountable rooms and pods, taken from city to city, hosted at film festivals,



and city halls.

On or around April 2013, Arup ExperiencelLab was developed in response to
technological improvements allowing the rendering of 3D visuals using bespoke glasses or
Virtual Reality (VR) headsets, calibrated vibration motion platforms, haptic interfaces etc.
Since the experience is more than just sound alone, this was named Arup Experiencelab.

The name Arup Lab is intended to be used as a collective reference to Applicant’s
Pending Marks and Applicant’s Pending Goods and Services as described above.

Interrogatory No. 4. Identify all variations, versions, and forms of, and words, names,
phrases, slogans, designs, or logos used with, each of Applicant’s Pending Marks, as used by or
intended to be used by Applicant, or an affiliate of Applicant, at any time in connection with
Applicant’s Pending Services and Goods.

RESPONSE: Applicant objects to the interrogatory requesting “all . . . words, names,
phrases” used with the Pending Marks, as Applicant surely uses many of those generally in
connection with all of its services, the vast majority of which are not relevant to this litigation
or to list would be overly broad, harassing, unduly burdensome, and not proportional to the
needs of the case. Subject to and without waiving any objections, Applicant identifies:

SoundLab

Sound Lab

Arup’s Soundlab

Arup’s ExperiencelLab

Experiencelab

Immersion Lab

Arup’s mLab



mLab

m|lab

Interrogatory No. 5. Identify the meaning, connotation, and commercial impression
created and intended to be created by each of Applicant’s Pending Marks as used or intended to be
used by Applicant, or by an affiliate of Applicant, in connection with Applicant’s Pending Services
and Goods.

RESPONSE: Applicant objects to the Interrogatory requesting the impressions or
thoughts of third parties which are not known Applicant. Subject to and without waiving any
objections, Applicant states as follows:

Arup SoundLab (also referred to as ArupSoundLab) is a collaborative environment
where project constituents and stakeholders come together answers to fundamental questions
like ‘how will the orchestra sound in different seats in this venue?’, ‘how much noise from
this new railway will we hear at our residence?’, ‘will these patient rooms be quiet enough to
allow an optimum recovery experience?’, or ‘how much traffic noise will I hear in this new
building’. By providing objective, quantifiable information in an accessible format, through
listening, Arup SoundLab makes the intangible tangible, demystifying and bringing greater
client confidence that the design outcomes (and user experiences) will be as expected.

Arup SoundLab makes deeper use of data, artificial intelligence and machine learning,
to extend the ways it can be used, drawing valuable insights from many thousands of
completed projects.

Applicant has used Arup SoundLab to inform the design of some of the world’s best
arts and culture venues, and to allow people to experience the impact of major infrastructure

projects during the design process, shaping better design outcomes. Arup SoundLab is also



used alongside a range of immersive reality tools, including immersive projections,
augmented reality, virtual reality, and mixed reality visualisation to enable multi-sensory
design development in projects. Arup SoundLab is a core tool in all the acoustics design work
Applicant undertakes.

Applicant has incorporated enhanced visualization and haptic capabilities in its
ExperienceLab environments, and developed mobile versions to take to clients and
stakeholders. Each lab offers a rich and revelatory experience, helping clients to experience,
explore and understand their project, well before physical completion, and to build public
understanding and support often vital to successful public projects.

Arup SoundLab adds value to any project, from its earliest stages, through concept
development, all the way to design, construction and operation. Its analysis, modelling and
design insights are relevant to user experiences in almost every sector.

Arup Soundlab is Applicant’s “flagship” industry leading, world pioneering
technology for spatial audio design. Refined over 25 years this has changed the way acoustic
consulting and design is considered and conducted. Specially designed rooms, with neutral
acoustics and state of the art spatial audio systems, allow people to come together, experience,
and discuss sound and design.

Expanding beyond just spatial audio and supporting visual and XR tools — Arup
ExperienceLab comes in a range of forms to include features to hear, see, feel, and broadly
experience design in the physical and digital realm, for experiential engagement and decision
making.

Lighter weight, and portable, Arup mLabs use a range of technologies modified and

adapted for portability, and are usually deployed at project sites, or in places accessible to



project constituents or the public, depending on the desired audio engagement. While these
cannot reproduce all the conditions of fixed structures of Arup SoundLab and Arup
ExperiencelLab, the adaptations have proved remarkably effective and impactful for creating
collective understanding on projects around the globe and quickly allowing more focussed
dialogue to occur on especially difficult problems especially on large scale infrastructure
projects.

Arup Lab is intended to be used as a collective reference to Applicant’s Pending Marks
and Applicant’s Pending Goods and Services as described above.

Interrogatory No. 6. Identify all services and goods, including, without limitation, all
of Applicant’s Pending Services and Goods, offered, sold, distributed, rendered or performed by
Applicant, or by an affiliate of Applicant, or intended to be offered, sold, distributed, rendered or
performed by Applicant, or by an affiliate of Applicant, in connection with each of Applicant’s
Pending Marks identified in response to Interrogatory No. 4 above, including, without limitation,
which services and goods have actually been offered, sold, distributed rendered or performed to date
in connection with each of Applicant’s Pending Marks, and the manner in which each such service
and good has been, is or is intended to be offered, sold, distributed, rendered or performed (e.g.,
website, internet, brochures, direct mail, trade journals, periodicals, trade shows, telephone, retail
locations, etc.) in connection with each of Applicant’s Pending Marks.

RESPONSE: Subject to and without waiving any objection, Applicant states that all
of the Applicant’s Goods and Services present in such pending marks have been used in
commerce or are intended to be used in commerce.

Interrogatory No. 7. Identify each and every type of document, item and thing on

which Applicant, or any affiliate of Applicant, has ever used or placed each of Applicant’s Pending
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Marks identified in response to Interrogatory No. 4 above on or in connection with each of
Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6 above, past
or present (e.g., as for each such good and service, whether the mark is used on the good, tags,
labels, stickers, containers, packaging, wrapping, shipping materials, displays, point of sale
materials, point of purchase materials, notices, brochures, flyers, trade journals, direct mail,
internet advertising, websites, webpages, marketing materials, promotional materials, etc).

RESPONSE: Applicant objects to the interrogatory requiring “each and every”
document, in that such a request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case, considering that such a request requires the identification
of hundreds of types of documents over decades of use. Subject to and without waiving any
objection, Applicant identifies the following documents as responsive to Interrogatory No. 7:
Bates Nos. ARUP IP 847-1388.

Interrogatory No. 8. Identify the circumstances surrounding Applicant’s first use, or
an affiliate of Applicant’s first use, of each of Applicant’s Pending Marks identified in response to
Interrogatory No. 4 above as a service mark or trademark, including in commerce which may be
lawfully regulated by the Congress of the United States and in any state, in connection with each
of Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6 above,
including, without limitation:

a. the date (month, day, and year) on which Applicant or an
affiliate of Applicant first used each such mark as a service mark or trademark
with each such service and good;

b. all advertising, promotion, or marketing bearing each such mark

used by Applicant or an affiliate of Applicant with each such good and service on
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said date;

c. the mediums in which each such mark was used on said date;
d. the geographic location(s) of use for each such mark on said date;
e. the types of goods sold and the services rendered in connection with

each such mark as of said date; and
f. the persons who were party to the transaction or who were otherwise
involved with such use for each such mark on said date.

RESPONSE: Applicant objects to the Interrogatory on the ground that it would be
overly broad, harassing, unduly burdensome, and not proportional to the needs of the case for
Applicant to exhaustively respond to it when it calls for information that can be readily
obtained by a review of Applicant’s business records. Subject to and without waiving any
objection, Applicant identifies the following documents as responsive to Interrogatory No. 8:
Bates Nos. ARUP IP 388-1388.

Interrogatory No. 9. Identify each geographic location and territory where Applicant or
Applicant’s affiliate has ever used each of Applicant’s Pending Marks identified in response to
Interrogatory No. 4 above in identifying, advertising, promoting, marketing, or selling each of
Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6 above and
the inclusive dates of such use.

RESPONSE: Applicant objects to the Interrogatory asking as overly broad, harassing,
unduly burdensome, and not proportional to the needs of the case. Applicant has
approximately 95 offices worldwide, Applicant has marketed services in all 50 states and
globally for all of the Pending Services and Goods, marketing via the Pending Marks as

appropriate as well as related trademarks and trade names. A precise list of each and every
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country it operates in with separated information for each would be overly broad, harassing,
unduly burdensome, and not proportional to the needs of the case. Other than potential
inadvertent access to globally available marketing materials (for example website access or
opening of email communications), Applicant does not market in a select list of Sanctioned
Countries: Belarus, Cuba, Iran, North Korea, Russia, Somalia, Sudan (the Republic of Sudan
or North Sudan), Syria, Ukraine (Donetsk People’s Republic and Luhank People’s Republic
regions of Ukraine), and Venezuela. Further, Applicant points to a list of its offices on its

website at https://www.arup.com/contact-us as partially responsive and available to the

public.

Interrogatory No. 10. Identify each geographic location and territory where Applicant
or Applicant’s affiliate has ever sold, distributed, rendered, or performed any of Applicant’s
Pending Services and Goods identified in response to Interrogatory No. 6 above in connection with
each of Applicant’s Pending Marks identified in response to Interrogatory No. 4 above and the
inclusive dates of such use.

RESPONSE: Subject to and without waiving any objection, Applicant identifies their
answer to Interrogatory No. 9 as responsive to Interrogatory No. 10.

Interrogatory No. 11. Identify each geographic location and territory into which
Applicant or Applicant’s affiliate is presently contemplating or considering offering, selling,
distributing, rendering or performing any of Applicant’s Pending Services and Goods identified in
response to Interrogatory No. 6 above or expanding its offer, sale, distribution, rendering or
performing of such services and goods, or offering, selling, distributing, rendering or performing
any additional services or goods, in connection with each of Applicant’s Pending Marks identified

in response to Interrogatory No. 4 above.
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RESPONSE: Subject to and without waiving any objection, Applicant identifies their
answer to Interrogatory No. 9 as responsive to Interrogatory No. 11.

Interrogatory No. 12. Identify the manner, methods, media and trade channels in or by
which Applicant or Applicant’s affiliate sells, distributes, renders and/or performs, and/or intends
to sell, distribute, render or perform, Applicant’s Pending Services and Goods identified in
response to Interrogatory No. 6 above in connection with each of Applicant’s Pending Marks
identified in response to Interrogatory No. 4 above.

RESPONSE: Subject to and without waiving any objection, Applicant states the
following: Responses to client Request for Qualification, Request for Information, and Request
for Proposal documents, which include information about Applicant’s services including using the
Pending Marks; Applicant will further market via videoconference or in-person interviews, and
presentations taking various forms including PowerPoint slides, audio or video; Applicant provides
in-person tours and demonstrations via Arup SoundLabs, Arup mLabs, and Arup ExperiencelLabs
(collectively Arup Labs) which are located in several of Applicant’s Offices or in the case of Arup
mLabs, can be transported to a site (such as a museum exhibition); Website (arup.com); Social
media postings: LinkedIn, Instagram, Twitter/X, Facebook; Press releases which lead to articles in
news and trade outlets; Authorship and authorship contributions to books; Direct email campaigns;
Bylined articles and op-eds; Interviews in various forms of media such as radio, television, or
hosted social media videos; Exhibition of technologies in museums, trade association meetings
etc.; Speaking engagements; Applicant works with external consultants including a public relations
agency and a writing and editing agency.

Interrogatory No. 13. Identify the manner, methods, media and trade channels in or by

which Applicant or Applicant’s affiliate advertises, promotes, or markets, and/or intends to

14



advertise, promote, or market, Applicant’s Pending Services and Goods identified in response to
Interrogatory No. 6 above in connection with each of Applicant’s Pending Marks identified in
response to Interrogatory No. 4 above.

RESPONSE: Subject to and without waiving any objection, Applicant identifies their
answer to Interrogatory No. 12 as responsive to Interrogatory No. 13.

Interrogatory No. 14. For each calendar year since commencing use of the each of
Applicant’s Pending Marks in connection with Applicant’s Pending Services and Goods, identify
the amount spent by Applicant or Applicant’s affiliate in advertising, promoting, and marketing
each of Applicant’s Pending Marks identified in response to Interrogatory No. 4 above in
connection with each of Applicant’s Pending Services and Goods identified in response to
Interrogatory No. 6 above in the United States, and the number and dollar amount of sales by
Applicant and Applicant’s affiliate of each such good or service in the United States.

RESPONSE: Applicant objects to the request as overly broad, harassing, unduly
burdensome, and not proportional to the needs of the case. To consolidate all such information
for all of Applicant’s Marks in connection with each good and service and between each
related company and for every year over decades would be unduly burdensome, and not
proportional to the needs of the case. Applicant further does not keep relevant records in the
exact segmented and separate categories as requested. Subject to and without waiving any
objection, Applicant identifies the following documents: Bates No. ARUP IP 103; 599-1605.

Interrogatory No. 15. Identify all classes and categories of persons who have seen,
viewed or encountered your website, or blogs with each of Applicant’s Pending Marks identified
in response to Interrogatory No. 4 above in connection with Applicant’s Pending Services and

Goods identified in response to Interrogatory No. 6 above, in the past or present, including, but
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not limited to, the states of residence and/or principal business location of such persons, and
whether any of such persons are or were involved in, active in or otherwise work in, in whole or
in part, the medical, medical laboratory, reference laboratory, pathology, research, healthcare or
related fields.

RESPONSE: Applicant objects to the request as overly broad, harassing, unduly
burdensome, and not proportional to the needs of the case. Applicant cannot possibly identify
all persons who have seen their website, and doing so would not be relevant to this litigation
and is beyond the scope of this discovery anyways. Applicant has received over 3.5 million
page views in the last 6 months alone.

Interrogatory No. 16. Identify each and every person who has purchased or received
any of Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6 above
in connection with each of Applicant’s Pending Marks identified in response to Interrogatory No.
4 above, from Applicant or Applicant’s affiliate, in the past or present, including, but not limited
to, names, addresses, inclusive dates of purchase or receipt, the type of goods and/or services
purchased or received, and whether any of such persons are or were involved in, active in or
otherwise work in, in whole or in part, the medical, medical laboratory, reference laboratory,
pathology, research, healthcare or related fields.

RESPONSE: Applicant objects to the request as overly broad, harassing, unduly
burdensome, and not proportional to the needs of the case. To identify all persons who have
received their services would not be relevant to this litigation and is beyond the scope of this
discovery. This is likely a list of thousands of individuals and entities over decades. Subject
to and without waiving any objections, Applicant identifies the following documents as

partially responsive to Interrogatory No. 16: Bates Nos. ARUP IP 388-846.
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Interrogatory No. 17. Identify each and every person who has purchased or received
any services or goods of Applicant or Applicant’s affiliate, including, without limitation, services
and goods other than or in addition to Applicant’s Pending Services and Goods identified in
response to Interrogatory No. 6 above, in connection with any of Applicant’s Marks, including
Applicant’s Pending Marks identified in response to Interrogatory 4 above, or any other mark of
Applicant or Applicant’s affiliate, in the past or present, where such person was involved in, active
in or otherwise worked in, in whole or in part, the medical, medical laboratory, reference
laboratory, pathology, research, healthcare or related fields, including, names, addresses, inclusive
dates of purchase or receipt, and the type of goods and/or services purchased or received.

RESPONSE: Applicant objects to the request as overly broad, harassing, unduly
burdensome, and not proportional to the needs of the case. To identify all persons who have
received their services would not be relevant to this litigation and is beyond the scope of this
discovery. This is likely a list of thousands of individuals and entities over decades. Subject
to and without waiving any objections, Applicant identifies the following documents as
partially responsive to Interrogatory No. 17: Bates Nos. ARUP IP 388-846; 1598.

Interrogatory No. 18. Identify each instance of apparent or actual confusion, mistake,
or deception of which Applicant or Applicant’s affiliate is aware as to the origin, source,
sponsorship, approval or affiliation of any of Applicant’s or Opposer’s services or goods,
including, without limitation, Applicant’s Pending Services and Goods or Opposer’s Pending
Services and Goods, as to any of Applicant’s Marks or any of Opposer’s Marks or any related
marks, including, without limitation, all instances in which Applicant or Applicant’s affiliate has
received any inquiries, comments, or concerns as to whether it or its services or goods or any of

Applicant’s Marks or any related marks are associated with, sponsored by, approved by, or in any
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manner connected with Opposer, and all instances in which Applicant or Applicant’s affiliate has
received any documents, mail, inquiries, or other communications addressed to or concerning
Opposer, Opposer’s Marks or Opposer’s Services and Goods of any type.

RESPONSE: Subject to and without waiving any objection, Applicant identifies the
following documents as partially responsive to Interrogatory No. 18: Bates Nos. ARUP IP 003-
017; 104-159.

Interrogatory No. 19. Identify all uses (including infringing uses) of any of Applicant’s
Marks and/or any of Opposer’s Marks by persons other than Opposer or Applicant of which
Applicant is aware.

RESPONSE: Subject to and without waiving any objection, Applicant states that it
was once plagiarized in China around 2008, and identifies the following documents as
responsive to Interrogatory No. 19: Bates Nos. ARUP IP 003-017; 104-159.

Interrogatory No. 20. Identify all trademark, service mark and trade name applications
and registrations (state, federal, or foreign) which have ever been filed, received, assigned, or
owned by Applicant or Applicant’s affiliate concerning each of Applicant’s Pending Marks relating
to any of Applicant’s Services and Goods.

RESPONSE: Applicant objects to this Interrogatory as requesting information that is
publicly available and/or already known to Opposer, and as such being overly broad,
harassing, unduly burdensome, and not proportional to the needs of the case.

Interrogatory No. 21. Identify when and how Applicant first became aware of
Opposer’s use of any of Opposer’s Marks or any other marks consisting in whole or in part of the
word ARUP, with or without other words, logos, designs or elements, and the services and goods

it related to in each such instance.
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RESPONSE: Applicant objects to the extent it does not possess a precise record of
when its officers or owners became aware of Opposer. Subject to and without waiving any
objection, Applicant states it has known of Opposer using “ARUP” as a designation since
around 1986.

Interrogatory No. 22. Identify all communications between Opposer and Applicant
concerning any of Applicant’s Marks and/or any of Opposer’s Marks.

RESPONSE: Applicant objects to this Interrogatory as requesting information that is
already known to Opposer, and as such being overly broad, harassing, unduly burdensome,
and not proportional to the needs of the case.

Interrogatory No. 23. Identify all efforts to determine whether a third-party is or was
using or proposing use of a mark similar to or incorporating any of Applicant’s Marks and/or any
of Opposer’s Marks, that you or your affiliate has commissioned, employed, used, or undertaken
(e.g., watch services, Thomson CompuMark searches, LEXIS searches, etc.), including, without
limitation, the results provided to or obtained by you.

RESPONSE: Applicant objects to this request to the extent it seeks documents
protected from disclosure by attorney-client privilege, trial-preparation privilege, the attorney
work product doctrine, or any other applicable privilege. Subject to and without waiving any
objection, Applicant states that it has ordered trademark searches via trademark databases for
various terms and phrases, some of which incorporate portions of the Applicant’s Marks, and
generally monitors press and marketing releases of companies within their industry for similar
trademarks.

Interrogatory No. 24. Identify all polls, studies, surveys or investigations involving

any of Applicant’s Marks and/or any of Opposer’s Marks (e.g., those concerning rights in said
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marks, likelihood of confusion, infringement, dilution, descriptiveness, genericness, abandonment,
or other aspects relating to said marks), which were ever authorized, permitted, conducted, or made
by or at the request of Applicant or Applicant’s affiliate, or of which Applicant or Applicant’s
affiliate has knowledge.

RESPONSE: Subject to and without waiving any objection, Applicant states that it
has no responsive documents to identify.

Interrogatory No. 25. Identify all agreements in which Applicant or Applicant’s
affiliate has permitted, authorized, consented, approved, or licensed a person, and all agreements
in which a person has permitted, authorized, consented, approved, or licensed Applicant or
Applicant’s affiliate, to use any of Applicant’s Pending Marks, including, but not limited to, the
terms thereof.

RESPONSE: Subject to and without waiving any objection, ARUP IP
MANAGEMENT licenses use of Applicant’s Marks to parents and Related Companies for
use, subject to the quality control of the trademark owner. Applicant does not allow third
parties to use its marks in commerce, but has permitted many clients to display its marks to
credit Applicant with the services it provides. Applicant objects to the Interrogatory requiring
the identification of each of the same as overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case.

Interrogatory No. 26. Identify any and all periods, from the date of Applicant’s alleged
first use, or Applicant’s affiliate’s alleged first use, of each of Applicant’s Pending Marks through
the present, during which Applicant or Applicant’s affiliate ceased or discontinued use of each of
the those marks and/or the offering, sale, distribution, rendering or performing of any of

Applicant’s Pending Services and Goods in connection with each of the those marks, and identify
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with specificity all such services and goods.

RESPONSE: Subject to and without waiving any objection, Applicant states that such
marks and services have never been discontinued.

Interrogatory No. 27. Identify all disputes concerning any of Applicant’s Marks relating
to any of Applicant’s Services and Goods of which you are aware.

RESPONSE: Subject to and without waiving any objection, Applicant states that it
was once plagiarized in China around 2008, and identifies the following documents as
responsive to Interrogatory No. 27: Bates Nos. ARUP IP 003-017; 104-159.

Interrogatory No. 28. State all facts concerning, supporting, or refuting Applicant’s
claims or denials in its pleadings in this Consolidated Proceeding wherein Applicant asserts that
Applicant’s Pending Marks as used with Applicant’s Pending Services and Goods are not, and will
not be, confusingly similar to Opposer’s Pending Marks as used with Opposer’s Pending Services
and Goods.

RESPONSE: Applicant objects to this Interrogatory to the extent that it seeks “all”
documents. Each claim and defense involves the establishment of multiple elements, each
involving their own demonstration of evidentiary support. Providing “all” documents and
things relating to Applicant’s claims would require Applicant to produce a massive amount
of documents and essentially give Opposer the Applicant’s entire case. Applicant also objects
to the request to the extent it seeks “all” documents while discovery and investigation are still
ongoing. Applicant also objects to this request to the extent that it seeks the production of
documents and things protected from disclosure by the attorney-client privilege, trial-
preparation privilege, the attorney work product doctrine, or any other applicable privilege,

trial-preparation privilege, the attorney work product doctrine, or any other applicable
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privilege. Subject to and without waiving any objection, and without limitation as to
arguments which may be made in the future, Applicant states as follows: Applicant has
discovered no knowledge of any of Applicant’s customers expressing confusion or any belief with
its staff that there is confusion between Applicant and Opposer, Applicant’s customers are highly
sophisticated buyers of professional services for engineering, architecture, design, and consulting
including the Pending Services and Goods. Applicant does not and has not ever provided
diagnostics services or medical testing. Opposers do not provide licensed engineering and/or
architecture. Opposer pronounces its name A-R-U-P Laboratories, which stands for Associated
Regional and University Pathologists, a clear description of the types of goods and services it
provides. The marks therefore present no opportunity for confusion.

Interrogatory No. 29. State all facts concerning, supporting, or refuting Applicant’s
assertion in its pleadings in this Consolidated Proceeding that the claims Opposer has asserted in
its pleadings in this Consolidated Proceeding are barred, in whole or in part, by the equitable
doctrine of acquiescence, based on Opposer’s alleged conduct and failure to act regarding
Applicant’s use of the allegedly infringing mark, which conduct Applicant asserts was prejudicial
to Applicant.

RESPONSE: Applicant objects to this Interrogatory to the extent that it seeks “all”
documents. Each claim and defense involves the establishment of multiple elements, each
involving their own demonstration of evidentiary support. Providing ““all” documents and
things relating to Applicant’s claims would require Applicant to produce a massive amount
of documents and essentially give Opposer the Applicant’s entire case. Applicant also objects
to the request to the extent it seeks “all” documents while discovery and investigation are still

ongoing. Applicant also objects to this request to the extent that it seeks the production of
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documents and things protected from disclosure by the attorney-client privilege, trial-
preparation privilege, the attorney work product doctrine, or any other applicable privilege,
trial-preparation privilege, the attorney work product doctrine, or any other applicable
privilege. Subject to and without waiving any objection, and without limitation as to
arguments Applicant may make in the future, Applicant states that Applicant and Opposer
have been co-existing in the marketplace and in the trademark register for decades without
any substantive threat of confusion, and Opposer has not objected to Applicant’s use of ARUP
or ARUP SOUNDLAB or any other marks until this case.

Interrogatory No. 30. State all facts concerning, supporting, or refuting Applicant’s
assertion in its pleadings in this Consolidated Proceeding that the claims Opposer has asserted in
its pleadings in this Consolidated Proceeding are barred, in whole or in part, by the equitable
doctrine of estoppel, based on Opposer’s allegedly misleading conduct indicating that it is not
asserting its trademark rights against Applicant, which conduct was allegedly relied upon by
Applicant and is allegedly prejudicial.

RESPONSE: Subject to and without waiving any objections, Applicant states that its
response to Interrogatory No. 29 is responsive to Interrogatory No. 30.

Interrogatory No. 31. State all facts concerning, supporting, or refuting Applicant’s
assertion in its pleadings in this Consolidated Proceeding that the claims Opposer has asserted in
its pleadings in this Consolidated Proceeding are barred, in whole or in part, by the Morehouse
defense, based on Applicant’s alleged ownership of a substantially similar registered mark for
substantially similar goods and/or services such that Applicant’s proposed registrations at issue
herein cause no added injury to Opposer.

RESPONSE: Subject to and without waiving any objections, Applicant states that its
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response to Interrogatory No. 29 is responsive to Interrogatory No. 31.

Interrogatory No. 32. State all facts concerning, supporting, or refuting Applicant’s
claims in its Counterclaims in the Consolidated Proceeding that Opposer has never, or not in the
past three years, in U.S. commerce, used certain of Opposer’s Registered Marks in connection with
certain of Opposer’s Registered Services and Goods, or has otherwise abandoned the same, and
that Opposer intends not to resume such use.

RESPONSE: Applicant objects to this Interrogatory to the extent that it seeks “all”
documents. Each claim and defense involves the establishment of multiple elements, each
involving their own demonstration of evidentiary support. Providing ‘““all” documents and
things relating to Applicant’s claims would require Applicant to produce a massive amount
of documents and essentially give Opposer the Applicant’s entire case. Applicant also objects
to the request to the extent it seeks “all” documents while discovery and investigation are still
ongoing. Applicant also objects to this request to the extent that it seeks the production of
documents and things protected from disclosure by the attorney-client privilege, trial-
preparation privilege, the attorney work product doctrine, or any other applicable privilege,
trial-preparation privilege, the attorney work product doctrine, or any other applicable
privilege. Subject to and without waiving any objection, Applicant states that Opposer’s
Registrations list a proliferous number of categories of services which are not each proven to
be offered by any of Opposer’s public advertising after Applicant’s inspection, nor have they
each been offered in the past three years or ever by Applicant’s inspection.

Interrogatory No. 33. Identify Applicant’s current and former document retention and
destruction policies, and identify each and every document and thing, and class of document and

thing, responsive to the foregoing Interrogatories, which no longer exists, is in the custody or
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control of a person other than Applicant, or that has been misplaced, lost, or stolen, past or present.

RESPONSE: Subject to and without waiving any objection, Applicant identifies the
following documents as responsive to Interrogatory No. 33: Bates Nos. ARUP IP 018-021.

Interrogatory No. 34. Identify, with reference to the appropriate numbered paragraphs
and subparagraphs of the foregoing Interrogatories, all persons who are most knowledgeable
concerning each of the matters set forth in the foregoing Interrogatories.

RESPONSE: Subject to and without waiving any objection, Applicant identifies the
following individuals: Int 1, 2, 4, 6, 9, 10, 18, 19, 24, 25, 28, 29, 34, 35: Rebecca Birmingham;
Int 3,5, 7,8, 16, 26: Raj Patel; Int 11, 12, 13, 14, 15: Kyle Fisher; Int 17: Bill Scrantom; Int 20,
23, 30, 31, 32: David Postolski; Int 21: Jenny Baster; Int 22: Joseph Dennis; Int 27: Ian Rogers;
Int 33: John DiCamillo.

Interrogatory No. 35. Identify all persons who provided information in the preparation
of answers to each of the foregoing Interrogatories, and, as to each such person, identify, with
reference to the appropriate numbered paragraphs and subparagraphs of the answers to
Interrogatories, the information provided.

RESPONSE: Subject to and without waiving any objection, Applicant states that their

answer to Interrogatory No. 34 is responsive to Interrogatory No. 35.

Date: December 2, 2024 Respectfully submitted,

By: /s/ David Postolski

David Postolski, Esq.

Gearhart Law, LLC

41 River Road

Summit, New Jersey 07901
Phone: 908-273-0700

Fax: 908-273-0711

Email: David@gearhartlaw.com
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ATTORNEY FOR APPLICANT
ARUP IP MANAGEMENT, LTD.
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing APPLICANT’S Responses
to Opposer’s First Set of Interrogatories was served on Counsel for Opposer by email on

December 2, 2024 to:

Lester K. Essig

Arthur Berger

Adam K. Richards

Ray Quinney & Nebeker

36 South State Street, Suite 1400
Salt Lake City, UT 84111
lessig@rqn.com
aberger@rqn.com
arichards@rqn.com

By:  /s/David Postolski
David Postolski, Esq.
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VERIFICATION

I, Raj Patel have reviewed the answers set forth above and state that they are true and correct to
the best of my knowledge and belief. I am a representative of the Applicant in this action, and am
authorized to make this verification, and I make this verification for that reason. I am informed
and believe and, on that basis, allege that the matters stated in the foregoing documents are true.

I hereby reserve the right to supplement or amend my answers to Opposer’s discovery.

I declare under penalty of perjury under the laws of the United States that the foregoing is true and
correct.

Executed this 2" day of December 2024, in New York, NY




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIALS AND APPEALS BOARD

ARUP LABORATORIES, INC., ) Opposition No. 91275968 (Parent)
Mark: ARUPSOUNDLAB
Opposer, )
Opposition No. 91290509
) Mark: ARUP LAB
V. Mark: ARUP EXPERIENCELAB
)
ARUP I[P MANAGEMENT, LTD., Opposition No. 91292827
) Mark: ARUP SOUNDLAB
Applicant.
)

APPLICANT ARUP IP MANAGEMENT, LTD’S RESPONSES
TO OPPOSER’S FIRST REQUEST FOR PRODUCTION
OF DOCUMENTS AND THINGS

Pursuant to the Rules of Practice of the United States Patent and Trademark Office, and
Rule 34 of the Federal Rules of Civil Procedure and the Trademark Trial and Appeal Board Manual
of Procedure, Applicant, ARUP IP MANAGEMENT, LTD. (“Applicant”), by and through the
undersigned counsel, hereby submits the following responses to Opposer’s First Request for
Production of Documents and Things. Applicant expressly reserves the right to supplement,
clarify, revise or correct any or all of the responses and objections herein, and to assert additional
objections or privileges, in one or more subsequent supplemental responses.
GENERAL OBJECTIONS
The following general objections are incorporated by reference in response to each
Request set forth below and are not waived with respect to any response:
1. Applicant generally objects to each and every request in Opposer’s first
Request for Production of Documents to the extent it seeks disclosure of any information or
documents protected, privileged or immune, or otherwise exempt from discovery pursuant

to applicable state and federal statutes, the Federal Rules of Civil Procedure, case law,



regulations, administrative order, or any other applicable rule, decision or law, including, but
not limited to information protected by the attorney-client privilege, trial-preparation
privilege, the attorney work product doctrine, or any other applicable privilege, the work
product doctrine, the joint defense privilege, and/or other applicable privilege or immunity
protection.

2. Applicant generally objects to objects to each and every request in Opposer’s
first Request for Production of Documents to the extent it seeks information that is irrelevant
and not calculated to lead to the discovery of admissible evidence or to the extent that
Opposer’s Request for Production of Documents seek the disclosure of documents or things
beyond the scope of discovery as provided by the applicable Federal Rules of Civil
Procedure, 37 CFR § 2.120(d), or other applicable rules or law.

3. In responding to the first Request for Production of Documents, Applicant does
not in any way waive or intend to waive, but rather preserves and intends to preserve:

. a. All objections as to competency, authenticity, relevancy, materiality, and

admissibility;

. b. All rights to object on any grounds to the use or admissibility in any subsequent
proceedings of any of the responses contained herein, including but not limited to the
right to object at the trial of this or any other action;

. c. All objections as to vagueness and ambiguity; and

. d. All rights to object on any grounds to any further Document Requests or other form
of discovery propounded by Opposer.

4. Applicant objects to the first Request for Production of Documents to the extent

they call for or contain legal conclusions or characterizations of facts. Neither Applicant’s



responses to the first Request for Production of Documents nor the production of documents
by Applicant, shall be interpreted as indicating agreement with any such conclusions or
characterizations contained in the Document Requests.

5. Applicant objects to Opposer’s first Request for Production of Documents to the
extent that it requests documents that contain or incorporate confidential and/or proprietary
and/or trade secret and/or sensitive business information, provided however, that responsive
documents that can be found within a reasonable search and are relevant, responsive, and non-
privileged will be made available subject to the TTAB’s Standard Protective Order.

6. Applicant objects to Opposer’s first Request for Production of Documents to the
extent that they seek to impose an obligation on Applicant greater than those imposed by the
applicable Federal Rules of Civil Procedure 37 CFR § 2.120(d) or other applicable rules or
law.

7. Applicant objects to each and every Request to the extent it requests information
that is not limited to the scope of this proceeding and/or to the extent it seeks information that is
not in the possession, custody, or control of Applicant or is a matter of public record or otherwise
available to Opposer without imposing an undue burden on Applicant.

8. Applicant objects to these Requests including the Definitions and each specific
Request there to the extent that they call for information that is subject to a confidentiality
agreement, or other restrictions, or to a protective order or other court order entered in another
action or proceeding, which prevent disclosure in this action. Applicant’s disclosure of such
information is subject to Applicant’s compliance with any notice and/or contractual obligations to
third parties in advance of disclosure.

9. Applicant objects to these Requests to the extent they rely on terms that are not



defined and could be understood to have multiple meanings.

10. The following responses are based on documentation presently available to
Applicant. These responses are given without prejudice to Applicant’s right to amend, modify or
supplement its responses based on further discovery, independent investigation, or other analysis
that may lead to the discovery of additional information.

11.  Applicant incorporates the foregoing General Objections into each and every one of
its responses to these Document Requests set forth below.

DOCUMENT REQUESTS

Request No. 1. Produce all documents and things concerning the ownership, including
but not limited to, chain of title, owner interests, owner percentages, relationships, control,
affiliated parties, licensing, sale, assignment, transfer, disposition, acquisition, exchange,
consideration given, or encumbrance, of each of Applicant’s Marks, including, but not limited to,
all arrangements, agreements, voting controls, other controls, contracts, bills of sale, assignments,
licenses, certificates, recordations, loan agreements, correspondence, memoranda, and notes
concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant adopted its marks decades ago and cannot
possibly produce “all” responsive documents, the majority of which are highly unlikely to
lead to relevant evidence, and many may no longer exist. Applicant also objects to this request
to the extent it seeks documents protected from disclosure by attorney-client privilege, trial-
preparation privilege, the attorney work product doctrine, or any other applicable privilege.

Applicant also objects to this request to the extent that such documents are available publicly



from the USPTO. Subject to and without waiving any objection, Applicant will produce
documents sufficiently responsive to this Request.

Request No. 2. Produce all documents and things concerning Applicant’s design and
selection of each of Applicant’s Pending Marks relating to Applicant’s Pending Services and
Goods, including, but not limited to, all correspondence, memoranda, notes, searches, drawings,
sketches, prints, proofs, specimens, facsimiles, advertising, and promotional materials concerning
the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant also objects to this request to the extent it
seeks documents protected from disclosure by attorney-client privilege, trial-preparation
privilege, the attorney work product doctrine, or any other applicable privilege. Applicant also
objects to this request to the extent that such documents are available publicly from the
USPTO. Applicant further objects to this Request as requesting documents which never
existed or no longer exist. Subject to and without waiving any objection, and reserving the
right to supplement this response, Applicant states there are no responsive documents.

Request No. 3. Produce all documents and things concerning all alternative marks to
all of Applicant’s Pending Marks relating to Applicant’s Pending Services and Goods selected by
Applicant, and the reasons said alternative marks were or were not selected, including, but not
limited to, all correspondence, memoranda, notes, searches, drawings, sketches, prints, proofs,
specimens, facsimiles, advertising, and promotional materials concerning the foregoing,

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”

documents because the request is overly broad, harassing, unduly burdensome, and not



proportional to the needs of the case. Applicant objects to this request to the extent the phrase
“alternative marks” is vague and ambiguous. Applicant uses many terms which may be
“marks” in connection with their various goods and services. Applicant also objects to this
request to the extent it seeks documents protected from disclosure by attorney-client privilege,
trial-preparation privilege, the attorney work product doctrine, or any other applicable
privilege. Subject to and without waiving any objection, Applicant will produce documents
sufficiently responsive to this Request.

Request No. 4. Produce all documents and things concerning all variations, versions,
and forms of, and words, names, phrases, slogans, designs, or logos used with or intended to be
used with, each of Applicant’s Pending Marks relating to Applicant’s Pending Services and Goods,
as the foregoing marks have been used or are intended to be used by Applicant or Applicant’s
affiliate at any time, including, but not limited to, all drawings, sketches, prints, proofs, specimens,
facsimiles, notices, business plans, advertising, promotional materials, marketing materials,
correspondence, memoranda, and notes concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant uses many “words, names, [and] phrases™ as
is common in the English language. This request could extend to practically all documents
that Applicant is producing hereunder. Subject to and without waiving any objection,
Applicant will produce documents sufficiently responsive to this Request.

Request No. 5. Produce all documents and things concerning the meaning, connotation,
commercial impression, image, and atmosphere created or intended to be created by each of

Applicant’s Pending Marks relating to Applicant’s Pending Services and Goods, as the foregoing



marks have been used or are intended to be used by Applicant or Applicant’s affiliate, including,
but not limited to, all advertising, promotional materials, marketing materials, websites, webpages,
brochures, flyers, printed materials, articles, announcements, press releases, policy statements,
handbooks, manuals, training materials, notices, business plans, publications, photographs, prints,
price lists, order forms, catalogues, invoices, receipts, sales slips, purchase orders, tags, labels,
packaging, displays, correspondence, memoranda, notes, affidavits, and other materials
concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant also objects to this request to the extent it
seeks documents protected from disclosure by attorney-client privilege, trial-preparation
privilege, the attorney work product doctrine, or any other applicable privilege. Subject to and
without waiving any objection, Applicant will produce documents sufficiently responsive to
this Request.

Request No. 6. Produce all documents and things concerning all services and goods
offered, sold, distributed, rendered or performed, or intended to be offered, sold, distributed,
rendered or performed, by Applicant or Applicant’s affiliate in connection with each of Applicant’s
Pending Marks, including, but not limited to, all advertising, promotional materials, marketing
materials, websites, webpages, brochures, flyers, printed materials, articles, announcements, press
releases, policy statements, handbooks, manuals, training materials, notices, business plans,
publications, photographs, prints, price lists, order forms, catalogues, invoices, receipts, sales slips,
purchase orders, tags, labels, packaging, displays, correspondence, memoranda, notes, affidavits,

and other materials concerning the foregoing.



RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant also objects to this request to the extent it
seeks documents protected from disclosure by attorney-client privilege, trial-preparation
privilege, the attorney work product doctrine, or any other applicable privilege. Subject to and
without waiving any objection, Applicant will produce documents sufficiently responsive to
this Request.

Request No. 7. Produce representative samples of all documents and things on which
Applicant or Applicant’s affiliate has ever used or placed, or that otherwise bear, any of Applicant’s
Pending Marks identified in response to Interrogatory No. 4 above on or in connection with each
of Applicant’s Pending Services and Goods identified in response to Interrogatory No. 6 above.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents
because the request is overly broad, harassing, unduly burdensome, and not proportional to the
needs of the case. Applicant also objects to this request to the extent it seeks documents protected
from disclosure by attorney-client privilege, trial-preparation privilege, the attorney work product
doctrine, or any other applicable privilege. Subject to and without waiving any objection,
Applicant will produce documents sufficiently responsive to this Request.

Request No. 8. Produce documents sufficient to show the manner, methods, media and
trade channels in or by which each of Applicant’s Pending Marks is used, or will be used, by
Applicant or Applicant’s affiliate on, affixed to, or in connection with the sale of goods or the
offer, sale, distribution, rendering or performing of services, past, present or future. This should
include, but not be limited to, all items bearing any of Applicant’s Pending Marks, advertising,

promotional materials, marketing materials, tags, labels, stickers, packaging, wrapping, shipping



materials, displays, point of sale materials, point of purchase materials, notices, business plans,
websites, webpages, brochures, flyers, website materials, concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant also objects to this request to the extent it
seeks documents protected from disclosure by attorney-client privilege, trial-preparation
privilege, the attorney work product doctrine, or any other applicable privilege. Subject to and
without waiving any objection, Applicant will produce documents sufficiently responsive to
this Request.

Request No. 9. Produce all documents and things concerning the dates of Applicant’s
first use, or Applicant’s affiliate’s first use, of each of Applicant’s Pending Marks as a service mark
and/or trademark in commerce which may be lawfully regulated by the Congress of the United
States and in any state, in connection with each of Applicant’s Services and Goods, including, but
not limited to, all advertising, promotional materials, marketing materials, websites, webpages,
brochures, flyers, printed materials, articles, announcements, press releases, policy statements,
notices, business plans, publications, photographs, prints, price lists, order forms, catalogues,
invoices, receipts, sales slips, purchase orders, tags, labels, packaging, displays, correspondence,
memoranda, notes, affidavits, and other materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant also objects to this request to the extent it
seeks documents protected from disclosure by attorney-client privilege, trial-preparation

privilege, the attorney work product doctrine, or any other applicable privilege. Applicant also



objects to this request to the extent that such documents are available publicly from the
USPTO. Subject to and without waiving any objection, Applicant will produce documents
sufficiently responsive to this Request.

Request No. 10. Produce all documents and things concerning the dates on which
Applicant first sold, or Applicant’s affiliate first sold, offered, distributed, rendered or performed
Applicant’s Services and Goods in connection with each of Applicant’s Pending Marks, including,
but not limited to, all advertising, promotional materials, marketing materials, websites, webpages,
brochures, flyers, printed materials, articles, announcements, press releases, policy statements,
notices, business plans, publications, photographs, prints, price lists, order forms, catalogues,
invoices, receipts, sales slips, purchase orders, tags, labels, packaging, displays, correspondence,
memoranda, notes, affidavits, and other materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant also objects to this request to the extent it
seeks documents protected from disclosure by attorney-client privilege, trial-preparation
privilege, the attorney work product doctrine, or any other applicable privilege. Subject to and
without waiving any objection, Applicant will produce documents sufficiently responsive to
this Request.

Request No. 11. Produce all documents and things concerning each geographic location
and territory where Applicant or Applicant’s affiliate has ever used or intends to use each of
Applicant’s Pending Marks in advertising, promoting, marketing or selling Applicant’s Services
and Goods, including, but not limited to, all advertising, promotional materials, marketing

materials, websites, webpages, brochures, flyers, printed materials, articles, announcements, press
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releases, policy statements, notices, business plans, publications, photographs, prints, price lists,
order forms, catalogues, invoices, receipts, sales slips, purchase orders, tags, labels, packaging,
displays, correspondence, memoranda, notes, affidavits, and other materials concerning the
foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant also objects to this request to the extent it
seeks documents protected from disclosure by attorney-client privilege, trial-preparation
privilege, the attorney work product doctrine, or any other applicable privilege. Applicant has
approximately 95 offices worldwide, Applicant has marketed services in all 50 states and globally
for all of the Pending Services and Goods, marketing via the Pending Marks as appropriate as well
as related trademarks and trade names. “All” documents related to a precise list of each and every
country it operates in would not be proportional to the needs of the case. Applicant ‘intends’ to
provide services everywhere in the world with the exception of a handful of sanctioned and hostile
territories. Further, Applicant points to a list of its offices on its website at

https://www.arup.com/contact-us as partially responsive and available to the public. Subject to

and without waiving any objection, Applicant will produce documents sufficiently responsive to
this Request.

Request No. 12. Produce all documents and things concerning each geographic location
and territory where Applicant or Applicant’s affiliate has ever sold, distributed, rendered or
performed any of Applicant’s Services and Goods in connection with each of Applicant’s Pending
Marks, including, but not limited to, all advertising, promotional materials, marketing materials,

websites, webpages, brochures, flyers, printed materials, articles, announcements, press releases,
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policy statements, notices, business plans, publications, photographs, prints, price lists, order
forms, catalogues, invoices, receipts, sales slips, purchase orders, tags, labels, packaging, displays,
correspondence, memoranda, notes, affidavits, and other materials concerning the foregoing.
RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents
because the request is overly broad, harassing, unduly burdensome, and not proportional to the
needs of the case. Applicant also objects to this request to the extent it seeks documents protected
from disclosure by attorney-client privilege, trial-preparation privilege, the attorney work product
doctrine, or any other applicable privilege. Applicant has approximately 95 offices worldwide,
Applicant has marketed services in all 50 states and globally for all of the Pending Services and
Goods, marketing via the Pending Marks as appropriate as well as related trademarks and trade
names. “All” documents related to a precise list of each and every country it operates in would not
be proportional to the needs of the case. Applicant ‘intends’ to provide services everywhere in the
world with the exception of a handful of sanctioned and hostile territories. Further, Applicant

points to a list of its offices on its website at https://www.arup.com/contact-us as partially

responsive and available to the public. Subject to and without waiving any objection, Applicant
will produce documents sufficiently responsive to this Request.

Request No. 13. Produce all documents and things concerning each geographic location
and territory where Applicant or Applicant’s affiliate is presently contemplating or considering
using or expanding its offer, sale, distribution, rendering or performing of Applicant’s Services and
Goods in connection with each of Applicant’s Pending Marks, including, but not limited to, all
advertising, promotional materials, marketing materials, websites, webpages, brochures, flyers,
printed materials, articles, announcements, press releases, policy statements, notices, business

plans, publications, photographs, prints, price lists, order forms, catalogues, invoices, receipts,
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sales slips, purchase orders, tags, labels, packaging, displays, correspondence, memoranda, notes,
affidavits, and other materials concerning the foregoing,

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents
because the request is overly broad, harassing, unduly burdensome, and not proportional to the
needs of the case. Applicant also objects to this request to the extent it seeks documents protected
from disclosure by attorney-client privilege, trial-preparation privilege, the attorney work product
doctrine, or any other applicable privilege. Applicant has approximately 95 offices worldwide,
Applicant has marketed services in all 50 states and globally for all of the Pending Services and
Goods, marketing via the Pending Marks as appropriate as well as related trademarks and trade
names. “All” documents related to a precise list of each and every country it operates in would not
be proportional to the needs of the case. Applicant ‘intends’ to provide services everywhere in the
world with the exception of a handful of sanctioned and hostile territories. Further, Applicant

points to a list of its offices on its website at https://www.arup.com/contact-us as partially

responsive and available to the public. Subject to and without waiving any objection, Applicant
will produce documents sufficiently responsive to this Request.

Request No. 14. Produce all documents and things concerning the manner, methods,
media and trade channels in or by which Applicant or Applicant’s affiliate offers, sells, distributes,
renders or performs, or intends to offer, sell, distribute, render or perform, Applicant’s Services
and Goods, in connection with each of Applicant’s Pending Marks, including, but not limited to,
all advertising, promotional materials, marketing materials, distribution materials, websites,
webpages, brochures, flyers, printed materials, articles, announcements, press releases, policy
statements, handbooks, manuals, training materials, notices, business plans, publications,

photographs, prints, price lists, order forms, catalogues, invoices, receipts, sales slips, purchase
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orders, tags, labels, packaging, displays, correspondence, memoranda, notes, affidavits, and other
materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant also objects to this request to the extent it
seeks documents protected from disclosure by attorney-client privilege, trial-preparation
privilege, the attorney work product doctrine, or any other applicable privilege. Subject to and
without waiving any objection, Applicant will produce documents sufficiently responsive to
this Request.

Request No. 15. For each calendar year since commencing use of each of Applicant’s
Pending Marks, produce documents sufficient to show the amounts spent by Applicant or
Applicant’s affiliate in advertising, promoting, and marketing each of Applicant’s Pending Marks
in the United States in connection with Applicant’s Services and Goods.

RESPONSE: Applicant objects to this request to the extent that it seeks “all” documents
because the request is overly broad, harassing, unduly burdensome, and not proportional to the
needs of the case. Applicant also objects to this request to the extent it seeks documents protected
from disclosure by attorney-client privilege, trial-preparation privilege, the attorney work product
doctrine, or any other applicable privilege. Applicant further objects to this Request as requesting
documents which never existed or no longer exist. Subject to and without waiving any objection,
Applicant will produce documents sufficiently responsive to this Request.

Request No. 16. Produce all documents and things concerning each and every class and
category of person who has seen, viewed or encountered your website or blogs, or that of your

affiliate, with each of Applicant’s Pending Marks and other information thereon, in connection
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with Applicant’s Services and Goods, in the past or present, including, but not limited to, the states
of residence and/or principal business location of such persons, and whether any of such persons
are or were involved in, active in or otherwise work in, in whole or in part, the medical, medical
laboratory, reference laboratory, pathology, research, healthcare or related fields. This should
include, but not be limited to, all reports, notices, data, customer lists, client lists, contracts,
accounting records, financial records, sales reports, sales records, purchase orders, invoices, order
forms, receipts, sales slips, sales data, marketing materials, surveys, polls, studies, reports,
correspondence, memoranda, notes, messages, and other materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant cannot possibly produce documents sufficient
to identify every person who has ever encountered their website.

Request No. 17. Produce all documents and things concerning each and every person
who has purchased or received any of Applicant’s Services and Goods identified in response to
Interrogatory No. 6 above, in connection with each of Applicant’s Pending Marks identified in
response to Interrogatory No. 4 above, from Applicant or Applicant’s affiilate, including, but not
limited to, the name and address of each, the inclusive dates of such purchases or receipt of the
same, the class of the same, the goods and/or services provided to each, and whether any of such
persons are or were involved in, active in or otherwise work in, in whole or in part, the medical,
medical laboratory, reference laboratory, pathology, research, healthcare or related fields. This
should include, but not be limited to, all reports, notices, data, customer lists, client lists, contracts,
accounting records, financial records, sales reports, sales records, purchase orders, invoices, order

forms, receipts, sales slips, sales data, marketing materials, surveys, polls, studies, reports,
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responses, correspondence, memoranda, notes, messages, and other materials concerning the
foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Subject to and without waiving any objection, Applicant
will produce documents sufficiently responsive to this Request.

Request No. 18. Produce all documents and things concerning each and every person
who has purchased or received any services or goods of Applicant or Applicant’s affiliate,
including, without limitation, services or goods other than or in addition to Applicant’s Services
and Goods identified in response to Interrogatory No. 6 above, in connection with any of
Applicant’s marks, including, but not limited to, Applicant’s Pending Marks identified in response
to Interrogatory No. 4 above, in the past or present, where such person was involved in, active in
or otherwise worked in, in whole or in part, the medical, medical laboratory, reference laboratory,
pathology, research, healthcare or related fields. This should include, but not be limited to, all
reports, notices, data, customer lists, client lists, contracts, accounting records, financial
documents, sales reports, sales records, purchase orders, invoices, order forms, receipts, sales slips,
sales data, marketing materials, surveys, polls, studies, reports, responses, correspondence,
memoranda, notes, messages, and other materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Subject to and without waiving any objection, Applicant

will produce documents sufficiently responsive to this Request.
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Request No. 19. Produce all documents and things that include or contain mailing or
contact lists with information on persons to whom Applicant or Applicant’s affiliate has sent or
provided advertising, promotional materials, notices, catalogs, websites, webpages, brochures,
flyers, order forms, catalogues, past and present, in connection with each of Applicant’s Pending
Marks relating to any of Applicant’s Services and Goods. This should include, but not be limited
to, all mailing lists, customer lists, client lists, customer lists, reports, supplier lists, lists of other
businesses, sales reports, sales records, purchase orders, invoices, order forms, receipts, sales slips,
sales data, marketing materials, studies, reports, notices, business plans, plan data, responses,
correspondence, memoranda, notes, messages, and other materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is violative of various data protection and privacy laws, overly
broad, harassing, unduly burdensome, and not proportional to the needs of the case.

Request No. 20. Produce all documents or things concerning Opposer, including, but
not limited to, Opposer’s Services and Goods, Opposer’s use of any mark comprised in whole or
part of any of Opposer’s Marks with Opposer’s Services and Goods, and all documents or things
received from or sent to Opposer, or purchased or obtained from Opposer.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant further objects to the request as requesting
information already within the knowledge and possession of Opposer.

Request No. 21. Produce all written communications to or from any third parties,
whether individuals, businesses or otherwise, concerning Opposer, including, but not limited to,

each of Opposer’s Marks, or Opposer’s Services and Goods, and all documents and things
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concerning the same.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant further objects to this Request as requesting
documents which never existed or no longer exist. Subject to and without waiving any objection,
and reserving the right to supplement this response, Applicant states there are no responsive
documents.

Request No. 22. Produce all documents and things concerning each instance of apparent
or actual confusion, mistake, or deception of which Applicant or Applicant’s affiliate is aware as
to the source, origin, sponsorship, affiliation or approval of any of Opposer’s or Applicant’s
services or goods, any of Applicant’s Marks, or any of Opposer’s Marks, including, but not limited
to, any inquiries, comments, or concerns Applicant or Applicant’s affiliate has received or is aware
of as to whether any of its services or goods are associated with, sponsored by, approved by, or in
any manner connected with those of Opposer, and including documents addressed to or concerning
Opposer or any of Opposer’s services or goods. This should include, without limitation, all
correspondence, memoranda, notes, affidavits and declarations relating the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Subject to and without waiving any objection, Applicant
will produce documents sufficiently responsive to this Request.

Request No. 23. Produce all documents and things concerning all uses (including
infringements) of each of Opposer’s Marks by persons other than Applicant of which Applicant or

Applicant’s affiliate is aware, including, but not limited to, searches, reports, publications,
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photographs, prints, price lists, data, correspondence, memoranda, and notes concerning the
foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Subject to and without waiving any objection, Applicant
states it has no responsive documents.

Request No. 24. Produce all documents and things concerning all service mark,
trademark and trade name applications, registrations and certificates (state or federal) which have
ever been filed, received, assigned or owned by Applicant or Applicant’s affiliate concerning each
of Applicant’s Pending Marks, and/or each of Opposer’s Marks, including, but not limited to, all
applications, registrations, certificates, office actions, correspondence, memoranda, notes,
specimens, and facsimiles concerning the foregoing.

RESPONSE: Applicant objects to this question as requesting documents which are
all publicly available from the USPTO’s websites, or documents already within the possession
of Opposer. Applicant also objects to this request to the extent it seeks documents protected
from disclosure by attorney-client privilege, trial-preparation privilege, the attorney work
product doctrine, or any other applicable privilege. Applicant has no non-public, non-
privileged documents responsive to this request.

Request No. 25. Produce all documents and things concerning all service mark,
trademark and trade name applications, registrations and certificates (state or federal) which have
ever been filed, received, assigned or owned by Applicant or Applicant’s affiliate concerning each
of Applicant’s Pending Marks, and/or each of Opposer’s Marks, including, but not limited to, all

applications, registrations, certificates, office actions, correspondence, memoranda, notes,
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specimens, and facsimiles concerning the foregoing.

RESPONSE: Applicant objects to this question as requesting documents which are
all publicly available from the USPTO’s websites. Applicant also objects to this request to the
extent it seeks documents protected from disclosure by attorney-client privilege, trial-
preparation privilege, the attorney work product doctrine, or any other applicable privilege.
Applicant has no non-public, non-privileged documents responsive to this request.

Request No. 26. Produce all documents and things concerning Applicant’s first
becoming aware of, or Applicant’s affiliate first becoming aware of, and Applicant’s and
Applicant’s affiliate knowledge concerning, Opposer’s use of or intent to use each of Opposer’s
Marks, and any marks consisting in whole or in part of the word ARUP, and the dates related
thereto, including, but not limited to, searches, reports, analyses, data, correspondence,
memoranda, and notes concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant further objects to this Request as requesting
documents which never existed or no longer exist. Subject to and without waiving any objection,
and reserving the right to supplement this response, Applicant states there are no responsive
documents.

Request No. 27. Produce all documents concerning communications between Applicant
or Applicant’s affiliate, on the one hand, and Opposer, on the other hand.

RESPONSE: Applicant objects to this request as seeking information already within
the possession and knowledge of the Opposer, and as such being overly broad, harassing, and

unduly burdensome.
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Request No. 28. Produce all documents and things concerning all searches and
investigations of prior or current uses or registrations of each of Applicant’s Pending Marks and/or
each of the Opposer’s Marks or marks similar thereto, which were ever authorized, permitted,
conducted, or made by or at the request of Applicant or Applicant’s aftiliate, or of which Applicant
or Applicant’s affiliate is aware, including, but not limited to, searches, reports, analyses, data,
correspondence, memoranda, and notes concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant objects to this question to the extent it seeks
documents protected from disclosure by attorney-client privilege, trial-preparation privilege,
the attorney work product doctrine, or any other applicable privilege. Applicant further objects
to this Request as requesting documents which never existed or no longer exist. Subject to and
without waiving any objection, and reserving the right to supplement this response, Applicant
states there are no responsive non-privileged documents.

Request No. 29. Produce all documents and things concerning any opinions or analyses
conducted, at any time, concerning Applicant’s or Applicant’s affiliate’s ability or right to use each
of Applicant’s Pending Marks, or any altered forms of any of the foregoing marks, including, but
not limited to, searches, reports, analyses, data, correspondence, memoranda, and notes concerning
the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant objects to this question to the extent it seeks

documents protected from disclosure by attorney-client privilege, trial-preparation privilege,
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the attorney work product doctrine, or any other applicable privilege. Applicant further objects
to this Request as requesting documents which never existed or no longer exist. Subject to and
without waiving any objection, and reserving the right to supplement this response, Applicant
states there are no responsive non-privileged documents.

Request No. 30. Produce all documents and things concerning all polls, studies, surveys,
or investigations involving each of Applicant’s Pending Marks and/or each of Opposer’s Marks,
rights in said marks, likelihood of confusion, infringement, dilution, descriptiveness, genericness,
or other aspects relating to said marks, which were ever authorized, permitted, conducted, or made
by or at the request of Applicant or Applicant’s affiliate, or of which Applicant or Applicant’s
affiliate is aware, including, but not limited to, reports, analyses, data, databases, correspondence,
memoranda, and notes concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant objects to this question to the extent it seeks
documents protected from disclosure by attorney-client privilege, trial-preparation privilege,
the attorney work product doctrine, or any other applicable privilege. Applicant further objects
to this Request as requesting documents which never existed or no longer exist. Subject to and
without waiving any objection, and reserving the right to supplement this response, Applicant
states there are no responsive non-privileged documents.

Request No. 31. Produce all documents and things concerning your use or your
affiliate’s use of any watch services, or other efforts to determine whether a third-party is using or
proposing use of a mark similar to or incorporating any of Applicant’s Pending Marks and/or any

of Opposer’s Marks, that you have commissioned, employed, used, or undertaken (e.g., Thomson
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CompuMark searches, LEXIS searches, etc.), and the results provided to or obtained by you.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant objects to this question to the extent it seeks
documents protected from disclosure by attorney-client privilege, trial-preparation privilege,
the attorney work product doctrine, or any other applicable privilege. Applicant further objects
to this Request as requesting documents which never existed or no longer exist. Subject to and
without waiving any objection, and reserving the right to supplement this response, Applicant
states there are no responsive non-privileged documents.

Request No. 32. Produce all documents and things concerning all permitted uses, all
authorizations, consents, approvals and licenses granted by Applicant or Applicant’s affiliate to all
persons, whether related or unrelated to Applicant or Applicant’s affiliate, relating to the use of or
rights in any of the Applicant Related Marks and/or any of Opposer’s Marks, and all controls of
the nature and quality of services and goods retained or exercised or not retained or exercised by
Applicant or Applicant’s affiliate with respect thereto, including, but not limited to, all agreements,
contracts, consents, correspondence, memoranda, notes, and records concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant objects to this question to the extent it seeks
documents protected from disclosure by attorney-client privilege, trial-preparation privilege,
the attorney work product doctrine, or any other applicable privilege. Subject to and without
waiving any objection, Applicant will produce documents sufficiently responsive to this

Request.
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Request No. 33. Produce all documents and things concerning any and all periods, from
the date of alleged first use claimed by Applicant or Applicant’s affiliate through the present,
during which Applicant or Applicant’s affiliate ceased, discontinued, or resumed use of each or
any of Applicant’s Pending Marks, and/or the offer, sale, distribution, rendering or performing of
Applicant’s Services and Goods or any other services or goods in connection with each of
Applicant’s Pending Marks, including, but not limited to the dates and reasons therefor, the persons
involved in making such decision, and whether Applicant or Applicant’s affiliate intended to
recommence use of said mark(s) or the offer, sale or distribution of said goods or the offer, sale,
distribution, rendering or performing of said services at the time one or both were discontinued or
ceased. This should include, but not limited to, all advertising, promotional materials, marketing
materials, distribution materials, websites, webpages, brochures, flyers, printed materials, articles,
announcements, press releases, policy statements, notices, business plans, publications,
photographs, prints, price lists, order forms, catalogues, invoices, receipts, sales slips, purchase
orders, tags, labels, packaging, displays, correspondence, memoranda, notes, affidavits, and other
materials concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Subject to and without waiving any objection, Applicant
possesses no documents responsive to this request.

Request No. 34. Produce all documents and things concerning whether use of each of
Applicant’s Pending Marks by Applicant, and the offer, sale, distribution, rendering and
performing of Applicant’s Services and Goods in connection therewith, has been continuous since

the date said mark was first used.
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RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant objects to this question to the extent it seeks
documents protected from disclosure by attorney-client privilege, trial-preparation privilege,
the attorney work product doctrine, or any other applicable privilege. Subject to and without
waiving any objection, Applicant will produce documents sufficiently responsive to this
Request.

Request No. 35. Produce all documents and things concerning all state and federal
administrative and court proceedings, and all arbitrations, mediations, and disputes involving each
of Applicant’s Pending Marks relating to any of Applicant’s Services and Goods, and/or each of
Opposer’s Marks relating to Opposer’s Services and Goods, other than the instant dispute, in which
Applicant or Applicant’s affiliate has been or is a party, or of which Applicant or Applicant’s
affiliate is aware, including, but not limited to, complaints, petitions, answers, pleadings,
correspondence, memoranda, and notes concerning the foregoing.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant objects to this question to the extent it seeks
documents protected from disclosure by attorney-client privilege, trial-preparation privilege,
the attorney work product doctrine, or any other applicable privilege. Applicant objects to this
question to the extent it seeks documents which are already publicly available on various
governmental websites. Subject to and without waiving any objection, Applicant does not
possess documents responsive to this request.

Request No. 36. Produce all documents and things concerning, supporting, or refuting
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Applicant’s claims or denials in its pleadings in this Consolidated Proceeding that Applicant’s
Pending Marks as used with Applicant’s Services and Goods are not, and will not be, confusingly
similar to Opposer’s Marks as used with Opposer’s Services and Goods.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents. Each infringement claim involves the establishment of multiple elements, each
involving their own demonstration of evidentiary support. Providing "all" documents and
things relating to Applicant’s claims would require Applicant to produce a massive amount
of documents and essentially give Opposer the Applicant’s entire case. Applicant also objects
to the request to the extent it seeks “all” documents while discovery and investigation are still
ongoing. Applicant also objects to this request to the extent that it seeks the production of
documents and things protected from disclosure by the attorney-client privilege, trial-
preparation privilege, the attorney work product doctrine, or any other applicable privilege,
trial-preparation privilege, the attorney work product doctrine, or any other applicable
privilege. Applicant is not producing responsive documents to this request.

Request No. 37. Produce all documents and things concerning, supporting, or refuting
Applicant’s assertions in its pleadings in this Consolidated Proceeding that the claims Opposer has
asserted in its Notices of Opposition in this Consolidated Proceeding are barred, in whole or in
part, by the equitable doctrine of acquiescence based on Opposer’s alleged conduct regarding
Applicant’s or Applicant’s affiliates use of the allegedly infringing marks, which conduct Applicant
asserts was prejudicial to Applicant.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents. Each claim and defense involves the establishment of multiple elements, each

involving their own demonstration of evidentiary support. Providing "all" documents and
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things relating to Applicant’s claims would require Applicant to produce a massive amount
of documents and essentially give Opposer the Applicant’s entire case. Applicant also objects
to the request to the extent it seeks “all” documents while discovery and investigation are still
ongoing. Applicant also objects to this request to the extent that it seeks the production of
documents and things protected from disclosure by the attorney-client privilege, trial-
preparation privilege, the attorney work product doctrine, or any other applicable privilege,
trial-preparation privilege, the attorney work product doctrine, or any other applicable
privilege. Applicant is not producing responsive documents to this request.

Request No. 38. Produce all documents and things concerning, supporting, or refuting
Applicant’s assertion in its pleadings in this Consolidated Proceeding that the claims Opposer has
asserted in its Opposition in its Notices of Opposition in this Consolidated Proceeding are barred,
in whole or in part, by the equitable doctrine of estoppel, based on Opposer’s alleged misleading
conduct indicating that it is not asserting its trademark rights against Applicant or Applicant’s
affiliate, which conduct was allegedly relied upon by Applicant or Applicant’s affiliate and is
allegedly prejudicial.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents. Each claim and defense involves the establishment of multiple elements, each
involving their own demonstration of evidentiary support. Providing "all" documents and
things relating to Applicant’s claims would require Applicant to produce a massive amount
of documents and essentially give Opposer the Applicant’s entire case. Applicant also objects
to the request to the extent it seeks “all” documents while discovery and investigation are still
ongoing. Applicant also objects to this request to the extent that it seeks the production of

documents and things protected from disclosure by the attorney-client privilege, trial-
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preparation privilege, the attorney work product doctrine, or any other applicable privilege,
trial-preparation privilege, the attorney work product doctrine, or any other applicable
privilege. Applicant is not producing responsive documents to this request.

Request No. 39. Produce all documents and things concerning, supporting, or refuting
Applicant’s assertion in its pleadings in this Consolidated Proceeding that the claims Opposer has
asserted in its pleadings in this Consolidated Proceeding are barred, in whole or in part, by the
Morehouse defense, based on Applicant’s or Applicant’s affiliates alleged ownership of a
substantially similar registered mark for substantially similar goods and/or services such that
Applicant’s proposed applications and registrations at issue herein cause no added injury to
Opposer.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents. Each claim and defense involves the establishment of multiple elements, each
involving their own demonstration of evidentiary support. Providing "all" documents and
things relating to Applicant’s claims would require Applicant to produce a massive amount
of documents and essentially give Opposer the Applicant’s entire case. Applicant also objects
to the request to the extent it seeks “all” documents while discovery and investigation are still
ongoing. Applicant also objects to this request to the extent that it seeks the production of
documents and things protected from disclosure by the attorney-client privilege, trial-
preparation privilege, the attorney work product doctrine, or any other applicable privilege,
trial-preparation privilege, the attorney work product doctrine, or any other applicable
privilege. Applicant is not producing responsive documents to this request.

Request No. 40. Produce all documents and things concerning, supporting, or refuting

Applicant’s claims in its Counterclaims in the Consolidated Proceeding that Opposer has never, or
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not in the past three years, in U.S. commerce, used certain of Opposer’s Registered Marks, or has
otherwise abandoned the same, in connection with certain of Opposer’s Registered Services and
Goods, and that Opposer intends not to resume such use.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents. Each claim and defense involves the establishment of multiple elements, each
involving their own demonstration of evidentiary support. Providing "all" documents and
things relating to Applicant’s claims would require Applicant to produce a massive amount
of documents and essentially give Opposer the Applicant’s entire case. Applicant also objects
to the request to the extent it seeks “all” documents while discovery and investigation are still
ongoing. Applicant also objects to this request to the extent that it seeks the production of
documents and things protected from disclosure by the attorney-client privilege, trial-
preparation privilege, the attorney work product doctrine, or any other applicable privilege,
trial-preparation privilege, the attorney work product doctrine, or any other applicable
privilege. Applicant is not producing responsive documents to this request.

Request No. 41. Produce all documents and things concerning all admissions or
declarations against interest with respect to the subject matter of the Consolidated Proceeding that
have been made by Opposer, Applicant or Applicant’s affiliate.

RESPONSE: Applicant objects to this request as seeking information already within
the possession and knowledge of the Opposer, and as such being overly broad, harassing, and
unduly burdensome. Applicant also objects to the request as it requires admission that
anything Applicant has said constitutes an admission or declaration against interest, which
Applicant does not acknowledge has ever occurred. Applicant is not producing responsive

documents to this request.
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Request No. 42. Produce all documents and things concerning Applicant’s current and
former document retention and destruction policies, and any documents or things, or classes of
documents or things, responsive to the foregoing Document Production Requests, which no longer
exist, are in the custody or control of a person other than Applicant, or have been misplaced, lost
or stolen.

RESPONSE: Applicant objects to this request to the extent that it seeks documents
that no longer exist, and which Applicant has no reasonable method of searching for or
finding. Subject to and without waiving any objection, Applicant will produce documents
sufficiently responsive to this Request.

Request No. 43. Produce all documents and things identified in or concerning your
answers to each of the above Interrogatories and document requests, and all documents and things
relied on or employed in formulating said answers.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”
documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant objects to this question to the extent it seeks
documents protected from disclosure by attorney-client privilege, trial-preparation privilege,
the attorney work product doctrine, or any other applicable privilege. Subject to and without
waiving any objection, Applicant will produce documents sufficiently responsive to this
Request.

Request No. 44. Produce all documents and things identified in or concerning your
answers to each of the below Requests for Admission, and all documents and things relied on or
employed in formulating said answers.

RESPONSE: Applicant objects to this request to the extent that it seeks ‘“all”

30



documents because the request is overly broad, harassing, unduly burdensome, and not
proportional to the needs of the case. Applicant objects to this question to the extent it seeks
documents protected from disclosure by attorney-client privilege, trial-preparation privilege,
the attorney work product doctrine, or any other applicable privilege. Subject to and without
waiving any objection, Applicant will produce documents sufficiently responsive to this
Request.

Date: December 2, 2024 Respectfully submitted,

By: /s/ David Postolski

David Postolski, Esq.

Gearhart Law, LLC

41 River Road

Summit, New Jersey 07901
Phone: 908-273-0700

Fax: 908-273-0711

Email: David@gearhartlaw.com
ATTORNEY FOR APPLICANT
ARUP IP MANAGEMENT, LTD.
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing APPLICANT’S Responses
to Opposer’s First Request for Production of Documents and Things was served on Counsel for
Opposer by email on December 2, 2024 to:

Lester K. Essig
Arthur Berger
Adam K. Richards
Ray Quinney & Nebeker
36 South State Street, Suite 1400
Salt Lake City, UT 84111
lessig@rgn.com
aberger@rqn.com
arichards@rqn.com

By:  /s/ David Postolski
David Postolski, Esq.
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