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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ARUP LABORATORIES, INC., Opposition No. 91292827
Opposer, Mark: ARUP SOUNDLAB
v. Application Serial No. 97513766
ARUP IP MANAGEMENT, LTD., Filed: July 21, 2022
Applicant. Published: June 4, 2024

OPPOSER’S MOTION TO CONSOLIDATE

Under Rule 42 of the Federal Rules of Civil Procedure, Opposer, ARUP Laboratories,
Inc. (“ARUP” or “Opposer’), moves to consolidate this proceeding (Opposition No. 91292827,
the “Newest Opposition”), with the proceeding identified in Opposition No. 91275968 (the
“Parent Opposition”), and the proceeding identified in Opposition No. 91290509 (the “Child

Opposition”). The Child Opposition includes two notices of opposition. The Board previously



consolidated the Child Opposition with the Parent Opposition (collectively the “Parent and Child
Oppositions”). See Child Opposition, 6 TTABVUE; Parent Opposition, 32 TTABVUE. For the
same reasons that the Board consolidated the Parent Opposition and the Child Opposition, the
Board should consolidate the Newest Opposition with the Parent and Child Oppositions for all
purposes, including discovery, disclosures, trial, briefs and all else.

The Trademark Trial and Appeal Board Manual of Procedure (“TBMP”) states: “When
cases involving common questions of law or fact are pending before the Board, the Board may
order the consolidation of the cases.” TBMP § 511; see also Wise F&I, LLC v. Allstate Ins. Co.,
120 U.S.P.Q.2d 1103 (TTAB 2016) (“Because Opposition Nos. 91226028 and 91226029 involve
common questions of law and fact, as discussed below, we hereby consolidate them.”).
“Consolidation is discretionary with the Board, and may be ordered upon motion granted by the
Board . . . or upon the Board’s own initiative.” TBMP § 511. The Board consolidates
proceedings that involve identical parties, similar marks, similar goods and services, and related
or identical issues.! It consolidates proceedings to avoid unnecessary cost or delay, with due
consideration for the time, effort and expense of the parties, as well as prejudice and

inconvenience. TBMP § 511. Here, all the above factors favor consolidation.

' See Dating DNA, LLC v. Imagini Holdings, Ltd., 94 U.S.P.Q.2d 1889 (TTAB 2010) (granting
opposed motion to consolidate where “each proceeding involves identical parties, similar marks
and related or identical issues”); M.C.I. Foods Inc. v. Bunte, 86 U.S.P.Q.2d 1044, 1046 (TTAB
2008) (ordering consolidation where “proceedings involve identical parties, an identical
registration and related issues™); Venture Out Properties LLC v. Wynn Resorts Holdings, LLC,
81 U.S.P.Q.2d 1887 (TTAB 2007) (“We, sua sponte, hereby order the consolidation of the
above-referenced proceedings inasmvuch as the parties are the same and the proceedings involve
common questions of law or fact.”); Regatta Sport Ltd. v. Telux-Pioneer Inc., 20 U.S.P.Q.2d
1154, 1156 (TTAB 1991) (“A review of the pleadings . . . indicates that the parties are the same
and the proceedings involve substantially identical questions of fact and law. Upon receipt of
respondent’s answer, the Board may consolidate proceedings.”).
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As it relates to the first factor, the Newest Opposition and the Parent and Child
Oppositions involve identical parties. In all four oppositions, the Opposer is ARUP
Laboratories, Inc., while the Applicant is Arup IP Management, Ltd. This is true for all four
marks and all four Notices of Opposition, thus favoring consolidation.

Likewise, the close similarity of Applicant’s marks and the nearly identical nature of
Applicant’s goods and services as set forth in its four applications at issue assure common
questions of law and fact, justifying consolidation. The opposed marks in all four oppositions
are very similar in multiple respects. In the Parent Opposition, Opposer opposes the mark
ARUPSOUNDLAB. In the Newest Opposition, Opposer opposes the mark ARUP
SOUNDLAB, which is identical to the mark in the Parent Opposition other than the space
between ARUP and SOUNDLAB. In the Child Opposition, Opposer opposes the marks
ARUP LAB and ARUP EXPERIENCELAB. Notably, all four marks utilize the same dominant
distinctive term and word element. The letters ARUP, as used in all four marks, are identical.
The letters ARUP are highly unusual and unique, drawing attention as to all four marks, with the
same spelling. In all four marks, the letters ARUP appear at the beginning of the mark, assuring
they are noticed first. Likewise, all four marks end with precisely the same word, namely the
word LAB, making the marks highly similar and requiring consolidation. Moreover, the goods
and services set forth in the application for ARUP SOUNDLAB are identical in some classes and
substantially overlapping in other classes with respect to the other three opposed applications,
further meriting consolidation. See Application Serial Nos. 90358691, 97515470, 97513782,
97513766.

All four oppositions involve very similar or identical legal issues. A review of the four

Notices of Opposition opposing Applicant’s four marks in the three proceedings confirms that
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the claims against the marks are virtually identical. As to all four of Applicant’s marks, Opposer
asserts claims of priority and likelihood of confusion, assuring common issues of law and fact
among the four oppositions. Moreover, in all four oppositions, the claims are based on identical
federal service mark registrations held by Opposer, and the same common-law marks and rights
of Opposer, with all of Opposer’s marks utilizing the unique letters “ARUP,” and with the same,
or nearly the same, goods and services at issue in all four oppositions. Compare Newest
Opposition, 1 TTABVUE 9 1-2, 4-7, 9, 23, with Parent Opposition, 28 TTABVUE q 1-2, 4—
7,9, 23, and Child Opposition, 1 TTABVUE 9 1-2, 4-7, 9, 23. Likewise, in all four
oppositions, Opposer asserts claims based on Applicant’s alleged false statements to the USPTO.
Compare Newest Opposition, | TTABVUE 9 25-26, with Parent Opposition, 28 TTABVUE 9
24-25, and Child Opposition, ] TTABVUE 9] 24-25. Thus, the issues in all four oppositions
will be the same or very similar, with identical or very similar questions of law and fact.

In resolving the Newest Opposition and the Parent and Child Oppositions, the TTAB will
consider overlapping and similar evidence and facts to determine likelihood of confusion. For
example, the Newest Opposition and the Parent and Child Oppositions will involve the Board
analyzing, among other issues, (1) Opposer’s claims of priority with respect to the same
registered and common-law marks, compare Newest Opposition, | TTABVUE 9 12, with Parent
Opposition, 28 TTABVUE 9 12, and Child Opposition, 1 TTABVUE 9 12; (2) the fame of the
same registered and common-law marks, compare Newest Opposition, | TTABVUE ¢ 13, with
Parent Opposition, 28 TTABVUE 9 13, and Child Opposition, 1 TTABVUE 9 13; (3) the
similarity of Opposer’s marks to four similar, applied-for marks, compare Newest Opposition,

1 TTABVUE 9 14, with Parent Opposition, 28 TTABVUE q 14, and Child Opposition,

1 TTABVUE 9 14; (4) the similarity of the same and similar sets of goods and services, compare
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Newest Opposition, | TTABVUE q 15-21, with Parent Opposition, 28 TTABVUE 9 15-21,
and Child Opposition, ]| TTABVUE 99 15-21; and (5) the similarity of the same sets of trade
channels, compare Newest Opposition, | TTABVUE 9| 22, with Parent Opposition,

28 TTABVUE ¢ 22, and Child Opposition, 1 TTABVUE q 22.

Consolidation will help both parties and the TTAB resolve the related disputes more
efficiently.? It will avoid unnecessary cost and delay, and create significant savings in time,
effort and expense for both parties and the TTAB. Instead of two different discovery and trial
schedules, one for the Newest Opposition and one for the consolidated Parent and Child
Oppositions, there will be only one discovery and trial schedule for all involved. Instead of
multiple different proceedings, evidence submissions, motions, orders and more, there will be

only one consolidated proceeding.

2 See One Jeanswear Grp. Inc. v. Yogaglo, Inc., 127 U.S.P.Q.2d 1793 (TTAB 2018) (“A review
of the pleadings in the above-identified opposition proceedings indicates that the parties are the
same, the marks in the opposed applications are identical, both oppositions claim likelihood of
confusion with the same four active registrations of Opposer, and the proceedings involve
common questions of law and fact. Given that the opposed marks are identical and the grounds
for opposition are similar, much of the discovery and evidence at trial will likely be the same in
both cases. Absent consolidation, the parties would likely continue with duplicative and/or
piecemeal discovery and prosecution in the separate proceedings.”); S. Indus. Inc. v. Lamb-
Weston Inc., 45 U.S.P.Q.2d 1293 (TTAB 1997) (“In the present case, there would appear to be
sufficient commonality of factual issues in the proceedings that consolidation is appropriate.
Both proceedings involve respondent’s STEALTH FRIES mark and contain virtually identical
pleadings. Consolidation will avoid duplication of effort concerning the factual issues in
common and will thereby avoid unnecessary costs and delays.”); World Hockey Ass 'n v. Tudor
Metal Prods. Corp., 185 U.S.P.Q. 246 (TTAB 1975) (“Since the marks sought to be registered
by applicant in each of its applications here involved are substantially similar, and inasmuch as
opposer has in each instance challenged applicant’s right of registration on the basis of its
ownership of two substantially similar registered marks, it is believed that the two proceedings
may be presented on the same record without appreciable inconvenience or confusion.
Moreover, the consolidation would be equally advantageous to both parties in the avoidance of
the duplication of effort, loss of time, and the extra expense involved in conducting the
proceedings alternately.”).



Consolidating the proceedings will not cause prejudice or inconvenience to the parties.
The Newest Opposition and the Parent and Child Oppositions are in the early stages of
discovery. Neither party has sent discovery requests in the consolidated Parent and Child
Oppositions, with Initial Disclosures not yet due. This is due to multiple factors, including
extended negotiations, evidence gathering, related filings, and, in particular, the differing
timetables and progress for Applicant’s related applications at issue. Opposer filed the Newest
Opposition only recently because the ARUP SOUNDLAB mark was published only recently.
Another closely related application is yet to be published.

In summary, because the parties in all four oppositions are identical, with very similar
Applicant marks, with nearly identical goods and services for Applicant’s marks, and with the
same or highly similar issues, there will be common questions of law and fact, and in many
instances the same questions of law and fact, making consolidation appropriate. Consolidation
will save time, effort and expenses for the parties and the TTAB, without prejudice or
inconvenience. Three of the four marks are already consolidated. The fourth mark in the
Newest Opposition should likewise be consolidated with the other three marks. For these
reasons, the Newest Opposition and the Parent and Child Oppositions should be consolidated as
to the four closely related marks.?

Opposer requests that the Parent Opposition be maintained as the “parent” case and that

the parties be permitted to file all pleadings in the parent case using one proceeding number.

3 By way of information, Opposer anticipates opposing another closely related federal trademark
application filed by Applicant if and when it publishes. The application for the mark ARUP
MLAB (Serial No. 97515467) is currently suspended. Opposer anticipates moving to
consolidate any such opposition proceeding with the Newest Opposition, Parent Opposition, and
Child Opposition depending on the procedural posture of the currently pending proceedings.
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Opposer requests that the three proceedings involving four oppositions be presented on the same
record and briefs. See DNA v. Holdings, 94 U.S.P.Q.2d 1889 (TTAB 2010). Opposer asks that
each proceeding retain its separate character and that the decision on the consolidated cases
consider any differences in the issues raised by the respective pleadings, facts and matters.
Opposer requests that the proceeding deadlines in the consolidated case be set consistent with the
current deadlines in the Newest Opposition to allow the parties adequate time to conduct
discovery in the consolidated proceeding.
DATED this 30th day of July, 2024.

RAY QUINNEY & NEBEKER P.C.

/s Lester K. Essig /

Lester K. Essig

Arthur B. Berger
Adam K. Richards

Attorneys for Opposer ARUP Laboratories, Inc.
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CERTIFICATE OF SERVICE

I hereby certify that on this 30th day of July, 2024, a true and correct copy of the

foregoing OPPOSER’S MOTION TO CONSOLIDATE was served via email on the

following:

David Postolski

GEARHART LAW LLC

41 River Road, Innovation Plaza
Summit, NJ 07901
david@gearhartlaw.com
ustmdocket@gearhartlaw.com

DATED this 30th day of July, 2024.
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/s Kelly D. Pickering /

Kelly D. Pickering



