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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 

 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

______________________________________________ 

       ) 

ARUP LABORATORIES, INC.,   ) 

       ) Opposition No. 91275968 

 Opposer,     ) 

       ) 

vs.       ) 

       ) Mark:  ARUPSOUNDLAB 

ARUP IP MANAGEMENT, LTD.,    ) Application Serial No.:  90358691 

       ) Filed:  December 4, 2020 

 Applicant.     ) Published:  January 4, 2022 

______________________________________________) 

 

 

 SECOND AMENDED NOTICE OF OPPOSITION 

 

 

 ARUP Laboratories, Inc., a Utah corporation doing business at 500 Chipeta Way, Salt Lake City, 

Utah 84108 (“Opposer”), believes that it will be damaged by registration of the mark ARUPSOUNDLAB 

shown in application Serial No. 90358691 (the “Mark”), filed by Arup IP Management, Ltd., a United 

Kingdom limited liability company (hereinafter “Applicant”), believed to be doing business at 13 Fitzroy 

Street, London, United Kingdom W1T4BQ.  Applicant seeks registration of the ARUPSOUNDLAB Mark 

for use with (a) “downloadable computer software for use in the creation and playing of auralizations; 

computer hardware; downloadable and recorded computer programs for use in the creation and playing of 

auralizations; recorded content, namely, prerecorded CD-ROMs and downloadable audio files featuring 

auralizations; distance and dimension measuring apparatus; noise meters, namely, sound level meters; noise 

cancelling apparatus, namely, noise cancelling headphones; noise level meters; sound locating instruments, 

namely, acoustic mirrors, acoustic dishes and sonar; sound measuring apparatus, namely, sound level meters; 

acoustic meters; sound reproduction apparatus for the purpose of creating and playing auralizations; 

downloadable computer software for recording sound for the purpose of creating auralizations; downloadable 

computer software for measuring sound; downloadable computer software for simulating, creating and 
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editing sounds; apparatus and instruments for simulating sound for the purpose of creating and playing 

auralizations; sound recording equipment, namely, microphones; downloadable interactive databases for the 

storing and easy retrieval of auralizations” in International Class 9; (b) “advertising, marketing and 

promotional services; business management and administration assistance; business management; business 

administration; business data analysis; compilation of data, namely, data used for the creation and playing of 

auralizations; electronic data collection services for business purposes, namely, collection and systemization 

of information into a computer database; database management services; providing office functions” in 

International Class 35; (c) “sound recording services in the nature of sound recording studios and the 

production of sound recordings; production of sound and image recordings; providing online non-

downloadable digital sound recordings featuring music and creative arts; all the aforesaid in relation to the 

creation and provision of auralizations” in International Class 41; and (d) “civil engineering; civil 

engineering planning services; engineering design; civil engineering design services; consulting services in 

the field of design and development of engineering processes; web site design consultation; consultancy in 

the field of software design; consulting services in the field of architectural design; architectural services; 

architectural consultancy services; advisory services relating to architecture; engineering services relating to 

architecture; architectural services and the preparation of reports relating thereto; computer aided design 

services relating to architecture and civil engineering” in International Class 42 (hereinafter collectively 

“Applicant’s Services and Goods”). 

 Opposer also believes it will be damaged by registration of four other highly similar trademarks and 

service marks set forth in additional federal applications filed by Applicant, with all four other marks also 

using the words ARUP and LAB in combination, much like the Mark in the instant case.  This includes 

additional pending federal applications for the marks ARUP LAB identified as serial number 97515470, 

ARUP SOUNDLAB identified as serial number 97513766, ARUP MLAB identified as serial number 

97515467, and ARUP EXPERIENCELAB identified as serial number 97513782, with all four applications 
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identifying services and goods in the same international classes, and which services and goods are the same 

as, or nearly the same as, Applicant’s Services and Goods as set forth in its ARUPSOUNDLAB Mark 

application (said other marks and applications are hereinafter sometimes collectively referred to as the 

“Related Marks”).  The applications for the Related Marks were filed by Applicant approximately 18 months 

after the application for the ARUPSOUNDLAB Mark. 

Opposer has identified significant additional evidence in support of its claims confirming that the 

services and goods of the parties are the same or related creating likelihood of confusion as to all four 

international classes included in Applicant’s application, and that Opposer has prior use of its marks as to all 

four international classes.  The additional applications noted above further highlight Applicant’s attempts to 

create confusion and infringement.  In addition, Opposer recently discovered that when the USPTO examiner 

inquired regarding two highly similar federal registrations for ARUP marks as used with related services, 

Applicant stated that it “claimed ownership” of both, when, in fact, another entity was owner as confirmed 

by the USPTO registry records, with no assignments or other documents recorded, rendering Applicant’s 

claim false on its face, and further requiring a denial of the requested registration.  

As grounds for opposition, it is alleged that: 

 1.  Opposer has been actively engaged in providing services and goods in the field of sound and 

related fields in connection with Opposer’s ARUP LABORATORIES and ARUP marks, including, without 

limitation:  

 (a) providing recorded content, prerecorded videos and audio files, downloadable videos and audio 

files, prerecorded videos and audio files and downloadable videos and audio files featuring sound recordings, 

sound elements, other elements, and auralizations that consist of computer generated or recorded sounds, that 

simulate or model acoustic or sound phenomena, and/or that involve virtual acoustics including those that 

can be heard in virtual environments such as recording studios and with headphones, providing hardware, 

equipment, software and software programs used with hardware and equipment, devices, apparatus, 
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headphones, microphones, measuring apparatus, noise meters, sound level meters, noise level meters, 

acoustic sensors, sound measuring apparatus, sound reproduction apparatus, sound production apparatus to 

simulate sounds, equipment and software for measuring noise and sound, equipment and software for 

recording sound, images and videos, equipment and software for simulating, creating, editing and retrieving 

sound, images and videos, sound recording equipment, video recording equipment, interactive databases and 

more, including, without limitation, for use in connection with its services, including the production and 

recording of sound recordings, image recordings and videos, sound recording studios, video recording 

studios, sound rooms, hearing, hearing loss, hearing loss and testing relating to sound, sound detection and 

testing hearing services, hearing aids, and including in the fields of sound, auralizations or close equivalents, 

and more, in international classes 9, 35, 41, 42 and/or 44;  

(b) providing advertising, marketing and promotional services, business management and 

administration services, sales development services, business data analysis, business cost analysis, 

compilation of data, maintaining files and records, electronic data collection services for business purposes, 

collection and systemization of information into a computer database, evaluating data, database management 

services, compilation of data and database management services relating to the use of auralizations in the 

production of videos and sound recordings including computer generated or recorded sounds, simulation of 

acoustic or sound phenomena, and/or virtual acoustics, providing office function services, and more, in 

international class 35;  

(c) providing sound, image and video recording services, sound recording studios, video recording 

studios, sound rooms and related services, production of sound recordings, image recordings and videos, 

production of sound recordings and videos with auralizations that consist of computer generated or recorded 

sounds, that simulate or model acoustic or sound phenomena, and/or that involve virtual acoustics, 

production of sound recordings, image recordings and videos including the use of devices to create and play 
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the same, and providing sound recordings, digital sound recordings, image recordings and videos, including 

in the fields of sound, auralizations or close equivalents, and more, in international class 41; and  

(d) providing website design services, website design consultation services, software design services, 

and software and software design consultation services, and more, in international class 42.   

Opposer has provided the foregoing services (collectively “Opposer’s Services and Goods”) for many years 

and is currently engaged in said business. 

 2.  Opposer has also been actively engaged in providing a wide array of medical, laboratory, 

diagnostic and other services and in providing related medical, laboratory, diagnostic and other goods, in 

connection with its ARUP LABORATORIES and ARUP marks, including, without limitation, medical 

laboratory services, clinical laboratory services, pathology testing services, diagnostic laboratory services, 

test kits and apparatus, medical diagnostic reagents, educational services, training, instruction, consultation, 

providing medical and laboratory information, maintaining medical files and more for many years, and is 

currently engaged in said business (collectively “Opposer’s Related Services and Goods”). 

 3.  Based on information and belief, Applicant seeks to register and intends to offer, in connection 

with the ARUPSOUNDLAB Mark and the Related Marks, many of the same or related services and goods as 

Opposer’s Services and Goods, also in the field of sound and related fields, including: 

 (a) recorded content, prerecorded CD-ROMs, downloadable audio files, downloadable audio files 

featuring auralizations, hardware, equipment, certain downloadable and recorded software, software 

programs, apparatus, headphones, microphones, sound locating instruments, measuring apparatus, noise 

meters, sound level meters, noise level meters, acoustic meters, sound measuring apparatus, sound 

reproduction apparatus, sound production apparatus to simulate sounds, noise-cancelling apparatus, software 

and equipment for measuring sound, software and equipment for recording sound, software and equipment 

for simulating, creating, editing, storing and retrieving sound, sound recording equipment, interactive 

databases, and more, including for many of the foregoing use with auralizations and more, in international 
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class 9 and other classes;  

 (b) providing advertising, marketing and promotional services, business management and 

administration services, sales development services, business data analysis, business cost analysis, 

compilation of data relating to auralizations, electronic data collection services for business purposes, 

collection and systemization of information into a computer database, evaluating data, database management 

services, providing office function services, and more, in international class 35;  

 (c) providing sound recording services, sound recording studios and related services, production of 

sound recordings, production of sound and image recordings, providing digital sound recordings, and more, 

relating to auralizations, in international class 41; and  

 (d) providing consultation and consultancy in specific fields, including web site design consultation, 

consultancy in the field of software design, and in connection with engineering services, architecture 

services, and more, in international class 42. 

 4.  Opposer has offered and provided Opposer’s Services and Goods and Opposer’s Related Service 

and Goods for many years, and is currently engaged in the business of providing Opposer’s Services and 

Goods and Opposer’s Related Services and Goods in multiple fields, in connection with the ARUP 

LABORATORIES and ARUP marks, with Applicant proposing to enter the same or a related business, 

offering services and goods that are the same or related to Opposer’s Services and Goods, namely, 

Applicant’s Services and Goods, in connection with Applicant’s ARUPSOUNDLAB Mark and the Related 

Marks  in the United States. 

 5.  Opposer has acquired extensive common law rights in the ARUP LABORATORIES and ARUP 

marks in the United States as service marks and trademarks and is exclusive owner of the marks.  Opposer 

has actively and continuously used the ARUP mark as a service mark and trademark in the United States 

since at least 1984 through the present.  Opposer has actively and continuously used its ARUP 

LABORATORIES mark as a service mark and trademark in the United States since at least 1995 through the 
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present.  Opposer has used both marks in connection with providing Opposer’s Services and Goods, and 

Opposer’s Related Services and Goods, for many years.  Opposer’s use of its marks extends to all fifty states. 

 6.  Opposer has also acquired extensive common law rights in an entire family of ARUP marks and 

related variations in the United States, including, without limitation, the marks ARUP, ARUP 

LABORATORIES, ARUP CONSULT, ARUP INSTITUTE FOR CLINICAL AND EXPERIMENTAL 

PATHOLOGY and more (the “Family of ARUP Marks”), and Opposer is the exclusive owner of the Family 

of ARUP Marks.  Opposer has actively and continuously used the Family of ARUP Marks in the United 

States in connection with many of Opposer’s Services and Goods and other services and goods noted above 

for many years through the present.  Opposer’s use of its Family of ARUP Marks extends to all fifty states. 

 7.  Opposer’s extensive common law rights in its ARUP LABORATORIES and ARUP service 

marks and trademarks, and in its Family of ARUP Marks, as noted above, are more than sufficient to 

preclude registration of Applicant’s applications for the ARUPSOUNDLAB Mark and the Related Marks in 

connection with Applicant’s Services and Goods.  In this regard, the Lanham Act governing trademarks and 

service marks in the United States expressly states that a mark shall be refused registration if it consists of a 

mark which so resembles “a mark or trade name previously used in the United States by another and not  

abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause 

confusion, or to cause mistake, or to deceive.”  15 U.S.C. § 1052(d); see also 15 U.S.C. §§ 1053 and 1063.  

While Opposer has extensive federal service mark registration rights, Opposer need not rely on its federal 

registrations in order to prevail.  Its prior common law rights are sufficient to preclude registration. 

 8.  Based on information and belief, Applicant has minimal or no common law rights in its 

ARUPSOUNDLAB Mark or the Related Marks in the United States.  Applicant’s federal applications for the 

ARUPSOUNDLAB Mark and the Related Marks were submitted under 15 U.S.C.A. section 1051(b) on an 

“intent to use” basis, with no Amendment to Allege Use or Statement of Use filed to date to the best of 

Opposer’s knowledge.  Accordingly, it appears that Applicant has little or no use of its proposed 
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ARUPSOUNDLAB Mark or the Related Marks in commerce or interstate commerce in the United States.  

Even if it has used the marks in the United States, its use is presumably very recent and limited 

geographically, with such use constituting infringement of Opposer’s marks.  Applicant’s applications for 

and any use of the ARUPSOUNDLAB Mark and the Related Marks are without Opposer’s consent. 

 9.  In addition to its extensive common law rights, Opposer has also acquired significant federal 

registration rights with the United States Patent and Trademark Office for the ARUP LABORATORIES and 

ARUP marks and its Family of ARUP Marks as service marks in typed drawing form on the Principal 

Register of the United States Patent and Trademark Office granting it nationwide exclusive prior rights.  This 

includes, without limitation, the following registrations:  

 (a) The registration for the ARUP LABORATORIES word mark, identified as Registration No. 

3348168, was filed on September 14, 2005 and registered on September 18, 2007 in International Classes 

No. 35, 41, 42 and 44 in connection with providing business consultation, business development, sales 

development, marketing, promotion, business cost analysis services, training and classes, laboratory services, 

health care, maintaining files and records, testing, evaluating data, reporting, medical, diagnostic and other 

services as set forth therein. 

 (b) The registration for the ARUP word mark, identified as Registration No. 5073030, was filed on 

March 28, 2016 and registered on November 1, 2016 in International Classes 35, 41, 42 and 44 in connection 

with providing business consultation, business development, sales development, marketing, promotion, 

business cost analysis services, training and classes, laboratory services, health care, maintaining files and 

records, testing, evaluating data, reporting, medical, diagnostic and other services as set forth therein. 

 (c) The registration for the ARUP design mark, identified as Registration No. 3348170, was filed on 

September 15, 2005 and registered on September 18, 2007 in International Classes No. 35, 41, 42 and 44 in 

connection with providing business consultation, business development, sales development, marketing, 

promotion, business cost analysis services, training and classes, laboratory services, health care, maintaining 
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files and records, testing, evaluating data, reporting, medical, diagnostic and other services as set forth 

therein. 

 (d) The registration for the ARUP design mark, identified as Registration No. 1411801, was filed on 

January 27, 1986, and registered on September 30, 1986, in International Class No. 42 in connection with 

clinical laboratory services as set forth therein. 

 (e) The registration for the ARUP CONSULT word mark, identified as Registration No. 3494029, 

was filed on April 20, 2006, and registered on August 26, 2008, in International Class 44 in connection with  

providing medical information, evaluating, reporting, making recommendations and other services as set 

forth therein. 

 10.  Opposer has recently filed federal registration applications for its ARUP LABORATORIES and 

ARUP marks identified as serial numbers 98143117 and 98140473 based on its longstanding prior use of 

both marks.  The applications cover use of both marks with all or nearly all of Opposer’s sound-related 

services and goods and other services and goods, namely Opposer’s Services and Goods as set forth above.  

The applications cover five different international classes, including all of the classes set forth in Applicant’s 

application for the ARUPSOUNDLAB Mark and the Related Marks.  Opposer’s pending applications 

confirm its longstanding prior use and rights in both marks and make clear that there is likelihood of 

confusion as it relates to Applicant’s pending applications for the ARUPSOUNDLAB Mark and the Related 

Marks covering the same types of services and goods, but with no use or prior use of the marks in United 

States commerce by Applicant.   

 11.  Based on information and belief, Applicant has no federal registrations for the 

ARUPSOUNDLAB Mark or the Related Marks with the United States Patent and Trademark Office.  

Applicant’s application for said ARUPSOUNDLAB Mark in the United States is the subject of the current 

opposition proceeding.  While Applicant has a registration for the ARUP mark with the United States Patent 

and Trademark Office, it covers very different unrelated services, namely certain telecommunication 
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services, architecture and engineering services, and certain business management, business administration 

and related services in International Class 35, but with “all” limited to those “relating to architecture, 

architectural projects, engineering projects and landscaping projects,” and with no use of the word LAB or 

LABORATORIES as part of the mark.   

 12.  There is no issue as to priority, with Opposer’s first use with the relevant services and goods 

substantially predating Applicant’s applications and use.  Opposer first used its ARUP mark in commerce 

and interstate commerce on or around 1984 with many of its services and goods.  Opposer first used its 

ARUP LABORATORIES mark in commerce and interstate commerce on or around 1995 with many of its 

services and goods.  Opposer has used both marks in connection with providing Opposer’s Services and 

Goods as set forth above for many years.  This includes first use (a) with goods and services in classes 9, 35 

and 41 as set forth above by at least 1984, with online website evidence of the same by at least 2000, (b) with 

services in class 42 as set forth above by at least 2005, and (c) with services in class 44 as set forth above by 

at least 2007.  Opposer also used its Family of ARUP Marks long before Applicant’s first use date for the 

ARUPSOUNDLAB Mark and the Related Marks in the United States.  Based on information and belief, 

Applicant, whose application was submitted under 15 U.S.C.A. section 1051(b) on an “intent to use” basis, 

has never or only very recently used its proposed ARUPSOUNDLAB Mark and the Related Marks in 

commerce or interstate commerce in the United States.  Based on information and belief, Opposer’s first use 

of its marks predates Applicant’s first use by more than thirty-eight years, making Opposer the prior user of 

the marks in the United States in connection with the services and goods in question. 

 13.  Opposer has developed substantial goodwill, a most valuable reputation, and a large and 

profitable national business identified by its ARUP LABORATORIES and ARUP marks and its Family of 

ARUP Marks.  Customers, the general public and others throughout much of the United States have come to 

know, rely upon, and recognize Opposer’s Services and Goods, and Opposer’s Related Services and Goods, 

by its marks.  Opposer has expended significant money, effort, and personnel resources over a period 
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exceeding thirty-eight years advertising, promoting and selling its services and goods in connection with its 

marks and developing a reputation for excellence in connection with its services and goods. 

 14.  The service marks and trademarks Applicant proposes to register are highly similar to Opposer’s 

ARUP LABORATORIES and ARUP marks and Opposer’s Family of ARUP Marks.  Applicant seeks 

registration of the word ARUPSOUNDLAB in typed drawing form.  In addition, Applicant also now seeks 

registration of the Related Marks.  All of Opposer’s registrations as referenced above also include the word 

ARUP, and some include the words ARUP LABORATORIES, further matching the elements in Applicant’s 

mark.  Many of Opposer’s registrations are in typed drawing form, according Opposer a broad scope of 

registration protection.  As typed drawing marks, Opposer’s marks are protected in all fonts and print styles 

and whether in capitals or lower case.  In addition, Opposer’s common law rights as referenced above accord 

Opposer a broad scope of protection in connection with its services and goods.  More importantly, 

Applicant’s ARUPSOUNDLAB Mark and its Related Marks are highly similar in appearance, sound, 

meaning and commercial impression to Opposer’s ARUP marks, and in particular Opposer’s ARUP 

LABORATORIES and ARUP marks.  Applicant’s Mark and the Related Marks use the same dominant 

distinctive word as Opposer’s mark, namely the word ARUP, a word in which Opposer has longstanding 

prior exclusive rights in connection with its services and goods.  The letters as used in the word ARUP in 

Applicant’s Mark and the Related Marks are in the same sequence as in Opposer’s mark.  Moreover, 

Applicant’s Mark and the Related Marks further duplicate Opposer’s mark by using the same second word 

used in Opposer’s mark, namely the word LAB, which is widely recognized as meaning LABORATORIES, 

as in Opposer’s mark.  Applicant’s Mark and the Related Marks incorporate the two dominant elements of 

Opposer’s ARUP LABORATORIES mark, creating likelihood of confusion. 

 15.  The services and goods Applicant proposes to register its Mark and the Related Marks with are 

the same as or highly similar to the services and goods offered by Opposer in connection with its marks at 

common law and in its applications and registrations.  From a legal standpoint all or nearly all of Applicant’s 
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Services and Goods are the same or “related” to Opposer’s Services and Goods thus creating likelihood of 

confusion.  This is true as to all four international classes noted in Applicant’s application.  

 16.  With respect to class 9, Applicant seeks registration of the ARUPSOUNDLAB Mark and the 

Related Marks in connection with certain goods used in the field of sound and more, including, without 

limitation, recorded content, prerecorded CD-ROMs, downloadable audio files, downloadable audio files 

featuring auralizations, hardware, equipment, certain downloadable and recorded software, software 

programs, apparatus, headphones, microphones, sound locating instruments, measuring apparatus, noise 

meters, sound level meters, noise level meters, acoustic meters, sound measuring apparatus, sound 

reproduction apparatus, sound production apparatus to simulate sounds, noise-cancelling apparatus, software 

and equipment for measuring noise and sound, software and equipment for recording sound, software and 

equipment for simulating, creating, editing, storing and retrieving sound, sound recording equipment, 

interactive databases, and more, including for many of the foregoing as used with auralizations. 

 17.  Notably, Opposer’s ARUP LABORATORIES and ARUP marks, as used at common law for 

many years, long before Applicant, have included the same and closely related services and goods as those 

noted above in class 9 of Applicant’s application for the Mark and the Related Marks.  This includes use of 

Opposer’s marks in the field of sound and more, including, without limitation, providing recorded content, 

prerecorded videos and audio files, downloadable videos and audio files, prerecorded videos and audio files 

and downloadable videos and audio files featuring sound recordings, sound elements, images, other 

elements, and auralizations that consist of computer generated or recorded sounds, that simulate or model 

acoustic or sound phenomena, and/or that involve virtual acoustics including those that can be heard in 

virtual environments such as recording studios and with headphones, providing or using hardware, 

equipment, software and software programs used with hardware and equipment, apparatus, headphones, 

microphones, measuring apparatus, noise meters, sound level meters, noise level meters, acoustic sensors, 

sound measuring apparatus, sound reproduction apparatus, sound production apparatus to simulate sounds, 



 
 

 13 

 

equipment and software for measuring noise and sound, equipment and software for recording sound, images 

and videos, equipment and software for simulating, creating, editing and retrieving sound, images and 

videos, sound recording equipment, video recording equipment, interactive databases and more, including, 

without limitation, for use in connection with the production and recording of sound recordings, image 

recordings and videos, sound recording studios, video recording studios, sound rooms, hearing, hearing loss, 

hearing loss and testing relating to sound, sound detection and testing hearing services, hearing aids, and 

including in the fields of sound, auralizations or close equivalents, and more.  Likelihood of confusion is 

assured. 

 18.  As it relates to class 35, Applicant seeks registration of the ARUPSOUNDLAB Mark and the 

Related Marks in connection with providing advertising, marketing and promotional services, business 

management and administration services, sales development services, business data analysis, business cost 

analysis, compilation of data relating to auralizations, electronic data collection services for business 

purposes, collection and systemization of information into a computer database, evaluating data, database 

management services, providing office function services, and more.  Notably, there are few or no limitations. 

 Applicant’s proposed services are nearly a complete match with and directly overlap Opposer’s Services and 

Goods relating to its ARUP LABORATORIES and ARUP marks, including both at common law and as set 

forth in Opposer’s federal applications and registrations as noted above.  In this regard, Opposer’s Services 

and Goods include providing advertising, marketing and promotional services, business management and 

administration services, sales development services, business data analysis, business cost analysis, 

compilation of data, maintaining files and records, electronic data collection services for business purposes, 

collection and systemization of information into a computer database, evaluating data, database management 

services, compilation of data and database management services relating to the use of auralizations in 

connection with the production of videos and sound recordings including computer generated or recorded 

sounds, simulation of acoustic or sound phenomena, and/or virtual acoustics, providing office function 
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services, and more.  Likelihood of confusion is assured. 

 19.  With respect to class 41, Applicant seeks registration of the ARUPSOUNDLAB Mark and the 

Related Marks in connection with providing sound recording services, sound recording studios and related 

services, production of sound recordings, production of sound and image recordings, providing digital sound 

recordings, and more, relating to auralizations.  Registrant has provided all of these same services in 

connection with its ARUP LABORATORIES and ARUP marks for many years, long before Applicant,  

including providing sound, image and video recording services, sound recording studios, video recording 

studios, sound rooms and related services, production of sound recordings, image recordings and videos, 

production of sound recordings and videos with auralizations that consist of computer generated or recorded 

sounds, that simulate or model acoustic or sound phenomena, and/or that involve virtual acoustics, 

production of sound recordings and videos including the use of devices to create and play the same, and 

providing sound recordings, digital sound recordings and videos, including in the fields of sound, 

auralizations or close equivalents, and more.  Likelihood of confusion is apparent. 

 20.  As it relates to class 42, Applicant wishes to register its ARUPSOUNDLAB Mark and the 

Related Marks in connection with providing consultation and consultancy in specific fields, including web 

site design consultation, consultancy in the field of software design, and in connection with engineering 

services, architecture services, and more.  Opposer has longstanding prior use of its ARUP 

LABORATORIES and ARUP marks with the same types of services, including providing website design 

services, website design consultation services, software design services, software and software design 

consultation, and more.  Likelihood of confusion is certain. 

 21.  The services and goods of Opposer and Applicant as set forth above overlap on nearly all points 

and in all classes.  They are the same or “related” creating likelihood of confusion as to source, origin, 

sponsorship, affiliation or approval.  The services and goods provided by Applicant will be viewed as 

originating or approved by Opposer.  Both parties will be offering their respective services and goods with 
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the word ARUP in combination with the highly similar words LAB or LABORATORIES.  Given the 

overlapping and closely related nature of the parties’ services and goods, confusion as to the ARUP 

LABORATORIES and ARUP marks, on the one hand, and the ARUPSOUNDLAB Mark and the Related 

Marks, on the other hand, is assured. 

 22.  The target markets, trade channels and advertising venues of the parties are believed to be very 

similar.  Based on information and belief, Applicant’s Mark and the Related Marks will target those 

interested in services and goods in the field of sound, including recorded content, prerecorded sound 

recordings, downloadable audio files, related auralizations, hardware, software, apparatus, noise and sound 

meters, sound reproduction apparatus, sound recording services, sound recording studios, production of 

sound and image recordings and auralizations, and more, and those interested in advertising, marketing, 

business management, business administration, business data analysis, web site design consultation, software 

design consultation, and related services and goods.  Similarly, Opposer’s marks target those interested in 

services and goods in the field of sound, including recorded content, prerecorded audio files, downloadable 

audio files, related auralizations, hardware, software, apparatus, noise and sound meters, sound reproduction 

apparatus, sound recording services, sound recording studios, production of sound and image recordings and 

auralizations, and more, and those interested in advertising, marketing, business management, business 

administration, business data analysis, web site design consultation, software design consultation, and related 

services and goods.  Based on information and belief, both Opposer and Applicant will advertise on a 

national basis, with both utilizing websites, internet ads, print ads and other promotional mediums in 

connection with their services and goods.  In this regard, for purposes of this opposition proceeding the 

parties are deemed to operate in immediate geographic proximity.  See, e.g., In re Appetito Provisions Co., 3 

U.S.P.Q. 2d 1553, 1554 n.4 (TTAB 1987); 4 J. Thomas McCarthy, McCarthy on Trademarks and Unfair 

Competition § 23:78, at 23-289 (4th ed. 2008).   

 23.  Applicant’s ARUPSOUNDLAB Mark and the Related Marks so resemble Opposer’s ARUP 
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LABORATORIES and ARUP marks and Family of ARUP Marks, as previously used throughout the United 

States, as to be likely, when applied to the same or closely related services and goods of each, with the same 

or similar target markets and trade channels, to cause confusion, or to cause mistake, or to deceive.  

Confusion, mistake and/or deception as to the source or origin of the goods and services, and the ownership, 

approval, affiliation and related party status of each business, among customers, potential customers, the 

general public, and the business community, are likely.  Many familiar with Opposer’s marks will be likely 

to buy Applicant’s services and goods under the mistaken assumption that they are provided by, approved by 

or affiliated with Opposer.  Even if some should notice a difference between Opposer’s marks and 

Applicant’s Mark and the Related Marks, they will nevertheless be likely to believe that Opposer’s marks 

and Applicant’s marks are companion marks, originating from the same source or origin.  Confusion will 

increase as Applicant expands sales of its services, goods and mark in interstate commerce.  The resulting 

confusion, mistake and/or deception will be to the detriment of Opposer as the prior user of the marks. 

24.  Applicant’s ARUPSOUNDLAB mark application must also be rejected on other grounds.  It 

must be rejected due to a false statement made by Applicant regarding ownership of two highly similar 

federal registrations for ARUP marks.  When Applicant filed its application for the ARUPSOUNDLAB 

mark, Applicant stated under oath that it was owner of the ARUPSOUNDLAB mark.  Applicant identified 

itself in the application as Arup IP Management, Ltd, a United Kingdom limited liability company.  

Thereafter, the USPTO examiner ran searches and identified two highly similar federal registrations for 

ARUP marks covering closely related services and goods, namely registrations number 2721782 and 

3936700, with the owner identified as Ove Arup Partnership Trustees Limited, a United Kingdom 

partnership.  Pursuant to requirements in the USPTO Trademark Manual of Examining Procedure (“TMEP”) 

at sections 812 and 812.01, the examiner, after noting the confusing similarity of the existing registrations 

and marks and Applicant’s application and mark, inquired as to whether “the marks in the cited registrations 

are owned by applicant.”  Notably, Applicant then responded by stating in its Office Action response that 
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“The applicant claims ownership of active prior U.S. Registration Numbers 2721782 and 3936700.”  It made 

the statement under oath in a signed declaration.  On its face, Applicant’s statement was false and contrary to 

the facts.  The USPTO records confirmed that another entity, namely Ove Arup Partnership Trustees 

Limited, was instead owner of the two registrations and not Applicant.  They are two different entities and 

owners irrespective of any possible affiliations.  While Applicant’s statement could have been true had there 

been a transfer of ownership or a change of name, no assignment or name change documents were recorded 

thereafter, confirming the false statement.   

 25.  The TMEP imposed a duty on Applicant to respond accurately and truthfully as to ownership of 

the two ARUP mark registrations.  Information regarding prior registrations is vital in order to “provide the 

examining attorney with information necessary for proper examination.”  TMEP § 812.  Proper identification 

of prior registrations and their ownership “is necessary because the registration would, if not owned by the 

applicant, be a basis for refusal under §2(d) of the Act, 15 U.S.C. § 1052(d).”  Id.  The TMEP states, in this 

regard, that “the applicant has the burden of proving ownership of a registration.”  TMEP § 812.01.  It further 

states that “if an applicant does not assert ownership of a pertinent registration in an application when it is 

filed, and the USPTO’s records do not indicate that it is owned by the applicant, the registration must be 

cited against the current application under §2(d).”  Whenever this occurs, the TMEP requires the applicant to 

either (a) state for the record that chain of title documents have been recorded, (b) submit actual copies of the 

documents evidencing chain of title, or (c) submit a statement under oath with a declaration that the applicant 

is, in fact, the owner of the prior registrations.  TMEP § 812.01.  Because of Applicant’s false statement 

noting that “applicant claims ownership” of the two registrations, the examiner had no reason to inquire 

further and, accordingly, there was no inquiry regarding, and no proof provided by Applicant relating to, 

“unity of control” or a “single source” of ownership as expressly required by the TMEP.   See TMEP § 

1201.07.  Accordingly, Applicant’s application for the ARUPSOUNDLAB mark must be rejected due to 

Applicant’s false statement made under oath regarding ownership of the two confusingly similar federal 
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registrations, when, in fact, Applicant was not the owner. 

 26.  If Applicant is granted the registration for the Mark herein opposed, and registrations for the 

Related Marks, Applicant will obtain a prima facie exclusive right to use its marks in commerce with its 

services and goods, its mark will likely be deemed incontestable five years from the date of each registration, 

and Applicant will thereby obtain an incontestable right to use the marks in commerce.  As a consequence, 

Opposer’s exclusive common law and registration rights would be greatly impaired, Applicant would be able 

to trade on Opposer’s good will, substantial confusion, deception and mistake would result, and damage and 

injury would result to Opposer as the prior user of the ARUP LABORATORIES and ARUP marks and 

Family of ARUP Marks, and with additional damage and injury to the public due to likelihood of confusion.  

 27.  Based on the foregoing, issuance of a federal registration by the United States Patent and 

Trademark Office for the ARUPSOUNDLAB Mark and/or the Related Marks to Applicant would be in 

violation of Opposer’s rights to the ARUP LABORATORIES and ARUP marks and its Family of ARUP 

Marks, causing Opposer substantial damage and injury.  It would be contrary to applicable law and USPTO 

and TMEP requirements. 

 WHEREFORE, Opposer prays that the present opposition be sustained, and that the registrations  

sought by Applicant for the ARUPSOUNDLAB Mark identified as Serial No. 90358691, and for the Related 

Marks for which a Notice of Opposition is filed against the same by Opposer, be refused. 

 Please recognize Lester K. Essig, Arthur B. Berger and Adam K. Richards, members of the Bar of 

the State of Utah, and the law firm of Ray Quinney & Nebeker P.C., whose mailing address is 36 South State 

Street, Suite 1400, Salt Lake City, Utah 84111, with telephone number (801) 532-1500, as attorneys for 

Opposer in the above-captioned opposition.  Please address all correspondence to them. 

 Opposer and Applicant hereby stipulate to the filing of this Second Amended Notice of Opposition.   
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 DATED this 22nd day of March 2024. 

      Respectfully submitted, 

 

      ARUP LABORATORIES, INC. 

 

 

      _/s Lester K. Essig /___________________ 

      Lester K. Essig 

      Arthur B. Berger 

      Adam K. Richards 

      RAY QUINNEY & NEBEKER P.C. 

      36 South State Street, Suite 1400 

      Salt Lake City, Utah 84111 

      Telephone: (801) 532-1500 

      Attorneys for Opposer               

 

 

CERTIFICATE OF SERVICE 

 

I hereby certify that on this 22nd day of March 2024, a true and correct copy of the foregoing 

SECOND AMENDED NOTICE OF OPPOSITION was sent by email to David Postolski at Gearhart Law at 

the following address:  david@gearhartlaw.com. 

 

      By:   /s Lester K. Essig /     

              Lester K. Essig 
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