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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

BRINK BIOLOGICS, INC.,
Opposition No. 91274910
Opposer,
App. Ser. Nos. 90642875; 90842567
V.
Mark: NOVOPANEL
AGILENT TECHNOLOGIES, INC.,

Applicant.

APPLICANT’S MOTION TO DISMISS AND TO STRIKE OPPOSER’S FIRST
AMENDED COMBINED NOTICE OF OPPOSITION

Pursuant to TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (“TBMP”)
§§ 503 and 505 and FEDERAL RULES OF CIVIL PROCEDURE 12(b)(6) and 12(e), Applicant Agilent
Technologies, Inc. (“Applicant” or “Agilent”), hereby moves to dismiss Opposer Brink Biologics,
Inc.’s (“Opposer” or “Brink™) claim for dilution by tarnishment set forth in its First Amended
Combined Notice of Opposition (“Amended Notice of Opposition”) and to strike certain
paragraphs in the Amended Notice of Opposition for failure to comply with Fed. R. Civ. P. 10(b)
and TBMP § 309.03. Applicant further requests that the Trademark Trial and Appeal Board
(“Board”) suspend all deadlines in the proceeding pending a decision on its Motion.

I. PROCEDURAL BACKGROUND

On March 8, 2022, Opposer filed a Notice of Opposition (Dkt. 1) against Applicant’s U.S.
Application Serial Nos. 90642875 and 90842567 for the mark NOVOPANEL (“Applicant’s
Mark™).

In its Notice of Opposition, Opposer asserted the following claims: (1) Applicant’s Mark

will create a likelihood of confusion with Opposer’s U.S. Registration No. 4187822 (“Opposer’s



Registration”) for the mark NEUKOPANEL (“Opposer’s Mark™); (2) Applicant’s Mark will cause
dilution of Opposer’s Mark by tarnishment; and (3) Applicant’s Mark will cause dilution of
Opposer’s Mark by blurring. Opposer’s Registration covers the following goods in Class 1: “Cells
for scientific, laboratory or medical research.”

On December 12, 2022, Applicant filed a Motion to Dismiss and For a More Definite
Statement (“Motion to Dismiss”) (Dkt. 16) against Opposer’s Notice of Opposition. This motion
challenged two deficiencies in Opposer’s Notice of Opposition. First, Applicant sought dismissal
of Opposer’s claim for dilution by tarnishment because Opposer failed to sufficiently plead that
Applicant’s use of its mark would likely harm the reputation of Opposer’s Mark. Second,
Applicant sought a more definite statement as to Opposer’s vague allegations concerning the
services covered under Opposer’s Registration.

On January 3, 2023, Opposer simultaneously filed a Response to Applicant’s Motion to
Dismiss and For a More Definite Statement (“Response”) (Dkt. 19) and a First Amended
Combined Notice of Opposition (Dkt. 18). The Response and Amended Notice of Opposition
attempt to correct the deficiencies in Opposer’s dilution by tarnishment claim in the original Notice
of Opposition. Further, Opposer’s Response asserts that changes proposed in the Amended Notice
of Opposition render Applicant’s Motion for a More Definite Statement moot. !

The same day, the Board suspended all deadlines in the proceeding pending a decision on

its Motion (Dkt. 17).

! Pursuant to TBMP § 503.03, to the extent the Board deems Applicant’s Motion to Dismiss and
For a More Definite Statement (Dkt. 16) as moot, Applicant hereby withdraws said motion.
However, Applicant expressly reserves the right to raise at a later time the claims and arguments
set forth therein.



II. ARGUMENT

Opposer’s Amended Notice of Opposition not only fails to correct the defects in its original
Notice of Opposition, but it also creates new deficiencies. First, Opposer’s proposed amendments
to its dilution by tarnishment claim still fall short of the pleading standard for tarnishment claims.
Opposer’s claim consists of conclusory statements regarding the fame of Opposer’s Mark and that
Applicant’s Mark will tarnish Opposer’s Mark. Further, the Amended Notice of Opposition adds
speculative allegations that some future, unspecified consumer may be confused between
Applicant’s Mark and Opposer’s Mark. Opposer’s dilution by tarnishment claim remains legally
insufficient and should be dismissed. Second, Opposer proposes amendments that fail to comply
with the Federal Rules of Civil Procedure or are legally incorrect, and, thus, must be struck.

a. Opposer fails to plead a plausible claim for dilution by tarnishment.

“A plaintiff or counterclaim plaintiff may amend its complaint once as a matter of course
within 21 days after service of a motion under [Fed. R. Civ. P.] 12(b).” TBMP §§ 503, 507; Fed.
R. Civ. P. 15(a)(1)(B). Opposers “ordinarily can, and often do, respond to a motion to dismiss by
filing, inter alia, an amended complaint.” TBMP § 503.03. If the amended complaint, or notice
of opposition, corrects the defects addressed in an applicant’s motion to dismiss—and the amended
complaint states a claim upon which relief can be granted—the motion to dismiss may be rendered
moot. Id. However, Applicant can challenge defects that remain even after Opposer’s attempt to
amend its complaint and may file a second motion to dismiss the deficient amended claims.
Dragon Bleu (SARL) v. VENM, LLC, 112 U.S.P.Q.2d 1925, 1926 (TTAB 2014) (finding first
motion to dismiss moot after filing of amended pleading and, instead, considering second motion

to dismiss filed in response to amended pleading); Fair Indigo LLC v. Style Conscience, 85



U.S.P.Q.2d 1536, 1537 (TTAB 2007) (considering amended pleading, filed in response to motion
to dismiss, in connection with the motion to dismiss).

A motion to dismiss for failure to state a claim upon which relief can be granted tests the
legal sufficiency of the allegations in a complaint. Covidien LP v. Masimo Corp., 109 U.S.P.Q.2d
1696, 1697 (TTAB 2014); TBMP § 503.02. FED. R. CIv.P. 8(a)(2) requires that a pleading contain
a “short and plain statement of the claim showing that the pleader is entitled to relief.” A pleading
does not meet this standard if the opposer fails to allege sufficient factual content that, if proved,
would allow the Board to conclude, or to draw a reasonable inference, that (1) the opposer has
standing to maintain the proceeding, and (2) a valid ground exists for opposing or cancelling the
mark. Doylev. Al Johnson’s Swedish Rest. & Butik Inc., 101 U.S.P.Q.2d 1780, 1782 (TTAB 2012)
(citing Young v. AGB Corp., 152 F.3d 1377, 47 U.S.P.Q.2d 1752, 1754 (Fed. Cir. 1998)); TBMP
§ 503.02. The opposer must assert more than just labels, conclusions, formulaic recitations of the
elements of a cause of action, or naked assertions. Ashcroft v. Igbal, 556 U.S. 662, 678 (2009).
And, “petitioner’s allegation that [it] would be damaged by the Registrations ‘must have a
reasonable basis in fact.”” Doyle, 101 U.S.P.Q.2d at 1780 (quoting Ritchie v. Simpson, 170 F.3d
1092, 50 U.S.P.Q.2d 1023, 1025 (Fed. Cir. 1999) (internal quotation and citation omitted)).>

To prevail on a claim of dilution by tarnishment, Opposer must show that:

(1) it owns a famous mark that is distinctive; (2) the [Applicant] is

using a mark in commerce that allegedly dilutes the [Opposer]’s
famous mark; (3) the [Applicant]’s use of its mark began after the

2 Opposer’s Response to Applicant’s Motion to Dismiss conflates the standard of review for a
motion for summary judgment under Fed. R. Civ. P. 56 with that of a motion to dismiss under Fed.
R. Civ. P. 12(b). Response, p. 2. However, the result is the same: Opposer must plead more than
conclusory statements or naked assertions speculating of a potential confusion. See Ritchie v.
Simpson, 170 F.3d 1092, 50 U.S.P.Q.2d 1023, 1025 (Fed. Cir. 1999) (opposers must have a
“reasonable basis” that use of the applicant’s mark will cause them harm).

4



[Opposer]’s mark became famous; and (4) the [Applicant]’s use of
its mark is likely to cause dilution by blurring or by tarnishment.

Coach Servs. v. Triumph Learning LLC, 668 F.3d 1356, 1372 (Fed. Cir. 2012) (analyzing the
provisions of 15 U.S.C. § 1125(c)(1)). Moreover, to constitute “dilution by tarnishment,” Opposer
must show there “is association arising from the similarity between a mark or trade name and a
famous mark that harms the reputation of the famous mark.” 15 U.S.C. § 1125(c)(2)(C).

In its claim for dilution by tarnishment, Opposer fails to plead a legally sufficient claim
that Applicant’s Mark “harms the reputation” of Opposer’s Mark. To constitute dilution by
tarnishment, the accused mark must be used in a degrading or disparaging context. See Toho Co.,
Ltd. v. Sears, Roebuck & Co., 645 F.2d 788, 210 U.S.P.Q. 547 (9th Cir. 1981) (rejecting claim that
Sears’s use of BAGZILLA on “monstrously strong” garbage bags diluted GODZILLA mark by
tarnishment because the use of BAGZILLA did not link GODZILLA with something unsavory or
degrading); Starbucks Corp. v. Wolfe's Borough Coffee, Inc., 588 F.3d 97, 111, 92 U.S.P.Q.2d
1769 (2d Cir. 2009) (“In short, [defendant] Black Bear is promoting ‘Charbucks’ and not referring
to it in a way as to harm the reputation of Starbucks' coffees. ... Moreover, that the [defendant's]
Charbucks line of coffee is marketed as a product of ‘[v]ery high quality’—as Starbucks also
purports its coffee to be—is inconsistent with the concept of ‘tarnishment.”””). As acknowledged
by Opposer, Applicant provides “products and services in the life sciences and clinical and
diagnostic testing industries” and Applicant seeks to register reagents and software related to these
industries. Notice of Opposition (Dkt. 1), 99 10-12. Opposer did not allege in its Notice of
Opposition that Applicant’s Mark or the applied-for goods would degrade, disparage, or otherwise
tarnish Opposer’s Mark.

Instead, in its Amended Notice of Opposition, Opposer merely alleges the conclusion that

“the sale of any inferior goods and services under the Proposed NOVOPANEL Mark would harm



the reputation of the goods and services sold under Opposer’s NEUKOPANEL Registered Mark,”
without providing any supporting facts. Response, p. 8. Never mind that an association with an
inferior good is not enough, by itself, to demonstrate dilution by tarnishment. Opposer relies on
Juul Labs, Inc. v. Unincorporated Ass’n Identified in Sched. A, to assert that tarnishment of a mark
may result from “its association with goods of inferior quality”’—ignoring that the alleged use of
the marks at issue in Juul Labs was squarely in a “degrading or disparaging” context: the sale of
lower-quality counterfeit nicotine extract products under the plaintiff’s mark to underage
customers. See Juul Labs, Inc. v. Unincorporated Ass 'n Identified in Sched. A, Civil Action No.
19-cv-00715, 2020 U.S. Dist. LEXIS 90453 (E.D. Va. 2020).

Accordingly, Opposer has failed to allege a plausible claim for dilution by tarnishment and
this claim should be dismissed.

IL. Certain of Opposer’s amendments to the Amended Notice of Opposition must be
struck for failure to comply with the Federal Rules of Civil Procedure.

A motion to strike matter from a pleading is appropriate where a pleading contains “any
redundant, immaterial, impertinent, or scandalous matter.” Fed. R. Civ. P. 12(f); TBMP § 506.
Portions of Opposer’s Amended Notice of Opposition must be struck for two reasons. First,
Paragraphs 1, 4, and 5 of Opposer’s Amended Notice of Opposition allege several claims within
one numbered paragraph, rendering it difficult for Applicant to adequately respond. Second,
Paragraph 17 incorrectly asserts that Opposer’s “’221 Application and its rights under the common
law” are “prima facie evidence of Opposer’s exclusive right” to its marks.

A notice of opposition “should include enough detail to give the [applicant] fair notice of
the basis for each claim” and the “elements of each claim should be stated simply, concisely, and
directly, and taken together ‘state a claim to relief that is plausible on its face.”” TBMP §

309.03(a)(2). These statements must “be made in numbered paragraphs, the contents of each of



which should be limited as far as practicable to a statement of a single set of circumstances.”
TBMP § 309.03(a)(2); Fed. R. Civ. P. 10(b).

Paragraphs 1, 4, and 5 of Opposer’s Amended Notice of Opposition fail to comply with
these requirements because they each assert multiple claims and multiple sets of circumstances.
Because each of these paragraphs alleges several claims and circumstances, it would be prejudicial
for Applicant to prepare an answer to the paragraphs as written. Consequently, these paragraphs
must be stricken and any amendments to the Amended Notice of Opposition should be required to
conform with Fed. R. Civ. P. 10(b). See Isle of Aloe, Inc. v. Aloe Créeme Laboratories, Inc., 180
U.S.P.Q. 794, 794 (TTAB 1974) (granting motion to strike pleading where none of the paragraphs
were limited to a statement of a single set of circumstances); Fed. R. Civ. P. 10(b).

In Paragraph 17, Opposer refers to both applications and common law rights as “prima
facie evidence of Opposer’s exclusive right to its NEUKOPANEL Mark.” This statement is
incorrect. Only “[a] certificate of registration constitutes prima facie evidence of ownership and
ownership imparts prima facie evidence ofuse ....” J. C. Hall Co. v. Hallmark Cards, Inc., 340
F.2d 960, 962, 144 U.S.P.Q. 435 (1965); see also 15 U.S.C. § 1115(b) (“registration shall be
conclusive evidence of the validity of [a] registered mark and of registration of the mark, of the
registrant’s ownership of the mark, and of the registrant’s exclusive right to use the registered mark
in commerce”); 2 MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 16:19 (“A trademark
registration on the federal Principal Register that has not yet achieved incontestability is prima
facie evidence of the registrant’s ownership of the mark.”). However, applications and purported
common law rights require proving use of the mark to demonstrate exclusive rights to a mark. See,
e.g., In re Trade-Mark Cases, 100 U.S. 82, 94 (1879) (“At common law the exclusive right to [a

mark] grows out of the use of it, and not its mere adoption.”). Because Paragraph 17 incorrectly



asserts that Opposer’s application and common law rights constitute “prima facie evidence” of its
rights, it must be struck.
III. CONCLUSION

For the reasons stated above, Applicant respectfully requests that the Board grant its
request for dismissal of Opposer’s claim of dilution by tarnishment and to strike Paragraphs 1, 2,
5, and 17 in Opposer’s Amended Notice of Opposition, and for such further relief as the Board
deems appropriate. Applicant further requests suspension of the proceeding and all trial deadlines

pending the Board’s review of Applicant’s Motion.

Dated: January 23, 2023 By: /Craig A. Beaker/
Craig A. Beaker
Alexander J.A. Garcia
Alexandria Pierce
HOLLAND & HART LLP
P.O. Box 8749
Denver, Colorado 80201
Phone: (303) 295-8000
cabeaker@hollandhart.com
agarcia@hollandhart.com
aepierce@hollandhart.com

ATTORNEYS FOR APPLICANT



CERTIFICATE OF SERVICE
The undersigned affirms that APPLICANT’S MOTION TO DISMISS AND TO STRIKE
OPPOSER’S FIRST AMENDED NOTICE OF OPPOSITION was served on Opposer Brink
Biologics, Inc. by emailing a copy to Opposer’s attorney of record, Alicia M. Passerin of Leech
Tishman Fuscaldo & Lampl, at ipdocket@leechtishman.com, apasserin@leechtishman.com,
dpeake@leechtishman.com, as required pursuant to 37 CFR § 2.119 and TRADEMARK TRIAL AND

APPEAL BOARD MANUAL OF PROCEDURE § 113.04, on the date set forth below.

Dated: January 23, 2023 /Craig A. Beaker/
Craig A. Beaker




