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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Global Association of Risk Professionals, Inc.,
Opposer,

V. Opposition No. 91273842

Global Institute of Financial Professionals,

Applicant.

ANSWER TO NOTICE OF OPPOSITION

For its Answer to the Notice of Opposition filed by Global Association of Risk
Professionals, Inc., Applicant Global Institute of Financial Professionals, by and through
its attorneys, answers as follows:

Preamble

Applicant denies all the allegation of the preamble.

1. Applicant lacks knowledge or information sufficient to form a belief as to the truth
of the allegations stated in paragraph 1 of the notice of opposition and therefore
denies such allegations.

2. Applicant denies the allegations stated in paragraph 2 of the notice of opposition..

3. The records of the U.S. Patent and Trademark Office speak for themselves, and no
response is required. To the extent a response is required, Applicant lacks
knowledge or information sufficient to form a belief as to the truth of the allegations
stated in paragraph 3 of the notice of opposition and therefore denies such
allegations.

4. Applicant lacks knowledge or information sufficient to form a belief as to the truth
of the allegations stated in paragraph 4 of the notice of opposition and therefore

denies such allegations.
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5. Applicant lacks knowledge or information sufficient to form a belief as to the truth
of the allegations stated in paragraph 5 of the notice of opposition and therefore
denies such allegations.

6. Applicant lacks knowledge or information sufficient to form a belief as to the truth
of the allegations stated in paragraph 6 of the notice of opposition and therefore
denies such allegations.

7. Applicant lacks knowledge or information sufficient to form a belief as to the truth
of the allegations stated in paragraph 7 of the notice of opposition and therefore

denies such allegations.

8. Applicant admits the allegations stated in paragraph 8 of the notice of opposition.

9. Applicant denies the allegations stated in paragraph 9 of the notice of opposition.

10. Applicant denies the allegations stated in paragraph 10 of the notice of opposition.

11. Applicant denies the allegations stated in paragraph 11 of the notice of opposition.

12. Applicant lacks knowledge or information sufficient to form a belief as to the truth
of the allegations stated in paragraph 12 of the notice of opposition and therefore
denies such allegations.

13. Applicant lacks knowledge or information sufficient to form a belief as to the truth
of the allegations stated in paragraph 13 of the notice of opposition and therefore
denies such allegations.

14. The records of the U.S. Patent and Trademark Office speak for themselves, and no
response is required. To the extent a response is required, Applicant lacks
knowledge or information sufficient to form a belief as to the truth of the allegations
stated in paragraph 14 of the notice of opposition and therefore denies such
allegations.

15. The records of the U.S. Patent and Trademark Office speak for themselves, and no
response is required. To the extent a response is required, Applicant lacks
knowledge or information sufficient to form a belief as to the truth of the allegations
stated in paragraph 15 of the notice of opposition and therefore denies such

allegations.
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16.
17.
18.
19.
20.
21.
22.
23.
24.
25.

26.
27.
28.
29.
30.
31.
32.

33.
34.
35.
36.
37.
38.
39.
40.
41.

Applicant denies the allegations stated in paragraph 16 of the notice of opposition.
Applicant denies the allegations stated in paragraph 17 of the notice of opposition.
Applicant denies the allegations stated in paragraph 18 of the notice of opposition.
Applicant denies the allegations stated in paragraph 19 of the notice of opposition.
Applicant denies the allegations stated in paragraph 20 of the notice of opposition.
Applicant denies the allegations stated in paragraph 21 of the notice of opposition.
Applicant denies the allegations stated in paragraph 22 of the notice of opposition.
Applicant denies the allegations stated in paragraph 23 of the notice of opposition.
Applicant denies the allegations stated in paragraph 24 of the notice of opposition.
Applicant lacks knowledge or information sufficient to form a belief as to the truth
of the allegations stated in paragraph 25 of the notice of opposition and therefore

denies such allegations.

Applicant denies the allegations stated in paragraph 26 of the notice of opposition.
Applicant denies the allegations stated in paragraph 27 of the notice of opposition.
Applicant denies the allegations stated in paragraph 28 of the notice of opposition.
Applicant denies the allegations stated in paragraph 29 of the notice of opposition.
Applicant denies the allegations stated in paragraph 30 of the notice of opposition.
Applicant denies the allegations stated in paragraph 31 of the notice of opposition.

Applicant denies the allegations stated in paragraph 32 of the notice of opposition.

Applicant denies the allegations stated in paragraph 33 of the notice of opposition.
Applicant admits the allegations stated in paragraph 34 of the notice of opposition.
Applicant admits the allegations stated in paragraph 35 of the notice of opposition.
Applicant denies the allegations stated in paragraph 36 of the notice of opposition.
Applicant denies the allegations stated in paragraph 37 of the notice of opposition.
Applicant denies the allegations stated in paragraph 38 of the notice of opposition.
Applicant denies the allegations stated in paragraph 39 of the notice of opposition.
Applicant denies the allegations stated in paragraph 40 of the notice of opposition.

Applicant denies the allegations stated in paragraph 41 of the notice of opposition.
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42. Applicant denies the allegations stated in paragraph 42 of the notice of opposition.

43. Applicant denies the allegations stated in paragraph 43 of the notice of opposition.

AFFIRMATIVE DEFENSES
Applicant undertakes the burden of proof only as to those defenses deemed
affirmative defenses by law, regardless of how such defenses are denominated below.
Applicant expressly reserves the right to plead additional affirmative, other defenses,
and counterclaims should any such be revealed by discovery in this case. As and for its

affirmative and other defenses, Applicant states as follows:

First Affirmative Defense

There is no likelihood of confusion, mistake, or deception between Opposer’s

marks and Applicant’s mark.

Second Affirmative Defense

(Doctrine of Estoppel)
Applicant alleges on information and belief that the opposition is barred by the

doctrine of estoppel.

Third Affirmative Defense

(Waiver)
Applicant alleges on information and belief that as a result of its own acts and

omissions, Opposer has waived any right to pursue its opposition.

Fourth Affirmative Defense

(Doctrine of Acquiescence)
Applicant alleges on information and belief that the opposition is barred by the

doctrine of acquiescence.

Fifth Affirmative Defense
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(Abandonment of Trademarks)
Applicant alleges on information and belief that Opposer has failed to protect,
police, and/or control its trademarks from widespread infringement and failed to
exercise quality control over licensees in support of its alleged marks, thereby resulting

in an abandonment of its trademarks rights in its alleged trademarks.

Sixth Affirmative Defense

(Abandonment due to Nonuse)
Applicant alleges on information and belief that Opposer has failed to use its
alleged trademarks on one of more of the listed goods and services and thereby resulting

in the abandonment of its trademark registrations.

Seventh Affirmative Defense

(Lack of Exclusive Use)
Applicant alleges Opposer has not exclusively used marks containing the term
"FRM" in commerce and has not established the right to use the marks containing such
term based on exclusive use in commerce. In fact, the term "FRM" is used by numerous

people and entities throughout the United States.

Eighth Affirmative Defense

(Good Faith)
Applicant alleges that at all times alleged in the Notice, Applicant acted in
good faith towards Opposer and has used the subject mark in good faith, and all actions
that Applicant took with respect to Opposer of which affected Opposer, if any, were

undertaken in good faith and for legitimate business reasons.

Ninth Affirmative Defense

(Generic Trademark)
Applicant alleges that Opposer's alleged marks are generic, or have become
generic for use on products sold by Opposer, and Applicant's use of the mark in
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commerce is permissible.

Tenth Affirmative Defense

(No Famous Marks)
Applicant alleges that Opposer's alleged marks have not obtained the level of
fame, renown and distinctiveness sufficient to obtain relief as a famous mark under the

Lanham Act or other applicable state and federal laws.

Eleventh Affirmative Defense

(No Inherent Distinctiveness)
Applicant alleges that Opposer's alleged marks are, or have become weak,
generic and have not obtained the level of distinctiveness sufficient to obtain relief
under the Lanham Act or other applicable state and federal laws, and Applicant is free

to use its mark in commerce.

Twelfth Affirmative Defense

(Void Ab Initio)

At the time when the asserted FRM Marks were registered, FRM was a
registered certification mark owned also by the Opposer (Reg. No. 2521657, registered
2001-12-25 for risk management services), which was used by thousands of FRM
certification holders to show their credentials. Thus, according to the long-held
principle by the TTAB that if a designation is in fact used as a certification symbol, it
cannot be registered as a trademark or service mark, see In re Celanese Corp. of
America, 136 U.S.P.Q. 86 (T.T.A.B. 1962), the asserted FRM Marks are void ab initio.
The FRM Marks were erroneously and fraudulently registered, fraudulently renewed,

and must be cancelled.
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Reg. Alleged First

Trademark | Classes Filing Date | Reg. Date
Num. Date of Use
Certification
2521657 FRM 1999.09.23 | 2001.12.25 | 1997.10.24
Mark
35 (Service
3164364 | FRM 2005.06.06 | 2006.10.31 | 1997.10.24
Mark)
2009.12.31
35-36-41-42
(35/36)/

4399112 (Service 2012.12.20 | 2013.09.10

FRM 2009.10.01 (41)/
Mark)
1997.10.24 (42)

9-16 2009.12.31 (9)/
4387439 FRM 2012.12.20 | 2013.08.20
(Trademark) 2009.10.01 (16)

WHEREFORE, Applicant prays the Board to issue a notice, requiring Opposers
to withdraw the opposition, or the Notice of Opposition be dismissed in its entirety

with prejudice, and that a registration issue to Applicant for its application.

Dated: Alamo, California Respectfully submitted,
February 14, 2022
Apex Attorneys at Law, LLP

By: /YUE XU/

Yue(Robert) Xu

160 ALAMO PLAZA #942
ALAMO, CA 94507

UNITED STATES

Phone: (408) 647-5296

Email:
robert.xu@apex-attorneys.com,
trademark @apex-attorneys.com

Attorney for Applicant
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CERTIFICATE OF SERVICE

I hereby certify that, on February 14, 2022, a copy of the foregoing ANSWER
TO NOTICE OF OPPOSITION was sent by email to Opposer’s counsel of record
as follows:
glenn.bacal @bacalgroup.com,
kris.haley @bacalgroup.com,
sean.garrison(@bacalgroup.com
GLENN S. BACAL
BACAL LAW GROUP, P.C.
6991 EAST CAMELBACK ROAD, SUITE D-102
SCOTTSDALE, AZ 85251

/YUE XU/
Yue(Robert) Xu
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