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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

A to Z Teacher Stuff, LLC, )
Opposer, i Opposition No. 91273694
V. ) Serial No. 88795097
Tara West, i Mark: KINDERREADERS
Applicant. ;
)

APPLICANT’S REPLY IN FURTHER SUPPORT OF
ITS MOTION FOR SUSPENSION

Opposer A to Z Teacher Stuff, LLC (“A to Z”) states one ground for its opposition to
Applicant Tara West’s (“Applicant’”) Motion for Suspension. In making arguments for its basis for
opposing the suspension of this proceeding, A to Z relies on incorrect conjecture regarding the
doctrine of primary jurisdiction. When the correct standard is applied and the facts of this case are
considered, the issue at hand is simple: the pending civil action in the Missouri State Court may
be dispositive of or have a bearing on the current Opposition proceeding. Accordingly, the Board’s
policy calls for suspension of this proceeding.

Contrary to A to Z’s assertions, the Board has the authority to grant a motion to suspend,
notwithstanding A to Z’s currently filed Motion to Compel. As further indicated below, suspension

of this Opposition is appropriate and justified in light of the facts in this case.



ARGUMENT

A to Z opposes Applicant’s Motion for Suspension based on the belief that the issues
presented to the State Court are highly technical and will require expert advice that is within the
agency’s determination. See Petitioner’s Opposition Pg. 2, 92 (Doc. 8) filed May 16, 2022
available at:

https://ttabvue.uspto.gov/ttabvue/v?pno=91273694&pty=0OPP&eno==8

This is incorrect. The issues are questions of fact related to the parties settlement of the
dispute. In A to Z’s Suggestions in Opposition to Applicant’s Motion to Suspend the proceeding
based on a civil court action , A to Z asserts that the issues presented to the State Court are highly
technical. However, the issues presented to the State court are whether the parties have resolved
the dispute through a binding settlement agreement. The issue is one of fact and contract law
interpretation. These issues are not technical issues which are within the agency’s area of
competence, as alluded to in U.S. v. W. Pac. R.R. 352 U.S. 59, 64 (1956), Nader v. Allegheny
Airlines, Inc.,426 U.S. 290, 303-04 (1976) or Cornerstone Sys. Inc. v. Cornerstone Logistics USA
L.P.,No.09-2361,2010 WL 2594296 at *2 (W.D. Tenn. June 23, 2010). Because the issue before
the State Court is not highly technical and the Board does not have expertise in interpreting
Missouri contract law issues, the Board should stay the proceeding pending resolution by the
Missouri state court.

The Board’s standard policy is to stay Oppositions proceedings based upon pending civil
actions. See Trademark Rules § 2.117(a). See also TBMP § 510.02(a) and 37 C.F.R. § 2.117.

The Board’s well-settled policy is to stay administrative proceedings pending the outcome of court


https://ttabvue.uspto.gov/ttabvue/v?pno=91273694&pty=OPP&eno=8

litigation between the same parties involving related issues. New Orleans Louisiana Saints LLC v.
Who Dat? Inc., 99 USPQ2d 1550, 1552 (TTAB 2011) (quoting 6 McCarthy on Trademarks and
Unfair Competition §32:47 (5th ed. updated September 2017)). Ordinarily, the TTAB will suspend
proceedings in the case before it if the final determination of the other proceeding will have a
bearing on the issues before the Board. See 37 C.F.R. § 2.117(a). See, e.g., New Orleans Louisiana
Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550, 1552 (TTAB 2011) (civil action need not be
dispositive of Board proceeding, but only needs to have a bearing on issues before the Board);
General Motors Corp v. Cadillac Club Fashions, Inc., 22 USPQ2d 1933, 1936-37 (TTAB 1992)
(relief sought in federal district court included an order directing Office to cancel registration
involved in cancellation proceeding); Other Telephone Co. v. Connecticut National Telephone
Co., 181 USPQ 125, 126-27 (TTAB 1974) (decision in civil action for infringement and unfair
competition would have bearing on outcome of Trademark Act § 2(d) claim before Board), pet.
denied, 181 USPQ 779 (Comm’r 1974). See also Tokaido v. Honda Associates Inc., 179 USPQ
861, 862 (TTAB 1973); Whopper-Burger, Inc. v. Burger King Corp., 171 USPQ 805, 806-07
(TTAB 1971); Martin Beverage Co. v. Colita Beverage Corp., 169 USPQ 568, 570 (TTAB 1971).

A to Z nevertheless argues that the Board should deny Applicant’s Motion for Suspension
because the TTAB is the primary tribunal and has the ability to decide and simplify “non-
overlapping issues.” However, A to Z’s rationale is misplaced and its authority appears to be
inapplicable. The TTAB does not have the ability to decide and simplify issues related to contract

interpretation or settlement.



Secondly, applicability of the primary tribunal argument requires referral from the district
court, which is not the case here. Primary jurisdiction is a common-law doctrine that is utilized to
coordinate judicial and administrative decision making. See Red Lake Band of Chippewa Indians
v. Barlow, 846 F.2d 474, 476 (8th Cir.1988). The doctrine allows a district court to refer a matter
to the appropriate administrative agency for a ruling in the first instance, even when the matter is
initially cognizable by the district court.

The doctrine of primary jurisdiction is a discretionary doctrine that a court may invoke to
stay or dismiss a party’s claim. Contrary to A to Z’s position, the TTAB as an administrative
agency, does not have the authority to stay or dismiss a party’s state court claim. Because the
TTAB is an administrative agency, it does not have authority to deprive Missouri Courts the ability
to resolve the parties dispute, namely whether the parties have reached settlement over the issues
currently before the TTAB. Applicant is not aware of a single case where the TTAB has ordered
a state court to stay a proceeding. Respectfully, Applicant does not believe the TTAB as an
administrative tribunal has the authority to command a state court to stay a proceeding.

Even if the doctrine of primary jurisdiction could apply, there is a split of authority on the
issue of whether a federal district court should apply the doctrine of primary jurisdiction to stay
trademark infringement litigation pending the outcome of TTAB registration proceedings. Some
courts apply the doctrine and grant a stay. Most courts, however, have held that the primary
jurisdiction doctrine does not apply in such cases. See e.g., Just Enterprises, Inc. v. (888) Justice,

Inc. 2007 WL 465635, *7 (W.D. Mo. 2007), PHC, Inc. v. Pioneer Healthcare, Inc., 75 F.3d 75



(1st Cir.1996); Cash v. Brooks, 906 F.Supp. 450 (E.D.Tenn.1995); Krause Int'l, Inc. v. Reed
Elsevier, Inc., 866 F.Supp. 585 (D.D .C.1994).

In Missouri, the Western and Eastern Districts, two federal district courts in Missouri, have
both held that the primary jurisdiction doctrine does not apply in trademark infringement disputes.
The same decision was reached in Am. Bakeries Co. v. Pan-O Gold Baking Co., 650 F.Supp. 563
(D.Minn.1986). The Court's reasoning in denying a stay was premised on the fact that the parties’
action which was brought under the Lanham Act for trademark infringement and unfair
competition. As stated by the courts in the 8" circuit, the Patent and Trademark Office does not
have exclusive jurisdiction over such claims, and a decision regarding whether to stay the action
is discretionary. See Just Enterprises, Inc. at *7 and Maritz, 947 F.Supp. at 1337. Both courts
found that a decision by the Trademark Office regarding whether to issue a registered trademark
would not be determinative of any issues before it. Even though the Office has specialized
expertise and experience in the area of the registration of trademarks, courts in Missouri have held
that the ultimate issues before them were not issues the Patent and Trademark Office could not
resolve. Likewise, the present case is not an issue which the Board can resolve and not one which
the TTAB has any specialized skill or expertise in resolving.

On the other hand, resolution by the Missouri Court could resolve the TTAB matter. As
noted above, the standard procedure is for the Board to stay proceedings pending the outcome of
civil litigation between the same parties involving related issues. See TBMP § 510.02(a). See also

Who Dat, 99 USPQ2d at 1552. The civil action need not be dispositive of the Board proceeding to



warrant suspension. /d. Suspension is appropriate even if the civil action simply may have a
bearing on the issues before the Board. /d.

A to Z also attempts to claim that suspension is improper because “Applicant has filed the
Missouri State court Petition for Declaratory Judgement two days after the Motion to Compel as
an improper delying tactic.” First of all, the pending discovery dispute has no bearing on the
Board’s authority to order suspension of this proceeding. The Board’s standard procedure is to
suspend a proceeding when a determination in civil action would have bearing on the opposition
proceeding—even in cases where discovery motions are pending. See, TBMP § 510.02(a). See also
Cmty. Tr. Bancorp, Inc. v. Community Trust Bank, No. 91194948, 2012 WL 12517285, at *3 (Feb.
7, 2012) (motion to suspend granted despite pending motion to compel discovery); Ara Ohanian,
2019 WLJ 367659 (suspending the proceedings despite Applicant filing the motion to suspend
without responding to a pending discovery motion). If the Board grants the Motion for Suspension,
the parties will be able to conduct full discovery in the Missouri court. And, if the Missouri court
proceeding were not to resolve the matters addressed in A to Z’s motion to compel, then A to Z can
simply renew its motion in this forum after the district court proceedings conclude.

Secondly, A to Z’s conjecture is incorrect—Applicant filed the motion to suspend because
Applicant believes the parties have resolved the pending dispute. Resolution is needed on whether
there is a dispute which the Board needs to hear based on the belief that the parties have reached a
settlement. Whether the parties have reached an agreement will determine who the correct owners
of the marks are — an issue which is fundamental to the opposition proceeding and one which the

Board cannot determine.



In addition, the pending issues in the civil action are dispositive of, or at the very least, have
a bearing on this Opposition. The pending civil action asks the court to determine whether the
parties have reached an agreement to transfer ownership of A to Z’s mark to Applicant along with
the rights in the Mark which is the basis for the Opposition.

The Board consistently has found that issues regarding ownership of marks and
infringement of marks have bearing on opposition proceedings such that suspension is warranted.
See e.g. Who Dat, 99 USPQ2d at 1552; see also Other Telephone Co. v. Connecticut National
Telephone Co., 181 USPQ 125, 126-27 (TTAB 1974). The pending civil action therefore has
bearing on the issues before the Board and suspension is appropriate.

Finally, judicial efficiency, particularly at such early stages in an opposition proceeding, is
best served by suspending the proceeding in favor of the civil court action. TBMP § 510.02(a) (“A
civil action may involve other matters outside Board jurisdiction and may consider broader issues
beyond right to registration and, therefore, judicial economy is usually served by suspension.”)
(emphasis added). The guiding principle for favoring suspension is that “[a] decision by the district
court may be binding on the Board whereas a determination by the Board as to a defendant’s right
to obtain or retain a registration would not be binding or res judicata in respect to the proceeding
pending before the court.” Who Dat, 99 U.S.P.Q.2d 1550. Judicial efficiency weighs even more
heavily in favor of suspension when the district court litigation involves additional claims that
overlap but are not identical to the issues in the opposition proceeding. Hillstone Restaurant Group,
Inc. v. Hillstone Mgmt, LLC, No 2016 WL 5719249 (TTAB Oct. 5, 2016) (granting suspension

because “to proceed with the Board action before the civil action will result in piecemeal litigation



and may deprive [the party] of its ‘day in court’”); Am. Bakeries Co. v. Pan-O-Gold Baking Co.,
650 F. Supp. 563, 568 (D. Minn. 1986) (providing that interests of judicial economy are best served
by continuing the dispute not before the TTAB but in district court “where facts concerning the
disputed registration are going to be litigated in connection with other claims properly within this
court’s jurisdiction.”).

Here, the state court action involves issues relevant to and bearing on the opposition related
to the Mark, but the district court action also includes claims relating to ownership of the current
marks. Judicial efficiency therefore is best served by suspending the current early-stage proceedings
in favor of continuing the litigation in district court and nothing that A to Z has argued undermines

that conclusion.

CONCLUSION

The Board has authority to consider and grant Applicant’s Motion for Suspension despite
the pending discovery motion, and in the interest of judicial efficiency, this Opposition proceeding

should be suspended pending a final determination in the state court action between these parties.

Respectfully submitted,

Byzm@_&%{m
Arthur K. Shaffer PTO# (50,257)
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The undersigned hereby certifies that a true and correct copy of the above and foregoing
was sent via e-mail on this 3rd day of June, 2022 to the following:

Tamara Pester
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Denver, CO 80206
tamara(@tamarapester.com
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