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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of KINDERREADERS )
Trademark Application )

)
A to Z Teacher Stuff, LLC ) Opposition No. 91273694

)
Opposer, )

vs. )
)

Tara West )
)

Applicant )
___________________________________
 

OPPOSER’S RESPONSE TO APPLICANT’S MOTION TO SUSPEND

Opposer A to Z Teacher Stuff, LLC (“Opposer”), by and through its counsel, Tamara S.

Pester, LLC, hereby responds to the motion of Tara West (“Applicant”) filed on April 27,

2022 to suspend proceedings. Opposer respectfully requests that this matter proceed

irrespective  of  the  outcome,  if  any,  of  the  Missouri  State  court  filing  that  Applicant

instituted  to  construe  counsel’s  communications  as  a  “Settlement  Agreement.”   In

support of this motion, Opposer states as follows: 

BACKGROUND

As Opposer noted in its April 25, 2022 Motion to Compel Discovery, Applicant has not

provided any substantive responses to Opposer’s discovery requests.  Rather, Applicant

claims  that  a  series  of  indefinite  emails  should  be  construed  as  a  “Settlement

Agreement”  which  makes  this  matter  moot,  and  has  filed  a  motion  for  Declaratory

Judgment in the State of Missouri along those lines.  Opposer disagrees and believes

that Applicant has filed the Missouri State court Petition for Declaratory Judgment two

days after the Motion to Compel as an improper delaying tactic.



ARGUMENT

This Trademark Trial and Appeal Board matter should proceed without delay because

the Missouri State filing does not provide Applicant with good cause for failing to comply

with its outstanding discovery obligations or otherwise participating in this matter. Leeds

Techs., 65 U.S.P.Q.2d 1303 (T.T.A.B. 2002) (“filing of a potentially dispositive motion,

such as the motion for judgment on the pleadings here, does not automatically suspend

a  case,  inasmuch  as  proceedings  are  not  suspended  until  the  Board  issues  a

suspension order”); see also TBMP Section 510.03. 

Although  not  often  applicable  because  most  trademark  disputes  also  contain

substantive  claims better  decided in  State  court,  the  doctrine  of  primary jurisdiction

should apply here.  This doctrine applies where the parties have presented a judicially

cognizable  claim,  but  “enforcement  of  the  claim  requires  the  resolution  of  issues

which  .  .  .  have  been  placed  within  the  special  competence  of  an  administrative

body.” United  States  v.  W.  Pac.  R.R., 352  U.S.  59,  64  (1956),  so  as  to  “ensure

“uniformity  and  consistency  in  the  regulation  of  business  entrusted  to  a  particular

agency” and gain “the expert  and specialized knowledge” of the designated agency

before judicial consideration proceeds. Nader v. Allegheny Airlines, Inc., 426 U.S. 290,

303–04, (1976); W. Pac. R.R., 352 U.S. at 64. Primary jurisdiction most readily applies

where the issue to  be determined is highly technical,  requires expert  advice that is

within  the  agency's  area  of  competence,  and  courts  would  review  any  agency

determination  under  a  deferential  standard  of  review.  Cornerstone  Sys.,  Inc.  v.

Cornerstone Logistics USA L.P., No. 09-2361, 2010 WL 2594296, at *2 (W.D. Tenn.

June 23, 2010).

A motion to stay is not required to be granted if,  as here, the TTAB as the primary

tribunal, has the ability to decide and simplify “non-overlapping issues.”  See St. Clair

Intell. Prop. Consultants v. Sony Corp., No. CIV.A. 01-557JJF, 2003 WL 25283239, at *1

(D. Del. Jan. 30, 2003). Here, the dispute centers solely on the validity of Opposer’s and

Applicant’s trademark rights; Applicant has only made extremely attenuated claims so



as to delay proceedings and prevent them from being heard by the most competent and

knowledgeable body. 

Therefore, Opposer requests that the Board deny Applicant’s Motion to Suspend. 

Respectfully submitted on May 16, 2022

/Tamara Pester/

Attorney for Opposer
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