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By the Trademark Trial and Appeal Board:

On March 2, 2022, Opposer filed a combined notice of appearance of counsel and
motion to substitute A to Z Teacher Stuff, LLC for Amanda Pertl as the party opposer
in this proceeding. (5 TTABVUE). On April 25, 2022, Opposer filed a motion for
judgment as a sanction pursuant to Trademark Rule 2.120(h)(1), 37 C.F.R.
§ 2.120(h)(1), or in the alternative, to compel discovery. (6 TTABVUE). On April 27,
2022, Applicant filed a motion to suspend this proceeding pending disposition of a
civil action between the parties. (7 TTABVUE).

MOTION TO SUBSTITUTE GRANTED

Although captioned as Opposer’s motion to substitute, A to Z Teacher Stuff, LLC
1s seeking to amend the notice of opposition to substitute itself for Amanda Pertl as
the opposer. Under Fed. R. Civ. P. 15(a)(2), leave to amend pleadings shall be freely

given when justice so requires. See also Trademark Rule 2.107(a), 37 C.F.R. § 2.107(a)


mailto:TTABInfo@uspto.gov

Opposition No. 91273694

(“Pleadings in an opposition proceeding against an application filed under section 1
or 44 of the Act may be amended in the same manner and to the same extent as in a
civil action in a United States district court, except that, after the close of the time
period for filing an opposition . . . an opposition may not be amended to add to the
goods or services opposed, or to add a joint opposer.”). The Board liberally grants leave
to amend pleadings at any stage of a proceeding when justice so requires, unless entry
of the proposed amendment would violate settled law or be prejudicial to the rights
of the adverse party or parties. See Am. Express Mktg. & Dev. Corp. v. Gilad Dev.
Corp., 94 USPQ2d 1294, 1297 (TTAB 2010).

“Once a timely notice of opposition has been filed, and the time for opposing has
expired, the right to pursue the filed case is a right individual to the timely filer.
While this right may be transferred to another party, as by an assignment of the
mark with the associated goodwill, it may not be shared.” TBMP § 303.05(b).
Moreover, “[w]hen the plaintiff in a Board inter partes proceeding misidentifies itself
or the mark or registration upon which it relies in the complaint, if the plaintiff can
establish to the Board’s satisfaction that this misidentification was merely a non-
substantive mistake, the Board may allow amendment of the complaint, pursuant to
Fed. R. Civ. P. 15(a), to correct the misidentification and/or to substitute the proper
party in interest.” TBMP § 512.04.

Opposer contends that she is the owner of A to Z Teacher Stuff, LL.C, and that
“[r]ights in the KinderReaders mark have been established and used by A to Z

Teacher Stuff, LLC, not Pertl individually.” (56 TTABVUE 2). Because entry of the
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proposed amendment would not violate settled law or be prejudicial to the rights of
Applicant, the amendment may be granted. See, e.g., Missouri Silver Pages Directory
Publishing Corp. Inc. v. Southwestern Bell Media, Inc., 6 USPQ2d 1028, 1032 (TTAB
1988) (president/sole shareholder is in privity with opposer corporation and may be
substituted as “real party in interest” during opposition); Arbrook, Inc. v. La Citrique
Belge, Naamloze Vennootschap, 184 USPQ 505, 505-06 (TTAB 1974) (amendment
granted to reflect proper party in interest); Davidson v. Instantype, Inc., 165 USPQ
269, 270-71 (TTAB 1970) (amendment granted to substitute proper party in interest);
Pyco, Inc. v. Pico Corp., 165 USPQ 221, 222 (TTAB 1969) (substitution of opposer
allowed where notice of opposition named non-existing entity that had transferred
rights to opposer prior to filing of opposition); Raker Paint Factory v. United Lacquer
Manufacturing Corp., 141 USPQ 407, 409 (TTAB 1964) (motion to amend complaint
to substitute sole owner of company as real party in interest for opposer company
granted).

Accordingly, Opposer’s motion to substitute is granted and A to Z Teacher Stuff,
LLC is hereby substituted for Amanda Pertl as party opposer in this proceeding.
MOTION TO SUSPEND FOR CIVIL ACTION GRANTED

Applicant seeks suspension of this proceeding pending the outcome of a civil action
between the parties, namely, Tara West v. Amanda Pertl and A to Z Learning Stuff,
LLC, Case No. 22-CA-CC00105, pending in the Circuit Court of Cass County,
Missouri (“the civil action”). In the civil action, Applicant contends that the parties

reached a settlement in this Board proceeding wherein Opposer must assign its mark
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to Applicant, cease use of its mark, and terminate this Board proceeding. (7
TTABVUE 6-7). Thus, Applicant seeks an order in the civil action requiring specific
performance from Opposer pursuant to the parties’ alleged settlement. (Id. at 8).
Trademark Rule 2.117(a), provides that,
Whenever it shall come to the attention of the Trademark Trial and
Appeal Board that a civil action, another Board proceeding, or an
expungement or reexamination proceeding may have a bearing on a
pending case, proceedings before the Board may be suspended until
termination of the civil action, the other Board proceeding, or the
expungement or reexamination proceeding. A civil action or proceeding
1s not considered to have been terminated until an order or ruling that
ends litigation has been rendered and noticed and the time for any

appeal or other further review has expired with no further review
sought.

37 C.F.R. § 2.117(a). It 1s the policy of the Board, absent unusual circumstances, to
suspend proceedings when a party or parties are involved in a civil action which may
be dispositive of or have a bearing on the Board case. See, e.g., Monster Energy Co. v.
William J. Martin, 125 USPQ2d 1774, 1778 (TTAB 2018); New Orleans Louisiana
Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550, 1552 (TTAB 2011) (civil action need
not be dispositive of Board proceeding, but only needs to have a bearing on issues
before the Board); WhopperBurger, Inc. v. Burger King Corp., 171 USPQ 805, 806—07
(TTAB 1971). The Board typically will review the pleadings in the civil action to
determine if the issues before the court may have a bearing on the opposition. See
New Orleans La. Saints LLC, 99 USPQ2d at 1552.

Here, there is no real dispute that the civil action may have a bearing on this
Board proceeding, as Applicant seeks an order from the state court requiring Opposer

to terminate this proceeding. As a result, Applicant’s motion to suspend pending final
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determination of the civil action i1s granted. See Trademark Rule 2.117(a).
Accordingly, proceedings are suspended pending final disposition of the civil action.

Opposer’s consolidated motion for sanctions, or alternatively a motion to compel,
1s denied without prejudice to Opposer’s ability to renew the motion upon
resumption of proceedings, if necessary and appropriate.

Within twenty (20) days after the final determination of the civil action, the
parties shall so notify the Board so that this proceeding may be called up for
appropriate action.! Such notification to the Board should include a copy of any final
order or final judgment which issued in the civil action.

During the suspension period, the parties must notify the Board of (i) any address
or email address changes for the parties or their attorneys, and (i1) any other related

cases, even if they become aware of such cases during the suspension period.

L A civil action or proceeding is not considered to have been terminated until an order or
ruling that ends litigation has been rendered and noticed and the time for any appeal or other
further review has expired with no further review sought. Trademark Rule 2.117(a).



