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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Linking Human Systems, LLC 

                            

                        Opposer, 

 

v. 

 

Arise Virtual Solutions Inc. 

 

  Applicant. 

       / 

 

 

 

 

   Opposition No. 91273680 

   Serial No. 90/489,907 

 

MOTION TO DISMISS OPPOSITION 

 

Arise Virtual Solutions Inc. (“Applicant”) hereby moves to dismiss with prejudice the 

Opposition proceeding filed by Linking Human Systems, LLC (“Opposer) for failure to state a 

claim upon which relief can be granted, pursuant to Fed. R. Civ. P. 12(b)(6) and TBMP §§ 316, 

503 and 503.02.  

I.  BACKGROUND 

 On January 26, 2021, Applicant filed Application Serial No. 90/489,907 for the mark 

ARISE (“Application”). Applicant owns two incontestable registrations for the mark ARISE, 

Registration No. 4894078 (the “ARISE Logo”)1 and Registration No. 3520450 (the “ARISE Word 

                                                           
1 On January 28, 2022, Applicant filed with the United States Patent and Trademark Office (“USPTO”) a Statement 

of Incontestability with respect to its Registration No. 4894078. Hereinafter, Applicant will refer to this registration 

as being “incontestable,” as Applicant’s Statement of Incontestability is pending before the USPTO, and as Applicant 
has used the mark in commerce in connection with all of the services covered by the registration for five (5) 

consecutive years after the date of registration, and Applicant continues to use the mark in commerce in connection 

with all of the services covered by the registration.    
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Mark”)2 (collectively the registrations are hereinafter referred to as the “Prior Registrations”). The 

ARISE Word Mark registration issued on October 21, 2008, and the ARISE Logo registration 

issued on February 2, 2016.  

The Application was published for opposition on August 31, 2021 and Opposer filed its 

Notice of Opposition on December 27, 2021. According to the Notice of Opposition, the 

Application is opposed with respect to International Class 035 and International Class 041, on 

grounds of priority and likelihood of confusion, Trademark Act Section 2(d).  

 In accordance with the Morehouse Doctrine (also known as the prior-registration 

doctrine), because Applicant owns existing trademark registrations for the mark ARISE that are 

not subject to cancellation on the basis of priority or likelihood of confusion,3 Opposer cannot now 

challenge registration of the identical ARISE mark for services that share substantial similarities 

with the existing incontestable Prior Registrations. The Board should apply the Morehouse 

Doctrine, dismiss the Opposition, and allow registration of Applicant’s Application for ARISE. 

Additionally, the Board should find that there is no likelihood of confusion between Applicant’s 

mark and Opposer’s marks. 

II.  ARGUMENT 

A. The Notice of Opposition Should be Dismissed Pursuant to the Equitable 

Morehouse Doctrine  

The Morehouse Doctrine is an equitable defense that may be asserted by an applicant when 

the applicant owns a prior registration for a substantially identical mark covering substantially 

identical goods or services. Tillamook Country Smoker, Inc. v. Tillamook Cty. Creamery Ass’n., 

                                                           
2 Applicant’s claim of ownership of Registration No. 3520450 for the ARISE Word Mark is included as a part of the 

phrase “and others” in the “Active Prior Registration(s)” section in Application No. 90/489,907.  
3 As discussed infra, because Applicant’s Prior Registrations are more than five years old, pursuant to Section 14 of 
the Lanham Act they cannot be challenged on the basis of priority and likelihood of confusion. 



3 

 

 

333 F. Supp. 2d 975 (D. Or. 2004); See S & L Acquisition Co. v. Helen Arpels, Inc., 9 U.S.P.Q. 2d 

1221 (T.T.A.B. 1987) [non-precedential]. The defense is based on the fact that registration of an 

application cannot injure the opposer when the opposer was already theoretically “harmed” by a 

prior registration owned by the applicant which opposer did not, and cannot, contest. O-M Bread, 

Inc. v. United States Olympic Committee, 65 F.3d 933, 938, 36 U.S.P.Q. 2d 1041 (Fed. Cir. 1995). 

Since the Morehouse decision, courts and the Board have applied the Morehouse Doctrine in cases 

such as this to prevent a party from opposing a subsequent application when the opposing party 

did not object to a prior registration for the same mark. Morehouse Mfg. Corp. v. J. Strickland and 

Co., 407 F.2d 881, 884, 160 USPQ 715 (C.C.P.A. 1969). 

Implicit in asserting the Morehouse defense is the notion that, if one opposing a mark 

“cannot procure the cancellation of the existing registration it cannot prevent the granting of the 

second registration” of effectively the same mark. Morehouse Mfg. Corp., 407 F.2d at 884. Further, 

to prevent the granting of a subsequent registration, Opposer must show how it would be “damaged 

by the issuance of another registration.” Id. Here, pursuant to Section 14 of the Lanham Act, 

Opposer cannot challenge Applicant’s Prior Registrations for the ARISE Word Mark or the ARISE 

Logo based on priority and likelihood of confusion, because both marks have been registered for 

more than five years. Opposer has also made no factual assertions in its Notice of Opposition 

showing how the registration of ARISE in the subject Application will cause it damage within the 

meaning of Section 13 of the Lanham Act, 15 U.S.C. § 1063.4   

Ultimately, because Applicant relies on two unchallenged Prior Registrations in which 1) 

the word portions of the marks are identical to the marks in the Application and 2) the services 

cover the same or equivalent services as those listed in the Application, there can be no added 

                                                           
4 See infra Section II(B) for further discussion on this point. 



4 

 

 

damage from the applied-for mark, “and … if there is no added damage there is no ground for 

sustaining the opposition.” Id.  

i. Applicant Owns Prior Registrations for an Identical Mark  

An important factor considered when determining if two marks are substantially identical 

is “whether consumers would find that each mark conveys the same commercial impression.” 

Tillamook Country Smoker, Inc., 333 F. Supp. 2d at 987; Continental Specialties Corp. v. 

Continental Connector Corp., 192 U.S.P.Q. 449, 451-52, 1976 WL 21143 (T.T.A.B. 1976) [non-

precedential].  

The Application being opposed in this proceeding is for the mark ARISE, written in black 

lowercase stylized letters with a pinwheel design in the color green. Applicant owns the 

incontestable ARISE Word Mark and the incontestable ARISE Logo which consists of the word 

“ARISE” followed by a pinwheel design with no claim of color as a feature to the mark. 

Accordingly, both the opposed Application and Applicant’s Prior Registrations are for the identical 

ARISE mark.  

Although the ARISE Word Mark does not claim a design element, “the mere stylization of 

a name, or the addition of a design element, is not enough to defeat the Morehouse defense.” 

Advance Stores Co. v. Refinishing Specialities, Inc., 948 F. Supp. 643, 654 (W.D. Ky. 1996); See 

S & L Acquisition Co., 9 U.S.P.Q. 2d 1221, 1225-26 (rejecting the argument that a mark in typed 

form was legally different than a mark in stylized form). For purposes of the Morehouse defense, 

the applied-for mark must be considered legally identical to Applicant’s Prior Registrations 

because the stylized ARISE mark in the Application conveys the same commercial impression as 

Applicant’s registered marks in the Prior Registrations.  
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ii. Applicant Owns Prior Registrations Covering Substantially Identical 

Services 

All of the services covered by Applicant’s Prior Registrations are substantially similar to 

those identified in the opposed Application for the equitable purposes of the Morehouse Doctrine. 

Morehouse is applied when goods and services are so closely related that the opposer cannot suffer 

any “added damage” by the issuance of a subsequent registration. Morehouse Mfg. Corp., 407 F.2d 

at 881; Joseph & Feiss Co. v. Sportempos Inc., 59 C.C.P.A 742, 451 F.2d 1402, 172 U.S.P.Q. 235 

(1971). In Joseph & Feiss Co., the court found that, although the identification of goods in the 

existing registration and the identification of goods in the subsequent application were 

distinguishable, the goods represented by both the registration and application were “substantially 

the same or so related as to represent in law a distinction without difference.” Id. at 236. The same 

is true in the current proceeding.  

  The first class of services that is affected by the Notice of Opposition is International Class 

035 and covers:  

“Management of telephone call centers for others; business consulting and 

information services; business consultation; customer relationship management.” 

As to Applicant’s Prior Registrations with respect to International Class 035, the registrations for 

both the ARISE Word Mark and ARISE Logo cover: 

“Outsourcing services, namely, connecting businesses with remote customer 

services representatives certified to work in the fields of telephone and electronic 

contact center services, customer service, customer satisfaction, sales, technical 

support, and data processing and management.”  

Here, the services identified in both the Application and the Prior Registrations in 

International Class 035 are intended for businesses and relate to the management of business 

operations. Further, both identifications involve services which specifically fall under the field of 

“customer relationship management.” Thus, Opposer cannot show any new harm because the 
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services in the Application are not any closer to the Opposer’s services than the services listed in 

the Prior Registrations. See S & L Acquisition Co., 9 U.S.P.Q. 2d 1221. Ultimately, because the 

services identified in the Prior Registrations are subsumed within the services identified in the 

Application, there can be no further injury to Opposer in issuing Applicant’s registration.   

The second class of services that is affected by the Notice of Opposition is 

International Class 041 and covers:   

“Educational services, namely, providing instruction via web based courses in the 

fields of healthcare, financial and tax services, business services, travel, 

telecommunications, technology, utilities, roadside assistance, home services, 

retail, and insurance, for service providers providing business process services 

including contact center services, customer service, customer satisfaction, sales, 

technical support, and data processing and management; Educational services, 

namely, providing instruction via web based courses for education of service 

providers providing business process services including contact center services, 

customer service, customer satisfaction, sales, technical support, and data 

processing and management, for certification in the fields of healthcare, financial 

and tax services, business services, travel, telecommunications, technology, 

utilities, roadside assistance, home services, retail, and insurance.”  

As to Applicant’s Prior Registrations with respect to Class 041, the registrations for both the 

ARISE Word Mark and ARISE Logo cover: 

“Educational services, namely, providing instruction via web based courses for 

certification and continuing education of customer service representatives in the 

fields of telephone and electronic contact center services, customer service, 

customer satisfaction, sales, technical support, and data processing and 

management.” 

 Here, the Application covers services which are encompassed by the Prior 

Registrations. Specifically, the Application enumerates the various fields in which service 

providers and others may become educated through the use of Applicant’s services. The 

services are substantially similar in this key regard.     
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In conducting an overall comparison of the services listed in the Application and 

those identified in Applicant’s Prior Registrations, first, it is evident that both are rendered 

in the same manner and to the same groups of people – the services are focused on 

companies seeking to strategically utilize service providers in various fields of business 

relations and are rendered to service providers seeking to expand their knowledge base. 

Second, the services in the Application and those identified in the Prior Registrations are 

rendered under the same circumstances, as they are only relevant to businesses and 

providers in need of customer support management. Ultimately, there is no meaningful 

difference between the services offered under the applied-for mark and Applicant’s Prior 

Registrations that would cause any additional damage to Opposer. Based on the foregoing, 

the Opposition should be dismissed with prejudice pursuant to the Morehouse Doctrine. 

B. The Notice of Opposition Fails to Plead the Element of Damage to the Opponent 

by the Registration of Applicant’s Mark  

Even if dismissal were not appropriate under the Morehouse Doctrine (which it is), the 

Opposition is subject to dismissal because it fails to plead all elements required for opposing an 

application.  Trademark Rule 2.104 (a) provides that the pleadings in an opposition proceeding 

must set forth “a short and plain statement showing why the opposer believes it would be damaged 

by the registration of the opposed mark and state the grounds for the opposition.” See Duramax 

Marine, L.L.C. v. R.W. Fernstrum & Co., 2001 TTAB LEXIS 328, *5-7 (T.T.A.B. April 26, 2001) 

[precedential]. “A mere conclusory allegation in the notice of opposition that opposer will be 

damaged is not a sufficient pleading.” 3 McCarthy on Trademarks and Unfair Competition § 20:6 

(5th ed).  
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Here, the Notice of Opposition makes two mentions of damage to the Opposer, neither of 

which support damages caused by registration of Applicant’s mark in the Application. First, 

Paragraph six (6) of the Notice of Opposition asserts that Opposer’s receipt of phone calls intended 

for Applicant “has tremendously damaged Opposer’s business.” This statement alleges past 

damage in connection with Applicant’s prior use of the ARISE mark; however, no connection is 

made between the damage alleged and registration of Applicant’s mark.  

Second, Paragraph seven (7) of the Notice of Opposition provides nothing more than a 

conclusory statement that, “Applicant’s mark has already, and will continue to, create confusion, 

mistake and deception as to the affiliation, connection, association, origin, sponsorship or approval 

of its services with those of Opposer, all to Opposer’s irreparable loss and damage.” Ultimately, 

Opposer does not allege, as required, facts to support its claim that it will be harmed if the 

Application proceeds to registration. Rather, the only referenced instances of alleged harm result 

from Applicant’s use of the mark, which will continue regardless of whether the Opposition is 

granted or not. Thus, because the pleading is vague, ambiguous, and does not entitle Opposer to 

relief under any set of facts which may be proven in support of its claim, dismissal of the 

Opposition should be granted. Duramax Marine, L.L.C., 2001 TTAB LEXIS 328, *5-7. 

C. The Facts as Alleged in the Notice of Opposition Do Not Support a Likelihood of 

Confusion 

The Board’s determination under Trademark Act Section 2(d) “is based on an analysis of 

all of the facts in evidence that are relevant to the [du Pont] factors bearing on the likelihood of 

confusion issue.” In re Strategic Partners, Inc., 2012 TTAB LEXIS 80, *4-5 (T.T.A.B. March 28, 

2012) [precedential]; See In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 

(CCPA 1973). Notable to the analysis here and further discussed below, is the notion that 
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“[p]ersuasive evidence of actual confusion must show confusion as to source or sponsorship, not 

mere carelessness in attempts to contact a business.” Crazy Horse Mem. Found. v. Spencer, 2014 

TTAB LEXIS 83, *56 (T.T.A.B. February 26, 2014) [non-precedential].5 

 “In considering the evidence of record on these factors, we keep in mind that ‘[t]he 

fundamental inquiry mandated by Section 2(d) goes to the cumulative effect of differences in the 

essential characteristics of the goods [or services] and differences in the marks.’” In re Duenas 

Mobile Applications, LLC, 2018 TTAB LEXIS 517, *5-7 (T.T.A.B June 13, 2018) [non-

precedential] (quoting Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 

USPQ 24, 29 (CCPA 1976)). “Opposer bears the burden of proving likelihood of confusion by a 

preponderance of the evidence.” Ennis, Inc. v. Beling, 2017 TTAB LEXIS 16, *33-34 (T.T.A.B. 

January 12, 2017) [non-precedential]. After conducting an analysis of the facts asserted in the 

Notice of Opposition, Opposer has not met its burden for the following reasons.  

As grounds for its opposition, Opposer asserts a likelihood of confusion between its 

registered marks and the applied-for mark. In determining whether a likelihood of confusion exists, 

the Board should first “compare the marks for similarities and dissimilarities in appearance, sound, 

connotation and commercial impression.” Id. at 7. Here, although Opposer’s marks and the 

applied-for mark contain the same spelling of the word “Arise,” the marks have entirely different 

commercial impressions, tipping the balance in favor of the Applicant.   

Next, the Board should consider the classes of goods and services in the application that 

Opposer has deemed likely to cause confusion in the Notice of Opposition. Specifically, 

International Classes 035 and 041. In regards to Class 035, none of Opposer’s marks contains 

goods or services falling within this specific class. Further, Applicant’s identification of services 

                                                           
5 See infra the last two paragraphs of this Section on pages 11-12 for a discussion on the Board’s determination that 
misdirected telephone calls did not give rise to actual confusion.  
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under Class 035 have no relationship to the services offered under Opposer’s marks. Here, the only 

debatable connection that may be made is between Applicant’s “business consulting and 

information services” and Opposer’s  identification under Class 044 in its pending application 

Serial No. 90336835 for “consulting in the field of family and community emergency medical 

preparedness and disease and illness prevention; consulting services in the field of health, 

heathcare, mental health, wellness, lifestyle wellness, nutrition, recovery; providing information 

in the field of psychological counseling and coaching; providing mental health and wellness 

information.” However, due to Opposer’s specified focus on consumers in need of health-related 

services, there can be no confusion with Applicant’s business-oriented services in Class 035.  

As to Class 041, the services identified in the Application are profoundly different than 

those listed in the Notice of Opposition under Opposer’s marks. The Application enumerates the 

fields of education which Applicant provides to service providers via web based courses. Although 

the application lists “healthcare” as one of the many fields of education offered, there can be no 

affiliation with Opposer’s services, as the intended recipient of Applicant’s and Opposer’s services 

do not overlap. Specifically, the Application specifies that its business-related services are tailored 

to “service providers providing business process services.” Conversely, Opposer’s services are 

tailored to those in need of support for physical and mental illnesses, as well as those who wish to 

become educated in the fields of wellness and recovery. Further, Applicant’s services make no 

mention of seminars and workshops in the fields of family counseling and substance abuse, which 

the majority of Opposer’s marks cover in Class 041. Ultimately, Opposer has failed to introduce 

sufficient evidence to support a finding that its services are related to the services in the 

Application. See Ennis, Inc. 2017 TTAB LEXIS at 38.  
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 Due to the circumstances presented in the current proceeding, the Board “must balance” 

the similarities between the marks and services against the fact that Applicant owns Prior 

Registrations for an identical mark for substantially similar services that have coexisted with 

Opposer’s registrations for over five years. In re Strategic Partners, Inc., 2012 TTAB LEXIS 80, 

*5-6. In In re Strategic Partners, Inc. the Board found that the coexistence for over five years of 

applicant’s incontestable prior registration with the registration cited by the Examining Attorney, 

when considered under the thirteenth du Pont factor, “tip the scale in favor of applicant and a 

finding of no likelihood of confusion.” Id. at 8. The facts in In re Strategic Partners, Inc. slightly 

differ from those in the present proceeding because that matter came before the Board on 

applicant’s appeal from the Examining Attorney’s refusal to register. However, the Board’s 

likelihood of confusion analysis under the thirteenth du Pont is still relevant to the analysis here.  

 In the present case, the marks in Applicant’s Prior Registrations, which are substantially 

similar to the applied-for mark, have coexisted with the marks in Opposer’s registrations for over 

a decade.6 Further, Applicant’s Prior Registrations are over five years old, and thus are not subject 

to attack by Opposer on a claim of priority and likelihood of confusion. See Id. As in In re Strategic 

Partners, Inc., the Board here should find that this fact under the thirteenth du Pont factor 

“outweighs the others” and leads to the conclusion that confusion is unlikely to occur. Id. at 10 

(reversing the refusal to register).  

 Turning now to the seventh du Pont factor, which accounts for instances of actual 

confusion, the Notice of Opposition asserts that “Since Applicant began using its mark, Opposer 

has received numerous calls from customers believing Opposer is Applicant.” See Paragraph 6. In 

The Place for Vision, Inc. v. Pearle Vision Center, Inc., the Board considered testimony by 

                                                           
6 The registration for the ARISE Logo has a first use in commerce date of October 2012 and the registration for the 

ARISE Word Mark has a first use in commerce date of February 2007.  
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opposer’s witness that “employees of opposer have taken telephone calls intended for applicant’s 

business,” to determine whether actual confusion existed under the seventh du Pont factor. 1983 

TTAB LEXIS 122, *5 [non-precedential]. In that case, the Board found that the evidence of actual 

confusion was “not sufficiently strong” to support a finding of likelihood of confusion. Id.   

Similarly, in Crazy Horse Mem. Found., opposer relied on misdirected telephone calls 

received on a regular basis as constituting actual confusion. 2014 TTAB LEXIS 83, *54. In that 

case, the Board first clarified that “[e]vidence of actual confusion ‘is too important to be 

established by means of an inference, unsupported by corroborating evidence.’” Id. at 55 (quoting 

Toys "R" Us, Inc. v. Lamps R Us, 219 USPQ 340, 346 (TTAB 1983)). Next, the Board stated that 

“[a]n unknown number of misdirected phone calls (and which may be relatively few in number as 

compared to all the phone calls opposer receives), is not persuasive evidence of confusion, and 

could result from careless retrieval of phone numbers from directories or the internet.” Id. at 56. 

Further, “[p]ersuasive evidence of actual confusion must show confusion as to source or 

sponsorship, not mere carelessness in attempts to contact a business.” Id. Thus, the Board in Crazy 

Horse Mem. Found. held that “opposer’s evidence falls far short of showing probative instances 

of actual confusion.” Id. at 55-56. Based on the Board’s prior decisions in the two cases cited 

above, the Board should reach a similar finding here and hold that Opposer has not alleged 

sufficient facts in support of actual confusion.  

 

III. CONCLUSION 

The Notice of Opposition should be dismissed pursuant to the Morehouse Doctrine because 

no further damage can result to Opposer, as the applied-for mark and Applicant’s Prior 

Registrations are substantially similar, and Opposer cannot now challenge Applicant’s Prior 

Registrations on the basis of priority and likelihood of confusion since the Prior Registrations are 
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more than five years old.  Moreover, Applicant’s marks in the Prior Registrations have coexisted 

with Opposer’s marks for over a decade, without challenge from Opposer. Further, Opposer has 

failed to assert arguments in its Notice of Opposition supporting a finding of likelihood of 

confusion and has failed to allege the essential element of damage that would result from 

registration of Applicant’s mark. Ultimately, allowing the Application to proceed to registration 

will further the goal of the Morehouse Doctrine because Opposer cannot be harmed by registration 

of the applied-for mark when it is virtually identical to Applicant’s unchallenged and incontestable 

Prior Registrations.  

Accordingly, the Opposition is wholly unsupportable and Applicant respectfully requests 

that the Opposition be dismissed in its entirety with prejudice for failure to state a claim pursuant 

to Fed. R. Civ. P. 12(b)(6).  

 

Date: February 4, 2022      Respectfully submitted, 

 

       LOTT & FISCHER, PL 
      

       /s/ Ariel Weltz          

       Ariel Weltz 

        Ury Fischer   

       Neda Lajevardi 

       P.O. Drawer 141098 

       Coral Gables, FL  33114-1098 

       (305) 448-7089 
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CERTIFICATE OF SERVICE 
 

I HEREBY CERTIFY that a true and complete copy of the foregoing MOTION TO 

DISMISS has been served on Applicant by forwarding said copy on February 4, 2022, via e-mail 

to:  

 

Kirstin M. Jahn 

Jahn & Associates, LLC 

1942 Broadway Suite 314 

Boulder, CO 80302 

E-mail: Kirstin@jahnlaw.com; Kathy@jahnlaw.com 

/s/ Ariel Weltz        

 Ariel Weltz 
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