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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

LINKING HUMAN SYSTEMS, LLC
Opposition No.: 91273680
Opposer,
Serial No. 90/489,907

V. Filed: January 26, 2021
Mark: ARISE and Design
ARISE VIRTUAL SOLUTIONS INC.,

Applicant.

APPLICANT ARISE VIRTUAL SOLUTIONS INC.’S ANSWER
AND AFFIRMATIVE DEFENSES

Applicant, ARISE VIRTUAL SOLUTIONS, INC. (hereinafter “Arise Virtual Solutions”
or “Applicant”), owner of Federal Trademark Application Serial No. 90489907 (hereinafter the
“Application” or “Opposed Mark™), by and through undersigned counsel, hereby responds to
Opposer LINKING HUMAN SYSTEMS, LLC’S (hereinafter “Linking Human Systems” or
“Opposer”) Notice of Opposition (hereinafter the “Opposition”) as follows:

1. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph 1 of the Opposition, and therefore denies same.

2. Applicant is without knowledge or information sufficient to form a belief as to the
truth of the allegations contained in Paragraph 2 of the Opposition, and therefore denies same.

3. Applicant admits that on January 26, 2021, it filed an application seeking
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registration of the mark ARISE and Design, G r I Se &= | for use in connection with the

following services: Management of telephone call centers for others; business consulting and
information services; business consultation; customer relationship management, in International

Class 035; Telecommunications services, namely, routing calls and emails from customers of third



party clients to third-party virtual contact centers, in International Class 038; Educational services,
namely, providing instruction via web based courses in the fields of healthcare, financial and tax
services, business services, travel, telecommunications, technology, utilities, roadside assistance,
home services, retail, and insurance, for service providers providing business process services
including contact center services, customer service, customer satisfaction, sales, technical support,
and data processing and management; Educational services, namely, providing instruction via web
based courses for education of service providers providing business process services including
contact center services, customer service, customer satisfaction, sales, technical support, and data
processing and management, for certification in the fields of healthcare, financial and tax services,
business services, travel, telecommunications, technology, utilities, roadside assistance, home
services, retail, and insurance, in International Class 041; and Providing temporary use of on-line
nondownloadable software and applications for providing virtual business process outsourcing
services; providing temporary use of nondownloadable software and applications for scheduling
of personnel, resources and appointments; providing temporary use of nondownloadable software
and applications for communications relating to scheduling of personnel, resources and
appointments; providing temporary use of non-downloadable software and applications for
reporting relating to scheduling of personnel, resources and appointments, in International Class
042. Applicant denies all remaining allegations of Paragraph 3 of the Opposition, including but
not limited to the allegation that Applicant applied for a mark that is confusingly similar to
Opposer’s mark.

4. Applicant admits that the Opposed Mark was published in the Official Gazette on
August 31, 2021.

5. Applicant admits that Opposer applied for and received an extension of time until



December 29, 2021, to file this Opposition against the Opposed Mark.

6. Applicant denies that there has been any damage to the Opposer. Applicant is
without knowledge or information sufficient to form a belief as to the truth of the remaining
allegations contained in Paragraph 6 of the Opposition, and therefore denies same.

7. Applicant denies all allegations contained in Paragraph 7 of the Opposition.

AFFIRMATIVE DEFENSES

Arise Virtual Solutions asserts that the following affirmative defenses bar Opposer’s
requested relief in the Opposition.
FIRST DEFENSE - Failure to State a Claim
Opposer’s Notice of Opposition fails to state a claim upon which relief may be granted,
and in particular, fails to state legally sufficient grounds for sustaining the opposition.
SECOND DEFENSE — Morehouse Doctrine
Applicant owns two incontestable prior registrations on the Principal Register for the marks
ARISE and ARISE and Design, Federal Trademark Registration Nos. 3520450 and 4894078,
respectively (hereinafter the registrations are collectively referred to as the “Prior Registrations”
and the marks are collectively referred to as the “ARISE Marks”). The Opposed Mark and
Applicant’s Prior Registrations are for the legally identical ARISE mark, for substantially similar
services, such that Opposer cannot suffer any damage by the issuance of the subsequent
registration of the Opposed Mark. Opposer has never challenged Applicant’s Prior Registrations.
Because Applicant’s Prior Registrations are not subject to cancellation on the basis of priority or
likelihood of confusion, Opposer cannot now challenge registration of the identical Opposed Mark,
ARISE, for services that share substantial similarities with Applicant’s existing Prior

Registrations, and therefore, Opposer’s request for relief should be denied under Morehouse



Manufacturing Corp. v. J. Strickland and Co., 407 F.2d 881 (CCPA 1969).
THIRD DEFENSE — Laches, Waiver, Acquiescence, & Estoppel

Applicant has been using the ARISE Marks and the Opposed Mark and developing
consumer recognition and goodwill therein since at least February 2007 and at least December 17,
2020, respectively, such use being open, notorious, and known to Opposer and such knowledge,
in turn, being known to Applicant. During this time, Opposer failed to take any action to assert the
claims on which its Opposition is based, on which inaction Applicant has relied to its detriment.
Because Applicant’s ARISE Marks have coexisted with Opposer’s marks for over a decade,
without challenge from Opposer, Opposer’s claims are consequently barred by the doctrines and
equitable defenses of laches, waiver, acquiescence, and estoppel.

FOURTH DEFENSE - Failure to Mitigate Damages

Opposer’s allegation of damage is barred by the doctrine of avoidable consequences and
the failure to mitigate its alleged damage, if any. Opposer could have reasonably avoided all or
part of its alleged damage by, among other things, notifying Applicant as soon as Opposer acquired
information involving the “numerous phone calls from customers believing Opposer is Applicant.”

FIFTH DEFENSE — No Likelihood of Confusion

There is no likelihood of confusion between the Opposed Mark and Opposer’s marks
because the services identified under the parties’ respective marks are entirely unrelated, and the
respective services are provided in completely different channels of trade with no overlap of
customers.

The Opposition concerns the services identified under International Classes 035 and 041
of the Application; however, none of Applicant’s services overlaps with the services identified

under Opposer’s marks. None of Opposer’s marks contains goods or services falling within Class



035. Applicant’s business-oriented services in Class 035 have no relationship to Opposer’s health
and wellness services. As to Class 041, the services identified in the Application are profoundly
different than those listed in the Opposition under Opposer’s marks. Class 041 of the Application
enumerates the fields in which Applicant provides web-based courses to service providers.
Although the Application lists “healthcare” as one of the many fields of instruction provided to
service providers providing business process services, there is no affiliation with Opposer’s
services, as the recipients of Applicant and Opposer’s services do not in any way overlap.
Specifically, the Application specifies that its business-related services are tailored to “service
providers providing business process services.” Conversely, Opposer’s services are tailored to
individuals in need of support for physical and mental illnesses and substance abuse, and to those
who wish to become educated generally in the fields of wellness and recovery. The Application
makes no mention of seminars and workshops in the fields of family counseling and substance
abuse, which the majority of Opposer’s marks that are the subject of this Opposition cover in Class
041.

WHEREFORE, Applicant requests that the Notice of Opposition be dismissed with

prejudice and that the Board provide all other such relief as the Board may deem just and proper.

Date: July 20, 2022 Respectfully submitted,
LOTT & FISCHER, PL

/s/Neda Lajevardi
Neda Lajevardi
E-Mail: nlajevardi@lottfischer.com
Ariel Weltz
E-Mail: aweltz@]ottfischer.com
Ury Fischer
E-Mail: ufischer@lottfischer.com
LOTT & FISCHER, PL,
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P.O. Drawer 141098
Coral Gables, FL 33114-1098
(305) 448-7089

Attorneys for Applicant
Arise Virtual Solutions Inc.

CERTIFICATE OF SERVICE

I HEREBY CERTIFY that a true and complete copy of the foregoing ANSWER AND
AFFIRMATIVE DEFENSES has been served on Opposer by forwarding said copy on July 20,
2022, via e-mail to:

Kirstin M. Jahn

Jahn & Associates, LLC

1942 Broadway Suite 314

Boulder, CO 80302

E-Mail: kirstin@jahnlaw.com; tmadmin(@jahnlaw.com

Attorney for Opposer

/s/Neda Lajevardi
Neda Lajevardi
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