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By the Trademark Trial and Appeal Board:

This proceeding comes before the Board for consideration of Applicant’s motion to
dismiss Opposer’s notice of opposition for failure to state a claim upon which relief
can be granted pursuant to Fed. R. Civ. P. 12(b)(6).1 The motion is fully briefed.

I. Background

Applicant seeks registration of the mark ARISE and design as follows:

arise®@

for a variety of services, including:

Management of telephone call centers for others; business consulting and
information services; business consultation; customer relationship
management, in International Class 35, and

Educational services, namely, providing instruction via web based courses in
the fields of healthcare, financial and tax services, business services, travel,
telecommunications, technology, utilities, roadside assistance, home services,

14 TTABVUE.
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retail, and insurance, for service providers providing business process services

including contact center services, customer service, customer satisfaction,

sales, technical support, and data processing and management; Educational

services, namely, providing instruction via web based courses for education of

service providers providing business process services including contact center

services, customer service, customer satisfaction, sales, technical support, and

data processing and management, for certification in the fields of healthcare,

financial and tax services, business services, travel, telecommunications,

technology, utilities, roadside assistance, home services, retail, and insurance,

in International Class 41. 2

Opposer filed a notice of opposition against Applicant’s involved application based
solely on the ground of priority and likelihood of confusion.3 In lieu of an answer,
Applicant filed the pending motion to dismiss.
II. Applicant’s Motion to Dismiss4

A motion to dismiss for failure to state a claim upon which relief can be granted
1s a test solely of the sufficiency of the complaint. Advanced Cardiovascular Sys. Inc.
v. SciMed Life Sys. Inc., 988 F.2d 1157, 26 USPQ2d 1038, 1041 (Fed. Cir. 1993);
Covidien LP v. Masimo Corp., 109 USPQ2d 1696, 1697 (TTAB 2014); NSM Research
Corp. v. Microsoft Corp., 113 USPQ2d 1029, 1032 (TTAB 2014). To withstand a

motion to dismiss, a plaintiff need only allege facts that, if proved, would allow the

2 Application Serial No. 90489907, filed January 26, 2021, based on Applicant’s asserted use
in commerce under Trademark Act Section 1(a), 15 U.S.C. § 1051 (a). The colors green and
black are claimed as a feature of the mark, and the application includes the following
description: “The mark consists of the word ‘ARISE’ in black written in lowercase stylized
letters with a pinwheel design in the color green. White appearing in the mark is background
and not claimed as a feature of the mark.” While the application is also for a variety of
services in International Classes 38 and 42, Opposer has not opposed those classes.

3 Notice of Opposition (1 TTABVUE).

4 The Board has considered the parties’ arguments and evidence properly submitted in
connection with the motion, but does not repeat or discuss all of the arguments and

submissions, and does not address irrelevant arguments. Guess? IP Holder L.P. v. Knowluxe
LLC, 116 USPQ2d 2018, 2019 (TTAB 2015).
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Board to conclude, or to draw a reasonable inference, that (1) the plaintiff is entitled
to a statutory cause of action to maintain the proceeding,5 and (2) a valid ground
exists for seeking to oppose registration. See, e.g., Young v. AGB Corp., 152 F.3d 1377,
47 USPQ2d 1752, 1754 (Fed. Cir. 1998); Lipton Indus., Inc. v. Ralston Purina Co.,
670 F.2d 1024, 213 USPQ 185, 187 (CCPA 1982); Nike, Inc. v. Palm Beach Crossfit
Inc., 116 USPQ2d 1025, 1028 (TTAB 2015).

For purposes of determining a motion to dismiss for failure to state a claim, the
complaint must be examined in its entirety, construing the allegations therein
liberally, as required by Fed. R. Civ. P. 8(e). IdeasOne Inc. v. Nationwide Better
Health, 89 USPQ2d 1952, 1953 (TTAB 2009); Fair Indigo LLC v. Style Conscience, 85
USPQ2d 1536, 1538 (TTAB 2007). “Threadbare recitals of the elements of a cause of
action, supported by mere conclusory statements, do not suffice” and are not accepted
as true. Ashcroft v. Igbal, 556 U.S. 662, 678 (2009) (citing Bell Atlantic Corp. v.
Twombly, 550 U.S. 544, 555 (2007)). However, all well-pleaded, material allegations
in the complaint are accepted as true and construed in the light most favorable to the
plaintiff. Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d 1023, 1027 (Fed. Cir. 1999);
Young, 47 USPQ2d at 1754; Advanced Cardiovascular Sys., 26 USPQ2d at 1041; Fair

Indigo, 85 USPQ2d at 1538.

5 Board decisions have previously analyzed the requirements of Sections 13 and 14 of the
Trademark Act, 15 U.S.C. §§ 1063-64, under the rubric of “standing.” Despite the change in
nomenclature, the Board’s prior decisions and those of the Federal Circuit interpreting
Section 13 and 14 remain applicable. See Spanishtown Enters., Inc. v. Transcend Resources,
Inc., 2020 USPQ2d 11388, at *2 (TTAB 2020).
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A plaintiff does not bear the burden of proving its case in its complaint. NSM
Research Corp., 113 USPQ2d at 1032; Enbridge, Inc. v. Excelerate Energy Ltd. P’ship,
92 USPQ2d 1537, 1543 n.10 (TTAB 2009). Whether a plaintiff ultimately can prove
its allegations i1s a matter to be determined at trial or on summary judgment.
Advanced Cardiovascular Sys., 26 USPQ2d at 1041; Covidien LP, 109 USPQ2d at
1697 n.3.

A. Entitlement to a Statutory Cause of Action

To establish entitlement to a statutory cause of action under Section 13 or 14 of
the Trademark Act, a plaintiff must demonstrate a real interest in the proceeding
and a reasonable belief of damage. Austl. Therapeutic Supplies Pty. Ltd. v. Naked
TM, LLC, 965 F.3d 1370, 2020 USPQ2d 10837 at *3 (Fed. Cir. 2020); see also Empresa
Cubana Del Tabaco v. Gen. Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058 (Fed. Cir.
2014); Coach Seruvs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 101 USPQ2d
1713, 1727 (Fed. Cir. 2012); Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d 1023,
1025 (Fed. Cir. 1999). The purpose of the requirement to show entitlement to a cause
of action in Board proceedings is “to prevent litigation where there is no real
controversy between the parties, where a plaintiff, petitioner or opposer, is no more
than an intermeddler.” Lipton Indus., 213 USPQ at 189.

The focus must be on whether the opposer has pleaded a reasonable basis for its
belief in damage; there is no requirement that any actual “damage” be pleaded to
establish entitlement or even to prevail in an opposition proceeding. See Austl.

Therapeutic Supplies Pty., Ltd., 2020 USPQ2d 10837, * 4; see also, e.g., Montecash
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LLCv. Anzar Enters. Inc., 95 USPQ2d 1060, 1062 (TTAB 2010) (“no requirement that
any actual ‘damage’ be pled or proved to establish standing or even prevail in a
cancellation proceeding”); Enbridge, Inc., 92 USPQ2d at 1543 n.10 (plaintiff does not
have to prove claims or actual damage to establish standing).

Applicant argues that Opposer only offers conclusory statements. However, in the
context of Board inter partes proceedings, a plaintiff need only allege enough factual
matter to suggest that its claim is plausible and to “raise a right to relief above the
speculative level.” Twombly, 550 U.S. at 555-56. “Under the simplified notice
pleading of the Federal Rules of Civil Procedure, the allegations of a complaint should
be construed liberally so as to do substantial justice.” Fair Indigo, 85 USPQ2d at
1538.

Here, Opposer alleges ownership of five prior registrations for marks including
the term ARISE.® Through these allegations Opposer has sufficiently pleaded its
entitlement. See, e.g., Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d
1842, 1844 (Fed. Cir. 2000) (plaintiff’s two prior registrations suffice to establish
plaintiff’s direct commercial interest and its standing); Herbaceuticals Inc. v. Xei
Herbaceuticals Inc., 86 USPQ2d 1572, 1576 (TTAB 2008) (standing established based
on ownership of prior registration). Additionally, well-pleaded allegations of
likelihood of confusion are sufficient to support entitlement. See Corcamore, LLC v.
SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at *8 (Fed. Cir. 2020), cert. denied,

_U.S. __ (2021); see also Lipton Indus., 213 USPQ at 189 (“To establish a

6 Notice of Opposition, § 1 (1 TTABVUE 7-9).
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reasonable basis for a belief that one 1s damaged by the registration sought to be
cancelled, a petition may assert a likelihood of confusion which is not wholly without
merit ....”).

B. Likelihood of Confusion Under Section 2(d)

To sufficiently plead a claim under Section 2(d) of the Trademark Act, a plaintiff
need only allege proprietary rights that are prior to the defendant’s rights, and that
the defendant’s mark so resembles plaintiff’s mark as to be likely to cause confusion.
15 U.S.C. § 1025(d); Nike, 116 USPQ2d at 1030.

Opposer alleges prior ownership of five registrations and one application for
marks including the term ARISE for a variety of services in International Classes 41,
44, and 45.7 Opposer further alleges that “[iln view of the similarity of Applicant’s
ARISE mark with Opposer’s ARISE Marks and the use of both marks in the same
class and for identical and similar services, among other things, Applicant’s mark has
already, and will continue to, create confusion, mistake and deception as to the
affiliation, connection, association, origin, sponsorship or approval of its services with
those of Opposer”.8 By these allegations, Opposer has sufficiently alleged priority and

likelihood of confusion.?

7 Notice of Opposition, § 1 (1 TTABVUE 7-9).

81d. at§ 7 (1 TTABVUE 10-11).

9 The Board notes that Opposer’s pleaded application Serial No. 90336835 has since issued
as Registration No. 6749925. Pleading ownership of an application places a defendant on
sufficient notice that plaintiff intends to rely on the resulting registration. United Global
Media Grp., Inc. v. Tseng, 112 USPQ2d 1039, 1040 n. 3 (TTAB 2014) (opposer pleaded
ownership of applications, which then matured into registrations during the proceeding);
UMG Recordings, Inc. v. O’Rourke, 92 USPQ2d 1042 n. 12 (TTAB 2009). Although Opposer
is not required to amend the notice of opposition to assert that its pleaded application
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Applicant argues that the alleged facts are insufficient to establish a likelihood of
confusion, and that Opposer cannot challenge the subject application because
Applicant owns two incontestable registrations for the mark ARISE that are not
subject to cancellation on the basis of priority or likelihood of confusion.l0 These
arguments are all premature at the pleading stage because the arguments concern
whether Opposer can prevail on its claim. A motion made under Fed. R. Civ. P.
12(b)(6) is a challenge only to the “legal theory of the complaint, not the sufficiency of
any evidence that might be adduced.” Advanced Cardiovascular Sys., 26 USPQ2d at
1041; Fair Indigo, 85 USPQ2d at 1538; see also Guess? IP Holder L.P. v. Knowluxe
LLC, 116 USPQ2d 2018, 2019 (TTAB 2015). Whether Opposer can prevail is an issue
to be considered at final decision after trial or on a procedurally proper motion for
summary judgment.

III. Resumption of Proceedings
In view of the foregoing, Applicant’s motion to dismiss is denied.

Proceedings are resumed and dates are reset as follows:

Time to Answer 7/20/2022
Deadline for Discovery Conference 8/19/2022
Discovery Opens 8/19/2022
Initial Disclosures Due 9/18/2022
Expert Disclosures Due 1/16/2023
Discovery Closes 2/15/2023
Plaintiff’s Pretrial Disclosures Due 4/1/2023
Plaintiff’s 30-day Trial Period Ends 5/16/2023

Defendant’s Pretrial Disclosures Due 5/31/2023

matured into a registration, it must make the subsequently issued registration of record at
trial to be considered. See UMG Recordings, 92 USPQ2d at 1056, n. 12.
10 4 TTABVUE 4-8, 10-13.
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Defendant’s 30-day Trial Period Ends 7/15/2023

Plaintiff’s Rebuttal Disclosures Due 7/30/2023
Plaintiff’s 15-day Rebuttal Period Ends  8/29/2023
Plaintiff’s Opening Brief Due 10/28/2023
Defendant’s Brief Due 11/27/2023
Plaintiff’s Reply Brief Due 12/12/2023

Request for Oral Hearing (optional) Due 12/22/2023

The Federal Rules of Evidence generally apply to Board trials. Trial testimony is
taken and introduced out of the presence of the Board during the assigned testimony
periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the
manner and timing of taking testimony, matters in evidence, and the procedures for
submitting and serving testimony and other evidence, including affidavits,
declarations, deposition transcripts and stipulated evidence. Trial briefs shall be
submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at
final hearing will be scheduled only upon the timely submission of a separate notice

as allowed by Trademark Rule 2.129(a).



