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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TITLE LOCK CORPORATION, )
)
Opposer, ) Opposition No. 91273672,
) 91273673 and 91273674
) (consolidated)
)
\% ) Serial Nos. 90/484,750,
) 90/456.625 and 90/080,203
)
DOMIDOCS, INC., )
)
Applicant. )
)

APPLICANT’S RESPONSE IN OPPOSITION TO OPPOSER’S
MOTION TO COMPEL FURTHER DISCOVERY

Applicant DomiDocs, Inc. (“Applicant”) hereby responds to and opposes
Opposer Title Lock Corporations (“Opposer’’) Motion to Compel Further Discovery
(“Motion”), and respectfully requests that the Board deny Opposer’s Motion.

Opposer’s Motion should be denied because Opposer has not complied with
the requirements for a motion to compel. A motion to compel must include a written
statement from the moving party that such party or its attorney has made a good faith
effort, by conference or correspondence, to resolve with the other party or its
attorney the issues presented in the motion, and has been unable to reach agreement.
TBMP § 523.02; 37 C.F.R. § 2.120(f). See Amazon Technologies, Inc. v. Wax, 93

USPQ2d 1702, 1705 (TTAB 2009) (good faith effort requirement).



As the Board has made clear:

[W]here the parties disagree as to the propriety of certain

requests for discovery, they are under an obligation to get

together and attempt in good faith to resolve their differences and

to present to the Board for resolution only those remaining

requests for discovery, if any, upon which they have been unable,

despite their best efforts, to reach an agreement.
Sentrol, Inc. v. Sentex Sys., Inc., 231 U.S.P.Q. 666, 667 (TTAB 1986). “[1]t is
generally the policy of the Board to intervene in disputes concerning discovery . . .
only where it is clear that the parties have in fact followed the aforesaid process.”
1d. Here there is no dispute amongst the parties as the parties very recently agreed
on a new extended deadline for discovery, Applicant has already made four
document productions including documents responsive to interrogatories and
requests for production of documents, and only one meet and confer has occurred
antecedent to this motion. This meet and confer call occurred prior to a subsequent
document production from Applicant, and also subsequent to the parties’ mutual
agreement to extend discovery. Opposer has failed to meet and confer prior to filing
this motion, in plain violation of this tribunal’s rules. 37 C.F.R. § 2.120(f)(1) (“A
motion to compel . . . discovery must be supported by a showing from the moving
party that such party or the attorney therefor has made a good faith effort . . . to
resolve . . . the issues presented in the motion but the parties were unable to resolve

their differences.” (emphasis added)).

L. Background




On March 7, 2022 discovery began in this dispute. Since discovery began,
Applicant has made four productions of documents as compared to Opposer’s one
production and continuously stated its production would be on a rolling basis. On
October 20, 2022, Opposer sent to Applicant via counsel a discovery dispute letter
regarding its initial productions. On November 3, 2022, Applicant and Opposer held
a meet and confer teleconference regarding Applicant’s responses, productions, and
the October 20, 2022 letter. Applicant’s counsel followed up (i) on November 17,
2022 with a fourth production of documents pursuant to the meeting between the
parties; (i1) on November 18, 2022 with a response to the discovery deficiency letter
answering requested information; and (iii) on December 7, 2022 with a privilege log
responsive to the meet and confer. On December 29, 2022, Opposer’s counsel
contacted Applicant’s counsel to request to mutually extend the close of discovery
by 90 days. Applicant’s counsel promptly agreed. On December 30, 2022, Opposer’s
counsel filed the motion to extend discovery, inadvertently filing it as a motion to
suspend initially but later correcting for the administrative error. On January 12,
2023, the court extended the discovery deadline by 90 days to end on June 3, 2023.
On the very same day the Board granted the extension, Opposer’s counsel emailed
Applicant’s counsel with a letter requesting that Applicant produce all responsive
documents by January 26, 2023, or else to confirm no further responsive documents

would be produced. Applicant’s counsel responded to this demand via email on



January 26, 2023 stating “[w]e have timely communicated the content of this letter
to our client and are working with it with all deliberate speed to complete discovery
well within the current deadline for the close of discovery.” On February 10, 2023
after no further communication from Opposer’s counsel, Opposer’s counsel filed
this Motion.

II. Argument

Prior to filing this Motion, Opposer’s counsel did not attempt at all to resolve
any of the remaining issues it had with Applicant’s discovery via a meet and confer
with Applicant’s counsel. This motion is premature as the parties have agreed
amongst themselves to an extension of the discovery period until June 3, 2023.
Without notice, Opposer filed this motion seeking Board intervention to replace an
already agreed-upon deadline for the close of discovery. Applicant has been actively
participating in this dispute, producing documents and things on a rolling basis. At
no point has Applicant indicated its production is complete.

Applicant and Opposer’s counsel held a meet and confer conference pursuant
to Opposer’s October 20, 2022 discovery dispute letter. Applicant’s counsel
promptly responded addressing the issues, producing another round of documents
and working with its client to obtain any additional documents that were requested.
Applicant’s counsel believed the parties to have resolved their dispute with the

exception, potentially, of a few lingering requested documents that Applicant’s



counsel has sought from its client. Instead of requesting a meet and confer prior to
filing this motion, or instead of simply proceeding with fact discovery in the ordinary
course, Opposer’s counsel first led Applicant to believe the parties were amenable
to an extension of time for fact discovery. It then immediately shifted strategy and
sought, through email correspondence, to impose a new, urgent, artificial deadline
for Applicant to complete its production. Opposer had proposed the most recent
extension of fact discovery deadlines. Applicant had agreed. The Board ordered the
extension. Opposer then opted to draft its Motion and file it with the Board. Though
parties are obligated to resolve discovery disputes in good faith, the current state of
affairs bears the auspices of bad faith. Opposer led Applicant to believe the parties
were still operating amicably to obtain an extension of fact discovery, only
immediately to shift its approach, aggressively imposing a fresh deadline, and later
filing its Motion, without further notice or attempts to resolve its perceived issues
with Applicant’s discovery. However one may construe Opposer’s email
correspondence and unilateral deadline, contrary to the parties agreed-upon deadline
for the close of fact discovery, this correspondence is not sufficient to meet the “good
faith effort” required by TBMP § 523.02. See Hot Tamale Mama...and More, LLC
v. SF Investments, Inc., 110 USPQ2d 1080, 1081 82 (TTAB 2014) (finding a single
email exchange between the parties insufficient to establish good faith effort as it

was incumbent upon applicant to make at least one additional inquiry); MacMillan



Bloedel Ltd. v. Arrow-M Corp., 203 USPQ 952, 954 (TTAB 1979) (same; a
statement that discovery has not been responded to is insufficient). Opposer’s
counsel sent a single email message to Applicant’s counsel demanding all
documents well ahead of the parties’ recent agreed-upon deadline, and Applicant’s
counsel promptly responded. Approximately two weeks later, with no further word
from Opposer’s counsel, this Motion was filed.

Applicant has continuously stated throughout the discovery process that its
documents would be produced on a rolling basis. Further, Applicant is aware of no
applicable Board rule stating all documents must be produced ahead of depositions.
Opposer is free at any time to notice the depositions of Applicant and its personnel
and has failed to do so, instead implying that Applicant is first required to complete
its production of documents and things.

There was no subsequent meet and confer antecedent to this motion. This
motion is therefore premature and at odds with the parties’ prior agreement, ratified
by Board order, to extend discovery. Opposer should not be allowed to force a
unilateral, preferred deadline on Applicant that does not follow the Board’s orders
and the parties’ prior agreement. Applicant has continuously stated it would produce
documents on a rolling basis and Applicant has not indicated at any point that its
production is complete.

1. Conclusion



Applicant believes this Motion it premature and Applicant submits that
Opposer’s counsel did not make a good faith attempt to resolve the issues raised in
its Motion prior to its filing.

For the above reasons, Applicant respectfully requests that Opposer’s Motion
to Compel be denied, and that discovery in this matter continue in due course.
Date: February 24, 2023
BEKIARES ELIEZER LLP

/s/ Zachary Eyster

Zachary Eyster

Kennington R. Groff

2870 Peachtree Road NW #512
Atlanta, Georgia 30305

Phone: (404) 537-3686
kgroff(@founderslegal.com
zeyster@founderslegal.com

Attorneys for Applicant



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TITLE LOCK CORPORATION, )
)
Opposer, ) Opposition No. 91273672,
) 91273673 and 91273674
) (consolidated)
)
\% ) Serial Nos. 90/484,750,
) 90/456.625 and 90/080,203
)
DOMIDOCS, INC., )
)
Applicant. )
)

CERTIFICATE OF SERVICE

I hereby certify that on February 24, 2022, I served the foregoing
APPLICANT’S RESPONSE IN OPPOSITION TO OPPOSER’S MOTION TO
COMPEL FURTHER DISCOVERY on Opposer by email as follows:

Lewis Rice LLC
600 Washington Ave, Suite 2500
Saint Louis, MO 63101
jgreenberg@lewisrice.com, ipdept@lewisrice.com, mhickey(@lewisrice.com

This 24th day of February, 2022.

/s/ Zachary Eyster
Zachary Eyster




