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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Health First Foundation — Northern Arizona,
Opposer, Opposition No. 91273230
V. Serial No. 90/398,642
Northern Arizona Healthcare Corporation, Mark: TURQUOISE BALL

Applicant.

RESPONSE TO APPLICANT’S MOTION TO SUSPEND OPPOSITION

In the matter of the Opposition No. 91272320 to the application of Northern Arizona
Healthcare Corporation (“Applicant”) for registration of the mark TURQUOISE BALL (the
“Mark-at-Issue”) Application Serial No. 90/398,642 (“Application”), filed December 21, 2020,
and published for opposition in the Official Gazette on August 3, 2021:

Health First Foundation — Northern Arizona (formerly known as Northern Arizona
Healthcare Foundation) (“Opposer”), hereby responds to and opposes Applicant’s Motion to
Suspend Opposition. While Opposer is mindful that the Board may exercise its discretion to
suspend proceedings where there are parallel proceedings involving related marks that bear on the
issues before the Board, this case presents the type of unusual circumstances that justify denial of
Applicant’s Motion.

PROCEDURAL BACKGROUND

On March 10, 2021, Applicant initiated the civil suit against Opposer in the Superior Court
of the State of Arizona for Coconino County (Case No. CV202100118) by filing a Complaint
seeking, in part, a declaration that Opposer has no rights in the Mark-at-Issue. In light of the federal
scope of Opposer’s use of and rights in the Mark-at-Issue, Opposer removed the case to the United
States Federal District Court for the District of Arizona. Applicant then filed a Motion for Remand

in which it argued that it “brought claims and seeks relief based exclusively on Arizona state law.



Accordingly, there is no federal question. [The federal court] lacks subject matter jurisdiction.”
Ex. A. The District of Arizona remanded the case back to the Coconino County Superior Court for
lack of subject matter jurisdiction. See Ex. B. Specifically, the court noted that Applicant’s claims
do not arise under the Lanham Act. Id.

Applicant later filed the Application, seeking federal registration for the Mark-at-Issue,
without notifying the USPTO of the underlying civil action or stating that it had any bearing on
the registrability of the Mark-at-Issue. Opposer, as the sole user and rightful owner of the Mark-
at-Issue, filed the Opposition. Applicant now seeks to suspend the Opposition to federal
registration of the Mark-at-Issue, citing the very civil action it argued rests “exclusively on Arizona
law” and for which there is “no federal question” or relation to the Lanham Act. Accordingly, the
Board should deny the motion and allow this matter to proceed.

ARGUMENT

Where a civil action bears on proceedings before the Board, the Board “may” suspend the
proceedings until after the determination of the civil action. 37 C.F.R. §2.117(a). “As indicated by
the permissive language of Trademark Rule 2.117(a) . . . suspension is not mandatory.” Gary
Auritt v. Take A Shower LLC, 2019 TTAB LEXIS 155, at *4 (T.T.A.B. Feb. 11, 2019) (emphasis
added); Ex. C. Here, the pending civil action does not warrant suspension of the Opposition,
because it has no bearing on the proceedings before the Board.

Specifically, Applicant has successfully argued that the pending civil action involves only
issues of state law that do not raise any questions under the Lanham Act—the law that governs
registrability and that applies to the present proceedings before the Board. Having so argued the
irrelevance of the Lanham Act, Applicant is judicially or equitably estopped from now claiming
otherwise.

Further, the Board is afforded discretion under 37 C.F.R. § 2.117(a) to prevent a party from
using a civil suit to escape its obligations to the USPTO or in a proceeding before the Board. See
Ex. C at *4-5. Indeed, Applicant took great care when crafting the civil action to omit and avoid

implicating any potential questions of federal law. Applicant cannot now attempt to comingle its



purposefully isolated state court action with the pending federal Opposition to escape having to
litigate the merits of the Opposition.

Having filed a federal trademark Application, however, Applicant has put its federal rights
under the Lanham Act, if any, squarely at issue. It would be unjust for the Board to deny Opposer
the opportunity to assert its own federal rights in the Mark-at-Issue under the Lanham Act when
the Applicant’s state court action was designed specifically to avoid such questions.

Not only are the legal questions pending before the Board and state court entirely distinct—
the factual ones are, too. For Applicant to succeed in the pending state court action, it needs only
to prove superior rights within Arizona. A final adjudication will not determine whether its
nationwide rights are superior to Opposer’s. Nor will it establish there, as it must here, that it has
made use in commerce of the Mark-at-Issue under the Lanham Act. Nor will it establish any of the
other factual elements atissue in these proceedings, including whether Applicant committed fraud
on the USPTO and whether Applicant even uses the Mark-at-Issue, as Opposer alleges here.
Accordingly, the legal and factual questions presented in this Opposition may go entirely
unanswered in the state court proceeding.

CONCLUSION

In short, the determination of civil action pending before the Coconino County Superior
Court may have no bearing on the present Opposition before the Board. The Board should exercise
its discretion to prevent Applicant from unfairly seeking to prevent Opposer from contesting the
federal legal issues and the merits of the Opposition. Accordingly, Opposer respectfully request

that the Board deny Applicant’s Motion to Suspend Opposition.

January 31, 2022 Respectfully submitted,

By: /s/Andrew M. Hensley

Jonathon A. Talcott



Andrew M. Hensley

BALLARD SPAHR LLP

1 East Washington Street, Suite 2300
Phoenix, AZ 85004-2555

Telephone: (602) 798-5485
Attorneys for Opposer
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Whitney Cunningham (15016)
Jennifer Mott (21151)

ASPEY WATKINS & DIESEL, PLLC
123 N. San Francisco Street, 3" Floor
Flagstaft, Arizona 86001

Telephone: (928) 774-1478
WCunningham@awdlaw.com
JMott@awdlaw.com

Attorneys for Plaintiff

UNITED STATES DISTRICT COURT
DISTRICT OF ARIZONA

Northern Arizona Healthcare Corporation,

an Arizona nonprofit corporation, Case No. 3:21-cv-08069-SPL
Plaintiff, PLAINTIFF’S MOTION FOR
REMAND
Vs.

Northern Arizona Healthcare Foundation,
an Arizona nonprofit corporation,

Defendant.

Plaintiff Northern Arizona Healthcare Corporation (“NAH”) sued Defendant
Northern Arizona Healthcare Foundation (“Foundation™) on state law claims for
breach of contract and unfair competition. With a preliminary injunction hearing date
fast approaching, Defendant Foundation filed a Notice of Removal of the case from
the Coconino County Superior Court based on 28 U.S.C. § 1331 alleging Plaintiff
NAH raised a question of federal law in its Verified First Amended Complaint.

Plaintiff NAH brought claims and seeks relief based exclusively on Arizona
state law. Accordingly, there is no federal question. This Court lacks subject matter
jurisdiction, and the case must be remanded to the state court. Plaintiff NAH’s Motion

for Remand is supported by the following Memorandum of Points and Authorities and

-1 -
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its prior filings in this matter.
DATED: April 14, 2021.

/s/Whitney Cunningham
ASPEY WATKINS & DIESEL, PLLC
Attorneys for Plaintiff

MEMORANDUM OF POINTS AND AUTHORITIES
I. Background

NAH and the Foundation! entered into a contract — namely, a Trademark
License Agreement (“License Agreement”) —in 2016 wherein NAH granted the
Foundation a license to use the mark NORTHERN ARIZONA HEALTHCARE
subject to the terms of the agreement. (Verified First Amended Complaint
(“Complaint” or “Compl.”) § 11 & Ex. A). In violation of the License Agreement, the
Foundation filed numerous state trade name applications and engaged in other acts
and omissions, which NAH alleges constitute a material breach and repudiation of the
License Agreement. (Compl. 9 13-50). As a result, NAH terminated the License
Agreement. (Compl. § 51). When the Foundation still refused to recognize NAH’s
rights under the parties’ contract, NAH brought its state law claim for breach of

contract against the Foundation.

! The parties are both corporations formed under Arizona law with their principal
places of business and operations based in the State of Arizona. (Verified First
Amended Complaint 9] 3-4). Accordingly, there is no diversity of citizenship between
the parties, and Defendant Foundation alleged none in its Notice of Removal. See 28
U.S.C. 1332.

.
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In addition to its violations of the License Agreement, the Foundation, at the
same time it undertook to register and claim ownership of the licensed mark
consisting of NAH’s name, also filed state trade name applications for two other
marks which have been owned and continuously used by NAH for decades, the marks
TURQUOISE BALL and COPPER BALL. (Compl. 4 55-69). The Foundation’s
improper use of, and claims of ownership of, NAH’s long-standing marks constitutes
unfair competition under Arizona law, and gives rise to NAH’s additional claim of
unfair competition against the Foundation.

NAH filed its Verified First Amended Complaint in the Coconino County
Superior Court, Case No. CV202100118 raising two substantive claims: breach of the
contract (the License Agreement) and the Arizona common law tort of unfair
competition (applicable to all the marks). Plaintiff NAH also sought declaratory
judgment and relief in the form of a preliminary and permanent injunction. The legal
authority supporting NAH’s claims, all Arizona statute or caselaw, was detailed in
Plaintiff’s Motion for Preliminary and Permanent Injunction. Before filing an Answer,
or a response to the Preliminary Injunction motion, or any other substantive filing,
Defendant Foundation removed the case to this Court.

The Defendant’s basis for removal relies heavily on Plaintiff’s two pending
U.S. Trademark Applications for the marks TURQUOISE BALL (Serial No.
90398642) and COPPER BALL (Serial No. 90398653), both in International Class
036 for charitable fundraising events. Copies of the applications are attached to
Defendant’s Notice of Removal (“Notice”) as Exhibit 2 and 3. As of the date of filing

this Motion for Remand, the U.S. Patent and Trademark Office’s Trademark Status
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and Document Retrieval (TSDR) service indicates the applications have been
accepted and are awaiting examination.

NAH has federal trademark applications on file. NAH does not have any
federal trademark registrations for the marks at issue herein. Nor does NAH rely or
even need federal rights to bring its state law unfair competition and breach of
contract claims. Instead, the Defendant argues that the fact Plaintiff has filed
trademark applications somehow invokes the federal Lanham Act, 15 U.S.C. § 1051
et seq. This argument 1s without legal support.

IL. Removal Statutes Strictly Construed; Removing Party Bears Burden

Removal under 28 U.S.C. §1441 is permitted for actions involving a federal
question over which the district court could have exercised original jurisdiction
pursuant to 28 U.S.C. §1331. The removing party, here Defendant Foundation, bears
the burden of establishing that removal is proper. See Emrich v. Touche Ross &

Co., 846 F.2d 1190, 1195 (9th Cir.1988). Federal removal statutes are to be strictly
construed, resolving any doubts in favor of remand. See Gaus v. Miles, Inc., 980 F.2d
564, 566 (9th Cir.1992); In re Hot-Hed Inc., 477 F.3d 320 (5" Cir. 2007); Gateway
2000, Inc. v. Cyrix Corp., 942 F. Supp. 985, 989 (D.N.J. 1996) (citing numerous
authorities).

III. Argument

A. Plaintiff alleges no federal claim.

Defendant argues Plaintiff NAH alleged violations of a claim or right arising
under the laws of the United States, namely the Lanham Act (Trademark Act of 1946)

and therefore this Court has original jurisdiction under 28 U.S.C. §1331. (Notice 9

-4 -
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10-12). Defendants argument is factually untrue, as anyone who reads the Verified
First Amended Complaint can easily determine. NAH has not brought a claim under
the Lanham Act.

To determine whether a complaint raises a federal question, the federal
question must appear on the face of the complaint. “We have long held that the
presence or absence of federal-question jurisdiction is governed by the ‘well-pleaded
complaint rule,” which provides that federal jurisdiction exists only when a federal
question is presented on the face of the plaintiff's properly pleaded complaint.” Rivet
v. Regions Bank, 522 U.S. 470, 475, 118 S. Ct. 921, 925 (1998) (internal quotations
omitted). A plaintiff is the master of its complaint and may avoid federal jurisdiction
by exclusive reliance on state law. See Gateway 2000, Inc. v. Cyrix Corp., 942 F.
Supp. 985, 990 (D.N.J. 1996) (citing Caterpillar, Inc. v. Williams, 482 U.S. 386, 392,
107 S. Ct. 2425, 2429-30 (1987)).

A plain reading of the Complaint shows that Plaintiff NAH has not invoked
federal trademark rights, asserted a Lanham Act claim, or sought any remedies
available only under the Lanham Act. Federal law is not cited or referenced anywhere
in Plaintiff’s filings. While the federal question test focuses on the Complaint, NAH
has also provided the state law legal basis for each of its claims in the Motion for
Preliminary and Permanent Injunction — namely, in Section 2 — which are
incorporated rather than repeated here. In the Notice of Removal, Defendant hints that
Plaintiff’s failure to rely on its trademark applications in the Complaint is a
mischaracterization or questionable omission. (Notice 41 9, 13). As master of its

complaint, Plaintiff had every right not to base its claim on unregistered trademarks.

-5-
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Defendant Foundation then argues NAH could raise arguments based on
federal law, but federal question jurisdiction cannot be founded on hypothetical
theories. See Merrell Dow Pharms. Inc. v. Thompson, 478 U.S. 804, 809 n.6 (1986)
(“[j]urisdiction may not be sustained on a theory that the plaintiff has not advanced”).
If the plaintiff relies strictly on rights arising under common law and state statutes and
does not make an allegation of federal registration, there is no removal jurisdiction
even though the plaintiff could have alleged facts which would constitute a cause of
action under the Lanham Act. See Scientific Technology Inc. v. Stanford
Telecommunications Inc., 9 U.S.P.Q.2d 1566, 1988 WL 1091939 (N.D. Cal. 1988); In
re Hot-Hed Inc., 477 F.3d 320, 324 (5" Cir. 2007) (removal of a trademark
infringement action is improper when a plaintiff does not clearly state it is seeking
relief under the Lanham Act).

The only authority cited by the Foundation to support its argument that NAH’s
simple, state-law-based claims are actually federal claims in disguise is Brocato v.
Angelo Brocato Ocrea, & Confectionery, Inc., a 2003 Eastern District of Louisiana
decision not published in the Federal Reporter. (No. 03-1316, 2003 U.S. Dist. LEXIS
12770 (E.D. La. July 22, 2003)). Even this case, though, undercuts the Foundation’s
argument for removal.

In Brocato, the plaintiff did not claim any trademark rights but sought a
determination whether its desired trademark would infringe on the defendant’s
federally registered trademarks. The plaintiff sought to use a request for declaratory
judgment in state court as a mechanism to have its rights established in relation to the

defendant, which held federal registrations. The defendant raised its federal trademark

-6 -
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registrations in defense and removed the case. The court in Brocato recognized that
the plaintiff, who was the putative infringer, was trying to adjudicate in state court the
defendant’s rights under its federal registrations and for this reason denied plaintiff’s
motion for remand.

A couple notable contrasts must be made between Brocato and the present
case. First, unlike here, in Brocato the plaintiff was the putative infringer, which was
seeking a declaration that its conduct was lawful. In comparison, in this case Plaintiff
NAH is not the infringer, but rather the holder of state law rights under contract and
unfair competition rules, seeking to enforce those rights against the infringing
Defendant. Second, in Brocato, the defendant owned federal trademark registrations,
which served as substantive defense against the plaintiff’s attempts to use the disputed
marks. In comparison, no party in the present case currently owns federal registrations
that might serve as a shield or as a sword. Plaintiff NAH has pending applications,
which may or may not result in registrations. As explained herein, NAH does not need
federal rights to enforce its contract and unfair competition rights.

B. Federal trademark applications do not confer federal jurisdiction.

It is not the existence of a federal trademark registration (let alone application)
that invokes federal jurisdiction, it is the assertion of a claim under the Lanham Act.
The mere existence of a protected trade name or even the mention of a federal
registration is not sufficient to confer federal jurisdiction, the case must arise under
federal trademark law. See Postal Instant Press v. Clark, 741 F.2d 256, 257 (9th Cir.

198); Duncan v. Stuetzle, 76 F.3d 1480 (9th Cir. 1996).
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Here, the Plaintiff’s federal trademark applications (not registrations) would
not give rise to federal question jurisdiction even if it was noted in the pleadings. It is
the Defendant that insinuates a Lanham Act claim.

C. State law claims do not require resolution of federal law questions.

Defendant argues that Plaintiff’s state law claims for unfair
competition/trademark infringement and declaratory judgment “necessarily depend on
resolution of substantial questions under the Lanham Act”. (Notice 4 12). This is
untrue. The claims do not rely on the Lanham Act. They are separate, independent
claims over which the state courts have jurisdiction.

Breach of Contract (Count 1) alleges that the parties are bound to an
enforceable written agreement, the License Agreement. In the License Agreement, the
Foundation recognizes NAH intellectual property rights and agrees not to challenge
them. (Compl. q 17). Plaintiff NAH alleges the Foundation breached the agreement by
registering trade names, among other improprieties. (Compl. 4 19-20). The Licensed
Mark is NORTHERN ARIZONA HEALTHCARE as established by the parties’
License Agreement. No trademark application or registration is needed to make the
contract complete and binding. No federal right, or putative federal right, is at issue in
the contract, its breach, or NAH’s efforts for enforcement.

Unfair competition (Count 2) alleges a state common law unfair competition
claim and sets forth the elements of the same with citations to Arizona case law.
(Compl. 49 75, 78, 92-99; see also Motion for Preliminary and Permanent Injunction
at 12-14). No element of the claim requires establishing federal trademark rights.

Unfair competition is an Arizona common law claim that exists independent and apart

-8 -
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from the Lanham Act with different, albeit some similar, elements.

Finally, the remedies sought by NAH are all founded in Arizona, not federal,
law including declaratory judgment (A.R.S. § 12-1831) and claims for attorney’s fees
and costs (A.R.S. §§ 12-341.01, 12-341.01, 12-1840 and the License Agreement).
(Compl. 99 90, 100, 102). Plaintiff’s prayer for relief does not request “a declaration
of the national trademark ownership rights” as the Foundation falsely suggests.
(Notice § 16). Instead, declaratory judgment addresses the License Agreement and the
Foundation’s illegitimate state trade name registrations. (Compl. §108(a)). NAH seeks
injunctive relief to restrain the Foundation’s use of marks or other actions that would
mislead consumers or further damage NAH. (Compl. q 108). NAH does not ask the
court to establish NAH’s nationwide rights, only to resolve the matter between the
parties. Resolution of the state-law-based unfair competition does not require the
Plaintiff to have or prove it has federal rights in order to succeed on the claim.

D. The parties’ agreement does not confer federal jurisdiction.

Although the Defendant discusses the License Agreement in some detail, it
concedes the breach of contract claim does not involve a federal question and seeks
supplemental jurisdiction for this Court to decide the claim. (Notice 9 19-21). The
License Agreement does not indicate federal law will apply. It does not reference
federal trademark registrations (because there are none) or rights, nor does it
affirmatively suggest federal rights are at play. Even if did, the parties do not have the
power to confer jurisdiction on the federal courts by agreement or consent. Morongo
Band of Mission Indians v. Cal. State Bd. of Equalization, 858 F.2d 1376, 1380 (9th

Cir. 1988) (“[t]he parties have no power to confer jurisdiction on the district court by

-9.
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agreement or consent.”).

E. Registrability is distinct from infringement and unfair competition.

As a final effort to conjure a federal question, Defendant raises the issues of
descriptive or generic marks and cites to 15 U.S.C. §1052(e). (Notice § 17). This
section refers to what marks are, and are not, eligible for federal trademark
registration. See 15 U.S.C. §1052(e) (no trademark by which the goods of the
applicant may be distinguished from the goods of others shall be refused registration
on the principal register on account of its nature unless it....) (emphasis added). The
question in an Arizona unfair competition claim is not whether the mark is
registerable, but whether Defendant has used a similar mark in a manner that would
cause consumer confusion. See V. J. Doyle Plumbing Co., Inc. v. Doyle, 120 Ariz.
130, 584 P.2d 594 (App. 1978), Raizk v. Southland Corp., 121 Ariz. 497, 591 P.2d
985 (App. 1978); see also Bank of Arizona v. Arizona Cent. Bank, 40 Ariz. 320, 11
P.2d 953, 954 (1932); Taylor v. Quebedeaux, 126 Ariz. 515, 617 P.2d 23 (1980).
Registration is not required to succeed on such a claim. Unregistered marks are still
entitled to protection.

Registrability of a mark is not the same inquiry as whether a mark has been
infringed or one is using a mark to unfairly compete. The USPTO assess applications
to determine which marks are registerable. As part of the process, applications are
published in the publicly accessible Trademark Official Gazette during which time
parties believing they will be harmed by the registration can object by filing an
opposition proceeding with the Trademark Trial and Appeal Board. 15 U.S.C. § 1063.

The Plaintiff’s claims do not require any court to determine registrability, rather

-10 -
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whether Defendant’s actions constitute a breach of contract or unfair competition.
IV. Request for Attorneys’ Fees and Costs

Plaintiff requests an award of fees and costs pursuant to 28 U.S.C. §1447(c)
(an order remanding a case may require payment of just costs and actual expenses,
including attorney fees, incurred as a result of the removal). A court may award fees
when the removal was wrong as a matter of law. See Gerard Ange v. Templer, 418 F.
Supp. 2d 1169, 1174 (N.D. Cal. 2006) (‘“an award of fees when a defendant's removal,
while ‘fairly supportable,” was wrong as a matter of law”) (citing Balcorta v.
Twentieth Century—Fox Film Corp., 208 F.3d 1102, 1106 n. 6 (9th Cir. 2000)). The
movant need not show intent or bad faith to be awarded fees and costs. See id.

In its effort at removal, Defendant is wrong as a matter of law, meaning that
Defendant knew or could have known with slight effort that removal was futile and
that this Court lacks subject matter jurisdiction. Plaintiff filed a detailed and verified
complaint followed by a comprehensive Motion for Preliminary and Permanent
Injunction. To obtain an injunction, Plaintiff must show the likelihood of success on
the merits of its claims, among other elements. See Shoen v. Shoen, 167 Ariz. 58, 63,
804 P.2d 787, 792 (App. 1990). Accordingly, the elements and legal basis for each
state law claim and the relief sought are set forth in Plaintiff’s Motion for Preliminary
and Permanent Injunction. Equipped with this information, Defendant still removed
the case, arguing federal law was involved (with only one unpublished decision from
another circuit as arguable support (as explained above, that case weighs against
removal)). The weight of the binding and precedential authority cited herein supports

remand. The Plaintiff should not bear the cost of the Defendant’s ill-advised filing.

-11 -
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V. Conclusion
For the foregoing reasons, the Federal Court lacks subject matter jurisdiction.
This case must be remanded, and Plaintiff should be awarded its fees and costs
incurred in order to achieve the remand of this case.
DATED: April 14, 2021.
/s/Whitney Cunningham

ASPEY WATKINS & DIESEL, PLLC
Attorneys for Plaintiff

CERTIFICATE OF SERVICE

I hereby certify that on April 14, 2021, I electronically transmitted the
foregoing document to the Clerk’s Office using the CM/ECF System for filing and
transmittal of a Notice of Electronic Filing to the following CM/ECF registrants:

Jonathon A. Talcott
talcottj@ballardspahr.com
Daniel A. Arellano
arellanod(@ballardspahr.com
Andrew M. Hensley
hensleya@pballardspahr.com
BALLARD SPAHR LLP

1 E. Washington St., Ste. 2300
Phoenix, AZ 85004-2555

/s/Whitney Cunningham
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UNITED STATES DISTRICT COURT

DISTRICT OF ARIZONA
Northern Arizona Healthcare Corporation,
an Arizona nonprofit corporation, Case No. 3:21-cv-08069-SPL
Plaintiff, ORDER OF REMAND
Vs.

Northern Arizona Healthcare Foundation,
an Arizona nonprofit corporation,

Defendant.

On April 7, 2021, Defendant filed a Notice of Removal, removing this matter from
state to federal court. On April 14, 2021, Plaintiff filed a Motion for Remand, seeking the
remand of this case back to the Superior Court for the State of Arizona, Coconino
County. Having reviewed the Motion for Remand, and good cause appearing,

IT IS ORDERED that Plaintiff’s Motion for Remand is granted.

IT IS FURTHER ORDERED that the Clerk of Court shall remand this action to
the Coconino County Superior Court.

IT IS FURTHER ORDERED that this Court retains jurisdiction following remand

for the sole purpose of resolving the issue of attorneys’ fees and costs.
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IT IS FURTHER ORDERED that, unless otherwise stipulated to, Plaintiff shall

file an application for attorneys’ fees and costs relating only to the issue of removal and
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17

18

19

20
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22

23

remand, with any supporting documentation, no later than

.2021.

IT IS FURTHER ORDERED that Defendant may file a response by

2021, and Plaintiff may file a reply by

L2021,
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF ARIZONA

Northern Arizona Healthcare No. CV-21-08069-PCT-SPL
Corporation,
ORDER
Plaintiff,
Vs.

Northern Arizona Healthcare
Foundation,

Defendant.

N’ N N’ N N N N N N N N N N N’

Plaintiff Northern Arizona Healthcare Corporation (“Corporation”) originally filed
this case in Coconino County Superior Court on March 10, 2021 (Doc. 1-3 at 6-13).
Plaintiff filed a Verified First Amended Complaint on March 22, 2021 (Doc. 1-3 at 28—
47). Plaintiff filed a Motion for Preliminary and Permanent Injunction on March 23, 2021
(Doc. 1-4). Plaintiff’s claims are for (1) breach of contract, (2) unfair competition, and (3)
declaratory judgment (Doc. 1-3 at 41-44). Plaintiff seeks a preliminary and permanent
injunction enjoining Defendant from using Plaintiff’s “trademarks, trade names, logos, and
any other confusingly similar marks as a result of [Defendant’s] breach of contract and
infringement of [Plaintiff’s] long held intellectual property rights.” (Doc. 1-4 at 3).

Defendant Northern Arizona Healthcare Foundation (“Foundation”) removed this

case to U.S. District Court on April 7, 2021 based on an assertion of federal question
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jurisdiction under 28 U.S.C. § 1331 (Doc. 1 at 3).! Defendant states that the claims for
unfair competition and declaratory judgment necessarily depend on 15 U.S.C. §§ 1501 et
seq. (the “Lanham Act”) for resolution (Doc. 1 at 4).

On April 9, 2021 Defendant filed a Notice of Pending Motion for Preliminary and
Permanent Injunction, seeking a status conference to set a briefing schedule for the Motion.
(Doc. 8 at 1) However, no Motion for Preliminary Injunction and Permanent Injunction
was pending on the Court’s docket. The Court thus advised the parties that it would not
consider or take any action with regard to a request for an injunction unless a motion for
such relief was filed with the Clerk of Court, on this docket, in accordance with Rule 65 of
the Federal Rules of Civil Procedure 65 (Doc. 13). See LRCiv 65.1.

On April 14, 2021, Plaintiff filed a Motion for Temporary Restraining Order (Doc.
10) and Motion for Remand (Doc. 9). Upon reviewing the docket, the Court will sua sponte
remand the entire case for lack of subject matter jurisdiction.

Generally, a civil action filed in state court may be removed if the district court has
original jurisdiction. 28 U.S.C. § 1441(a)-(b). Claims arising under the laws of the United
States are considered within the original jurisdiction of the Federal Courts. 28 U.S.C. §
1331. In a civil action in which a district court has original jurisdiction over at least one
claim, the court also has “supplemental jurisdiction over all other claims that are so related
to the claims in the action within such original jurisdiction that they form part of the same
case or controversy.” 28 U.S.C. § 1367(a). Under § 1447(c), the district court must remand
“[1]f at any time before final judgment it appears that the district court lacks subject matter
jurisdiction][.]”

In the Notice of Removal, Defendant asserts that the claims for unfair competition
and declaratory judgment necessarily depend on the Lanham Act for resolution (Doc. 1 at
4).28 U.S.C. § 1331.” (Doc. 1 at 2.) But for the Lanham Act to be applicable, and for this

Court’s exercise of jurisdiction to be proper, the complaint must allege at least one claim

! The Court notes that there is no diversity jurisdiction under 28 U.S.C. § 1332 as
both parties are Arizona nonprofit corporations (Doc. 1-3 at 7).
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actually “arising under” the Lanham Act (i.e., under federal trademark law). Duncan v.
Stuetzle, 76 F.3d 1480, 1485 (9th Cir. 1996); see also Caterpillar Inc. v. Williams, 482 U.S.
386, (1987) (“The presence or absence of federal-question jurisdiction is governed by the
‘well-pleaded complaint rule,” which provides that federal jurisdiction exists only when a
federal question is presented on the face of the plaintiff’s properly pleaded complaint.”).
Here, upon review, the Court finds there is no federal question on the face of the Complaint
as each claim relies solely on state law. This is further supported by Plaintiff’s Motion for
Preliminary and Permanent Injunction, which only addresses state law in its analysis on
the likelihood of success on the merits (Doc. 1-4 at 12—16). Nowhere in the Complaint does
Plaintiff tie a claim to the Lanham Act, and as many courts have already stated, trademark
actions can turn solely on state law (and, therefore, does not necessarily depend on the
Lanham Act for resolution). See Johnson v. Tuff-N-Rumble Mgmt., Inc., No. Civ.A. 02-
1734, 2002 WL 31819167, at *5 (“A plaintiff can choose any one of three types of
trademark actions: a state common law trademark infringement suit, a state law unfair
competition suit, or a federal law trademark infringement suit. When a plaintiff does not
clearly state he is seeking relief under the Lanham Act, removal is improper.” (internal
citations omitted) (emphasis added)); Duncan, 76 F.3d at 1491 n.17 (stating the fact that
claims might also be cognizable under the Lanham Act to be irrelevant because ‘“the
jurisdictional question turns solely on whether a theory of recovery other than the Lanham
Act exists.”); Vitarroz Corp. v. Borden, Inc., 644 F.2d 960, 964 (2nd Cir. 1981) (“Thus, it
frequently has been held that a plaintiff alleging facts that would support a claim founded
upon either federal or state law is free to confine his claim to one based on state law and
proceed in state court.”). Accordingly, the Court finds this action lacks federal question
jurisdiction and the case will be remanded. See 28 U.S.C. § 1446(c)(4) (requiring district
courts to examine notices of removal and their exhibits and authorizing summary remand
in appropriate circumstances); 28 U.S.C. § 1447(c) (requiring district courts to remand
cases if it appears, at any time before final judgment is entered, that the court lacks subject-

matter jurisdiction).
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IT IS THEREFORE ORDERED remanding this action to state court sua sponte
for lack of subject matter jurisdiction.

IT IS FURTHER ORDERED that Plaintiff’s Motion to Remand (Doc. 9) is
denied as moot.

IT IS FURTHER ORDERED that this Court will not rule on Plaintiff’s Motion
for Temporary Restraining Order (Doc. 10) and it shall be administratively terminated
by the Clerk of Court.

IT IS FURTHER ORDERED that the Clerk of Court shall remand this action to
the Coconino County Superior Court and terminate this case.

Dated this 15th day of April, 2021.

-

Honorable Steven P. Lg¢an
United States District Jadge
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Debra D. Lucas
District Court Executive / Clerk of Court
Sandra Day O'Connor U. S. Courthouse, Suite 130
401 West Washington Street, SPC 1
Phoenix, Arizona 85003-2118

Michael S. O’Brien
Chief Deputy Clerk
Evo A. DeConcini U.S. Courthouse
405 W. Congress, Suite 1500
Tucson, Arizona 85701-5010

April 15, 2021
Clerk's Office
Coconino County Superior Court
200 N San Francisco St
Flagstaff, AZ 86001
ATTN: Civil File Counter
RE: REMAND TO COCONINO COUNTY SUPERIOR COURT

District Court Case Number: CV-21-08069-PCT-SPL

Superior Court Case Number: S0300 CV-2021-00118

Dear Clerk of Court:

Enclosed is a certified copy of the Order entered in this Court on April 15, 2021,
remanding the above case to Apache County Superior Court for the State of Arizona.

Sincerely,
Debra D. Lucas, DCE/Clerk of Court

s/ D. Draper
Deputy Clerk

cc: All Counsel of Record

PLEASE ACKNOWLEDGE RECEIPT OF THIS DOCUMENT AND RETURN IN THE
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2019 TTAB LEXIS 155

Trademark Trial and Appeal Board
February 11, 2019, Decided

Opposition No. 91235146

Reporter
2019 TTAB LEXIS 155 *

Gary Auritt v. Take A Shower LLC

Core Terms

excusable neglect, Trademark, factors, civil action, suspend, deadlines, involuntary dismissal, former wife, reopen

Panel: [*1] Before Zervas, Lykos, and Greenbaum, Administrative Trademark Judges.

Opinion

THIS ORDER IS NOT A PRECEDENT OF THE TTAB

By the Board:

This case now comes before the Board for consideration of Applicant's motion, filed on October 25, 2018, for

involuntary dismissal pursuant to 7rademark Rule 2.132(a), 37 C.F.R. § 2.132(a). The motion is fully briefed. "

1. Background

Applicant has applied for registration of the mark FIRE HYDRANT SPA SHOWER HEAD (in standard characters)

for "hand held shower heads; shower heads" in International Class 11. 2

1

The Board notes the July 10, 2018, appearance of Andre J. Hungerford as counsel for Opposer. 9 TTABVUE. Board records

have been updated accordingly.

2


https://advance.lexis.com/api/document?collection=administrative-materials&id=urn:contentItem:5WF7-R711-DYMS-60GW-00000-00&context=1000516
https://advance.lexis.com/api/document?collection=administrative-codes&id=urn:contentItem:602B-93B1-DYB7-W3XD-00000-00&context=1000516
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On June 20, 2017, Opposer filed a notice of opposition, opposing registration of Applicant's mark on the ground of
likelihood of confusion based upon his previously used mark FIRE HYDRANT for "a variety of showerhead
products” since at least as early as 1992. 3 Applicant, in its answer, denied the salient allegations of the notice of

opposition.

Pursuant to the last scheduling [*2] order set by the Board, Opposer's testimony period closed on August 24, 2018,

and Applicant's testimony period opened on September 23, 2018. 4 Opposer did not file any evidence or take any
testimony. On October 25, 2018, Applicant filed its motion to dismiss for failure to prosecute under 7rademark Rule
2.132(a), 37 C.F.R. § 2.132(a).

2. Applicant's Motion for Involuntary Dismissal

In its motion, Applicant states that on July 6, 2018, Opposer's new counsel requested, and Applicant's counsel

orally agreed to, a 60-day extension of the parties' trial periods. ® This extension would have resulted in Opposer's
trial period closing on October 23, 2018. However, Opposer never filed a motion for an extension of time. In any
event, as Applicant notes, Opposer took no testimony and offered no evidence by the testimony deadline set in the

Board's operative scheduling order, or by the extended testimony deadline to which Applicant had orally consented.

Applicant also maintains that Opposer never served pretrial disclosures. 6

In response, / Opposer maintains that his "interest in the trademark at issue has been tied up in post-divorce

actions." 8 Opposer states that his former wife [*3] is one of Applicant's principals; he has been involved in state

Application Serial No. 87180090, filed on September 22, 2016, claiming use in commerce under 7rademark Act Section 1(a), 15
US.C. § 1057(a).

3

Notice of Opposition, PP1, 3 (1 TTABVUE 3-4).

4

8 TTABVUE 1.

5

10 TTABVUE 3.

6
/d.
7

11 TTABVUE 2. Opposer's response brief was one day late. Nonetheless, in view of the potentially dispositive nature of
Applicant's motion and Applicant's reply to Opposer's response brief (without objection to the late filing of Opposer's response

brief), we have exercised our discretion and considered Opposer's response brief.
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litigation with his former wife regarding her participation in this proceeding; and on November 15, 2018 (the same
date that Opposer responded to Applicant's current motion for involuntarily dismissal), he filed a lawsuit against his

former wife and Applicant in the United States District Court for the District of Maine to "invalidate" the application at
issue. 9 Opposer argues that Applicant's motion for involuntary dismissal should be denied because "the suit in

federal court will decide who has rights to the above-mentioned trademark." 19 Opposer did not offer any supporting

affidavits, declarations, or evidence, and did not submit a copy of the complaint allegedly filed in the district court.

In reply, Applicant argues that Opposer does not provide [*4] any reason for his failure to take action in this case
and that, while Opposer does not expressly request a suspension because of the civil action in Maine, the case
should not be suspended due to the dispositive nature of Applicant's motion and the last minute filing of the civil

action by Opposer.
3. Analysis and Determination

We first address Opposer's recently filed lawsuit in the United States District Court for the District of Maine. To the
extent Opposer's response to Applicant's motion can be construed as a motion to suspend this proceeding pending

the final determination of the civil action, the motion is denied. Pursuant to 7rademark Rule 2.117(a), 37 C.F.R. §

2.117(a), when it comes to the attention of the Board that the parties to a pending Board proceeding are involved in
a civil action that may have a bearing on a case before the Board, "proceedings before the Board may be
suspended until termination of the civil action[.]" (emphasis added). As indicated by the permissive language of
Trademark Rule 2.1177(a), however, suspension is not mandatory. Instead, "[w]henever there is pending before the
Board both a motion to suspend and a motion which is potentially dispositive of the case, the potentially dispositive
motion [*5] may be decided before the question of suspension is considered[.]" 7rademark Rule 2.117(b), 37
C.FR § 2 117(b), see also Boyds Collection Ltd. v. Herringfon & Co., 65 USPQ2d 2017, 2018-19 (TTAB 2003).

The Board's discretion to consider a potentially dispositive motion before considering a motion to suspend is

intended "to prevent a party served with a potentially dispositive motion from escaping the motion by filing a civil

action and then moving to suspend ... when there would be little or nothing to resume upon conclusion of [the] civil

suit." Boyds, 65 USPQ2d at 2018-19 (internal quotation marks omitted). '* Accordingly, in view of Applicant's

8

11 TTABVUE 2.

9

/d. at 2-3.
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potentially dispositive motion, the timing of Opposer's filing of the civil action, and the procedural status of this case,

Opposer's construed motion to suspend is denied.

We next turn to Applicant's motion for judgment due to Opposer's failure to prosecute, pursuant to Trademark [*6]
Rule 2.132(a). A motion filed under Trademark Rule 2.732(a) should be filed before the opening of the moving
party's testimony period, but the Board, in its discretion, may grant the motion even if it is filed thereafter.
Trademark Rule 2.132(c), Hewlett-Packard Co. v. Olympus Corp., 937 F.2d 1551, 18 USPQ2d 1710, 1712 (Fed.

Cir. 19917). Applicant's motion was filed after its testimony period opened. 12 However, in view of Applicant's
representation that it had orally agreed to a 60-day extension of the testimony deadlines, it was reasonable for
Applicant to wait and see whether Opposer would take testimony or offer evidence by October 23, 2018. We

therefore exercise our discretion to consider Applicant's motion.

Pursuant to Trademark Rule 2.132(a), a party in the position of defendant may move for dismissal if the plaintiff's
testimony period has passed, and the plaintiff has not taken testimony or offered other evidence. See a/so TBMP §
534.02. The plaintiff then has twenty days to show cause why judgment should not be rendered against it, and in
the absence of a showing of excusable neglect judgment may be entered against the plaintiff. Trademark Rule
2.132(a); TBMP § 534.02.

The "excusable neglect” standard in the context of Trademark Rule 2.732(a) is equivalent to the "excusable
neglect" standard that a plaintiff [*7] would be required to meet in order to reopen its testimony period under Fed.
R. Civ. P. 6(b). See PolyJohn Enters. Corp. v. 1-800-Toilets Inc., 61 USPQ2d 1860, 1860-61 (TTAB 2002). In
determining excusable neglect, the Board considers the following factors as set forth in Pioneer Inv. Servs. Co. v.
Brunswick Assocs. Ltd. P'ship, 507 U.S. 380, 395, 113 S. Ct. 1489, 123 L. Ed. 2d 74 (1993), and adopted by the
Board in Pumpkin Ltd. v. The Seed Corps, 43 USPQ2d 1582 (TTAB 1997). (1) the danger of prejudice to the non-

moving party; (2) the length of delay and its potential impact on judicial proceedings; (3) the reason for the delay,

including whether it was within the reasonable control of the moving party; and (4) whether the moving party has

acted in good faith.

The determination of whether a party's neglect is excusable is "at bottom an equitable one, taking into account all
relevant circumstances|[.]" Pioneer, 507 U.S. at 395, accord FirstHealth of the Carolinas v. CareFirst of Maryland
Inc., 479 F.3d 825, 81 USPQ 2d 1919, 1922 (Fed. Cir. 2007), Pumpkin Ltd., 43 USPQZ2d at 1584 n.2. Ultimately,
however, the determination of whether or not a party's neglect is excusable lies within the discretion of the Board.
FirstHealth of the Carolinas, 81 USPQZ2d at 1921.

Additionally, because Opposer did not provide a copy of the complaint in the civil action, we are unable to determine whether the
civil action may have a bearing in this proceeding, and thus whether suspension would have been warranted in any event. See
Trademark Trial and Appeal Board Manual of Procedure ("TBMP") § 510.02(a) (2018) and cases collected in note 14.

12

See 8 TTABVUE.
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We first consider the third Pioneer factor, i.e., the reason for the delay and whether it was within Opposer's control.
Opposer does not contend that he was unaware of the closing date of his testimony [*8] period. Rather, he
essentially asserts that he was preoccupied with "post-divorce actions" and "state litigation" with his former wife
(who is one of Applicant's principals) concerning her involvement in the current opposition and his recently filed civil
action in Maine. Opposer's involvement with other litigations or the press of other work does not constitute
excusable neglect. Consolidated Foods Corp. v. Berkshire Handkerchief Co., Inc., 229 USPQ 619 (TTAB 1986),
see also Williams v. The Five Platters, Inc., 510 F.2d 963, 510 F.2d 963, 184 USPQ 744, 745 (CCPA 1975).

Additionally, Opposer has not provided detailed factual information or specifically explained how his involvement in

these other matters with his former wife prevented him from meeting his deadlines in this proceeding, especially
since Opposer is represented by counsel. See HKG Indus. Inc. v. Perma-Pipe, Inc., 49 USPQ2d 1156, 1158 (TTAB
7998) (motion to reopen denied because the movant failed to provide detailed factual information in support); see
also Gaylord Enim't Co. v. Calvin Gilmore Prods. Inc., 59 USPQ2d 1369, 1372-73 (TTAB 2000) (motion to reopen

denied because the movant failed to provide specific reasons for former counsel's inaction). Indeed, Applicant

states in its motion (and Opposer has not disputed) that on July 6, 2018, Opposer's counsel contacted

Applicant's [*9] counsel to request a 60-day extension of trial dates. 13 Yet after that communication between the
parties' counsel, Opposer took no further action in this case. Opposer did not file the agreed-upon motion to extend
his testimony period by 60 days, did not file any testimony or evidence, and did not attempt to further extend his

testimony period. Opposer has failed to adequately explain why he took no action whatsoever after July 6, 2018.

In view of the foregoing, Opposer has not established that his failure to submit testimony or evidence, or file a
motion to extend his time for doing so, was beyond his reasonable control. Accordingly, the third Pioneer weighs

heavily against a finding of excusable neglect.

Turning to the second Pioneer factor, the length of delay and its potential impact on the proceedings, we must
evaluate the total length of the delay caused by Opposer's failure to meet the Board's deadlines, including the time
for the Board to consider the instant motion. See, e.g., Old Nutfield Brewing Co. v. Hudson Valley Brewing Co., 65
USPQ2d 1701, 1702-1703 (TTAB 2002); PolyJohn Enters. Corp., 61 USPQ2d at 1862,

Here the delay caused by Opposer's failure to take testimony or offer evidence during his testimony [*10] period
and the parties' resulting motions is significant. Opposer's testimony period, as re-set in the operative scheduling
order, closed almost five months ago, on August 24, 2018. '* Even with the benefit of the 60-day extension that
Applicant consented to, but Opposer never filed, Opposer's trial period closed on October 23, 2018, almost four

months ago. Moreover, if we were to deny Applicant's motion for involuntary dismissal, we would need to reopen

13

10 TTABVUE 3.

14

8 TTABVUE 1.
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Opposer's testimony period, beginning with his time to serve pretrial disclosures. Such a reopening would delay
resolution of this case by several additional months, and runs counter to the Board's interest in an expeditious
adjudication of its cases. See Pumpkin Ltd., 43 USPQZ2d at 1588 ("The Board, and parties to Board proceedings

generally, clearly have an interest in minimizing the amount of the Board's time and resources that must be

expended on matters ... which come before the Board solely as a result of a sloppy practice or inattention to

deadlines on the part of litigants or their counsel."); see also PolyJohn Enters. Corp., 61 USPQ2d at 1862 (same).

Accordingly, the second Pioneerfactor also weighs heavily against a finding of excusable neglect. [*11]

Regarding the first and fourth Pioneer factors, there is no evidence of any prejudice to Applicant beyond mere

delay, '® and no evidence of bad faith on the part of Opposer.

The factors for determining excusable neglect are not necessarily weighed equally, and the Board, in its discretion,

can consider the circumstances of the case when weighing and balancing the factors. See. e.g., FirstHealth of the

Carolinas, 81 USPQ 2d at 1922 (affirming the Board's finding of no excusable neglect based on second and third
Pioneer factors, with third weighted heavily in the analysis); Pumpkin Lid., 43 USPQ2d at 1588 ("The dominant

factors in the 'excusable neglect' analysis in this case are the second and third Pioneer factors. The absence of

prejudice and bad faith in this case, under the first and fourth Pioneer factors, is outweighed by the combination of
circumstances under the second and third Pioneer factors which are present in this case[.]"); see also, e.g., Vital
Pharms. [*12] Inc. v. Kronholm, 99 USPQ2d 1708, 1710 (TTAB 20717) (finding no excusable neglect based on
second and third factors, with third weighted heavily in the analysis); Aflanta-Fulfon County Zoo Inc. v. DePalma, 45
USPQ2d 1858, 1860 (TTAB 1998) (same). After careful consideration of the Pioneer factors and all of the relevant

circumstances in this case, we find on balance that Opposer's failure to timely act before the close of his testimony

period was not the result of excusable neglect.

Opposer, as the plaintiff in this proceeding, has the burden of proof to establish, by a preponderance of the
evidence, both his standing to maintain this proceeding and a ground upon which relief may be granted.
Cunningham v. Laser Golf Corp., 222 F.3d 943, 65 USPQ2d 1842, 1844 (Fed. Cir. 2000);, Lipton Indus., Inc. v.
Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1952). Opposer has failed to submit any evidence

establishing his common law rights in his pleaded mark, or supporting his asserted claim of likelihood of confusion,

and therefore has failed to demonstrate his standing or entitlement to relief on his asserted likelihood of confusion

claim.

In view thereof, Applicant's motion for involuntary dismissal under Trademark Rule 2.132(a) is GRANTED and the

notice of opposition is dismissed with prejudice.

Prejudice under the first factor contemplates prejudice to the non-movant's ability to litigate the case due to, for example, the
loss or unavailability of evidence or witnesses which otherwise would have been available to the non-movant. Pumpkin Ltd., 43
USPQZd at 1587.
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