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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

HANGZHOU MENGKU TECHNOLOGY CO.,

LTD., and FUZHOU MENGKU TECHNOLOGY .
CO., LTD. Opposition No. 91272143

Opposers, Mark: App. Ser. No. 90371133

V.

SHANGHAI ZHENGLANG TECHNOLOGY
CO,, LTD.,

Applicant.

APPLICANT’'S RESPONSE AND OPPOSITION TO OPPOSERS’ MOTION TO STRIKE
PART OF RUIHUA JI'S TESTIMONY AND EXHIBITS

Applicant Shanghai Zhenglang Technology Co., Ltd. (“Applicant”) respectfully submit the
following response and opposition to the Motion toKétrPart of Ruihua Ji's Testimony and Exhibits
(“Motion to Strike”) filed by Opposers Hangzhddengku Technology Co., Ltd. and Fuzhou Mengku
Technology Co., Ltd. (“Opposers”). For the reasaxdaned below, Opposers’ Motion to Strike should
be denied it its entirety, and the Board shoadbinit Mr. Ji's testimony and the documents submitted
therewith (“Ji Declaration”), including Paragraphs 8-14, and 25-26 and Exhibits 2, 4, 6, and 15-46.

l. Paragraphs 8, 10, and 14 and Exhibits 2, 4nd 6 to the Ji Declaration are Admissible, Have
Proper Foundation, and are and Not Hearsay—oin the Alternative, Fall Under a Hearsay
Exception.

Opposers object that Paragraphs 8, 10, 14 andbExH, 4, and 6 to the Ji Declaration lack

foundation and are hears&ee46 TTABVUE at 2-3. These objections are meritless.

A. Mr. Ji's Testimony Lays the Necessary FoundafmmParagraphs 8, 10, 14 and Exhibits 2, 4,
and 6.

Opposers argue that Exhibits 2, 4, and 6 arenmisglble because Mr. Ji is not the author of the
referenced internet printouts. Opposers do notaritecases, statutes, or rules supporting their claim that
a witness must personally author a document to bepetent to testify regarding it—nor can they, as no

such authorship requirement exists under the Fedukes of Evidence. The Board allows Internet



printouts to be introduced into evidencelgng as the access date and source are proviiElBMP
§ 704.08; 37 CFR § 2.122(e)(2), dao Licensing, LLC v. Bender Consulting LttR5 USPQ2d 1043,
1057 (TTAB 2017) (considering third-party webpagatached to declaration of witness who had no
personal knowledge regandj them as evidence because “they could have been admitted by a notice of
reliance.”); Rocket Trademarks Pty. Ltd. v. Phard S.p.28 USPQ2d 1066, 1071 (TTAB 2011)
(documents obtained from Internet admitted even though witness did not personally obtain or download
documents). Here, the relevant documents are gyopathenticated with URLs and access dates, and
Mr. Ji testified that Exhibits 24, and 6 were true and accuragpresentations of the information
displayed at the relevant URLs as of the datesJMriewed them. Under F.R.E. 602, Mr. Ji’'s testimony
is more than sufficient to establish the requisite foundation.
Opposers also claim that the relevant paragrapksexhibits lack foundation because Mr. Ji has
no personal knowledge of the matters contained thefdiis is incorrect. The objected testimony by Mr.
Ji's testimony include the following statements:
x  “App marketplaces are very crowded.” 38 TTABVUE 1 8.
X “Good app icons must be distinctive, torstaout from the other apps icons around them. An
app icon that is not sufficiently unique to ‘ditrough the noise’ is unlikely to capture the
attention of potential users.” 38 TTABVUE 1 10.

X “By contrast, the overwhelming majority of apps on the Google Play store do not obtain this
level of success.” 38 TTABVUE 1 14.

These are all factual statements and conclusionshwir. Ji is more than qualified to provide
based on his personal and business experience. B®R provides that a “withess may testify to a matter
[...] if evidence is introduced sufficient to suppofiraling that the witness has personal knowledge of the
matter.” Fed. R. Evid. 602. The Rules also estttat “[e]vidence to prove personal knowledge may
consist of the witness’s own testimonyd’ Mr. Ji states in his declaration that his testimony is made his
capacity as President of Applicant and is based imer alia, his personal knowledge, business

experience, review of the documents cited, and recmi@intained by Applicant in the ordinary course of



business. Mr. Ji has personal knowledge of the mattarered by his testimony based on his years of
experience in the mobile app industry, including as an officer of a successful mobile game company.

B. Exhibits 2, 4, and 6 Are Not Offered to Prdkie Truth of the Matter Asserted, and are Therefore
Not Hearsay.

Opposers argue that Exhibits 2, 4, and 6 are inadmissible hearsay. These exhibits, however, are
not offered to prove the truth of the matter asseerd,thus cannot be considered hearsay under Fed. R.
Evid. 801. Rather, the exhibits are submitted twatmrate and support Mr. Jitestimony, demonstrating
that his own experiences and perceptions of the etygldce are consistent with reports from others the
industry—regardless of whether those reports are true. To wit:

x Exhibit 2 is a statistical report by analytics provider Statista claiming there were over 2.5
million apps in the Google Play Store as of June 2023. This exhibit demonstrates that others
in the industry have reported on the appareatige number of mobile applications available
in the marketplace, supporting Mr. Ji's statetrteat “[a]pp marketplaces are very crowded.”

38 TTABVUE 1 8 and Ex. 2.

X Exhibit 4 is an academic research study pubdisimethe International Journal of Human-
Computer Studies regarding the apparemnection between icon upieness and consumer
willingness to download, click, or buy a mob#g@plication. This exhibit demonstrates that
others in the industry have observed an egpaconnection between icon distinctiveness and
app success, supporting Mr. Ji's statement that “[glood app icons must be distinctive.” 38
TTABVUE | 10 and Ex. 4.

x Exhibit 6 is an article from the Business gb@s website, discussing the small percentage of
Google Play apps with over 100,000 or 1 millidownloads. This exhibit demonstrates that
others in the industry have reported that a relatively small proportion of apps are highly
successful, compared to the total number oflabie apps, supporting Mr. Ji's statement that

“the overwhelming majority of apps on theo@jle Play store do not obtain th[e] level of



success” that Applicant's mobile gamesvéae.g., over 1 million downloadskee 38
TTABVUE 11 13-14 and Ex. 6.

Thus, all of these exhibits are being used foatthey show on their face, and are admissibfe.
Schiedmayer Celesta GmbH v. Piano Factory Group, B@19 WL 4322918, at *3, *9 nn. 8, 15 (TTAB
2019) (Internet evidence relied on for “what these sources state, rather than the truth of what they
state”; Internet reference works considered for wthaly show on their face, specifically that certain
searches and materials point to Ms. Schiedmayfrsily and its businesses and their musical
instruments)aff'd, 11 F.4th 1363, 2021 USPQ2d 913 (Fed. Cir. 2021).

C. Even if Exhibits 2, 4, and 6 Are Hearsayhey are Admissible ndler the Market Reports
Exception and the Residual Exception to the HeaRsale for Documents Supported by Sufficient
Guarantees of Trustworthiness.

Even if the Board find that Exhibits 2, 4, and 6 are being offered for the truth of the matters
asserted therein, these exhibits should neverthélesadmitted because they fall within the market
reports exception and/or the resideateption to the hearsay rule.

Exhibits 2 and 6 are market reports, namely, published compilations of data generally used and
relied upon by the public and by persons in in thebile app industry. F.R.E. 803(17) provides an
exception to the hearsay rule for jgsich sources as these. Fed. R. E8@8(17). Exhibit 2, for example,
is a statistical report based on a compilation dfadaublished by Google, Android, Data.ai, and
AppBrain. Similarly, Exhibit 6 is a market reportrapiling statistical data from app analytics providers
Data.ai and AppBrain, among otheiSuch compilations of data garding app usage, availability,
profitability, and trends over timdyased on publicly available datadaproprietary data, are regularly
relied upon by members of the mobile app indus8ge Declaration of Ruihua Ji in Support of
Applicant’'s Opposition to Motion to Strike (“Jifgposition Declaration”), filed herewith, { 6. Because
Exhibits 2 and 6 fall within the hearsay exception provided under F.R.E. 803(17), they are admissible.

Exhibits 2, 4, and 6 are also all admissible urfel®.E. 807, which allows for the admission of
evidence that is supported by circumstantial gueemn of trustworthiness. Fed. R. Evid. 807.

Specifically, Exhibits 2 and 6 are admissible unither residual hearsay exdiem because they include



objective statistical reports, and Exhibit 4 is askible because it is a peer-reviewed academic study
published by a scholarly journal. The publishersheke types of reports and articles position themselves

as trustworthy thought leaderseeJi Opposition Declaration 7, ardus have a strong reputational
interest in publishing accurate dagee Sw. Mgmt., Inc. v. Ocinomled, Ltd. & Emeril's Food of Love
Prods., LLC 115 USPQ2d 1007 (TTAB 2015) (holding thafoimation published online by the North
American Numbers Planning Association was admissible under the residual hearsay rule because
association had a reputational interest in publishing accurate accounts and no motive to make false entries
or omit proper ones). Thus, because Exhibits 2r1dl, 6 are supported by circumstantial guarantees of
trustworthiness, they fall withithe hearsay exception provided under F.R.E. 807 and are admissible.

For all these reasons, Opposers’ Motion to Strikedtaphs 8, 10, and 14 and Exhibits 2, 4, and
6 to the Ji Declaration should be denied.

Il. The Topics Covered in Paragraphs 9, 25-26 drExhibits 15-46 to the Ji Declaration Were

Properly Disclosed In Applicant’s Pretrial Disclosures—and Even if Not, Any Failure to

Disclose was Substantially Justified and Harmless.

Opposers object that Paragraphs 9, 25-26 axtdbiEs 15-46 to the Ji Declaration were
inadequately and/or untimely disclosesee46 TTABVUE at 3—4. Specifically, Opposers claim the
testimony topic “the purpose and effect of design maike Applicant’'s DesigiMark, that are used as
icons for downloadable game appstlahe documents “third-party tradark registrations relevant to the
issues in this opposition” were not disclosed ipphAcant’s initial Pretrial Disclosures, and that
Applicant’s service of amended Pretrial Discl@siduring Applicant’s testimony period was untimely.

The Board should overrule these objections for multiple reasons.

1 Opposers also allege in passing that Applicant’s irffttatrial Disclosures were due Friday June 23, 2023 and
served Monday June 26, 2023, without any further discusSerd.6 TTABVUE at 3. As Opposers do not raise
this point again, and do not (and could not) reasonably claim any harm duelegad dklay of one business day
(which was never previously brought to Applicant’s after), any objections regarding the adequacy or timeliness
of Applicant’s initial Pretrial Disclosures are waived.



A. Mr. Ji's Testimony Regarding The Purpose ante&ifof App Icons and Third-Party App lcon
Registrations is within the ScopeAyplicant’s Initial Pretrial Disclosures.

First, Trademark Rule 2.121(e) governing pedtdisclosures does not require an exhaustive or
detailed listing of every topic andils-topic to be addressed at trial. Rather, it requires only a “a general
summary or list of subjects on which the witness iseetg to testify, and a general summary or list of
the types of documents and things which mayirteduced as exhibits during the testimony of the
witness.” 37 CFR 8§ 2.121(e). Applicant’s initial Pretiatclosures provided just that by noting Mr. Ji's
testimony would cover, among other things, “Idesielements of Applicant's design mark,”
“Distinctiveness of Applicant’s Design Mark,” and é6sumer perception of Applicant's Design Mark as
a source indicator for Applicant’s mobile gameSée46 TTABVUE at Jin Declaration Ex. 1. The topic
and documents to which Opposers now object—"The sarpad effect of design marks, like Applicant's
Design Mark, that are used as icons for downloadghatee apps,” third-parttrademark registrations,
and related use evidence—relate directly to thepi&d, which were properly disclosed in Applicant’s
initial Pretrial Disclosures.

B. Even if not Within the Scope of Applicant’stiil Pretrial Disclosures, Mr. Ji's Testimony
Regarding The Purpose and Effect of App Icamd Third-Party App Icon Registrations Should
be Admitted, Because Applicant Timely Seppnted its Disclosures and Any Failure to
Disclose was Substantially Justified and Harmless.

Opposers cite no cases or statutes to support this portion of their Motion to Stekds
TTABVUE at 3—4, but appear to base their argutmean Trademark Rules 2.121(e) and 2.123(e)(3)
(regarding pretrial disclosures), and on Fed. R. EiN37(c)(1) (which governs whether evidence will be
excluded for failure to disclose, @llowed because the failure to disclose is substantially justified or
harmless). The Board, however, generally does not exclude testimony based on mere technical
deficiencies in a disclosure, particularly when the disclosure is timely supplemented to remedy such
deficienciesCf. General Council of the Assemblies of God v. Heritage Music Fo8hdJSPQ2d 1890
(TTAB 2011) (denying motion to exclude expert iestny where respondent prgthy supplemented its

expert disclosure, because, among other things, the Board allows parties to supplement notices of reliance

if defects are curable, and there was “no disruptidndti). Here, Applicant’s initial Pretrial Disclosures



noted that “Applicant reserves the right to ahend/or supplement these disclosures as necesSas.”
46 TTABVUE at Jin Declaration Ex. 1. Under Feddrale of Civil Procedure 26(e)(1)(a), Applicant had
not just the right but the duty to supplement its feteDisclosures once Apmant’s witness more fully
developed his testimony and Applicant’s counsel beaamsge some topics included in the initial Pretrial
Disclosures could be further clarifieBeeFed. R. Civ. P. 26(e)(1)(a) (duty to supplement disclosures).

Because Applicant supplemented its Pretrial Dmales before the close of its testimony period,
there is no disruption to trial, and the Board doesrnemd to consider whether Applicant’s allegedly
inadequate and/or untimely disclosisesubstantially justified or harnde under Fed. R. Civ. P. 37(c)(2).

See General Council of the Assemblies of, GFdJSPQ2d at 1890 (“[S]upplementation of the disclosure
resolves the problem so that theaBw need not consider [...] wheththe omissions were substantially
justified or harmless.”).

Even if, however, the Board considers thisue, Applicant’'s service of amended Pretrial
Disclosures before the end of its trial testimony gubfivas substantially jusiifd and harmless, because
1) there is no surprise to Opposers; 2) any surprise is curable; 3) allowing the testimony and documents
will not disrupt trial; 4) the evidence is importanttkee core issue of descriptimess in this case; and 5)
Applicants have a reasonable explanation for supplementing their pretrial discl@§uf&®at Seats Inc.

v. Great Seats Ltd100 USPQ2d 1323, 132TTAB 2011) (discussing factors and cases). The Board
should consider all these relevant factors and circumstgdee37 CFR § 2.123(3).

Here, as discussed above, there is no surprise or disruption. Mr. Ji's testimony regarding the
purpose and effect of app icons relates directly to whether Applicant’s Design Mark—an app icon—is
merely descriptive. Opposers have long been oradiiat Applicant would seek to rely on evidence and
testimony showing that Applicant's Design Mark rist merely descriptive, as whether Applicant's
Design Mark is descriptive or suggee is the core issue in this opposition. Mr. Ji explains the
suggestive nature of Applicant’'s Mark, and the ssgige nature of app iconwore generally using

examples from third-party registrations and uses, #asopis testimony regarding the design elements,



distinctiveness, and consumer pagton of Applicant’s Design Mark—all topics disclosed in Applicant’s
initial Pretrial Disclosures.

With respect to the third-party registrationgplicant could have submitted those via a Notice of
Reliance without any notice to Opposers at 84eTBMP § 704.03(b)(1)(B) (third party registrations
may be submitted via notice of reliance¢e als87 CFR § 2.121(e); TBMP § 702.01 (“A party need not
disclose, prior to its testimony period, any notiofsreliance it intends tdile during its testimony
period.”). If anything, Applicant's amendedd®ial Disclosures provided Opposers witlorenotice than
required.

Applicant’'s decision to supplement its PretriBisclosures is also substantially justified.
Applicant’s initial Pretrial Disclosures provided a gatesummary of expected evidence, and were made
in good faith based on the infortian available to Applicant and Appknt’'s counsel at the time. As Mr.

Ji developed his testimony duringettestimony period, Applicant’s counsel realized some of the broad
topics in the initial pretrial disclosures could be Heirt clarified. Rather than risk an objection from
Opposers of unfair surprise, Applicant supplemente®iigtrial Disclosures and called attention to this
nuance in the interest of transparency.

Lastly, any perceived inadequacy is curahhtel substantially harmles#®\pplicant's amended
Pretrial Disclosures were servedgdahe relevant testimony and documents were all produced, before the
end of Applicant’s testimony period. Opposers stilvddhe entirety of their rebuttal period, and the
entirety of their trial briefing, to put forth any evidence, arguments, or objections they would like in
responseCf. Collegepath, Ing No. 91248169, 2021 WL 3784236, at *4 (Aug. 24, 2021) (finding failure
to disclose documents and related testimony sutieitgrharmless where documents were produced in
discovery and Applicant was therefore on notice Opposght seek to rely on them, and Applicant had
opportunity to cure).

For all these reasons, Opposers’ Motion to StAkeagraphs 9 and 25-268daExhibits 15-46 to

the Ji Declaration should be denied.



M. Paragraphs 25-26 and Exhibits 15-17, 19, 21, 23, 25, 27, 29, 31, 33, 35, 37, 39, 41, 43, and 45
are Relevant to Show Public Perception of Applicant’s Design Mark—a Key Factor in the
Ultimate Descriptiveness Inquiry.

Opposers object to Paragraphs 25-26 and ExHib#d7, 19, 21, 23, 25, 27, 29, 31, 33, 35, 37,
39, 41, 43, and 45 of the Ji Declaration as irrelev8ere46 TTABVUE at 4-5. This objection is
completely unfounded, and is based a selective misrepresentation Mayweather Promotionand
other cases.

Specifically, Opposers citdMayweatherfor the proposition that “third-party registrations are
irrelevant,” when the quote is thath&sethird-party registrations are irrelevant"—namely, the specific
third-party registrations cited in that particular cashich were “comprised ofvording that is entirely
different from the wording inthe applied-for mark.'See In Re Mayweather Promotions, L.Lido.
86753084, 2020 WL 6689736, at *5 (Oct. 29, 2020) (registrations for | WILL WHAT | WANT; THE
ATHLETES OF THE NEXT GENERATION; ARE YOU FROM HERE?; WE MADE IT BETTER,;
DON'T BE LAST; BRAVE THE RUN; | THINK YOU HEAR US COMING; SHE'S A FIGHTER; JOIN
THE TEAM; BELIEVE IN NOW; WORK OUT LIKE A PRO; PREPARE FOR COMBAT; and BE A
BETTER ATHLETE not relevant to registration of slogan PAST PRESENT FUTURE) (emphasis).

Similarly, Opposers citdlett whichstands simply for the proposition that the Board is not bound
by the PTO'’s allowance of prior registrations, anat #tlach case must be decided on its own record and
merit. See In re Nett Designs, In@36 F.3d 1339, 1342 (Fed. Cir. 2001). Nowhere do the cases cited by
Opposers (or, to Applicant's knowledge, any other cases) hold that the Board cannot or should not
consider third-party registrations at all.

Aside from these generalizations, Opposers dgregent any substantive arguments as to why
the specific third-party registrations offered by Apalit are not relevant. Applicant respectfully submits
that these registrations are relevant as a set nmusrate how the public will perceive Applicant’s
Design Mark, which sets theastdard for descriptivenes§ee In Re Jmh Prods., IncSerial No.
76608812, 2006 WL 2558361, at *5—6 (TTAB Aug. 2B06) (“[E]Jven though the submission of copies

of third-party registrations may not be said to dghla binding USPTO practice, it remains the case that



such registrations may in geneks given some weight to show the meaning of a mark . Grima,
S.A.B. De C.V., Azteca Milling, L,Mo. 91216812, 2017 WL 3102595, at *13—-14 (TTAB Jul. 6, 2017)
(“While each case must be decided on its own faci$ the Board is not bod by prior decisions
involving different records, the number of registyas containing the stand alone term ‘INSTA’ with no
disclaimer or combined with merely descriptive onggc matter cannot be ignored . . . [T]he evidence
shows “INSTA” being used in product brand namesuggest that the food items, or the other goods, are
readily available. In view of the foregoing, ‘INSTAs used with ‘MASA’ in Applicant's mark INSTA
MASA & Design renders the mark suggestive.”); 2 McCarthy on Trademarks and Unfair Competition
§ 11:90 (4 ed. 2015) (“Third party registians are relevant to prove theime segment of the composite
marks which both contesting parties use has a normally understood and well-recognized descriptive or
suggestive meaning . . .”). Unlike theesfic registrations found irrelevant Mayweather the third-
party registrations for app icons discussed by Mshdre important similarities with Applicant’'s Design
Mark, including design ahthematic element§ee38 TTABVUE 11 25-26 and exhibits thereto. Thus,
these third-party registrations are probative of hbte public will view both the individual design
elements and the overall composipg é&on in Applicant’s Design Mark.
V. Conclusion

“The Board generally does not strike testimorketain accordance with ¢happlicable rules on
the basis of substantive objections; rather, thar8aonsiders such objections when evaluating the
probative value of the testimony at final hearinBd. of Regents v. S. lll. Miners, LLC10 USPQ2d
1182, 1194 n.19 (TTAB 20143ee also Sisco Textiles N.Wo. 91242509, 2021 WL 529730, at *4 (Feb.
9, 2021) (overruling testimony objections, noting relevance, foundatimhreliance on hearsay concerns
went to weight rather than admissibility).

Applicant respectfully requests that the Bodehy Opposers’ Motion to Strike, and disregard

Opposers’ objections.

10



Dated: December 5, 2023

Respectfully submitted,

/RoseKautz/
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APPENDIX A

NONPRECEDENTIAL DECISIONS
OF THE TRADEMARK TRIAL AND APPEAL BOARD

Filed in Accordance with TBMP & 801.03



SCHIEDMAYER CELESTA GMBH v. PIANO FACTORY..., 2019 WL 4322918...

2019 WL 4322918 (Trademark Tr. & App. Bd.)
This Opinion is a Precedent of the TTAB

Trademark Trial ath Appeal Board
C. Patent and Trademark Office (P.T.O.)

SCHIEDMAYER CELESTA GMBH
V.
PIANO FACTORY GROUP, INC. AND SWEET 16 MUSICAL PROPERTIES, INC.

Cancellation No. 92061215
September 11, 2019
*1 Michael J. Strikeof Collard & Roe, PC for Schiedmayer Celesta GMBH.
Adam Stephensoof IPTechLaw for Piano Factory Group, Inc. and Sweet 16 Musical Properties, Inc.

BeforeTaylor, Adlin and Pologeorgis
Administrative Trademark Judges
Opinion by Adlin

Administrative Trademark Judge:

Respondent Sweet 16 Musical Properties, (iSweet 16”) (by assignment from-&espondent Piano Factory Group, Inc.
(“Piano Factory”)) owns a registration for the mark SCHIEDMAYER in typed form for “pianos, namely, upigiospi
grand pianos, and digital pianaslh its third amended petition for cancellation, 34 TTABVUEetitioner Schiedmayer
Celesta GmbH (“Schiedmayer”) alleges that it is the “succassoterest to the trademark SCHIEDMAYER dating to its
origin in the year 1735,” and that beginning well prior tspendents’ first use of the invad mark, “Schiedmayer and its
predecessors in interest have manufactured and sold Schiedaglyeard instruments” worldde, including in the United
States. As grounds for cancellation, Petitioner alleges Resipondents’ use of SCHIEDMAYER falsely suggests a
connection with Petitioner under $iea 2(a) of the Trademark Act5 U.S.C. § 1052(ajpnd that Respondents abandoned
the involved mark based on nonuse with intent not to resumelagéeir answer, Respondents admit that they have no
connection to Petitioner, but otherwise deny the salient allegations in the third amended petition for cancellation; they also
assert the affirmative defenses of laches and acquiescence.

I. The Record
The record consists of theealdings and, by operation dfademark Rule 2.122(bthe file of Sweet 16's involved
Registration. In addition, Petitioner introduced:

Notice of Reliance (“Pet. NOR”) on Respondent’s discovery responses and initial disclosures. 37 TTABVUE.

Testimony Declaration of Elianne Schiedrag Petitioner’'s Chief Executive Officaand the exhibits thereto (“Schiedmayer
Dec.”). 38-39 TTABVUE.

Testimony Declaration of Olga Fuchs, an administrator Ratitioner’s law firm, and the exits thereto (“Fuchs Dec.”). 40
TTABVUE.

Testimony Declaration of Helga Kasimo#,co-owner of Kasimoff-Blithner Piano Cand the exhibits thereto (“Kasimoff
Dec.”). 41 TTABVUE.

*2 Discovery deposition of Glenn Treibitz, Respondents’ gipal and “main shareholdérand the exhibits thereto
(“Treibitz Disc. Tr.”). 42 TTABVUE.

Oral cross-examination of Mr. Treibitz (concerning hiiteony declaration) (“Treitkz Test. Tr.”). 71 TTABVUE.



SCHIEDMAYER CELESTA GMBH v. PIANO FACTORY..., 2019 WL 4322918...

Rebuttal NOR on printed publications and Internet printouts. 72 TTABVUE.

Rebuttal declaration of Ms. Schiedmayer and the exhibits thereto (“Schiedmayer Rebuttal D&G.ABYRJE.

Rebuttal declaration of Michael Floymayr, a German patent attorney, and the exhibits thereto (“Floymagt Betl}. 74
TTABVUE.

Respondents introduced:

Notice of Reliance on Petitioner's discovery respofsey] Trademark Office and Board records relating to uninvolved
application Serial No. 73475680 and Opposition No. 9187 3fetween Petitioner and a third party (“Resp. NOR.”). 65
TTABVUE.

Testimony declaration of Russell Kassman, founder and Chief Executive Officer of Lewent Enterprises ALR. DB
Kassman Piano (“Kassman Dec.”). 66 TTABVUE.

Testimony declaration of Mr. Treibitz, and the exhibits thereto (“Treibitz Dec.”). 66 TTABVUE.

Il. Facts of Record

Petitioner manufactures and sells “a keyboard musical instrtuknewn as a Celesta.” 38 ABVUE 4 (Schiedmayer Dec.
p. 1)¢ Celestas have much in common with pianos, but rather than striking wires, as pgdo keglesta keys strike a metal
plate to make sounds:

THE CELESTA ACTION

* The sound plate is placed above
a wooden resonator.

Id. at 17. Notwithstanding this specific difence, a celesta “generally resembles a piano and is played as a piano would be
played,” as depicted in the advertisement below:



SCHIEDMAYER CELESTA GMBH v. PIANO FACTORY..., 2019 WL 4322918...

SCHIEDMAYER

builehng Celestas since 1890

The World's Only Manufacturer of the Celesta
as invented and patented by Victor Mustel

- —— {available in natural oak or black satin finish)
- -
g

4 octave {c1-c5)
* 5 pctave (c-c5)
+ 5% octave Compact model (¢-5)

M ’ L + 5% octave Studio madel (c-15)
d g il ?

Buying & new celesta, trade-in of the old or used

- ¥ s posnbbe
Keyboard Glockenspiel “Papagena” (c2-g5)
= Built-In Glockenspiel or Celesta for Pipe Organs
L é
" *  Rental instruments
Elive §
MU e =  Overhauling and refurbishine
I, ity . L. > ] J

Maintenance and repair
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Id. at 5, 18 (Schiedmayer Dec. p. 2 and Ex. A).

Petitioner and its CEO Ms. Schiedmayer are connected tGdéhman Schiedmayer famignd the Schiedmayer family
businesses known for offering musical keyboard instruments, including pianos and celestas, throughaldt. tlie Wbe
first Schiedmayer musical keyboard instrument was a clavichord manufactured by Balthasar Schiedmaygrlch WMidse
than 200 years after Balthasar Schiedmayer manufactured his first clavichorde Bigliadmayer’s late husband, Georg
Schiedmayer, inherited the Schiedmafamily-affiliated business Schiedyer & Soehne from his fathéd.

Eventually, in 1980, Georg Schiedmayer “closed down the production of the Schiedmayer pianadgart,Sand renamed

the company Schiedmayer GmbH & Co. K@.at 6 (Schiedmayer Dec. p. 3). “In 1980, a joint venture company [had] been
created with Rud. Ibach GmbH in order to have Schiedmageopimanufactured by the firbach in Germany,” but that
relationship ended quickly, and Georg Schiedmayer decided in 1980 to specialize in ckles{ddhe trademark
SCHIEDMAYER was never sold, licensed, assigned or in any way transferred to Rud. Ibach & Sohn,” however. 73
TTABVUE 5 (Schiedmayer Rebuttal Dec. p.”2h any event, “at some time in the 1990’s, Rud. Ibach & Sohn nevertheless
started a cooperation with the Kawai Company and some pianos were manufactured by Kawai under a false
SCHIEDMAYER trademark. These sales continued for a short period of time and were then discontimaedekar
obtained any right or license or assignment of any type of the SCHIEDMAYER trademadk Mr’ Floymayr, the German

patent attorney, testified that based on his search of German trademark registrationsyg@oydeearing the name [Rud.

Ibach & Sohn or] Ibach ever obtained any rights to the trademark SCHIEDMAYER in Germany, eitheirta} filiity, by
assignment or any other transfer.” 74 TTABVUE 4-15 (Floymayr Dec. p. 1 and Ex. A).

*3 Georg Schiedmayer died in 1992 and Elianne Schiedmayer was his sole heir. 38 TTABVUE 7, 29-8inéyehiBec.

p. 4 and Ex. C). She is now sole owner of Schiedmayer GmbH & Co. KG, the current name afi@ghie& Soehne

GmbH founded in 1809 by Johann Lorenz Schiedmay@&tuttgart, Germany.” 73 TTABUE 4 (Schiedmayer Rebuttal

Dec. p. 1). In addition, Ms. Schiedmayer founded Petitioner in 1995. Petitioner claims to be the only current producer of
celestas that meet the specifications developed by the celesta’s inventor. 38 TTABVUE 7-8 (Sehi®oapp. 4-5); 73
TTABVUE 4 (Schiedmayer Rebuttal Dec. p. 1).
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Ms. Schiedmayer testified, with supporrin Petitioner’s invoices and those of its distributors, that Petitioner began gfferin
celestas in the United States prior to Respondent’s first use of the involved mark. 38 TTABVUE 9, 77-220 (Schiedmayer
Dec. p. 6 and Ex. F). Ms. Kasimoff testified that her Los Angeles piano store, Kasimoff-Blithner Pidfimgtoted our

first Schiedmayer Celesta in 1967 and since 1967 we have continuously offered for sale asth@uailayer Celestas in

the United States.” 41 TTABVUE 11 (Kasimoff Dec. p. 1)eTbllowing are representatialvertisements for Petitioner’s
celestas which predate Respondents’ first use of SCHIEDMAYER:

'CELESTA

—
— ﬁrHiHHP‘L.’«YHH —_—

— .

The srlesla thal i

the starelasd for

A, 5.0 sl 5.5 Ol

Wlandaril Models

3
Id. at 236, 253. “[M]ost orchestras in the United States ve Iparchased and are currently using at least one Schiedmayer
Celesta,” including the New York Philhaomic Orchestra, Boston Symphony OrdnesCleveland Orchestra, Los Angeles

Philharmonic, San Francisco Symphony and many others. 38 TTABVUE 10, 71-75 (Schiedmayer Dec. p. 7 and Ex. E); 41
TTABVUE 4-5 (Kassimoff Dec. p. 1-2).

The Wikipedia entry for “Schiedmayer” indicates that i the name of a German Instrument-manufacturing family.
Established in 1735 as a keyboard instrument manufactuierstill active today as a family business.” 40 TTABVUE 8
(Fuchs Dec. Ex. A). Google searches for “Schiedmayer” orie8Saotayer celesta” yield results that almost exclusively refer
to Petitioner, the Schiedmayer family $chiedmayer keyboard instrumenitk.at 4, 13-35 (Fuchs Dec. p. 1 and Exs. B and
C):# From the second half of the "l8entury through the first half of the ®2keyboard instruments manufactured by the
Schiedmayer family and its affiliatecompanies won many awards and gained worldwide notoriety. 38 TTABVUE 10
(Schiedmayer Dec. p. 7). A 1796 Schiegmeraclavichord is on display in the permanent collection of the Boston Museum of
Fine Arts.Id. at 11 (Schiedmayer Dec. p. 8). Ms. Kasimoff testifiedt she is “aware that the reputation and fame of
Schiedmayer musical instruments dates back almost 300 years and that Schiedmayer Celesta Gmbdhnand Eli
Schiedmayer represent the continuum of a history relating to the sale of keyboard mssioaleimts dating back almost
300 years.” 41 TTABVUE 7 (Kasimoff Dec. p. 4%ee also38 TTABVUE 22, 26-27 (Schiedmayer Dec. Ex. B,
Musikinstrumenarticle Ms. Schiedmayer testified is “true ammairect” entitled “The Heavenly Piano Builders”).

*4 Respondent Sweet 16 is a Los Angeles piano dealer which claims to have acquired all of Respondent Piano Factory’s
assets in 200666 TTABVUE 6 (Treibitz Dec. p. 1). The Registration issued the following year, and in 2016 Respondents
recorded an assignment of the Registratm Sweet 16. Sweet 16 now uses botlariB Factory” and “Hollywood Piano” as

DBAs. Id. Respondents are retailers, and do not manufacture pianos. 37 TTABVUE 7 (Respondents’ Response to Petitioner’s
Interrogatory No. 5).

Respondents’ owner and president Mr. Treibitz has “been involved with piano (foigess) since 1981 as a performing
artist and in working in every facet of the piano businessfsales and marketing to hands on rebuilding in a piano
rebuilding shop.” 66 TTABVUE 6 (Treibitz Dec. p. 1); 71 TTABVUE 7 (Treibitz Test. Tr. 4); 37 TTABVUE 132
(Respondents’ Initial Disclosures). He has also “been indoinethe sale and rental of approximately 50,000 pianos,
including nearly all major piano brands being manufactured today and many historical brandenandeg manufacture.”

66 TTABVUE 6 (Treibitz Dec. p. 1).
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In 2001, Mr. Treibitz had an “understanding,” apparently based on Kawai no longer selling SCHIEDM#AxittRd
pianos, that the SCHIEDMAYER mark had besrandoned in the Unite8tates for pianodd. at 9 (Treibitz Dec. p. 4).
Piano Factory filed its application to register the mark thlevfing year, and the application subsequently matured into the
involved Registration.

Respondents merely sold, but did not manufacture, pia@asng the SCHIEDMAYER marlhowever. “[T]he practice at
Hollywood Piano was that when a SCHIEDMAYER branded piaas needed on the showroom floor, we often selected a
quality piano from those in our warehouse that was a ‘no name’ or unbranded piano manufactured by companies like
American Sejung Corporation (ASC) and placed our SCHIEDMAYER brand nameplateldnlit.fact, all “Schiedmayer”

pianos Respondents have ever sold were bought “as no-name pianos from China,” and Resifidedt
SCHIEDMAYER labels to each of them. 71 TTABVUE JQreibitz Test. Tr. 27).Respondents purchased the
“SCHIEDMAYER?” labels from trophy stores and decal mak&tsat 31 (Treibitz Test. Tr. 28).

Respondents’ practice of buying unbranded, “no-name” pianos from China and later branding them with marks of
unaffiliated manufacturers is apparently mocommon in the keyboard instrument industry. The no-name pianos are known
in the industry as “stencil pianos,” and Mr. Treibitz agrees‘fagtclassic example of steii@ianos is when manufacturers
produce a cheap-end piano that has a German sounding rdmeg."36, 40 (Treibitz Test. Tr. 33, 37). Mr. Treibitz also
agrees that Respondefitse selling a relatively cheap no-nameir@se piano as a Schiedmayer piand."at 41 (Treibitz

Test. Tr. 38). As summarized in The Complete Idiot's GuidBuging a Piano, which Mr. Treibitz testified was written by

two of his former employees, 70 TTABVUE 40 (Treibitz Test. Tr. 37):

*5 Not all pianos are what they appear to be. For decades, some manufacturers have builtogesreric, |
quality pianos for distributors and retailers with a &friof names stenciled on the front. These are called
stencil pianosOften the stenciled nhame sounds close todhat more famous and recognizable brand.
Frequently these names come from old, ddfuAmerican companies that still command some
recognition in the marketplace. Narmae usually chosen because tseynd American or German, even

though the piano may be made in Indonesia or mainland China ... Unsuspecting customers see that name
on a piano and assume they are getting great valw imtfact, the actual instrument may or may not be

at the level of quality that name implies.

72 TTABVUE 9.See also idat 12-13 (separate article mentioning use of “Schiedmiag an example of a stenciled name

which “sounds like Schiedmayer & Soehne”) and 15-17. According to Ms. Schiedmayer, “[tlhe sale ofncheamé’

pianos manufactured in China and Indonesia under the great name Schiedmayer diminishes and violates the fame and
reputation of my name and the name of my company and one of the great names in musical keyboard instruments ....” 73
TTABVUE 7 (Schiedmayer Rebuttal Dec. p. 4).

Mr. Treibitz testified that Sweet 16 sold “approximately 29” pianos bearing the SCHIEDMAYER mark from 2007-2018. 66
TTABVUE 10 (Treibitz Dec. p. 5). The qutity is approximate, and not supportedhaysiness records, “[d]ue to data losses
resulting both from migration of my record keeping softwaard due to losses suffered fraomputer system failureld. at

9 (Treibitz Dec. p. 4). Rather, the figures are based oerretgl recollection.” 71 TTABVURS (Treibitz Test. Tr. 22).

Mr. Treibitz further testified, in conclusory fashion, tiSateet 16 never intended to discontinue use of the SCHIEDMAYER
mark, and never discontinued use of the mark with an intent not to resume use. 66UHAB (Treibitz Dec. p. 5).
Instead, over the past three years, Mr. Treibitz has “memking diligently (including traveling to China on multiple
occasions) to evaluate Chinese piano rfesturers to make pianos suitable $ate under the SCHIEDMAYER brand line.”
Id. at 11 (Treibitz Dec. p. 6).

Respondents advertise their pianos bearing the SCHIEDMAY&IR by touting their “German strings” as shown below:
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Id. at 48 (Treibitz Dec. Ex. 12).

Mr. Treibitz acquired the “schiedmayer.com” domain nam&0df2, and since that time a N3 redirect” has redirected
those accessing “schiedmayer.com” to Hollywood Piano’s welditat 9, 11 (Treibitz Dec. pp. 4, 6); 40 TTABVUE 5, 66
(Fuchs Dec. p. 2 and Ex. H). In addition, Mr. Treibitznewthe domain names “ritmutleom,” “voseandsons.com” and
“shoninger.com,” and applied to register VOSE & SONS as a trademark for “pianos, namely, uprightgpoaarbgjanos,
and digital pianos; piano keyboard instrumeritgl0 TTABVUE 5, 60-67 (Fuchs Dec. p. 2 and Ex. H); 42 TTABVUE 39-
41, 148 (Treibitz Disc. Tr. 36-38 and Ex. 8); 66 TTABVUE 12 (Treibitz Dec. p. 7). Ritmuller, Vose and Sons amgj&honi
are, or at least were, piano manufacturers, and Respondpaterafy use their names in connection with stencil pianos, the
same way they use SCHIEDMAYER. 42 TTABVUE 36-42, 54(bikibitz Disc. Tr. 33-39, 51-54). Respondents advertise
these brands as well as their SCHIEDMAYER stencil pianos on their website:

WESTL AW
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*6 Id. at 110 (Treibitz Disc. Tr. EX. 5).
[ll. Standing

Petitioner is named after the Schiedmayer family known fobdasd musical instruments, is owned by a member of that
family and uses SCHIEDMAYER as a trademark for keyboandical instruments in the United States. 38 TTABVUE 4-7
(Schiedmayer Dec. p. 1-4). This establishes that it has anaérstake in this proceedingnd is not an intermeddle®ee
Empresa Cubana Del Tabaco v. Gen. Cigar,G&3 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2@®eb. Athletic
Ass’n v. Velocity117 USPQ2d 1492, 1494-95 (TTAB 201Sge generallyAssociation pour la defense et la Promotion de
L'oeuvre de Marc Chagall dite Comite Marc Chagall v. Bondargt8kk USPQ2d 1838, 1842 (TTAB 200{ommittee
which defends the rights and work of Marc Chagall had standing to challenge registration of NBRBALL for vodka);
Estate of Biro v. Bic Corpl8 USPQ2d 1382, 1385 (TTAB 199®state of ball point pen inventor had standing to challenge
registration of inventor’s surname for ball point pens).

IV. False Suggestion of a Connection

To prevail on its false suggestion claim, Petitioner beagsbtirden of proving that SCHIEDMAYER is “unmistakably
associated with a particular personality or ‘persorariiv. of Notre Dame Du Lac v. J.C. Gourmet Food Imps. Co,, T08.

F.2d 1372, 217 USPQ 505, 509 (Fed. Cir. 1988) make this showing, Petitioner mesttablish that: (1) the mark is the
same as, or a close approximation of, Petitioner’s previausdg name or identity; (2) the mark would be recognized as
such, in that it points uniquely and unmistakably to Petitioner; 3) Petitioner is not connected with the activities peyformed b
Respondents under the mark; and 4) Petitioner's name or idsndfysufficient fame or utation that when Respondents

use the mark in connection with their goods or services, a connection with Petitioner would be priesuBes. Athletic

Ass’n 117 USPQ2d at 149Bondarchuk 82 USPQ2d at 1842Mornby v. TIX Cos., Inc87 USPQ2d 1411, 1424 (TTAB
2008) Buffett v. Chi-Chi's, Ing.226 USPQ 428, 429 (TTAB 1985)
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A. Is SCHIEDMAYER the Same as Petitiorr's Previously Used Name or Identity?

Petitioner is Schiedmayer Celesta GmbH, with “celesta” ipadentifying Petitioner's primary keyboard product and
GmbH merely being a German entity designation. In rotlwerds, Schiedmayer is Petitioner's name and identity.
Respondents have registered the exact same r&aeén re White 73 USPQ2d 1713, 1719 (TTAB 200¢Yust as an
applicant cannot take another's name and add matter to it to avoid a refusal of false suggestion underc&geetion 2
applicant cannot take a significant element of the name athanand avoid a refusal by leaving one or more elements
behind, provided that that which has been taken still would be unmistakably associated with the oth&;, peesatsdn

re Jackson Int’l Trading Cp103 USPQ2d 1417, 1419 (TTAB 201@2yVe find that the commercial impression engendered
by applicant’'s mark [BENNY GOODMAN COLLECTION THE FINE QUALITY (stylized)] isthat there is a ‘Benny
Goodman’ collection of products which makes applicant’s mark a close approximation of the name Benny Goodman.”).

*7 Petitioner prominently promotes its connection to the Schigenfamily and its continuation of the Schiedmayer family

tradition of offering keyboard musical instruments. 38 TTABVUE 16-27, 33-70 (Schiedmayer Dec. Exs. A, B, 0§. This
clear from Petitioner’s promotional materials and articles about Petitioner:

SCHIEDMAYER SCHIEDMAYER

since 1735

A History of the
Piano and Celeste Building Dynasty

SCHIEDMAYER

38 TTABVUE 21, 33 (Schiedmayer Dec. £xB, D). Moreover, Petitioner is owned by Elianne Schiedmayer, who is a
member of the well-known Schiedmayer family, another in a long line of Schiedmayer familyenseim the keyboard
musical instrument business and the literal and figurativetbe8chiedmayer family businesses. 38 TTABVUE 7, 29-31
(Schiedmayer Dec. p. 4 and Ex. C); 73 TTABVUE 4 (Schiedmayer Rebuttal Dec.Seelr) re Sauer 27 USPQ2d 1073
(TTAB 1993) aff'd, 26 F.3d 140 (Fed. Cir. 1994jinding that a wide variety of products bearing the name Bo Jackson
establish that “Bo” is Mr. Jackson’s name or identiffett 226 USPQ at 43({finding that promotional materials and
press reports associating MARGARITAVILLE with Jimmy Bufféénd to support a finding that the term is Buffett's
identity). While Petitioner is known formallgs “Schiedmayer Celesta GmbH,” ttezord, including encyclopedia entries,
Internet search results and media mentions, reveals thiabriRe and its instruments are known to and by the public as
“Schiedmayer.”In re White 73 USPQ2d at 171%f. In re Urbang 51 USPQ2d 1776, 1779 (TTAB 199¢Wwhile the
general public in the United States may or may not have seen the upcoming Olympic Games referrséljogwesydney
2000’ we have no doubt that the general public in the United States would recbimizerase as referring unambiguously
to the upcoming Olympic Games in Sydney, Australia, in the year 2000").

The fact that other Schiedmayer family-affiliated companies have previously also offered kembs@al instruments does
not mean that SCHIEDMAYER is not Petitioner’s identity, exsplly where Petitioner’'s founder and chief executive is the
heir to some of those companiesn fact, “the statute clearly contemplatefusal of matter that would falsely suggest a
connection with multiple persons, whether natural or juristic, or with multiple institutione2”White 73 USPQ2d at 1717-

18. In White we rejected the “contention that because none efféderally-recognized Apache tribes goes by the name
APACHE alone and each has one or more other terms imaitee, APACHE per se cannot be found to be the name or
equivalent thereof of these tribe&d” at 1719 In short, SCHIEDMAYER igetitioner's name or identity.

WESTL AW



SCHIEDMAYER CELESTA GMBH v. PIANO FACTORY..., 2019 WL 4322918...

B. Would SCHIEDMAYER Be Recognized As Petitioner's Namer Identity, Pointing Uniquely and Unmistakably to
Petitioner?

*8 In determining whether SCHIEDMAYER would be recognized as Petitioner's name or identity, the question is whether it
points “uniquely and unmistakably” to Petitioner “in the context of the [Respondents’] gotmally, 87 USPQ2d at 1424,
1426-27 White 73 USPQ2d at 1658Yielinski 49 USPQ2d at 175T does.

All of the evidence indicates that the name SCHIEDMAYERsociated with a family that has been prominent in the
keyboard musical instrument industry for hundreds of sie®espondents do not even suggest another meaning for
SCHIEDMAYER: In fact, Mr. Treibitz admits to knowing about the Schiedmayer family and SCHIEDMAYER keyboard
musical instruments, and admits that he only filed the application underlying the Registration when he believed that the
SCHIEDMAYER mark had been abandoned. 66 TTABVUE 7-9 (Treibitz Dec. pp*2-4).

Furthermore, in the context of pianos, celestas and other keyboard musical instruments, SCHIEDMAYER has only on
meaning -- it points uniquely, and unmistakably, to the KLHMIAYER family of which Elianne Schiedmayer is a member,

and to the family’s businesses which have long offered kegthoaisical instruments. The record reveals that Petitioner is
the SCHIEDMAYER family business which currently off SEHIEDMAYER keyboard musical instruments in the United
States.

Respondents’ argument that third parties are offering or at one time offered SCHIEDMAYER-branded keglroandriis

and therefore that the name does not point uniquely and ahatidy to Petitioner is not well-taken. There is no evidence
that anyone other than Petitioner and Respondents aretbuuging SCHIEDMAYER for kepoard musical instruments in

the United States, and to the extent that others may havehesetm in the United States at one time, there is no evidence
that this use was unauthorized, that it continues or thedtany effect on the public perception of the SCHIEDMAYER
name as referring to PetitioneémMor does the one-time existence of other Schiedmayer family-affiliated businesses which
used SCHIEDMAYER as a mark detract from the finding that SCHIEDMAYER now points uniquely andakaiigtto
Petitioner. The applicant iim re Peter S. HerrickP.A, 91 USPQ2d 1505 (TTAB 2009hade a somewhat analogous
argument when his application to register U.S. CUSTERVICE & Design was refusdskcause that was the former
name of U.S. Customs and Border Protection, a U.S. government agency. Applicant’s claim that his mark did not point
uniquely and unmistakably to the U.S. Customs iBenbecause it no longer existed, was rejected:

Applicant’s use of the former U.Eustoms Service seal in connectiwith its offer of legal services
“concentrating” on U.S. customs law is strong evigethat applicant is attempting to draw a connection
between its services and the agency that oveestems issues, especially because a segment of the
public still uses U.S. Customs Service to refer to United States Customs and Border Protection. Finally,
the name “U.S. Customs Service” has meaning ondy gevernmental agency. The only entity the name
“U.S. Customs Service” could possibly identify is theeggmment agency and, tiefore, it is associated

only with United States Customs and Border Protection.

*9 Id. at 1508 Here, the same logic applies - Respondents’ use of SCHIEDMAYER on keyboard musical instruments is
strong evidence that they seek to draw a connectidweke their goods and Petitioner, the prominent source of
SCHIEDMAYER keyboard musical instruments in the United States. In fact, in the field of kéyhaaical instruments,

the only entity SCHIEDMAYER “could possibly identify,id., is Petitioner. The record thus establishes that
SCHIEDMAYER points to Petitioner uniquely and unmistakably.

C. Is Petitioner Connected taRespondents or Their Activities?

Respondents concede that they are not connected in anjoviretitioner. 35 TTABVUE 4 (Answer § 8) (“Respondents
admit that they have had no formal business relationship Retitioner.”); 76 TTABVUE 23Respondents’ Trial Brief at
17) (“The Respondent agrees that they are in no wayecteoh with the goods sold or the activities performed by
Petitioner.”).
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D. Is SCHIEDMAYER Sufficiently Famous That When Respondents Use the Nae a Connection Between the Parties
Would be Presumed?

The inquiry under this Section 2(a) factor differs from tlaglitional likelihood of confusion or dilution analyses of fame in
that “the key is whether the name per se .ussglwould point uniquely to the person or institutiokiVhite 73 USPQ2d at

172Q Here, the Schiedmayer name and family has been asmbowvith keyboard musicahstruments for centuries.
Schiedmayer keyboard musical instruments have won many awards, are used by prominent United Ssiies,oech
Schiedmayer keyboard musical instrument is on permanent display at the Boston Museum of Fine Arts, retd Inter
reference works and search results identify SCHIEDMAYER Weyboard musical instruments from the Schiedmayer
family and essentially nothing el$€This establishes that SCHIEDMAYER is saféintly famous in the United States that
Respondents’ use of it would lead to a pregtiom that the parties are somehow connetted.

In light of the evidence that SCHIBIAYER is famous in the United States in connection with keyboard musical
instruments! and given Respondents’ use of SCHIEDMAYER for keyboard musical instruments, “we may draw an
inference that [Respondents] inten[d] to create a connection with” Petitioner, and that the public would nfalee the
associationln re Peter S. Herrick, P.A91 USPQ2d at 150@iting In re N. Am. Free Trade Ass'd3 USPQ2d 1282, 1285
(TTAB 1997)(quotingUniv. of Notre Dame217 USPQ at 50Q9®

E. Conclusion Regarding False Suggestion Claim

*10 Petitioner has established each of the four factors, amglttiat use of Respondents’ mark would falsely suggest a
connection between the parties.

V. Laches/Acquiescence

Although Respondents have asserted “laches” and “acquiescence” as separate affirmative defenses, it is clear that
Respondents are using the two terms tecdbe the same conduct (or lack théyday Petitioner, and that Respondents’
defenses are based on the same legal theory. Indeed, Respondents’ fourth affirmative defense is pleanled: as foll
“Petitioner’s Petition for Cancellation is barred by lachBstitioner did not seek cancellation of the Respondent’s
registration for nearly 7.5 years.” Respondents’ pleading of their fifth affirmative defense iantubbt the same:
“Petitioner’s Petition for Cancellation is barred by acquiescdrestioner did not seek to cancel Respondent’s registration

for such a long period of time that it amounts to a relinquishment of any claims by Petitioner to cancel it.” 35 TTABVUE 6-
7. Not only is the basis for both pleaded defenses essettitiallsame, but in their Trial Brief Respondents discuss “laches”
under its own heading, but do not separately address “acquiescence.” 76 TTABVUE 34-38 (Respondents’ Trial Brief at 28-
32). See generallyincoln Logs Ltd. v. Lincoln Pre-Cut Log Homes, JreZ1 F.2d 732, 23 USPQ2d 1701, 1703 (Fed. Cir.
1992) (“While laches and estoppel are entirely separate defenseshis case both defenses turn on essentially the same
facts.”). Here, Respondents’ laches deéesisbsumes their acquiescence defense.

“The elements of laches are (1) unreastmadelay in assertion of one’s rights against another; and (2) material prejudice to
the latter attributable to the delay.ihcoln Logs 23 USPQ2d at 1703n this case, and Board proceedings generally, laches
“must be tied to a party’s registration of a mawdt to a party’s use of the marklincoln Logs 23 USPQ2d at 1703
“[Llaches is available against a false suggestion clatoinby v. TIX Cos., Inc87 USPQ2d 1411, 1419 (TTAB 2008)
(citing Bridgestone/Firestone Research Inc. v. Automobile Club de I'Ouest de la Fetic&.3d 1359, 58 USPQ2d 1460,
1462 (Fed. Cir. 200}

A. Was the Delay Unreasonable?

The facts surrounding Petitioner’'s delay are somewhat mir&titioner argues that it learned about the Registration’s
existence “in connection with the filing @ own trademark applications” in April 2015, but does not specifically state when

in relation to the preparation, filing drexamination of the application it learned about the Registration; nor does Petitione
state when it learned of Respondents’ use. 75 TTABVUE 35 (Petitioner’s Trial Brief at 27). Respondents point out that
sometime after Mr. Treibitz registered the domain nanchiésimayer.com” in August 2002, Elianne Schiedmayer called

him to discuss the domain name, and argue that “[a]t the very least Petitioner should have known that a trademark application
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may have been filed and been put to inquiry as to whether one existed following the [camjersiti Mr. Treibitz
regarding his intentions with the mark.” 76 TTABVUE 35 (Respts’ Trial Brief at 29). In anevent, there is no dispute
that the Registration’s underlying application was published for opposition on Junéd22a86@ the Registration issued on
November 30, 2007.

*11 “[L]aches begins to run from the time action could be taken against the acquisition by another of a set ofaimtits to
objection is later made. In an oppositioncancellation proceeding the objection is to the rights which flow from registratio
of the mark.”"Nat’| Cable Television Ass’n v. Am. Cinema Editors,,1887 F.2d 1572, 19 USPQ2d 1424 (Fed. Cir. 1991)
Thus, in cases where a plaintiff has actual knowledge of the defendant’s trademark use, or its apialatesbegins tomu
from the date of publication of the application, but wherepllaetiff does not have actual knowledge of a party’s use or
application to register a mark before the close of the opposition period, laches begins to rum fuane the registration
issues.Ava Ruha Corp. v. Mother’'s Nutritional Ctr., Incl13 USPQ2d 1575, 1580 (TTAB 2016jn a cancellation
proceeding, laches begins to run no earlier than the datawblved mark was published for opposition (if there was actual
knowledge), and no later than the issue date of thetration (when Plaintiff is put on constructive notice, $8¢J.S.C. §
1072"); Jansen Enters. Inc. v. Israel Rind and Stuart St86eUSPQ2d 1104, 1114 (TTAB 2007eledyne Techs., Inc. v.
W. Skyways, Inc78 USPQ2d 1203, 1210 & n.10 (TTAB 200&ff'd 208 F. App’x. 886 (Fed. Cir. 2006)

Here, Petitioner did not petition to cancel the Registration umtibst seven and one-half years after it issued, and after
Respondents filed their declarations un8ections 8 & 15. This delay was fairly long, and in the absence of extenuating
circumstances or an excuse, unreason&aeBridgestone Firestonés8 USPQ2d at 146@inding unreasonable delay based

in part on “the absence of a reasonable sxdwy the Automobile Club for its inaction’3jfacell Corp. v. Anticancer, Inc.

71 USPQ2d 1301, 1307 (TTAB 200#inding seven year delay unreasonable wH@&etitioner has been completely silent
as to the reason for its delay”jurner v. Hops Grill & Bar Inc.52 USPQ2d 1310, 1312 (TTAB 199@inding five year
delay unreasonable where “the only reason petitioner presiemtads delay is his lack of actual knowledge,” pointing out
that actual knowledge “is not the apprepei measure, and the length of the défaglearly substantial”). Here, because
Petitioner had at least constructive knowledge of the Registratie its date of issuance, November 20, 2007, and has
provided no excuse for not filing the petition to cancel untitilAp, 2015, seven and one-half years later, we find that
Petitioner’s delay is unreasonable.

B. Have Respondents Suffered MateriaPrejudice Attributable to the Delay?

*12 Mere delay is not enough to establish Respondents’ laches defense, however. Indeed, to meet their buiidgrtttdtprov
laches bars Petitioner’s claims, Respondents must ehtatiisthey suffered harm as a result of the dékayston Purina
Co. v. Midwest Cottage Ca373 F.2d 1015, 153 USPQ 73, 76 (CCPA 198&3pondent “bears thmirden of showing the
injustice”). See alsoBridgestone/Firestone58 USPQ2d at 146ZCharette Corp. v. Bowater Comm’'n Papers Jnt3
USPQ2d 2040, 2043 (TTAB 198¢)jThere can be no question that mere ydla asserting one’srademark rights is
insufficient to give rise to an estoppel. More is neededrgns Union Corp. v. Trans Leasing Int’l In@00 USPQ 748, 755
(TTAB 1978)

Here, Respondents have not met their burden. The entirety ofriiginent that they have suffdrenaterial prejudice is “the
Respondent sold and rented SCHIEDMAYER branded pianos continuously for seven years.” 76 TTABVUE
(Respondents’ Trial Brief at 30). The entirety of the evigeRespondents provided in support of this argument is Mr.
Treibitz’s “general recollection” unpported by documentary evidence that Respondents sold at most 17 SCHIEDMAYER-
labeled pianos between issuance of the Registration @&néilitig of the petition to cancel in 2015. 71 TTABVUE 25
(Treibitz Test. Tr. 22); 66 TTABVUE 10 (Treibitz Dec. p. 5) (claiming that Respondents soldxapately 12 pianos
bearing the SCHIEDMAYER mark in 2016 and 2017). Respondents provide no information about any advertisement or
promotion of SCHIEDMAYER-labeled pianos specifically, as opposed to general advertising of alldraff#s. Nor have
Respondents shown any other “materialymtigje” attributable to Petitioner’s delay.

This showing falls short, and calls to miRalston Purinain which the respondent did not make a “serious effort to show

prejudice to itself.’/Ralston Purina153 USPQ at 76The Court found that the respondent did not establish material prejudice
and that laches did not applyr f@asons equally applicable here:

We have no evidence of promotional expenditure. Sales data are too imprecise even to indicate any
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substantial growth of registrant’s trade in the six-month period between petitioner’s alleged acquiescence
and first assertion of right in the mark for baler tevin We do not scan petitioner’s history for one fatal
misstep. We sustain petitioner’s rights in the absence of a showing that to do so wolijustide

*13 Id. at 76-77 Similarly, in Alfacell, the Board found the evidence of prejudinsufficiently specific, because “it is
difficult to gauge, in the absence of dollar amounts or othemifipinformation relative to its promotional efforts, the g

to which there has been any detrimentifacell, 71 USPQ2d at 130&ee alsdHornby, 87 USPQ2d at 141@unsupported
claim that investment was made in a mark not creditedgyrette Corp. 13 USPQ2d at 204(ho laches where “registrant
has submitted no evidence to show that it acted to its detrimegliance on petitioner’s failure to act more promptlZyj;
Bridgestone Firestone58 USPQ2d at 1463%‘Bridgestone asserted economicejodice, presenting evidence of its
longstanding investment in and promotion of the LEMANS brand of tires, includie@f the mark on at least four types of
tires manufactured by Bridgestone ... Bridgestone presented testimony on the adwértimng=E MANS brand and the role

of the LEMANS brand in Bridgestone’s marketing structure ... It was undisputed that Bridgéestested in and promoted
the LEMANS brand tires over this lengthy periddying which the Automobile Club was silent.Aya Ruhal113 USPQ2d

at 1583(finding material prejudice based on showing of tenmitifons of dollars spent on growing a business, adding at
least 15 stores and spending over $7 million promoting its marks)er, 52 USPQ2d at 131@Looking at the evidence
from 1992, when petitioner was put on constructive notice obremt’'s mark, respondent had four restaurants in Florida.
By 1994 it had nine restaurants; durib@95 respondent opened four new restaaranin 1996 five new restaurants were
opened, and twelve were added in 1997. Its sales during this period of time went from approximately $7 million to $58
million, and the business continues to grow.”).

Here, while the record includes a few of Respondents’ advedigsnthere is no evidence regarding how widely they were
distributed or seen, and in those advertisements Respondents promoted not JEEDNMEYER-labeled pianos, but also
pianos bearing a number of other, unrelated m&é&sAlfacell, 71 USPQ2d at 1308respondent’s testimony regarding its
appearances at conferences, trade shows and presentationsishaidhby the fact that it was promoting other drugs at the
same time ... respondent might very well have attended the various trade shows and confepeooege its other drugs
even if its ONCASE brand drug had not been developed”). Moreover, and perhaps more impBeaptindents’ claim of
prejudice rings hollow where the only direct, marginal expense incurred in selling SCHIEDMAYER-labeled plaungsg

the SCHIEDMAYER labels from trophy or decal makers. Indeed, virtually all of the moneywmiRisys spent to offer
SCHIEDMAYER-labeled pianos related to acquisition of the no-name pianos themselves, whichusbualsl ¢asily be
labeled something else. It is obvious that the costs of acquiring pianos will dwarf the negligible cost of buying labels from
trophy or decal sellers, and that re-labeling the pianos as something other than SCHIEDMAXIERe quick, easy and
inexpensive. In any event, Respondents have produced nenegido the contrary, much less established any material
prejudice arising from changing the names on stencil pianos.

*14 “Economic prejudice arises when a defendant suffers the loss of monetary investments or incurstasntikgly
would have been prevented by an earlier suit. ... A nexus mgbkbla between the delay ififfg suit and the expenditures;
the alleged infringer must change his position bezaisand as a result of the plaintiff's delaylfacell, 71 USPQ2d at
1307 Here, Respondents have not shown any meaningful etora other damage resulting from Petitioner’'s delay in
seeking to cancel the Registration, or any significant chahgesition as a result of Petitioner's delay. Because material
prejudice is a necessary element of any laches defense, Respondents have not met their burden of dhtbtishing
petition is barred by laches.

VI. Conclusion

Because Respondents have used Petitisnarigue name and identity in connentiwith keyboard musical instruments
similar to those for which Petitioner and the Schiedmayer faandyfamous, use of Respondemark will falsely suggest a
connection between Petitioner and Respondentsn&®d not reach Petitionerddandonment clainBeeAzeka BldgCorp.

v. Azel, 122 USPQ2d 1477, 1478 (TTAB 201({Board has “discretion to decidmly those claims necessary to enter
judgment and dispose of the case”) (quotigltisorb Tech., Inc. v. Pactive Corpl09 USPQ2d 1170, 1171, 72 (TTAB
2013).
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Decision: The petition is granted and the Registrawill be cancelled in due course.

! Registration No. 3340759, issued Nmier 20, 2007; Section 8 affidavaccepted and Section 15 affidgavi
acknowledged; renewed (the “Registration”).

2 Citations to the record reference TTABVUE, theaB#is online docketing system. The number preceding
“TTABVUE" corresponds to the docket entry number@)d any number(s) following “TTABVUE” refer to the
page number(s) of the docket entry where the cited materials appear.

s Petitioner asserted a separate abandonment claim baseahonHactory rather than Sweet 16 signing the Section 8
declaration submitted to maintain the Registration, batwithdrawn this claim. 73 TABVUE 13 (Petitioner’ Trial
Brief at 8).

4 We have considered Respondents’ written discovery resgoibut not the unauthenticated documents Respondents

produced in response to Petitioner's document requestdemark Rule 2.120(k)(3)(i('A party that has obtairtke
documents from another party through disclosure or uRdér 34 of the Federal Rules of Civil Procedommay na
make the documents of record by notice of reliance alxeept to the extent that they are admissible by nofice o
reliance under the provisions &7 C.F.R.] § 2.122(e)r the party has obtained an admission or stipulation from the
producing party that authgecates the documents.”).

5 For the reasons explained in footnote 4, we have not considered the documents Petitioner produced in response to
Respondents’ document requests, unless separately authenticated.

6 Neither party numbered the paragrajphany of the testimony declarations.

7 It is not clear that “Rud. Ibach GmbH” (referenced in ®shiedmayer’s original decldman) is the same as “Rud.
Ibach & Sohn” (referenced imer rebuttal declaration), but this is ultimately immaterial to our decision.

8 We have not relied on this Internet evidence for the trutheofatters asserted therein, but only for what it shows on
its face. Specifically, we have considered what thesesswstate, rather than the truth of what they state.

9 Reel/Frames 5866/0016 and 5866/0019. Sweet 16 was joined as a co-defendant by the Board's December 21, 2016
order. 33 TTABVUE 21-22.

10 Application Serial No. 78157550. Mr. Treibitz testified thfter his application to register the mark VOSE & SONS
was refused and eventually abandoned, another company, Wrightwood Enterprises, registered the same mark. He
further testified that “[i]t is m belief that Wrghtwood Enterprises, Inc. had knowgedof my application and its
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12

13

14

15

16

17

status and strategically made their filing to ensure there able to prevent my adoption of the mark afterethe
parte appeal failed (i.e., ‘stole’ the trademark from me)isTis because | am unaware of any association between
Wrightwood Enterprises, Inc. and any of the former users of the VOSE & SONS trademark.” 66 TTABVUE 12
(Treibitz Dec. p. 7).

This is not a case where SCHIEDMER is no longer in use, or in which Petitioner's connection with
SCHIEDMAYER keyboard musical instruments is in disp@é.In re Wielinskj 49 USPQ2d 1754, 1758 (TTAB
1998) (“There could be someone who stands in the shoes of the former truck companys lbetdahd does o
establish who that might be."Qyerruled in part on other grounds re WNBA Ent. LLC70 USPQ2d 1153 (TTAB
2003)

Respondents’ argument that SCHIEDMAYER would point tmimber of people because it is a surname is not well-
taken, nor is Respondents’ attempt to impose on Petitiohegher burden of proof on this factor. Indeed, the record
here clearly shows that the naB€HIEDMAYER, which is Petitioner’'s mae, enjoys fame and recognition in
connection with keyboard musical instruments, which is Petitioner’s field.

We need not find that Petitioner owns United States trademark rights in SCHIEDMAYER in order to find tha
Respondents’ use of SCHIEDMAYER falselyggests a connection with Petitioner.

As Petitioner points out, Respondents’ arguments on this &suear to be based only on printed publications and
Internet printouts, which are not admissible for the truth of the matters asserted thgrvaim. Inc. v. ACS Ayoub
Carpet Sery.118 USPQ2d 1392, 1399 n.62 (TTAB 201Hpt'l Pork Bd. and Nat'l| Pork Producers Council v.
Supreme Lobster and Seafood @& USPQ2d 1479, 1483 (TTAB 2010)

We have not considered the Internet reference workseardtsresults for the truth tfie matters asserted therein,
but only for what they show on theace, specifically that certain searclae®l materials point to Ms. Schiedmayer’s
family and its businesses and their musical instruments.

We have focused on the evidence of Petitioner's fameaemaation in the United States, but have also consldere
the degree to which Petitioner is famous abr@ekeHornby, 87 USPQ2d at 141@¢'Because evidence of fame o
reputation in other countries may have relevance to the extent that consumers in the blteised@iid be award o

her as a result of these activities, we will not excludeawidence, but will give it only the probative weight to which

it is entitled.”). To be clear, however, the SCHIEDMAYER name is sufficiently famous in the United Statek to fin
for Petitioner on its false suggestion claim, evemdfdid not consider any evidence from abroad.

Respondents concede that Petitioner “may have some lefahefor reputation” for celestas (described above) and
glockenspiels (a percussion instrument which may have a keyboard), but argue that this fame or reépesation
carry over to pianos. 76 TTABVUE 24 (Respondents’ TBaef at 18). The argument is not well-taken. As show
above, the differences between celestag pianos are internal, mechanieald perhaps not even noticeable to o
known by some consumers of keyboard musical instruments. Celestas and pianaigifardbat Respondents’ use
of the SCHIEDMAYER name for pianos would result in consumers rgakiialse association between the parties.
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18 Petitioner makes clear thatetireferences in its Trial Brief to “palming off” are not to a separate ground fo
cancellation. 75 TTABVUE 21 (Petitioner’'s Trial Brief at)13Plaintiff wishes to emphasize that this Petition to
Cancel is not based upon Defendants’ palming off omBiBs products. Rather, Plaintiff is calling attention to
Defendants’ acts of palming off as it&slishes intent, which is a strong element in finding a 2(a) violation ...."). We
have therefore considered Petitioner’s gdigons of “palming off” only to the extent that they relate to Petitioner’s
claim of false suggéisn of a connection.

2019 WL 4322918 (Trademark Tr. & App. Bd.)

End of Document © 2023 Thomson Reuters. No claim to original U.S. Government Works.
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Opinion by Lebow

Administrative Trademark Judge:

Applicant, Christine L. Sylvain, seeks to register toenposite mark, PATH TO COLLEGE FELLOWSHIP and Design,
shown below, for a wide variety of administrative, consultoagnseling, recruitment, educatal, and information services,
in International Classes 35, 41 and 42 (“the Application”):

The Application includes the following description of the mark and color statement:

The mark consists of concentric circles containing the wording PATH TO COLLEGE FELLOWSHIP”
and the inner circle containing the design of sumraging from laurel leaves with all wording and
designs appearing in maroon color. The color white represents background, outlining, shading and/or
transparent areas and are not part of the mark.

The wording “COLLEGE” and “FELLOWSHIP” has been disclaimed.

Opposer, CollegePATH, Inc., has opposed registration on the ground of likelihoodfudiocorunder Section 2(d) of the
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Trademark Act,15 U.S.C. § 1052(d)based on Opposer's prior use of, and pending application to register, the mark
COLLEGEPATH, in standard characters, on the Principal Register for “college consulting services, namely, assisting
students in applying for scholarships and financial aid” inriatiional Class 36, and “admission consulting services, namely,
consulting in the field of college admissions, specifically, college selection, completing admissions applications, and
preparation for college admission interviews; college consudtamgices, namely, assisting students in finding colleges and
universities and completing the application process; education services, namely, providing tutoring in the fields of college
entry examinations,” in International Class 41, which registered during the course obtieisding (“the Registration?).

Applicant denied the salient allegations in its Answer.
The case is fully briefed. After carefully reviewing thédewmce and arguments presented, we dismiss the opposition.
I. The Record

The evidentiary record in this casensists of the pleadings, the fité the Application by operation ofrademark Rule
2.122(b)(1) 37 C.F.R. 8 2.122(b)(1)and the following evidence made of retdyy the parties during their respective
testimony periods:

*2 Opposer submitted a Notice of Reliance on (a) a copy of8RTO file history for the Application; (b) a copy of the
USPTO file history for the Registration including its statud &tie; (c) Applicant’s responses to Opposer’s First Set of
Interrogatories Nos. 15 and 17; and (d) a news arti©lpposer also submitted the testimony declaration Kimba Williams,
Opposer’'s CEO.

Applicant submitted a Notice of Reliance on (a) eight third-paatystrations; (b) dictionary definitions; and (c) printouts
from third-party websitesApplicant also submitted several tiewony declarations including her owrhe declarations of
Stephen Burleigh, owner and president of College Pathways Independent College Couramwdingimothy Kelly,
Applicant’s attorney;and the testimony deposition of Gabriela Comarapions manager for Achieve Palm Beach Country,
a United Way initiative, who purportedly experienced actual confusion between the parties®marks.

II. Preliminary Issue -- Applicant’'s Pending Motion to Strike

After Opposer filed the testimony dedéion of its CEO, Kimba Williams, Applicant filed a motion a motion to strike
paragraphs 20-22 of her testimony, as well as several @éemrespondence purporting to document instances of alleged
actual confusion identified in Exhibits Q, R, and S to thstireny, on the ground that the evidence was not identified in
Opposer’s pretrial disclosurég-ollowing Opposer’s opposition to the motion, the Board deferred its decision on the motion
until final hearing? We consider it now.

The Board'’s rules require the sim of pretrial disclosuresfrademark Rules 2.120(a)(2)(iignd 2.121, 37 C.F.R. 88§
2.120(a)(2)(iii)and2.121(e) Pretrial disclosures, inter alia, must discltsgeneral summary or list of subjects on which the
witness is expected to testify, and a general summary or lisedypes of documents and things which may be introduced as
exhibits during the testimony of the withessrademark Rule 2.121(€37 C.F.R. § 2.121(e)

In its motion to strike, Applicant argued that although Oppdisetosed Ms. Williams as a witness in its pretrial disclosures
served on April 23, 2020 and those disclosures were timely, “[n]othing in [them] iredd{cateven alludes to the fact that)
Opposer will submit testimony or evidence related to whatl fhérties may have said to Opposer regarding the underlying
issue in this opposition,” and “nothing in Pretrial Disclosureferences third party documents of the type that comprise
Exhibits Q, R, and S. ... Rather, it would appear that these documents are documentsl po@preoser during discovery
and not documents that fall within the list of iteidentified in the Opposer’s Pretrial Disclosuré&sf&pplicant “recognizes
that Opposer was not required to identigch document it planned to introducerg,” but argues “@poser nonetheless
had an obligation to alert Appant to the fact that theitmess ... would purport to testifabout third party statements
allegedly going to the heart tife likelihood of cafusion issue..."”

*3 In response, Opposer argued that it believed the testimongxduildits fell within the scope of its pretrial disclosures,
which indicated that Ms. Williams was expected to testifyarding “the nature of Opposer’s products and services” and
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“Opposer’s scope of rights in the trademark at issue,” and indicated that “documents discussing té Applicant [sic]

and Opposer’s products and services” might be introdue€jdposer also asserted that the correspondence comprising the
exhibits had been provided to Applicant during discovery more than six months prior to Applicant’'s moton,vehch
Applicant does not dispute.

Opposer further argued that “Applicant could have used its right to cross-examine Opposer’s declarant,” but chose not to.
its motion, Opposer offered to consent to extend the datessgary for Applicant to take any needed testimony from the
authors of the correspondence in the exhibits, and Applicant did depose two of the thoeg*aDtherwise, Opposer
requested that it be permitted to amend its pretriallatisees to identify the three companies identified in the
correspondence.

Fed. R. Civ. P. 37(c)(1governs whether evidence will be excluded fdufa to disclose, or allowed because the failure to
disclose is substantiallystified or harmlessGreat Seats Inc. v. Great Seats |Ltth0 USPQ2d 1323, 1327 (TTAB 2011)

(citing MicroStrategy, Inc. v. Business Objects, S429 F.3d 1344, 77 USPQ2d 1001, 1009-10 (Fed. Cir. 2808)
Southern States Rack & Fixture, Inc. v. Sherwin-Williams 88 F.3d 592, 597 (4th Cir. 2003Yhe five-factor test to
determine whether to strike pretrial disclosures involves: “1) the surprise to the party against whom the evidence would be
offered; 2) the ability of that party to cure the surprisah8)extent to which allowing the testimony would disrupt thed; tri

4) importance of the evidence; and 5) the nondisclosing party’s explanation for its failure to disclose the eGdeate.”

Seats 100 USPQ2d at 132°A motion to strike “will be decided on the basis of all the relevant circumstafitesi&mark

Rule 2.123(3)37 C.F.R. § 2.123(3)

Here, we find the lack of surprise or disruption, and opportunity to cure to be the most relevant factoes. i©gglssed
that actual confusion is RuPontfactor, and, in general, evidence regardingu@ontfactor is considered important, and
should be disclosedCf. In re Majestic Distilling Ca.315 F.3d 1311, 65 USPQ2d 1201, 1205 (Fed. Cir. 20833howing

of actual confusion would of course be highly probative, if not conclusive, of a kégihndiod of confusion.”).

*4 Although Opposer’s pretrial disclosures did not speailfy identify actual confusion as a subject of Ms. Williams’
testimony, and did not specifically identify documents purpottiinghow instances of alleged confusion as one of the types

of documents that Opposer might introduce through her testinaggevertheless find that Oao’s failure to disclose the
discussed evidence was harmless under the circumstances. Notwithstanding Applicant’s contention that Opposer attempted tc
unfairly surprise Applicant “by slipping these documents (duedrelated testimony) in despitet having identified them,”

the documents were produced in discovery. Applicant was therefore on notice that Opgbsesesit to rely on those
documents.

Additionally, Applicant did depose two of the three authors of the correspondence in Exhibits Q and R of Ms. Williams’
testimony declaration (Gabriela Como and Jervonte Edmoadsl) introduced their deposition testimony, including the
subject correspondence, into evidenduring her testimony periédThus, were we to exclude that evidence from Ms.
Williams’ testimony, it would still be of recorthrough the witnessesdleposition testimonySee, e.gNazon v. Ghiorsel19
USPQ2d 1178, 1181 n.6 (TTAB 20160nce evidence is properly of record, it may be relied on by any party for any
purpose.”).

In sum, we find minimal surprise to Applicant that evidence of alleged actual confusion wouldrbd bifeOpposer, and

that Applicant had an opportunity to cure any purported surprise by taking the depositions of the declarants, and did so with
respect to two of the three. While Opposeglanation for its failure to disclose that evidence--that it thought the egidenc

did not exceed the scope of its disclosures--is rather unsairsfaete find the omission of disclosure harmless with respect

to the testimony. Applicant’s motion to strike is dertied.

[ll. Entitlement to a Statutory Cause of Action

Entitlement to invoke a statutory cause of action must be proven in every inter parteSeessestralian Therapeutic
Supplies Pty. Ltd. v. Naked TM, LL@65 F.3d 1370, 2020SPQ2d 10837, at *3 (Fed. Cir. 2020) (citingxmark Int’l, Inc.

v. Static Control Components, In&72 U.S. 118, 109 USPQ2d 2061, 2067 n.4 (201d)an opposition proceeding, a party

in the position of opposer may oppose the registration of an applicant's mark where such opposition is within the zone of
interests protected by the statutg,U.S.C. § 1063and the opposer’s reasonable belief in damage is proximately caused by
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registration of the applicant’s markorcamore, LLC v. SFM, LL®78 F.3d 1298, 2020SPQ2d 11277, at *6-7 (Fed. Cir.
2020),cert. denied_ S. Ct. __ (2021).

*5 Opposer's entitlement to oppose registration of Applisantark is established through its pleaded prior pending
application, now registered, which is properly of record, shown to be valid, suhséstthgwned by Opposer, and forms the
basis for a likelihood of confusion claim undes U.S.C. § 1052(dfhat is not wholly without meritLipton Indus., Inc. v.
Ralston Purina C9.670 F.2d 1024, 213 USPQ 185, 189 (CCPA 198®grch Servs., Inc. v. Triumph Learning LL&&8
F.3d 1356, 101 USPQ2d 1713, 1727-28 (Fed. Cir. 208Hhough “applicant’s application was not cited as a bar to the
registration of opposer’'s mark [in its pleaded applicatianfhe arguable similarities beéen the marks and the arguable
relatedness of the [services] is sufficidat us to find that opposer has met the statutory requirement of establishing a
reasonable belief of damage by showing that it possesses a real interest in the proceledimgt am intermeddlerS3pirits

Int'l B.V. v. S.S. Taris Zeytin Ve Zieyagi Tarim Satis Kooperatifleri Birligi99 USPQ2d 1545, 1548 (TTAB 201Bee
also Toufigh v. Persona Parfum, Inc®5 USPQ2d 1872, 1874 (TTAB 201(petitioner showed a reasonable belief that
respondent’s registration would hinder petitioner in registering his mark).

IV. Likelihood of Confusion

To prevail on the ground of likelihood of confusion under Section 2(d), Opposer must gmoxity and likelihood of
confusion by a preponderance of the evide@esningham v. Laser Golf Cor222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed.
Cir. 2000)

A. Priority

An opposer may establish its prior proprietary rights inademark through its ownership of a registration, among other
means.Otto Roth & Co. v. Universal Foods Coys40 F.2d 1317, 209 USPQ 40, 43 (Fed. Cir. 19Bl&re, Opposer has
established that it owns a registration for the mark COLLEGEPATH, which is valid and subd{stiggCandy Co. v.
Eunice King's Kitchen, Inc.496 F.2d 1400, 182 USPQ 108, 110 (CCPA 19¥here a plaintiff has properly made a
registration of record, and there is no pgegdcounterclaim to cancel the registratipniority is not an issue with respeot

the goods or services identified in the registrati®ee alsdruescents LLC v. Ride Skin Care L1821 USPQ2d 1334, 1339
(TTAB 2006) (plaintiff may rely on plaintiff's aplication filing dates, subject to issusmof a registration, for purposes of
priority). Opposer has proven priority.

B. The DuPont Factors

*6 Section 2(d) of the Trademark Act provides that a mark may be refused registratiprjohsists of or comprises a mark

which so resembles a mark registered in the Patent and Trademark Office, or a ek @ame previously used in the

United States by another and not abandoned, as to be likely, when used on or in connection with the [services] of the
applicant, to cause confusion, ordause mistake, or to deceive.153 U.S.C. § 1052(d)

To determine whether there is a likelihoafdconfusion between the parties’ regpex marks under Sectio2(d), we analyze
the evidence and arguments underRi@ontfactors.In re E. |. du Pont de Nemours & Gel76 F.2d 1357, 177 USPQ 563,
567 (CCPA 1973)"DuPont”) cited inB&B Hardware, Inc. vHargis Indus., In¢.575 U.S. 138, 113 USPQ2d 2045, 2049
(2015) We consider each relevabdtPontfactor for which therés evidence and argumein.re Guild Mortg. Co.912 F.3d
1376, 129 USPQ2d 1160, 1161-62 (Fed. Cir. 2019)

“Not all DuPontfactors are relevant in each case, and the weifiiridefl to each factor depés on the circumstances. ...
Any single factor may control a particular casetfatus Networks, Inc. WBTA-UBET Commc’ns Inc955 F.3d 994, 2020

USPQ2d 10341, *3 (Fed. Cir. 2020). “In any likelihood of emidn analysis, two key consicitions are the similarities

between the marks and the sinitias between the .... service&i’ re Chatam Int'l Inc. 380 F.3d 1340, 71 USPQ2d 1944,
1945 (Fed. Cir. 2004xited inRicardo Media v. Inventive Softwa@019 USPQ2d 311355 at *5 (TTAB 2019).

1. The Number and Nature of Simila Marks in Use on Similar Services

The sixthDuPontfactor allows an applicant to wact the scope of protection accordeda registered mark by adducing
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evidence of “[tlhe number and tu@e of similar marks in use agimilar goods [or services]DuPont 177 USPQ at 567
“The purpose of introducing evidence of third-party use isttow that customers have become so conditioned by a plethora
of such similar marks that customers have been educated to distinguish between different marks on thenbages of
distinctions.” Omaha Steaks Int’l, Inc. v. Greater Omaha Packing @08 F.3d 1315, 128 USPQ2d 1686, 1693 (Fed. Cir.
2018) (quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 3962.3d 1369, 73 USPQ2d
1689, 1693 (Fed. Cir. 200%nternal quotation and quotation marks omitted)).

*7 “Third-party use is also ‘relevant to show that a mark is relatively weak and entitled to only a narrow scope of
protection.” Id. “The weaker [an opposer’s] mark, the closer arliegpt’'s mark can come without causing a likelihood of
confusion and thereby invading what amounts to its comparatively narrower range of protéatimn Generation, Inc. v.

GS Enters. LLC794 F.3d 1334, 115 USPQ2d 1671, 1674 (Fed. Cir. 20te) cases are legion that ‘where a party chooses

a trademark which is inherently weak, he will not enjoy thdewlatitude of protection afforded the owners of strong
trademarks.”Nazon v. Ghiorsell19 USPQ2d 1178, 1181 n.6 (TTAB 20Xuoting Sure-Fit Prods. Co. v. Saltzson Co.

254 F.2d 158, 117 USPQ 295, 297 (CCPA 1958¢ als&ing Candy, 182 USPQ at 109-10 (CCPA 19{%he expressions

‘weak’ and ‘entitled to limited protection’ are but other waysaying ... that confusion is unlikely because the marksfare o
such non-arbitrary nature or so widely used that the public easily distinguishes slighinciffeie the marks under
consideration....”).

Applicant contends that “widespread use of the terms ‘@elleand ‘Path’ in connectiomvith college-related service
offerings, together with the well-known descriptive nature of the term ‘College,” and the well-known and commonly
understood nature of the term ‘Path’ means that the public istaceed to seeing these terms as source identifiers in and

of themselves? According to Applicant:

[W]hen faced with marks incorporating commonly-usettl understood terms, consumers are likely to
turn to other elements to differentiate between marks. In the context of Applicant’'s mark, consumers -
being well aware of the common terms “College” and “Path” -- are going to turn to Applicant’s inclusion
of the term FELLOWSHIP as well as the unique sedizlesign that comprisghe mark that is the
subject of the oppositioh.

In support, Applicant “made of record multiple third party uses of names that combine the terms ‘College’ and ‘Path’ (or
formatives thereof),” including those shown below (with emjghadded), which she argues “makes clear that any footprint

of protection that might be afforded to Opposasserted mark is necessarily extremely narrow”:

» Pathways to College(pathwaystocollege.org) provides programs to help students gain admission to colleges and
universities nationwid®&.A further article from the Oprah Magazine (oprahmag.com) titled “Oprah Just Donated $5 Million
to After-School ProgramPathways to Colleg® describes the initiative as a growing nationwide after-school program
dedicated to helping young students realize their dreams of attending céllege.”

*8 « Rosie’s House (rosieshouse.org), “A Music Academy for Children,” provides a program Callege Path “The

College Path (CP) program is ... designed for Rosie’s House high school students who need assistance with college
applications, financial aid and scholarship process. Each enrolled student cr€ateya Path Action Plan under the
direction of aCollege Pathmentor.?®

» Sonoma County Library (sonomalibrary.org) provideath to Collegé workshops for adults and teens to support college-
bound high schools and their families, afstteks to meet the needs of students through all stages of the colligation
preparation and application proces3he website for the library listsPath to Collegeevents” and providesPath to
CollegeNews.™

» The University of Arkansas’ Honors College (honorscollegréedu) provides an annualtgnewal scholarship up to
$5,500 titled “HonorsCollege PathScholarship,” which is awarded to incoming freshman students. “H@usge Path
Scholars will benefit from programs and mentoring offere¢hieyHonors College and our partners across the cafpus.

* CollegeBoard (bigfuture.collegeboard.org) promotes a $2,500 scholarship €atadtd CollegeScholarship” sponsored
by US News and World Report for U.S. high school students to use for undergraduate studiesuatyaay tmllegé:
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 Eventbrite (eventbrite.com) displays webinar workshops gealvby Collegewise under the heading “Rediscovering Your
College Path” e.g., “Rediscovering YouCollege Path The Impact of Covid-19,” “Rediscovering YoGollege Path State
of College Admissions,” and “Rediscovering Ydollege Path Your Study Habits?

» College for TN (collegefortn.org) and the Tennessee State Government (www.tn.gov) promote a Tenmggssee Hi
Education Commission program calleédth to College” “Path to Collegeevents are design to help promote a college-
going culture in elementary, middle, and high schools and provide increased insightdtetiegoing process as students
approach high school graduation.”

* First Tee -- Metropolitan NY (firstteemetny.org) providesPath to Collegeprogram to provide participants with the
critical tools and skills they need to prepare for colleggff¢ugh educational seminars, workshops, college visits, agd on
on-one tutorials ... tprovide every participant and their parents with #tcess and information thaged to successfully
navigate both the college application process and life after coltege.”

*9 « Garland Independent School District (garlandisd.net) provides a program d ‘@a#lth,” which it describe on its
website under the headin@dth to College& Career course.”Path is college and career readiness program offered at all
Garland I1SD high schools. Prepagi students for successful futurd®ath builds life skills such as communication,
collaboration, critical thinking and problem-solving.”

* FloridaPaths to Collegeand Career (floridapathstocollegeandcareer.comyighes a curriculum foteachers with lessons
and materials to “Move Florida’s Steidts to Grade-level Performance.”

» Path2College529 Plan (path2colleg529.com) provides an investment plan to assist students and parents save money for
college: “There are so many ways f&th2College529 Plan can help yoeach your college dream3.”

Applicant also presented the testimony of Stephen Burleigh, the owner and president of third party Cdileggs Pat
Independent College Counseling, who testified that Has used the stylized mark CP COLLEGE PATHWAYS
INDEPENDENT COLLEGE COUNSELING, displayed as

College Pathways

independent college counseling

, in connection with college consulting services and providing advice on attending college and university sificEn2005.
mark was registered in 2009 for “providing advice on attending college and university veithpdrasis on high school and
undergraduate college students, namely, college consulting services, namely, assisting stagplyisgnfor scholarships
and financial aid” (Class 36) and “college consulting servicas)ely, assisting students in finding colleges and universities
and completing the application process” (Class*4lj)c. Burleigh further testified that College Pathways serves clientele
throughout the United States and that he has counseled raor&Q8 students from more thamo dozen states including
Florida (where Opposer is locatedl).

Other third-party evidence made of record by Applicant shows widespread desargatioéthe terms “college” and “path”
in articles and blogs relating to college admission and related topics, for example:

« Common App (commonapp.org) provides resources, which it describes aspatbuo college” for helping students stay
on track to prepare for college and earn a degree.

* College Definitely (myfloridaprepaid.com/collegedefinifelian aspirational college savings blog,” discusses ‘Tbkege
Path in Florida: Affordable, Accessible!” and prod articles under several categories, includiafti to College”*

*10 « Augusta College (augustana.edu) hasge fmm its website with the heading;dllege PathChecklist,” which provides
a checklist to help students stay on track to finding the right callege.
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« University of Alaska (myfuture.alaska.edu) has a page on its website with the heading “ChooSelMégerPath” which
provides guides for “step-by-step guidance to help you choosggtiut

» The What Works Clearing House (iesgov/ncee/wwc) publieed a practice guide titled “H#hg Students Navigate the
Path to College What High Schools Can Do” thatdeses on “effective practices thatepare students academically for
college, assist them in completing the steps to college entry, and improve their likelihood of enrolling in €ollege.”

» An article from College Basics (collegebasics.com) titled “How to Choose the Raghtin College discusses the
importance of college students making wise choices about the direction they take: “To ensure plaghrigityour future,

you must decide on the college and major that suit both you and your eventual career.an feeadore tips on choosing
the rightpath in college”*

» An article from Ensign College (ensign.edu) hasaditle on its website titled “The Key to Choose Ydiollege Path
that “outlines the major steps you should takieteechoosing a post-secondary school p&th.”

» An article from CPR news (cpr.org) discusses the Covid-t@lgraic and its effect on students attending college in an
article titled “Coronavirus May Change Tkiollege Pathfor Some Students, But One Graduate Isn't Letting a Pandemic
Get In Her Way.*®

» An article from PR Newswire (prnewswicom) titled “Generation Z Views Tradition@ollege PathAs Old School”
discusses how the paths that American teenagers taldstathe global Covid-19 pandemic differ from previous
generationg

e An article from Kens5 (kens5.com) titledRtunway Course’ helps students navigate pla¢h to college during the
pandemic” discusses a free online class launched to help high seniors pick colleges, apply fol &iigram write
essays®

* An article from Homeschool Counselor (horctesolcounselor.com) titled “More Than ORath to Collegé discusses
inter alia “five paths to collegée’:

» K12 Posters sells &Cbllege PathPoster,” which promotes higher education opportunities with a photo of a student and the
words “l am on &ollege Path”=

*11 « The Santa Barbara Independent (independent.com) listed a webinar event sponsored by Ah! titled “Life Hacks for Your
College Patli: “Join this one-hour Zoom Webinar highlighting affordalgaths through collegeand into your dream
career.”

Opposer discounts the probative value of Applicant’s third-pesgyevidence, asserting that “two [of the uses] appear related
to the registered [third-party marks] ... PATHWAYS TWDLLEGE and PATH2COLLEGE 529 PLAN, one is a program
from Rosie’s House, one is a course from Garland Independent School District, another is fromnésséee Higher
Education Commission, two are scholarshipsl #Hre rest are article titles,” which “leaw at best thirteen references that
have used the words “college” and “path” together with some type of serviereover, argues Opposer, “[t]hird party
uses of the words “college” and “path” have little probativei&ain that they are not evidence of what happens in the
marketplace, and those registrations and websites dopmars@ny inferences regand the strength of a mark:”

We disagree. “Evidence of third-party use of similar marks on similar goods [or services] is relevant thasteomark is
relatively weak and entitled to only a narrow scope of protectionré FabFitFun 127 USPQ2d 1670, 1674 (TTAB 2018)
(quotingPalm Bay Imps.73 USPQ2d at 1693“Internet printouts, such as those offered by Applicant, ‘on their face, show
that the public may have been exposed to those interneitegehrd therefore may be aware of the advertisements contained
therein.” Id. (quotingRocket Trademarks Phytd v. Fhard S.p.A.98 USPQ2d 1066, 1072 (TTAB 20).1)

Here, the evidence shows fairly widespread use eftdims “COLLEGE” and “PATH” or (or “PATHWAYS,” its
synonymy as part of marks -- e.g., “Pathways to College,” “Gld>ath,” “Path to College,” College Path Scholarship,”
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“Path to College Scholarship,” “Rediscovering Your College Path,” and “Path2College 529 Plan” -- usatetion with
consulting services related to college admission, financialaaid,other related college preparation planning services. We
find those terms weak when used in connection with such serdeeBalm Bay Imps.73 USPQ2d at 169@inding the
component term SMOKING HOT in the marks I'M SMOKING HOT and SMOKIN’ HOT SHOW TIME to be “somewhat
weak” based in part on evidence of thparty use of the term on similar cosmstigoods, noting thatuch uses “tend to

show consumer exposure to third-party use of the term on similar gobtist)Melts, Inc. v. Reckitt Benckiser LLC18
USPQ2d 1464, 1470 (TTAB 201@oting evidence that third parties had adopted marks that were the same as or similar to
opposer's mark for use in connection with food products “maysghat a term carries a highly suggestive connotation in the
industry and, therefore, may be considered weak”); TRADEMARK MANUAL OF EXAMINIRROCEDURE (TMEP) §
1207.01(d)(iii) (July 2021).

*12 Opposer also asserts that “article headlines using ‘college’ and ‘path’ together arevali@dn determining the
weakness of the COLLEGEPATH and PATH TO COLLEGE trademarks. Tiitésse are not trademarks, and have no
source indicating ability” While we agree that these non-trademark thirdypases of the relevant terms are less probative

than the other use evidence of record dadot themselves demonstrate that Oppeger Applicant’s) mark is weak, we
nonetheless find them probative to the extent they show routine and commonplace use of the terms COLLEGE and PATH by
a variety of sources to discuss the process (or “path’/“pathway”) of getting into college. The evidence corroborates our
finding that Opposer's COLLEGEPATH mark is highly suggestiwd weak when used inormection with such services.

Applicant also made of recokeght third-party registrations for marks thete some combination of “College” and “Path”
(or “Pathways”) in a mark for goods or services that appethi@inface related to the sé®s identified in the Registratio

Mark Reg. No. Relevant Services

PATHWAYS TO COLLEGE® 2806492 Teaching and instructional material in the
field of identifying and pursuing
educational and career opportunities and
the development of skills relating to the
attainment of educational and career
objectives.

PATHWAYS TO COLLEGE? 2878579 Consulting and counseling services in the
field of identifying and pursuing
educational and career opportunities and
the development of skills relating to the
attainment of educational and career

objectives.
PATHWAYS TO COLLEGE & 4263286 Providing information and resources in
CAREER READINESS CAREER the area of career technical education.

CLUSTERS and Degnh®®
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A NEW PATH TO COLLEGE 5231490
OPPORTUNITY*

PATH2COLLEGE 529 PLANR 4186573
(Corresponding to use evidence
mentioned above at note 43)

THE COLLEGE PATH? 2281664
COLLEGE PATHWAYS 3578577
INDEPENDENT

COLLEGE COUNSELING and Design

(corresponding to use evidence mentioned
above at note 52)

Consulting services, namely, assisting
potential students in searching colleges,
universities and trade schools, and
completing the application process;
providing information to potential student
applicants relating to the college,
university and trade school selection
process, admissions and general
information on colleges, universities and
trade schools.

Providing distribution and investment
management services for college savings
plans; administration of college tuition
investment savings programs.

Manuals for teachers of grades 9-12, for
instructing a college prepatory [sic]
program

Providing advice on attending college and
university, namely, college consulting
services, namely, assisting students in
applying for scholarships and financial
aid; college consulting services, namely,
assisting students in finding colleges and
universities and completing the
application process.
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FIND YOUR PATH TO FOLLOW 6032717 Educational counseling services to assist
YOUR DREAMS EDUCATED students in planning and preparing for
PATHWAYS COLLEGE ADMISSIONS further education.

CONSULTING and Desigh

*13 As noted above, the marks in two of these third-party registrations are shown to be in use via Applicant’s third-party use
evidence. However, there is no evidemegarding use of the marks in the remaining six third-party registrations, which
themselves are not evidence that the matlown therein have been used, let alone used so extensively that consumers have
become sufficiently conditioned by their usage that they can distinguish between such marks on the bases of minute
differences.Palm Bay Imps.73 USPQ2d at 169iting Scarves by Vera, Inc. v. Todo Imports, &4 F.2d 1167, 192

USPQ 289, 294 (2d Cir. 1978)illy Pulitzer, Inc. v. Lilli Ann Corp.376 F.2d 324, 54 C.C.P.A. 1295, 153 USPQ 406, 407
(CCPA 1967)

Nevertheless, it is proper to consider these registratioasadsgous to a dictionary definition because they may be prebativ
of the meaning of a wordin re Box Solutions Corp79 USPQ2d 1953, 1955 (TTAB 200@]T]hird-party registrations can

be used in the manner of a dictionary definition to illusttaow a term is perceived the trade or industry”)See also
Institut Nat'l des Appellations D’Origine v. Vintners Int'l Co. In858 F.2d 1574, 22 USPQ2d 1190, 1196 (Fed. Cir. 1992)
(third-party registrations show the sense in which a word is used in ordinary parf@hd¢bah a particular term has
descriptive significance as apmliéo certain goods or services); re J.M. Originals Inc. 6 USPQ2d 1393, 1394 (TTAB
1987)(“[T]hird party registrations are of use only if they tend to demonstrate that a mark or a portion theuggkistive or
descriptive of certain goods and hence is entitled to a narrow scope of protection”).

Here, we find that the third-party registrations of recardich use the terms COLLEGE and PATH (or formative thereof)
together as part of a mark for similar consulting amidication services as those provided by Opposer under its
COLLEGEPATH mark, suggest that the terms COLLEGE andHAare at the very leadtighly suggestive and not
particularly distinctive or unique when it comes to describimgises geared to assisting students with planning for college.
Clearly, a number of differeitademark owners have believed, over a peobgears, that various COLLEGE and PATH-
formative marks can be used and registered side-by-side without causing confusion provided there areiffénémeds
between the markserrold Electronics Corp. v. The Magnavox Compal§9 USPQ 751, 758 (TTAB 197&hird-party
registrations “reflect a belief, at least the registrants, who would be most concerned about avoiding confusion and mistake,
that various ‘STAR’ marks can coexistopided that therés a difference.”)See alsdPlus Products v. Natural Organics,

Inc., 204 USPQ 773, 779 (TTAB 1979)n re Sien Equipment Col89 USPQ 586, 588 (TTAB 197%he suggestive
meaning of the word “Brute” in connection with material handling equipment explains the numerous third-party registrations
incorporating that word with other wording or material no matter how little additional significance they may add to the word
“Brute” per se).

*14 Summarizing, although Opposer’'s COLLEGEPATH mark is reggst on the Principal Regger without a showing of
acquired distinctiveness and is therefore presumed to be mtllyedéstinctive under Section 7(b) of the Trademark Act, we

find it to be highly suggestive of Opposer’s college admission and financial aid consulting services. Specifically, we find the
terms “COLLEGE" and “PATH" so conceptually weak and diluted by third party use that they will not act as a bar to the
registration of every mark that includes the terms “COLLE@RY “PATH" (or formatives tbreof). “[I]t will only bar the
registration of marks ‘as to which the resemblance to [COLLEAIER is striking enough t@ause one seeing it to assume

that there is some connection, assi@mor sponsorship between the twoAhthony's Pizza & Pasta Int’l Inc95 USPQ2d

1271, 1278quotingPizza Inn, Inc. v. Russ@21 USPQ 281, 283 (TTAB 1983)

The skth DuPontfactor weighs strongly against a finding of likelihood of confusion.

2. The Similarity or Dissimilarity of the Marks
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Under the firstDuPont factor, we consider the similarity or dissinnitg of Opposer’s and Applicant’'s marks “in their
entireties as to appearance, sowmhnotation and commercial impressioStbne Lion Capital Partners, LP v. Lion Capital
LLP, 746 F.3d 1317, 110 USPQ2d 1157, 1159 (Fed. Cir. 2@otingDuPont,177 USPQ at 57 “Similarity in any one
of these elements may bafficient to find the marks confusingly similafrin at St. John’s126 USPQ2d at 174@uoting
In re Davig 110 USPQ2d 1810, 1812 (TTAB 20)4)

Opposer’'s mark is COLLEGEPATH, and Applicant's marlP&TH TO COLLEGE FELLOWSHIP and design, displayed
as

, with “COLLEGE” and “FELLOWSHIP” disclaimed.

Opposer pointsut that wording teds to dominate in a composite mark “becatigethe wording that purchasers would use
to refer to or request the services” aodtends that situation is applicable h&éné/hile Applicant’s mark “uses a circle, rays
of lights and a wreath design, ... in this case,” argues Opgtsese simple visual elements do not differentiate the marks
from each other?” Opposer emphasizes that its COLLEGEPATH maik standard characters and thus “may be displayed
in any lettering style,” including the style of Applicant's ma#iccording to Opposer, “[tjhe word elements of the marks,
PATH TO COLLEGE FELLOWSHIP and COLLEGEPATH, areghly similar in appearance” and “have the same
commercial impression regardless of the order of the wortteeimarks.” Opposer gives the disclaimed word “fellowship”
less importance because it “is separated from the ‘path to college’ wording.”

*15 Applicant, in response, argues that tharties’ marks are “fundamentally di#et” when considered in their entiretiés:
According to Applicant, “[e]lven aside from [Applicant’s] unique and distinguishing logo™presence in the mark of the
term ‘Felbwship’,” Applicant’s mark “does not include the terms ‘lege’ and ‘Path’ in juxtaposition; rather, they are in a
different order and include the word ‘To’ between them.” As such, “Applicant’'s mark has a different connotation f
Opposer’'s mark because “Collegepath’ is likely to be viewsd ‘path’ on a college campus or one’s course selection
through their time at college, perhaps even experiences in college,” whetéssphrase ‘Path To College’ engenders the
journey to college.” Moreover, she asserts, “the presence tdrtheéFellowship’ in Applicant’s Mark suggests that a student
does not make the journey alone; rather, that the studgmrbigeding towards college with Applicant's guidance, or

fellowship.™®

Applicant’s speculation that consumers would view the term “PATH” in Gpp® COLLEGEPATH mark as referring to “a
‘path’ on a college campus,” and that the term “fellowship’Aplicant’s mark connotes to students that they are not
making a journey alone, is not persuasive. In our judgmentahnkes share a number of simitas, including in appearance,
sound, and connotation.

However, there are a number of differenbetveen the marks -- the use of a highly stylized red-colored design sunrays rays
and leaves, transposition of the wording as PATH TOLLEGE versus COLLEGEPATH, and addition of the term
“FELLOWSHIP,” -- Which together are sufficient in this caseowstweigh their similarities, particularly in view of our
finding that the individual terms in Opposer's COLLEGEPATH mark are so conceptually weak and diluted when used in
connection with college consulting servicdsthony’s Pizza95 USPQ2d at 1278

Indeed, the Board has frequently determined that additidiséihctive elements and/or a distinctive logo, may avoid
confusion where the matter common to the marks is so suggestive or weak that any source-indicating value it has is
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overwhelmed by the addition of anbitrary, distinctive elemengee, e.g.Top Tobacco LP v. NortAtlantic Operating Cq.
101 USPQ2d 1163 (TTAB 201XCLASSIC AMERICAN BLEND in standard enacter form and a stylized format for
tobacco not confusingly similar to CLASSIC CANADIANrféobacco in part because CLASSIC CANADIAN has little
intrinsic distinctiveness)Rocket Trademark®98 USPQ2d at 1066&ZU ELEMENTS (stylized) not confusingly similar to
ELEMENTS in connection with identicalothing goods due, in part, suggestiveness eérm “elements”)Knight Textile
Corp. v. Jones Investment C@5 USPQ2d 1313 (TTAB 2003he mark ESSENTIALS found so highly suggestive that
addition of house mark NORTON MCNAUGHTON sufficed tstidiguish the marks). While we find the disclaimed term
FELLOWSHIP is not distinctive as appligo Applicant’s services, the addition makes a notable difference to the literal
element of Applicant’'s mark, and we stucompare marks in their entiretgeeln re Shell Oil Co. 992 F.2d 1204, 26
USPQ2d 1687 (Fed. Cir. 1998isclaimed words are still part of tiespective marks and must be consideréd’ye 1st
USA Realty Profls, Inc84 USPQ2d 1581, 158#@isclaimed words “are still part of the mark”).

*16 Due to the relative weakness of the common terms “COLLEGE” and “PATH” in the context of college consulting, we
find that the marks COLLEGEPATH and

are more dissimilar than similar, and that the purchasing pufiliziew the combined differences in Applicant's mark as
distinguishing featuresTektronix, Inc. v. Daktronics, Inc189 USPQ 693 (CCPA 1976ABC Consolidated Corp. v.
Chandler 170 U.S.P.Q. 417, 421 (TTAB 1978ee alscAmerican Dairy Queen Corp. v. Danidl96 U.S.P.Q. 630, 635
(TTAB 1977) (wherein the mark DAIRY QUICK was held not confusingly similar to DAIRY QUEEN for identical goods
and services).

The firstDuPontfactor weighs slightly against a finding of likelihood of confusion.
3. The Similarity or Dissimilarity of the Services and Channels of Trade

The seconduPontfactor concerns the “simildy or dissimilarity and nature of thgoods or services as described in an
application or registration,” and the third concerns “the siitylaor dissimilarity of established, likely-to-continue trade
channels” of the parties’ servic&done Lion110 USPQ2d at 115@uotingDuPont, 177 USPQ at 597

Both Opposer’s and Applicant’s services in Class 41 inclieddege consulting services, namely, assisting students in
finding colleges and universities and completing the applicgtimeess,” making them identical in part. We therefore
presume that the channels of trade and classgsrofiasers for those services are also identitaé Viterra Inc, 671 F.3d

1358, 101 USPQ2d 1905, 1908 (Fed. Cir. 2Q&2Een though there was no evidence regarding channels of trade and classes
of consumers, the Board was entitled to rely on this legal presumption in determining likelihood of confusidrébanese
Syrian Associated Charities Inc. v. Child Health Research, Ih31. USPQ2d 1022, 1028 (TTAB 2011)

Opposer argues that “[tlhe remaining services in bothksnare clearly complementaiybut does not explain why.
Nevertheless, we consider Applicant’s Cl8Ssservices of “recruitment of students for higher educational institutions” to be
similar to Opposer’s Class 41 “college consulting services, namely, assisting students in finding colleges and universities.”
Students do not recruit themselves, and it is clear from tli@tren of services that prospective purchaser of Applicant’'s
student recruitment services are not fagne as the prospective purchaser©pposer’s services, which are “students.”
However, both services match students to colleges, whether initiated by the student or someone else, and recruiting students
for higher educational institutions, by definition, involves asgjsstudents in finding a colleges or universities. We fimas
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them intrinsically relatedSeeKellogg Co. v. Gen’l Mills, In¢.82 USPQ2d 1766, 1770 (TTAB 200¢)fProof of] a
relationship between the ... services involved ... does mpliree submission of extrinsievidence in cases where the
identifications of [services] ... aloneveal sufficient facts abduhe respective [services] from which a conclusion, mo
based on mere conjecture, as to the relationship between the [services] ... may be made.”).

*17 Similarly, we find that the recitation of services shows an inherent relationship between Opposer’'s Classeélo$ervi
“admission consulting services, namely, consulting in the field of college admissions, specifically, college selection,
completing admissions applications, and preparation for coddggssion interviews; college consulting services, namely,
assisting students in finding colleges and universities antpleting the application process; education services, namely,
providing tutoring in the fields of college entry examinatiprad Applicant’s Class 42 services of “creating an on-line
community for exam preparation, college counseling, assistgeparation, education and mentoring.” Aside from some
inconsequential differences in wording (i.e. tutoring in the fields of college entry examinatisasnvpeeparation), the gnl
difference appears to be that Opposerivises are unrestricted as to how treg offered while Applicant’s services are
offered solely through an online community.

On balance, we find that the second and third factors to weifgtvam of likelihood of confusion as to the services in Class
35 and 42, and heavily so with respect ®ittentical in part services in Class 41.

4. Actual Confusion

Under the seventh and eighdluPontfactors, we consider the nature and exteranyf actual confusion, in light of the length
of time and conditions under which there has beetetoporaneous use of the parties’ subject mak®ont 177 USPQ at
567. The Board and the Federal Circuit, our primary reviewing court, have long agreed mpahimnce of any evidence of
actual confusion to the analysis of what there is a likelihood of confusioBee, e.gIn re Majestic Distilling Co., Ing.65
USPQ2d at 120(A showing of actual confusion would of course bghhy probative, if not conclusive, of a high likelihood
of confusion”). According to Professor McCarthy, “[clonvincing evidence of significant actual confusion ogaunder
actual marketplace conditions is the bexgidence of a likeliood of confusion.”J. Thomas McCahnty, MCCARTHY ON
TRADEMARKS AND UNFAIR COMPETITION § 23:13 (5th ed.)

As discussed above in the context of deciding Applicant’'s motion to strike, Opposer relies atirtt@yeof its president,
Amy Nash, and three written communications introduced thrdwveghtestimony (Exhibits Q, Rynd S), to argue that there
have been instances of actual confusion regarding the pantekss that the Board should consider in determining likelihood
of confusion.

Exhibit Q to Ms. Nash’s testimony consiof an email from Gabriela Como, Operations Manager of Achieve Palm Beach
Country, to Ms. Nash, who in the course of letting Ms. Nasiwkshe has enjoyed working with Opposer, refers to Opposer
(twice) as “Path to College,” not “CollegePathin her thank you response, Ms. Nash points out the error:

*18 | know in the midst of the fray you may have mistyped our org name, but in your future endeavors,
please remember that CollegePATH, not Path to College, was the ideal community partner in many of the
collaborations we've had to date.

Ms. Como apologizes in her reply, explaining:

| have always tried to be so careful as the namesaasimilar. Although | have tried, | was not always
successful, and so | thank you for alwagsng so patient with me about tf¥at.

This email exchange shows that Ms. Como was clearly alwasmme time that there were two separate entities providing
the relevant services, not that she was catfes to the source of those services.aeshall Field & Co. v. Mrs. Fields
Cookies 25 USPQ2d 1321, 1334 (TTAB 199@hquiries as taorporate affiliations is nagvidence of confusion because,
without more, they “indicate that these persons were awatdttie companies at issuakre two different entities”)Cf.
Elec. Water Conditioners, Inc. v. Turbomag Cqrg21 USPQ 162, 164 (TTAB 1984)That questions have been raised as
the relationship between firms is not evidence of actual comfufioheir trademarks.”). Alibugh Ms. Nash characterizes
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the email exchange in her testimony as her having had “to advise this contact that [Opposer’s] name is COLLEG&PATH
PATH TO COLLEGE,” it is clear from the eail that Ms. Como already knew thatjesfust continues to mistype the name.
Moreover, on cross-examination, Ms. Conestified that she knew both Applicant (Christine Sylvain) and Ms. Nash (of
Opposer), whom she had met along with another individual, Jervonte Edmonds, through her company Achieve on an
initiative developed by Applicant and Ms. Edmonds; knew that Applicant and Opposer operated separate businesses
providing similar services; and that she had simply mistyped the parties’ rfames.

For multiple reasons, the remaining two letters showing pteg@ctual confusion are entitled to no probative weight.

Exhibit R to Ms. Nash'’s testimony consists of an undatetteil of support” purportedly written by Jervonte Edmonds (of
Suits for Seniors) and addressed to “To Whom It May Concehn.the letter, Mr. Edmonds purportedly explains:

| have worked with these 2 organizations on joint projects for the last two years\amavih@essed

multiple partner organizations, including my own, and potential funders speak of CollegePATH and
mistakenly use the wrong name and vice versa. It was quite surprising to me to see Path to College adopt
the name recently as they operate in the same cities, same county, and with the same scope of work as
CollegePATH even though | know CollegePATH has been in this community for over 10°years.

*19 Applicant’s objection to this evidence on the ground that it is heansayell-taken. Indeed, the letter comprises
multiple hearsay statements, since Opposer is relying on Mr. Edmonds’ letter for the truth of the matter that other (unknown)
individuals have mistaken the parties’ names in the past. Hearsay, “a statement other than one matielayatitewhile
testifying at the trial or hearing, offered ini@gence to prove the truth of the matter assertedgd. R. Evid. 801(¢)"is
inadmissible unless it falls within one of the exceptions provided in the Federal Rules of Evidémbed' States v.
Williams 41 F.3d 192, 199 (4h Cir. 1994)ed. R. Evid. 802°If hearsay is unreliable then it stands to reason that multiple
hearsay is less reliable and would needenmorroboration to make it trustworthyaldivia v. Schwarzenegges48 F.

Supp. 2d 852, 1100 (E.D. Cal. 2008)

Beyond that, the letter is unauthenticated. It is written “To Whom It May Concern” and there is no indication by Ms. Nash
that that it was ever sent to or receivey Opposer. Nor could Mr. Edmonds, fheported writer, identify the letter, even

after being shown the document: “Unfortunatelytofney Kelly, | just can't recall this documerit.He also did not recall

how the document “got to be on Suits for Semietterhead”: “| can't recall everything | writé&.”

Notwithstanding the letter's admissibility problems, no actual confusion is shown in the letter. As was the case with Exhibit
Q, Exhibit R also does not show that any party was actually axhfasto source. Here agdime declarant is aware that the
services are provided by separate entities -- indeed, Mr. Ednsteteés that he has worked with both companies for two
years on joint projects. His purported surprise that Appliedopted “Path to College” ineiv of Opposer’'s existence “in

this community for over 10 years” has no probative value. &e his statements that multiple parties have “mistakenly
use[d] the wrong name” probativbecause we have insufficient informationthie record as to why they used the wrong
name.

Finally, Exhibit S to Ms. Nash's testimony is a letter mutedly written by Andrew Joseph of Rico’s Scholarship
Foundation to Ms. NashlIn the letter, Mr. Joseph purportedly states:

This letter serves as written notice that | have @gged your organization’s name get confused with
another, namely Path to College. Embarrassingly enough, even | have consistently confusedathe tw
both your organization and the other have similar areas that you serve and similar programs. As we
worked together on collaborative projects with Path to College over the last two years, it was quite
frankly difficult to discern which organization was being referred to unless folks used your name
(Kimba) specifically. It is an unfauhate situation, espediiaas College PATH has served in Florida and
nationwide for over 12 years. We wish you the best of fuck.

*20 Applicant objects to this evihce on the ground of hearsagnd we again find that that the objection is well taken. We
also note that, despite Applicant having obtained a subpoena, Mr. Joseph could not be served, and did nohappear at
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scheduled deposition. Applicant has not been accorded her right to challenge the trial evidence. All otherpithbilkeens
evidence aside, the letter still does not evidence actual confésianith the previous exhibits, the purported author of the
letter in Exhibit S, Mr. Joseph, was familiar with both orgatiore, having “worked together on collaborative projects with
Path to College [Applicant] [Applicant] over the last twoage” He therefore knew that Opposer and Applicant were
separate entities, and his professed inability to keep thesnatreght is not indicative of actual confusion. As to his
witnessing of Opposer’'s name being confused with Path bedeoby others, he provides no information about what that
confusion means. Were the withessed incidents of alleggfdsion made by others who also know both companies were
separate entities providing similar services? We do not kibig.evidence is insufficient to find actual confusion.

“Actual confusion is entitled to great weight but only if properly prové&ebrgia-Pacific Corp. v. Great Plains Bag Co.
614 F.2d 757, 204 USPQ 697, 701 (CCPA 19&fgre, it has not been proven. TBePont factors bearing on actual
confusion are therefore neutral.

5. Market Interface Between the Parties

The tenthDuPontfactor requires us to consider evidence pertaitornhe “market interface” bewen the parties, including
evidence of any past dealings between the parties which might be indicative of a laclusiocoinf the present case. Most
decisions involving this factor address agreement between the parties that exséntheir business-driven conclusion and
belief that there is no likelihood of confusion, and weigbavily in favor of a finding that confusion is not likely.re Opus
One Inc, 60 USPQ2d 1812, 1820 (TTAB 20Q0Xkee alsoBongrain Int'l (Am.) Corpyv. Delice de France, Inc811 F.2d
1479, 1 USPQ2d 1775, 1778 (Fed. Cir. 198J]n trademark cases involving agreents reflecting parties’ views on the
likelihood of confusion in thenarketplace, ... such agreements may, depgnalinthe circumstances, carry great weight

Applicant attempts to invoke the tenBhuPont factor by asserting that the pastibave previously interfaced with each
other® Specifically, citing to Applicant’s testimony declaration, Applicant points out that “Applicant and Opposer’s CEO
met in late 2017”; that they “worked together on a high school advising committiae'they “colaborated on an institute
curriculum in 2018”; and that “[bJoth parties pide their respective services in the same commufiitif.’appears that
Opposer may have a misunderstanding of the nature duRentfactor regarding market interface, which is intended to
show a lack of confusion based on an agreement betweenrties,paot a likelihood of confusion because the parties have
interfaced. Here, there is no evidenceaeaxford concerning any agreement between the parties which may be indicative of a
lack of confusion.

*21 The tenttDuPontfactor is neutral.
6. Thirteenth DuPont Factor

Applicant raises two additional arguments that we consider under the thiftagPdmtfactor. First, Apficant argues that it
adopted its mark in good faith. Specifically, Applicant asserts that “there is absolutely no evidence in the record even
remotely suggesting that Applicant had an intention oftaliging of [Opposer’s] alleged reputation and/or goodwill,” and

that Applicant “was unaware of Opposer's asserted mark at the dime conceived of ¢hPATH TO COLLEGE
FELLOWSHIP program and associated design tradeniai®€cond, “Applicant submits that Opposer's intention with
respect to the opposition is motivatedt by an actual concern over the potential for confusion, but rather by an animosity
towards Applicant, and that “Opposer’s principal, Ms. Willianiedfthe opposition as a way to ‘get back’ at [Applicant] for
some perceived slight?”

Neither argument is persuasive. While evidence of an applicant's bad faith adoption of its markaist relethe
determination of likelihood of con§ion, the converse is not trueebanon Seaboard Corp. v. R&R Turf Supply,ld©1
USPQ2d 1826, 1834 (TTAB 2012)Good faith adoption of a mark will not prevent a finding of likelihood of confusion.”
Id.; see alsdMlag Instrument96 USPQ2d at 171@[E]vidence on applicant’s behalf that it is seeking to register the mark in
good faith does very little to obviate a finding of a likelihoodohfusion because it is expected that applicants are aating
good faith.”).

Applicant’s belief that Opposer brought the opposition to fumtk” at Applicant is also naelevant. Either there is a
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likelihood of confusion or there is not. Opposer’s matiion for bringing the opposition is inconsequential.
The thirteenttDuPontfactor is neutral.
V. Conclusion

In sum, we do not a likelihood ebnfusion between Opposer's m&KWLLEGEPATH and Aplicant's mark

. Notwithstanding the services being related or even identicalindehat that the partiesharks are more dissimilar than
similar when considered in their entireties duethte weakness of Opposer’'s mark and that theselweont factors,
accordingly, are dispositive in this case.

Decision The opposition is dismissed.

L The Application (Serial No. 88114933) was filed on September 12, 2018, based on a bona fida itarge the
mark in commerce under Section 1(b) of the Trademark ¥%ct,).S.C. § 1051(b)On March 27, 2019, Applican
filed an amendment to allege use, which was accepted cochM8&, 2020. A complete lisig of Applicant services is
shown in the Appendix of this opinion.

2 Application Serial No. 88070105, now Registration No. 5877%vas filed on August 8, 2018, based on a cldim o
first use of the mark anywhere and in commerce as tfl®c 10, 2010 under Section 1(a) of the Trademark JAct,
U.S.C. § 1051(a)

3 6 TTABVUE (Answer). While Applicant has alleged “affirthge defenses” in its answemo evidence or argument
has been offered with respect to théedses, and accordingly, they are waivedterson v. Awshucks SC, LLZD20
USPQ2d 11526, at *1 n.3 (TTAB 2020) (various affirmative defenses deemed waived because no evidence o
argument presented at trial).

4 10 TTABVUE (Opposer's Notice of Reliance). Opposer's sigision of the file history of the Application was
unnecessary because it vedieady of record und@irademark Rule 2.122(b37 C.F.R. § 2.122(b)

5 11 TTABVUE (“Williams Test. Decl.”).

6 17 TTABVUE (Applicant’s Notice of Reliance).
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10

11

12

13

14

15

16

17

18 TTABVUE (“Applicant’s Decl.”).

19 TTABVUE (“Burleigh Decl.”).

20 TTABVUE (“Kelly Decl.”).

21 TTABVUE (“Como Dep.”).

12 TTABVUE (Motion to Strike).

13 TTABVUE (Opposer’s Response to Motion to Strike);TTRABVUE (Board Order). Prior to trial, disclosures are
evaluated only for compliance with the procedural rufgser Wines (PTY) Ltd. v. Sheph®®5 USPQ2d 1239, 1240
(TTAB 2012)

12 TTABVUE 3-5 (Applicant’'s Motion to Strike). Oppo&erpretrial disclosures identified one witness, Ms.
Williams, who was expected to testify on the followingpbjects: selection of the trademark at issue; Opposer’s
advertising and promotional use of ttrademark at issue; Opposer's firsieudate for the products and services
provided under the trademark at issue; Opposer's scop@glus in the trademark at issue; and the natdre o
Opposer’s products and servicat. at 10. In addition, the disclosures provided the following list of documents and
things which that might be introduced during her testimony: prosecution histouyngnts regarding Applicant’'sdn
Opposer's trademark applitens; samples of Opposer's advertisimgnd promotional materials; documents
discussing the nature of Applicant’'s and Opposer’s pitsdared services; written discovery responses; and copies o
non-privileged and non-confidential documents obtained through the discovery prbcas$0-11.

Id. at 5.See alsaote 4.

13 TTABVUE 3 (Opposer’'s Response to Motion to Strike).

Id. at 3-4. Since the declarant was na #uthor of the correspondence, it i$ clear how this would be sufficient to
test the evidence.
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18

19

20

21

22

23

24

25

26

27

28

29

30

Id. at 5.

21 TTABVUE. Applicant also sought to depose the declarant (Andrew Joséphe third piece of objected-to
correspondence (Exhibit S) but was unable to effect service on him.

We will address Applicant’s hearsay objection to the adinility of Exhibits R and S to Ms. Williams’ testimony
declaration later in this opinion.

10 TTABVUE 126-130 (Opposer’s Notice of Reliance).

23 TTABVUE 29 (Applicant’s Brief, citations omitted).

27 TTABVUE 26-27 (Applicant’s Brief).

17 TTABVUE 12-30 (Applicant’s Notice of Reliance).

Id. at 32-38.

Id. at 93-96.

Id. at 141.

Id. at 152-153.
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31

32

33

34

35

36

37

38

39

40

41

42

43

44

Id. at 145-147.

Id. at 119-122.

Id. at 125-130.

Id. at 158-165.

Id. at 98-99.

Id. at 47-54.

Id. at 141-143.

19 TTABVUE 2-4 (Burleigh Test. Decl, 11 1-6).

Id. at 3-4, 6 (11 6-7, Exhibit 1). Registration No. 3578577, issued February 24, 2009; renewed.

Id. at 3 (T 4).

17 TTABVUE 131-136 (Applicant’s Notice of Reliance).

Id. at 40-45.

Id. at 132-138.

Id. at 149-150.
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45

46

47

48

49

50

51

52

53

54

55

56

57

Id. at 101-103

Id. at 56-62.

Id. at 138.

Id. at 64-75.

Id. at 77-80.

Id. at 82-83.

Id. at 86-91.

Id. at 117.

Id. at 155-156.

22 TTABVUE 15 (Opposer’s Brief, citations omitted).

24 TTABVUE 7 (Opposer’'s Reply Brief).

Merriam-Webster dictionary (merriam-webster.com) mkefi “path” as a “COURSE, ROUTE,” and “Pathway”aas
“PATH, COURSE.” (Merriam-WebsteDictionary, merriam-webster. coaccessed August 17, 2021). The Bbar
may take judicial notice of dictionary definitions, including online dictionaries that exist in printegtfon re
Cordua Rests. LP110 USPQ2d 1227, 1229 n.4 (TTAB 2014jf'd, 823 F.3d 594, 118 USPQ2d 1632 (Fed. Cir.
2016)

22 TTABVUE 16 (Opposer’s Brief).
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64

65

66

67

68

69

70

71

17 TTABVUE 210-213 (Applicant’s Notice of Reliance). Registered January 20, 2004; renewed.

Id. at 189-192. Registered August 31, 2004; renewed.

Id. at 194-197. Registered DecemBdd, 2012; Section 8 accepted.

Id. at 199-203. Registered June 27, 2017.

Id. at 205-208. Registered Audus 2012; Section 8 accepted.

Id. at 210-213. Registered September 28, 1999; renewed.

Id. at 215-218. Registered February 24, 2009; renewed.

Id. at 220-222. Registered April 14, 2020.

22 TTABVUE 10 (Opposer’s Brief).

23 TTABVUE 22-23 (Applicant’s Brief).

Id. at 23.

21 TTABVUE 46-48 (Como Test. Decl.).
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” Id.

s 21 TTABVUE 12-13,

4 11 TTABVUE 49.

" Id.

76 23 TTABVUE 31 (Applicant’s Brief).

77 21 TTABVUE 66 (Edmonds Test. Dep.).

& Id.

. 11 TTABVUE 50.

g Id.

8. 23 TTABVUE 31 (Applicant’s Brief).

82 22 TTABVUE 19-20 (Opposer’s Brief).

83 Id. at 19.

84 23 TTABVUE 33 (Applicant’s Brief).

8 Id. at 34.
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Appendix
*22 Application Serial No. 88114933 includes the following recitation of services:
Class 35: Administering study abroad programs for collegéests; Consulting services in the field of higher education
administration; Human resources services in the field ofathn, namely, recruiting and placing teachers at international
schools; Recruitment of students for higher education institutions, in International Class 35;

Class 41: College consulting services, namely, assisting students in finding colleges and universities and completing the
application process; College counseling services, namelstiagsstudents who struggkcademically due to learning
disabilities in finding colleges and universities and completingppdication process; Education and entertainment services,
namely, ongoing television public service announcements andngng@évision programs in the field of exam preparation,
college counseling, assistance, preparation, education, writing and mentoring; Education servicesmeatoeiyg in the

field of exam preparation, college coulirsg, assistance, preparation and educatitihycation services, namely, one-on-one
mentoring in the field of exam preparation, college counsediegistance, preparation, aaducation; Education services,
namely, providing classes, seminars, workshops, tutoring, and mentoring in thef fraiddle and high school reform;
Education services, namely, providing kindergarten through géade (K-12) classroom imsttion; Education services,
namely, providing mentoring, tutoring, classes, seminars anksthaps in the field of exam gparation, college counseling,
assistance, preparation, and educattediication services, namely, providing ndmwnloadable webinars in the field of

exam preparation, college counseliragsistance, preparation, education anentoring; Education services, namely,
providing panel discussions in the field of exam preparatoliege counseling, assistangegeparation, education and
mentoring; Education services, namely, providing prekindergarten through 12th grade (pre-K-12) classraotioninst
Education services, namely, providing pre-kindergarten thrd2gh grade classroom instruction at international schools;
Education services, namely, providing tutorial sessions infithé& of exam preparation, ege counseling, assistance,
preparation, education and mentoring; Education services, namely, providing tutoring in the field of examigmeparat
college counseling, assistance, preparation, educatioh naentoring,; Education services, namely, providing exam
preparation, college advisement, and mentoring in the fields of academia and higher education, theory or practice;
Educational counseling services to assist studeigiginning and preparing for further education;

Admission consulting services, namely, consulting in the field of college admissions, specifically, college selection,
completing admissions applications, and preparation for college admission interviews; Boardingedabatibn; Career
counseling, namely, providing advice concerning education options to pursue career opportunities; Computer education
training; Consulting services about edumat Educating at university or colleges; Educational services, namely, conducting
distance learning instruction at the secondary and college level; Educational services, namilingpcourses of
instruction at the secondary and college level and distribution of course material in connection therewith; Educational
services, namely, providing on-line courses of instructiothi field of exam preparationyriting, college counseling,
assistance, preparation, education and angny; Entertainment and educational services in the nature of competitions in the
field of entertainment, education, culture, sports, and other non-businessoarmbmmercial fields; Information on
education; Information relating to entertainment and educationided on-line from a computer database or the internet;
Organizing on-line exhibitions and confeces in the fields of education, cultusports and entertainment for non-business

and non-commercial purposes; Providing education in the field of exam preparation, youbtiprdeweg| college counseling,
assistance, preparation, education, mentoring and any rédgied rendered through liveahater performances; Providing a

web site featuring the ratings, reviews aedommendations of users on events and activities in the field of entertainment and
education; Providing a web site that features informati@utbnline higher education resources; Providing a web site that
features information on attending college and university asttemphasis on newly enrolled students; Providing a website
featuring information in the fields of education and entertainment for children; Providing courses of instruction at the
secondary and college level; Providing information aboutatitn; Providing voice overs for tapes, records and other
recorded media for entertainment and edion purposes; Research in the fieldedfucation; Research in the field of
education via the internet; and

*23Class 42: Creating an on-line community for exam preparat@lege counseling, assistance, preparation, education and
mentoring.

2021 WL 3784236 (Trademark Tr. & App. Bd.)
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Administrative Trademark Judge:

Applicant, Mayweather Promotions, LLC, seeks registration of the proposed mark PAST PRESENT FUTURE (in standard
characters), as amendedn the Principal Register for “T-shirts” in International Class Zhe Trademark Examining
Attorney refused registration under Sections 1, 2, and 45 of the TrademarkbAdtS.C. 88 10552 and 1127, on the

ground that the proposed mark fails to function as a trademark because it is a slogan or term that Weydroetved as
identifying and distinguishing the Applicant’s goods and indicating their source. Instead, it would be perceived as a
commonplace term, message, or expression widely used by a variety of $ources.

When the refusal was made final, Applitappealed to this Boar@he appeal is fully briefed. We affirm the refusal.
I. Applicable Law

“The Trademark Act is not an act to register words but teregirademarks. Before there can be registrability, there raust b
a trademark ... and, lass words have been so used, they cannot qualify for registrdtiore’Standard Oil Cq.275 F.2d

945, 125 USPQ 227, 229 (CCPA 196Thus, we start our analysis with Section 45 of the Act, which defines a “trademark”
as “any word, name, symbol, or device, or any combination thereof used by a persigentifioand distinguish his or her
goods ... from those manufactured or sold by others and tatedhe source of the goods, evfethat source is unknown.”

15 U.S.C. § 1127See also In r8ose Corp.546 F.2d 893, 192 USPQ 213, 216 (CCPA 197@)he classic function of a
trademark is to point out distinctively the origin of the goods to which it is attached”). Widely used commonplace messages
are those that merely convey ordinary, familiar conceptsentiments and will be understood as conveying the ordinary
concept or sentiment normally associated with thexther than serving any source-indicating functee, e.g.D.C. One
Wholesaler, Inc. v. Chieri20 USPQ2d 1710, 1716 (TTAB 201ustaining opposition to registration of | <<heart>> DC
for clothing because it “has been widelged, over a long period of time and &yarge number of merchandisers as an
expression of enthusiasm, affection or affiliation with respect to the city of Washington, DdCthas would not be
perceived as a source-indicatoln); re Volvo Cars of N. Am., Inc46 USPQ2d 1455, 1460-61 (TTAB 199@ffirming
refusal to register DRIVE SAFELY for automobiles because it would be perceived as an everytapnptace safety
admonition);see alscfRADEMARK MANUAL OF EXAMINING PROCEDURE (TMEP) § 1202.04(b) (October 2018).

*2 Whether the phrase PAST PRESENT FUTURE is more than a commonplsssgeand functions as a mark depends on
whether the relevant public, i.e. purchasers or potential purchasers of Applicant’s goods, would pezcteve ths
identifying and distinguishing those goods and indicating their source, even if that source is unknown. Trademark Act § 45,
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15 USC § 112{7In re Volvo Cars of N. Am., Incd6 USPQ2d at 145@A critical element in detenining whether a term or
phrase is a trademark is theprassion the term or phrase makes on the relevant pubfeg)alsol MCCARTHY ON
TRADEMARKS AND UNFAIR COMPETITION § 7:23 (5th ed. 201¢)The more commonly sl the phrase, the less
likely that the public will use it to identify only one selbard the less likely that it can achieve trademark status.”).

II. The Examining Attorney’s Arguments and Evidence

The Examining Attorney argudahat PAST PRESENT FUTURE is “a commoagd term, message, or expression widely
used by a variety of sources that merely conveys an ordifaamyliar, well-recognized concept or sentiment” and fails to
function as a trademark because it does not distinguish Applicant’s goods from those of otherdyothidesatirce of those
goods: She contends that “PAST PRESENUTURE is a widely used commomgk message or expression that “is
commonly used to refer to describe or recount the general history/background, the currentl stegedaaction/projection
of a person, animal, idea, or concept in a lineal fashion based on a timeNoedrdingly, that wording “will not be
perceived as identifying the source of the godds.”

In support, the Examining Attorney provided evidence franvariety of third-party websites including the following
examples:

Bone graft substitutes: past, present, future.

Parky S
+ Author information

Apstract

Bone grafis ane necessadry 10 provide support, Tl voids. and enhance biologic repair of skejetal defects. They are used by orfhopaedic
surgeons. neurosurgeons, craniofacial surgeons, and periodentists: Bone harvested from donor sikes s ihe gold standand for this procedure
It ks well documenied Ihat there are imitations and complications Trom the use of autogral. including the Emited quantity and associted
ChFoMC donor site pain. Despie the increase in the number of procedures thal require Done grafts, there has not Deen a single ioeal bone
graft substitute Scientists. surgeons, and medical companies, thus, have a fremendous responsibility o develop biclogic alternatives that wil
enhance the funcional capabdibes of the bone graft subsiiule, and potentially reduce or eliminate the need for autogralt. This article is an
attempt to reéview the past and exisling bone graft substitutes, and fulure directions of research, The historical daia was exiracted after
thorough review of the Iiterature, The data for the cument concepts and future directions was complied from the Intemet. and from direct
comespondence with medical comparnies. Since many products are undergoing clinical inais, and ane vel not commercially avadable. their
data cannot be found in Berature The main purpose of this article 1s to give the reader an idea about the exsting market products and
products likely to be available in near futue

(ncbi nim nih.gov)

Past. Present. Future.

lhe 25th Anniversary of Cause
Marketinc

(conecomm.com)
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|icts: Past, Present, Future

Annual Review of Ecology; Evolution, and Systematica
Vo, 48217 20 Velume publicatsen dote December 2011 )

ed online &5 & Revr=w in Advand

(annualreviews.org)

Past Present Future: Western Pennsylvania’s
People and Places at Silver Eye Center

A rich and sprawling show looks backward, around
and forward

(pghcitypager.com)

International Journal of Medical Informatics ﬁ""

hurme 79 fssus 9 September 2010 Pages 595-810 m

~ T e nIEry

Medical informatics: Past, present, future s« %

Raednhok Haux ? 5 &8 0

@ Show moro

hitps fidos org? 1001 016 jjmediol 2010 06 003 Cat nyghts and content

Abstract

Objjec tive

To reflact about madcal mformatics as a distciphnes  To suggest sgnificant futurs ressarch
direc tions with the purpase of -;l-nr:ia,tln_w further discussion

Methods

Exploning and disc ussing important developments in medical informatic s from the past and
in the present by way of examples Reflaecting on the role aof IMIA, the Intemabonal Medical
Informatic s Association, in influencing the disciphine

Resulls

Medical inforrmalics as a discipline s still young Today, ‘as a cross-sectional discipline, it
form= one of the basas for medicine and health care As a consequence considerable

(sciencedirect.com)
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FTOECECTT G ET T T T T ]

Pzast, Presetit, Future

By AN ASHALY | JAMLUIAHT FEBRUAKT 290

A lock at how the ways we re living have changed in recent decades — and why [t's tmportant to adapt and
Erow.

(experiencelife.com)
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Past. Present. Fulure: Gancia De Moaze

Past. Presenl, Paure: Ganacia De Moz
nough one of I . ted mares i Hru . frent I a g that t
aree i2 - T |
ard especiall 1 e Metherlar
PAST
k 20,0 and F F HaiTine
o L
PRESENT
- 21 =
Lomgioes Geand Prix of Tlass - e Irae €300, 000 Roles Graod Prie of Be umsaels
Stephex Masters r T Grarnd Pris Sport Visondren at Jumping Mechelen CSI5*
T
FUTURE
-

(noellefloyd.com)
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Past, Present, Future

From Wikipeda. the fres encyclopadia
Past Present, Future or Past, Present and Future may refer to;
Books [edt;

o Isiam Past Pressn| and Fulure, a book by Hans Kilng
» FPast Present and Future. a book series by Mat Schachner

Music jedt]

Albums [ «it]
« Past, Present, Future (Morgana Lefay album), 1995
« Fasl, Preser, Fullire (TIKI Taane alDumy), 2007
« Fasi Presenf Fufure (Chipz EPs), 2008, iwo-part extended piay seres
» Fast Present and Future (Al Stewart album) 1973
» Past, Fraseat & Futire (Rob Zombie abum), 2003
» Past, Present, & Future. an album by Aron Burton
« Tridgy: Fas! Present Future, by Frank Sinatra, 1950
o Thndy (Past. Present and Fulure), by Slum Vilage, 2002
o HiSlory Pasi, Present and Fufurs, Book | by Michael Jackson, 1385
= Fala Cale Pasado, Presenfe y Futun. a 2000 mixtape by Zion & Lennox
« The Past The Present. The Future [Mark 'Oh album), 2009
« The Past, The Presem. The Future (Jocedi album) 2015

Songe |edt)
» "Pasi Present, and Fuluie”, a song by ADDY Travis
» "Pasl. Present and Future” a song by Agneiha Faltskog from My Galowing Boox
» "Past Present and Future” a3 song by Allen Kwela
« "Past. Present. & Future", a song by Aron Burton
« "Past Present and Future”. g song by Grant Green from The Fral Comeaown
« "Past Present and Fulure”, a song by Mananne Faimiul from Horses ang High Hesis
= “Pasl Present and Fulure”, a song by Rornie Self
» “Pasi, Present and Future” 2 song by The Shangr-Las
= "Past Present and Fulure®, 2 song by Sibongiic Khumelo
« "Iy Past. My Present and My Future”. 8 song by Russ Columbo
« "S0und image of the Past, Presant and Fulure®, a song by kAunal RICharc Abrams Tom Family Tak
= MVisons of ne Pasl, Fresenl and Fulure”, a song by White Hils
s "You're My Pasl Presen, and Fulure®, a song by Joe Veruli

(Wikipedia.com)

Additionally, the Examining Attorney provided a numhsrwebpages showing PAST PRESENT FUTURE or variants
thereof being used on t-shirts bgrelated third parties, includinge following excerpts therefrom:
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(ebay.com)
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*3 (poshmark.com)

(redmolotov.com)
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(365ist.com)

'I':'T..

PRESENT
TOToRE

(amazon.com)
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The Examining Attorney argues that “[t]his widespread use of the phrase PAST PRESHNRE shows that consumers
viewing the mark will perceive [it] as conveying that messagper than as indicating the source of the goods. ... [T]his
evidence is more than sufficient to show the phrase is widely used by a variety of socaesgetothe same message of a
lineal timeline conveying a general histooyrrent state, and direction of a persanimal, idea, or concept, and that the
phrase is commonly used in the clothing industty.”

[ll. Applicant’s Arguments
Applicant makes a number of arguments in support of registrability, which we address in turn.
A. Argument: PAST PRESENT FUTURE is Highly Distinctive and Well-Known in the Trade and to the Relevant Public

According to Applicant, “PAST PRESENT FUTURE is knowrthe boxing industry to indicatthe career of the champion

boxer Floyd Mayweather, Jr. and the sports and entertainment related goods and services prokiidedoimpany
Mayweather Promotions, LLCY Applicant contends that “consumers rgoize the PAST PRESENT FUTURE Mark as
affiliated with Floyd Mayweather, and members of the purchasing public have come to recognize [it] as a trademark
identifying Appellant and its services and goods” because:

* “the relevant public comprises sports fans”;

* “these fans have seen the slogan PAST PRESENT FUTURE for more than 10 years in association viitayteather
and [Applicant]”;

» “Appellant has dedicated significant resources to promoting goods and services featuring the mark EAENTPR
FUTURE ... on Appellant’s website and social media sites”; and

« “Appellant’s consistent and extensigeomotion of services and productscimnnection with Appedint's PAST PRESENT
FUTURE Mark [has caused the mark totbme highly distinctive and well-known in the trade and to the relevant piblic.”

Applicant’s contention that “the relevapitiblic comprises sports fans” is mispldc8ecause there are no limitations on the
channels of trade or classes of consuroétke t-shirts identified ithe application, the relevant consuming public comprise
all potential purchasers of t-shirts, whtay or may not be sports aficionad@BS Inc. v. Morrow708 F.2d 1579, 218
USPQ 198, 199 (Fed. Cir. 1983Bell's Brewery, Inc. v. Innovation Brewing25 USPQ2d 1340, 1345 (TTAB 201EBven

if Applicant had provided evidence that a small subgroupsbfrt-consumers who are fans of Mr. Mayweather associate the
phrase with him, Applicant fails to grapple with the evidencthiofl-party use of the phrasa t-shirts that does not appear
to be linked with Mr. Mayweather, which suggests that the broader class of t-shirt conswulkrgp@rceive only the
common meaning of the phrase.

*4 Applicant’'s additional arguments lack evidentiary supporer&his simply no evidence in the record regarding Floyd
Mayweather, Jr., his career, or even his purported legal conmégatilspplicant. Nor is there evidence of what “fans” have
seen “for more than 10 years in asstiorawith Mayweather” or Applicant; evidenteat Applicant hagledicated significant
resources to promoting goods and services featuring PAESPRT FUTURE on websites or@al media sites; or that
due to such activities, the mark “has become highly distmand well-known in the trade and to the relevant public.”
Counsel's argument is “no substitute for evidente.fe OEP Enters.2019 USPQ2d 309323 at *46 (TTAB 2019) (quoting
Cai v. Diamond Hong, Inc901 F.3d 1367, 127 USPQ2d 1797, 1799 (Fed. Cir. 2@28) denied139 S. Ct. 1550 (2019)
(internal quotation omitted)).

B. Argument: PAST PRESENT FUTURE is Not Merely Infatibnal and Is Not A Common Phrase in the Clothing
Industry

Applicant argues that PAST PRESENT HURE “does not have the characteristiof words commonly refused under a
‘merely informational matter’ refusal because it is well recognized, ubiquitous, or merely informationalSpecifically,
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Applicant contends,

the evidence submitted by the Examiner does not demonstrate that the phrase PAST PRESENT FUTURE conveys any
information to the public about the goods. Indeed, the evidautmmitted by the Examiner in support of the refusal consists

of website screenshots showing third party use of the phrase in an ornamental fashion. drish@tédence is insufficient

to establish that Appellant’'s Mark is merely informationat@she goods, or that PASTRESENT FUTURE is a common

phrase in the clothing industry. Just because there is ewitlence on the internet showinge of a mark in a decorative

fashion does not automatically lead to the conclusion that the relevant consuming public, i.e., sports and boxing fans, will no
associate Appellant’s goods sold under the mark with Appetlant.

Applicant’s argument that the evidence does not sSRA8BT PRESENT FUTURE merely conveys informataiyout the
goodsis inapposite, since the Examining Attorney does not nthle argument as a basis for the refusal. Instead, the
Examining Attorney argues that widespd use of the term PAST PRESENT FUTURE in the marketplace “shows that
consumers viewing the mark will perceive the applied-for melkconveying that message rather than as indicating the
source of the goods:"A term may still fail to function as a mark even if it does not convey information about the goods.

Additionally, and contrary to Applicant’s contentions, the weight of the evidence does demonstrate ubiquitous thisg-party u
of the phrase PAST PRESENT FUTURE to refer to the gaegent and future of peoplthings, ideas and concepts.
Further, as demonstrated by the record, in the clothing industry, this common message is sbédsaasta feature such

that “the display itself is an important component of the product and customers purchaseuti® pob@ssociating it with a
particular source but because of the mesdadge. One Wholesaled 02 USPQ2d at 1716ge alsd=agle Crest96 USPQ2d

at 1230("Because consumers would be accustomed to seeing this phrase displayed on clothing itenanjralifferent
sources, they could not view the slogas a trademark indicating source of thetluhg only in applicant.”). Indeed,
Applicant’s own use of the term on t-dliras seen on the specimen of record, shows the same manner of use as the third-
party evidence of record:

*5 This kind of evidence is pbative in determining whether a term or @&avould be perceived in the marketplace as a
trademark or as a widely used messag€.. One Wholesaled 20 USPQ2d at 171&agle Crest96 USPQ2d at 123¢The
primary function of this familiar Marine slogan as shown byeteence of use by the publizy other retailers and also by
applicant, is nonetheless to convey information, that isxpyess support, admiration or affiliation with the Marines”). In
this case, the Examining Attorney’s esitte establishes not only that PAST PRESENT FUTURE is a widely used message
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that conveys a concept, but also thatiszoners are accustomed to seeing that mesbsgjayed in a non-source identifying
manner on t-shirts. Taken together, thisee forms of evidence strongly supparfinding that PAST PRESENT FUTURE is
not perceived as a mark when used in connection with t-shirts.

C. Argument: Registrability of PAST PRESENT FUTUREGsnfirmed By Third-Party Registrations and Applicant’s
Ownership of a Prior Registration for a Similar Mark for Services

Applicant provided a list of twelve third-party registraticios different marks comprising what Applicant refers to as
“sports-related slogans” that the USPTO has “routinely registered,” and also points to Regiswat@82897 owned by
Applicant for PAST, PRESENT & FUTURE OF SPORTS & ENTERNMENT for “online retail store services featuring
sports apparel, clothing and hatsAccording to Applicant, the latter “confisnthat these terms do function as a source
indicator for Applicant’s clothing®

The Examining Attorney correctly notes that these third-pagystrations are irrelevant: “Each of the marks in the third-
party registrations are comprised of wording that is entiréfgrént from the wording in the applied-for mark,” she asserts,
and regardless, the “prior decisions and actions of othezrrack examining attorneys in registering other marks have little
evidentiary value and are not binding upon the USPTO or the [BoagBe alsdn re Weiss Watch Co123 USPQ2d 1200,
1207 (TTAB 2017)In re Nett Designs, Inc236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed. Cir. 20&VEen if some prior
registrations had some characteristics similar to Nett Desappication, the PTO’s allowaaoof such prior registrations
does not bind the Board or this court.”).

Applicant’s argument that the third-party registrations for different wording are relevant to our analysiaépfuihe fat

that they are “sports-related slogans” is misguided; the question is not whethes slagdre used as source identifierdian t

field of sports, the question is whether this particular phrase Applicant seeks to register wpetdeldeed by potential
consumers as identifying source. In any event, we are not privy to the records of those prior registrations and therefore must
assess the registrability of Applicant’'s proposed mark owvits merits and not simply based on the existence of other
registrations for different markslett Designs57 USPQ2d at 1568The Board must decide dacase on its own merits.”).

*6 Applicant's reliance on ownership of a prior registration for “PAST, PRESENT & FUTURE OF SPORTS &
ENTERTAINMENT” for online retail storeservices as confirmation that tpeoposed mark PAST PRESENT FUTURE
serves as a source indicator for t-shirts is equally unconvincing. The mark in that registration includes additional wlording an
covers services not at issue here. “It has been said tima@y that each case must be decided on its own faetgle Crest

96 USPQ2d at 1129 (citingett Designs57 USPQ2d at 1566

D. Argument: PAST PRESENT FUTURE is Regidtle as an Identifier of Secondary Source

“Alternatively,” Applicant argues, “PAST PRESENT FUTURE is registditcause it informs the purchasing public of the
goods [sic] connection with Appellant and Floyd Mayweather, creating ‘secondary sourc&icatemn. Under the
secondary source doctrine,” Applicant urges, “trademarkpemaitted to identify and distingsh a source of goods in the
sense of indicating sponsorship or authorization by a recognized énBipetifically:

In Appellant’s case, it is suggestive of longevity- Floyd Mayweather’s sports career has spanned over 22
years, and he still may fight again in 2019. blecame his own promoter and started Mayweather
Promotions, LLC in 2007. Currently Mayweather Promotions has 20 fighters, netted in excess of $350
million worldwide, and generated over $1 Billion in Pay-per-View revenues. Sales under PAST
PRESENT FUTURE have made the phrase highly rezagle when associatedth goods and services
offered by Appellant. For these reasons, Appellant's Mark PAST PRESENT FUTURE is distinctive and
serves as an indicator of source for Appellant’s gemdkservices, Appellant requests that its application

be approved for publicatich.

This is not a situation where evidence of secondary source is relevant. Appliegnpgesent secondary source evidence to
show that a proposed mark used on goods in a decorative or ornamental manner alsaftasiredsating function by
showing that the applicant has used the proposed mark in a non-ornamental manner witir geodces in the past other
than those being refused as ornameraelin re T.S. Designs, Inc95 USPQ2d 1669, 1672 (TTAB 201(kjecting
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applicant’s attempts to rely dhe theory of secondary source because these'meafactual parallel .to reported decisions
where ornamental material on the clothing tétls purchasing public ¢hsource of the goods”)np re Watkins Glen Int'l,

Inc., 227 USPQ 727, 729 (TTAB 198fjnding a stylized checkered flag design registrable for patches and clothing items,
where applicant had previously registered WATKINGLEN and checkered flag design for servicés)re Paramount
Pictures Corp. 213 USPQ 1111, 1112 (TTAB 1982)MEP § 1202.03(c). However, astExamining Attorney notes, the
proposed mark was not finally refused on grounds that it islynemeamental, so this theory of registrability is inapplicable

IV. Conclusion

*7 The record before us indicates that PAST PRESENT FUTURE has been widely used in various ebsatangs to
convey a familiar concept, namely one that is used to teesarirecount the PAST (history/background), PRESENT (current
state) and anticipated FUTURE (directianf) a person, animal, idea, or concapta lineal fashion based on a timeline.
Additionally, the marketplace evidence shows that consumers have been exposed to PAST PRESENT u=ddlWRE-
shirts to convey a common message, which reinforces our fitldiigconsumers are unlikely &ssociate that term with a
particular soure for t-shirtsSeeEagle Crest96 USPQ2d at 123(Because consumers would be accustomed to seeing this
phrase [ONCE A MARINE, ALWAYS A MARINE] displayed on clothing items from many different sources, they could
not view the slogan as a trademark indicating source of the clathiggn applicant.”) It is @ar that t-shirts provided in
connection with this term will be purchasky consumers for the message it conveys.

We thus find that the phrase PAST PRESENT FUTURE in connection with t-shirts would be perceivechbggra and
prospective purchasers as a widely used commonplace egpre$si familiar concept and not as a source indicator for t-
shirts.

Decision The refusal to register is affirmed.

! In this proceeding, Ms. Bechhofer reprpted the Office with respect to the Apgtion at briefing. Mr. In Pyo Lee is
the Examining Attorney that was responsible for the application during prosecution.

2 The original drawing showed the wording with periods, i.e., PAST. PRESENT. FUTURE. September 5.0, 201
Application, TSDR 1. Following an initial refusal ofethproposed mark as failing to function (for being merely
ornamental), Applicant amended the drawing to delete the periods. June 24, Response to Office Action, TSDR 1. The
Examining Attorney accepted the amended drawing asnamnaberial alteration and ithdrew the ornamentation
refusal. July 18, 2016 Suspension Notice, TSDR ad@&mark Status & DocumeRetrieval (“TSDR”) citations
herein refer to the docket and electronic file database for the involved application. All citations to the TSDR database
are to the downloadable .PDF version of the documents.

s Application Serial No. 86753084 was filed on September 10, 2015 under Section 1(a) of the Tradembsk Act,
U.S.C. § 1051(ga)based on Applicant’s claim of first use of the mark anywhere and in commerce as of 2008.

4 The refusal also refers t@&ion 3 of the Trademark Act5 U.S.C. § 1053but that section applies only to marks fo
services, not goods. 8 TTABVUE 4, 11. Only Sections 1, 2, and 45 are relevant to the refusal.

5 8 TTABVUE 5.
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10

11

12

13

14

15

16

17

Id. at 6.

Id. at 11.

April 19, 2018 Office Action, TSDR 6-18 (highlighting added by the Examining Attorney).

November 6, 2018 Final Office Action, TSDR 7-20.

8 TTABVUE 7.

5 TTABVUE 4.

Id. at 4-5.

5 TTABVUE 6.

5 TTABVUE 8.

8 TTABVUE 7.

September 10, 2015 Application, TSDR 7.

5 TTABVUE 8-9 (listing | WILL WHAT | WANT; THE ATHLETES OF THE NEXT GENERATION; ARE YOU
FROM HERE?; WE MADE IT BETTER; DON'T BE LAST; BRAVE THE RUN; | THINK YOU HEAR US
COMING; SHE'S A FIGHTER; JOIN THE TEAM; BELIEVE IN NOW; WORK OUT LIKE A PRO; PREPARE
FOR COMBAT; and BE A BETTER ATHLETE). The Examiningtérney also asserts that no consideration shoul
be given to these registrations becadgmplicant merely provided a list of ¢hregistrations instead of providing
copies of the registration certificat@&TTABVUE 9. However, as Applicant tes, the previous Examining Attorney
did not object to the mere listing provided with Applicant’s response to the second office action. YUEARA. In
fact, he considered and discussed them in his final office action. November 6, 2018 Final Office Action, TSDR 3-4.
Because he did not object during prosecution, whiclildvbhave allowed Applicanto cure the deficiency, we
consider the objectiowaived on appeaBeeln re City of Houston101 USPQ2d 1534, 1536 (TTAB 201aff'd,
731 F.3d 1326, 108 USPQ2d 1226 (Fed. Cir. 2qW8jere the examinmattorng failed to advise the applican
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during prosecution of the insufficiepof a list of registrations, the Boadkemed the examining attorney to have
waived any objection to the list and considered it for whatever probative value it had).

18 5 TTABVUE 8.

19 8 TTABVUE 9.

20 5 TTABVUE 9.

2 Id. at 10.

2020 WL 6689736 (Trademark Tr. & App. Bd.)
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IN RE JMH PRODUCTIONS, INC., 2006 WL 2558361 (2006)

2006 WL 2558361 (Trademark Tr. & App. Bd.)
THIS DISPOSITION IS NOT CITABLE AS PRECEDENT OF THE TTAB
Trademark Trial ath Appeal Board
Patent and TrademaOffice (P.T.O.)
IN RE JMH PRODUCTIONS, INC.

Serial No. 76608812
August 25, 2006
Oral Hearing held: May 23, 2006
*1 Donald L. Dennisomf Dennison, Schultz, Dougherty Macdonald for JMH Productions, Inc.
Linda M. EstradaTrademark Examining Attorney
Law Office 104
(Chris Doningey Managing Attorney)
BeforeHohein BucherandWalsh
Administrative Trademark Judges
Opinion byHohein
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JMH Productions, Inc. has filed an application to stegi the mark “MISS NUDECENTERFOLD SEARCH” on the
Principal Register in standard chasactform for “pre-recorded videotape€D-ROMS, and DVDS featuring adult
entertainment” in International Class 9 and “entertainmentcgerynamely, a television seriesturing adult entertainment”
in International Class 41.

Registration has been finally refused under Section 2(e)(1) of the Tradematls At6.C. §105@)(1), on the ground that,
when used in connection with applicant’s goods and services, the mark “MISS NUDE CENTERFOLD SEARCH?” is merely
descriptive of them.

Applicant has appealed. Briefs have been filed and @rhearing was held. We reverse the refusal to register.

It is well settled that a mark is considered to be merely gi¢iseriof goods or services, within the meaning of Section D) e)(

of the Trademark Act, if it forthwith eveys information concerning any sigo#nt ingredient, quality, characteristic,
feature, function, purpose, subject matteuse of the goods or services. See, éngie Gyulay, 820 F.2d 1216, 3 USPQ2d
1009 (Fed. Cir. 1987andIn re Abcor Development Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA [t9g3)ot
necessary that a mark describe all of the properties or functions of the goods or servicesan ibtdebe considered tioe
merely descriptive thereof; rather, it is sufficient if the madekcribes a significant attribute or idea about them. Morgover
whether a mark is merely descriptive is determined not in the abstract but in relation to the goods or services for which
registration is sought, the context in which it is being used or is intended to be used on or in connection with thase good
services and the possible significance thatrttark would have to the average purchase¢he goods or services because of
the manner of such use. Seere Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 197H)us, “[w]hether consumers could
guess what the product [or service] is from ddasation of the mark alone is not the tesh’re American Greetings Corp.,

226 USPQ 365, 366 (TTAB 1985)

*2 However, a mark is suggestive if, when the goods nfices are encountered undee thnark, a multi-stage reasoning
process, or the utilization of imagination, thought or percepigomgquired in order to determine what attributes of thelgoo
or services the mark indicates. See, e.g., In re Abcor Development Corp., supra at 218eavidyer-Beaton Corp., 223
USPQ 1347, 1349 (TTAB 1984As has often been stated, there is a thim iihdemarcation between a suggestive mark and
a merely descriptive one, with the determination of whiakegory a mark falls into frequently being a difficult matter
involving a good measure of subjective judgment. See, la.ge Atavio, 25 USPQ2d 1361 (TTAB 199ahdIn re TMS
Corp. of the Americas, 200 USPQ 57, 58 (TTAB 197®)e distinction, furthermore, is often made on an intuitive basis
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rather than as a result of precisely logiaahlysis susceptible of articulation. Seee George Weston Ltd., 228 USPQ 57,
58 (TTAB 1985)

Applicant, noting in its brief the Examining Attorney’s reliance upon (i) dictionary definitions, which she made of record, o
the individual words comprising its mark to support her argurtieat the mark is merely seriptive of the subject matter

and purpose of, respectively, @ipant's goods and services because “thedgofeature the search for a nude female
centerfold” while the servicesvolve “a search for Miss Nude Centerfold” anijl €xcerpts, which shalso made of record,

of articles and webpages from a searcthefinternet for the purpose of showing that “the wording in the proposed mark is
commonly used in connection with services of the type idedtifighis application,” asserts that (footnote omitted; bold in
original)?

In its response to the Final Refusal, Apant made of record thirty-one separate registration[s] or allowed applications of
marks owned by third parties that included the wording ‘#Mi®r MS.) NUDE” combined with other words, generally
geographic or place names.

These citations were submitted to show the recognition by the USPTO that marks BUSS a8JDE KENTUCKY (with
a disclaimer of “nude and Kentucky”) are registrable.

The Examining Attorney’s actions in thisise are clearly opposite to the well established history of Miss Nude marks in the
USPTO by a large number of Examining Attorneys. ....

Applicant, in light thereof, further argues that “[tlhe posittaken by this Examining Attorney is clearly inconsistent with
the prior and present practice before ffice in connection with siitar trade marks” inasmuch &gJhe sheer number of
third[-]party registrations of record here containing ‘MISS NUDE ..." demonstraggsctinsumers and the general public
view these marks as an indication of origin of goods and ptgesther than as a descrigtiphrase.” Moreover, and in any
event, applicant contendsat “[a]s stated ifn re Calspan Tech. Prods., Ii¢.197 USPQ 647 (TTAB 1977a combination
of words in a mark, each of which may be descriptive &irtbwn right, may result in anark which is not in fact
descriptive.” Any doubts concerning whether a mark is meredgrigsive or, instead, is atrminimum suggestive “are to be
resolved in favor ofthe Applicant during &x parteprosecution,” applicant insists, citihgre LRC Products Ltd., 223 USPQ
1250, 1252 (TTAB 1984andin re Micro Instrument Corp., 222 USPQ 252, 255 (TTAB 1984)

*3 The Examining Attorney, on the other hand, assertsthigaimark “MISS NUDE CENTERFOLD SEARCH” “is merely
descriptive of the subject matter and purpose of the identified goods and services” based wemte'esdnsisting of
dictionary definitions and Internet evidence showing use of the wording by third parties for similar goods/services.” In
particular, she notes that the record aord the following definitions from The American Heritage Dictionary of the English
Language (3rd ed. 1992) of the words which comprise applicant's mark:

“miss” which is defined as a noun meanint ‘Miss. Used as a courtesy title before the surname or full name of a girl or
single woman. ...2. Used as a form of polite address for a girl or young worhéeg your pardon, mis8. A young
unmarried womaréd. Miss. Used as a prefix to the name of that which a usually young woman is held to re[Basént:

Miss Personality;

“nude,” which is listed as an adjective meanirig Being without clothing; naked.”;

“centerfold,” which is set forth as a noun connoting. ‘A magazine center spread, esp#igia foldout of an oversize
photograph or featur@. a. The subject of a photograph used as a centerfold, often a nude moddéature, such as an
advertisement or calendar, inserted as a centerfold.”; and

“search” which is defined as a noun as signifyirlg An act of searching.”
She further notes that “[a]dditional dictionary evidence from wwnfarplease.com ... indicates thiie term ‘search’ is also

defined as [a verb to mean] ‘to uncover or find by exploration or examination[:] to sedrah the facts” and, we observe,
is similarly defined as meaning “to explore or examine in order to discbivey.searched the hills for gold.

In consequence of the above definitions, the Examining Attomeegitains that she has notgroperly dissected applicant’s
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mark. Rather, citingn re Tower Tech Inc., 64 USPQ2d 1314, (TTAB 2QGhe insists that while applicant is correct that
“[a] mark that combines desdptive terms may be registrable if the comipmscreates a unitary mawith a separate,
nondescriptive meaning,” it is also the case, however, that “if eachoc@mipretains its descriptive significance in relation
to the goods or services, the combination results in gaosite that is itself descriptive.” She thus contends that:

In this case, the composite markniadiately conveys a great dealimformation to consumers about the
applicant's goods and services. The information conveyed is that MISS NUDE CENTERFOLD
SEARCH (i.e. a hunt for a woman or women to poseeddor centerfold pictures) is the exact subject
matter of the pre-recorded videotapes, CD-ROMS, and DVDS featuring adult entertainment and the
subject matter and purpose of the entertainment services, namely a television series featliring ad
entertainment. The Board has previously found that a proposed mark that describes the stibjenft mat

a television program is merely descriptive of the programe Weather Channel, In@29 USPQ 854

(TTAB 1986) In the Weather Channekase, the Board held WEATHER CHANNEL ... merely
descriptive of a television program.

*4 |n addition, the Examining argues that “the Internet @wi@ of record indicates that consumers would associate the
proposed mark with the subject matter and purpose of the goods and services rather thanswitttehef the goods and
services.” Such evidence, the Examining Attorney maintains, “indicates that the wording ‘Miss Nude’ and ‘Centerfold
Search’ is commonly used in connection with adult entertaihinbm particular, the Examining Attorney points to “the
following examples of use of the wording in the proposed mark in applicant's industry:” (i) “esidiEom

www realitytvlinks.com stating ‘Playboy Centerfold Search--dedte net for centerfold content™; (ii) “evidence from
www.pageant.com entitled ‘A Modest Peak At An Immodest Pageant’ and stating, ‘The Miss Nude Georgia Pageant is held
in Atlanta, the city that is famous for its ‘girliehightclubs and unclothed exhibitions™; (iii) “evidence from
www.esweepstakes.com simply advertising a ‘Miss Nude &ttt and (iv) “evidence from www.hooziergassette.com
entitled ‘Roselawn Hosts Annual Nudes-A-Poppin Festival’ and gtdliat ‘the festival celebrates the nudist lifestyle and
features several contests [which] include the Miss Nudex@aClub Beauty Pageant, Mr. Nude Galaxy, Miss Nude
Showstopper, Miss Nude Rising Star and Mr. Nude Go-Go.”

Also, while not mentioned in her brief, the Examining Ateyrrmade of record evidence from the desmoinesregister.com
website, consisting of an article headlined “The naked tidtht. to host Miss Nude World competition,” which states in
relevant part that:

Des Moines lost the state FFA convention this year, but the city has grabbed the Miss Nude World pageant--landing the
contest that had been held itlata and Miami in recent years.

The pageant’s home will be the Lumber Yard, a strip club logastchorth of the Des Moines city limits not far from U.S.
Highway 69.

The Lumber Yard has been developing a national reputation among aficionados of the birthdagnsafitefotertainment,
and the Miss Nude World pageant is expected to boost that reputation. ....

To be eligible for the Miss Nude World pageant, contestants must have won a previous nude beauty contest .... Competitors
will include the winner and runner-up from the first Miss Nudeda@ontest, which was held at the Lumber Yard earlier this
month.

The Miss Nude World pageant has been featured in recent years on the Ricki Lake talk show and the HBO program “Real
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Sex” .... A Florida Company, Fine Grove Films and No Ssifdgtached Films, is a major national sponsor of the world
contest .... The company films tkhentests and later sells copies.

*5 Likewise, while not referred to in her brief, she additionaigde of record several stories from the “NEXIS” database to
show that, as indicated in the final refli “the wording ‘centerfold search’ is commonly used to describe contests and
searches for centerfold models” and “therding ‘Miss Nude’ is commonly used tdentify contests [which] search for a
contestant to be named Miss Nude.” For example, a story in the St. Louis Post-Dispatch refers to “P.T.ib &hewalive
director Jamil Akman, back in our town after opening a@bcin Las Vegas, is .... putting on another Akman classic
production, ‘The Future Centerfold Search,’ to be held eadiné&lay in November at the Satipased strip club,” while a
story from the Salon.com website mentioret tldancers are advised to enter as ni@suty pageants asssible, especially
those whose names begin with the words ‘Miss Nude.™” In \heaveof, the Examining Attorney insists that “[s]ince MISS
NUDE and CENTERFOLD SEARCH have been clearly shown to be widely used within the adult entertainment industry,
there is a clear competitive need fbese terms” and that “thererise doubt that the proposed mark is merely descriptive of
the goods and services in this case” (italics in original).

As to applicant’s reliance on third-party registrations topsupits contentions that its mark is suggestive and that the
Examining Attorney has acted inconsistently herein becaesg$®TO has previously allowed registration of similar marks
on the Principal Register, the &xining Attorney insists that:

The examining attorney does not dispute that the Office leasopssly registered other marks featuring the wording MISS
NUDE on the Principal Register for similar services anchexv by third parties. However, the examining attorney
respectfully submits that third-party registrations are not conclusive on the question of [meriglidesess. Each case
must be considered on its own merits. A proposed mark that is merely descriptive does not becbrableegjmply
because other similar markappear on the registén re Scholastic Testing Service, In€96 USPQ 517 (TTAB 1977)
TMEP 81209.03(a). In that aasthe Board held SCHOLASTIC ... merely descriptive of devising, scoring and validating
tests for others although applicant’s evidence included third[-]party registrations siagnoni including SCHOLASTIC for
various products. In addressing this issue, the Board stated, “[ijn a final analysis, we are not so much concerhatl with w
has been registered, but rather what should or should not be regiStdreldstic Testingat 519.

With respect to the evidentiary value of thirddgaregistrations, the Board in the recent casénafe First Draft Inc., 76
USPQ2d 1183, 1187 (TTAB 20Q5oted that “[tlhere can be no doubt tithe Board ... must assess each mark on the
record of public perception submittedtiwithe application,” quoting fromin re Nett Designs Inc., 236 F.3d 1139, 57
USPQ2d 1564, 1566 (Fed. Cir. 2001As set forth in the latter case, our priyadi reviewing court observed that “[t]he
perception of the relevant purchasing public sets the standard for determining descriptiveness)reitibed & Breakfast
Registry, 791 F.2d 157, 229 USPQ 818, 819 (Fed. Cir. 1986le adding that:

*6 In the complex world of etymology, connotation, syntax, and meaning, a term may possess elements
of suggestiveness and descriptiveness at the samee No clean boundaries separate these legal
categories. Rather, a term mdide along the continuum betweenggestiveness and descriptiveness
depending on usage, context, and other factors that affect the relevant public’s percepticrmf the t

Nett Designssupra at 57 USPQ2d 166Although ultimately concludingn view thereof, that tffhe Board must decide each
case on its own merits” and that, as to the evidentiary valthérdfparty registrations, “[e]ven if some prior registratitvasl
some characteristics similar to [applicant’s] application, thallowance of such prior registrations does not bind the Board
or this court,” the court added that, “[ntless to say, this court encourages[th8]PTO to achieve a uniform standard for
assessing registrability of marks.” Id. Tafare, even though the submission of egpof third-party registrations may not be
said to establish a binding USPTO practice, it remains the cassuith registrations may in general be given some weight to
show the meaning of a mark in the same way that dictionary definitions would be s@ese@.g.Tektronix, Inc. v.
Daktronics, Inc., 534 F.2d 915, 189 USPQ 693, 694-95 (CCPA 1976)
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When the third-party registrations made of record herein are so viewed, along with the dictionary definitions, “NEXIS”
stories and Internet evidence offered by the Examining Attorney, we agree with the Examining Attorney to the extent that, in
the context of applicant’s tp-recorded videotapes, CD-ROMS, and DVDS featuring adult entertainment” and its
“entertainment services, namely, a television seriesffiegt adult entertainment,” the terms “NUDE,” “CENTERFOLD”

and “SEARCH?” are indeed merely descrigtiof the subject matter of such goodd aarvices. Moreover, when combined to

form the phrase, “NUDE CENTERFOLD SEARCH,” such terreadily retain their merely descriptive significance; no
separate, nondescriptive meaning is created by the combination thereof, nor is thkimg anisich is ambiguous,
incongruous or suggestive. Rather, applits goods and services involve as their subject matter a search for a nude
centerfold and such meaning is immediatebnveyed, without the need for speculation, conjecture or the gathering of
further information, to consumers by the words “NUDENJERFOLD SEARCH.” Thus, while the Examining Attorney

has not required, in the alternative, that applicant disctaioh words pursuant to Section 6(a) of the Trademark 1Act,

U.S.C. 8105€), in the context of adult entertainment, there is no doubt on this record that applicant has no exclusive right to
the use of the words “NUDE” and “CENTERIED” nor, insofar as its goods and sess feature as their subject matter the
search for a nude centerfold, does it possessxitiasive right to use of the word “SEARCH.”

*7 However, as to the word “MISS,” we disagree with the Examining Attorney that the relevant cunguiiic would
immediately regard such term as siginifj only its literal meaning of a young unmarried woman, notwithstanding the bare
fact that in today’s popular culture, it is common knowledge ttude centerfold models, especially those whose natural or
enhanced talent and ability have garnered them public rgimrgas a “Miss Of The Month” or other perhaps coveted title,
are overwhelmingly young unmarried women. Instead, as trebihity registrations submitted by applicant, as well as the
Examining Attorney’s own evidence, make clghe term “MISS” is used in its dictionasense of “a prefix to the name of
that which a usually young woman is held to represeAt”so used, such term would be perceived by consumers, however,
as a courtesy title or form of polite address for a young wasakatted as the winner or representative of a beauty contest,
featured periodical pictorial, or other media layout or display, but it does not merely describe such designesitegore

with any degree of particularity nor constitute its own subjeatter. That is, while concededly a subtle point, use of the te
“MISS” is essentially a legal fiction in that it is not regarded by the relevant purchasing public in a strictly dictiosaryfsen

a young unmarried woman but, rather, mslerstood as simply suggestive of an honorary title or name given to the young
woman selected as a winner @presentative of a particular event otivdty. Consequently, when the term “MISS” is
combined with the descriptive wording “NUDE CENTERFOISEARCH,” the resulting mark as a whole is not merely
descriptive of the adult entertainment subject matter dfcamt’'s goods and services, but is only suggestive thereof.

Stated otherwise, while “NUDE CENTERFOLEEARCH?” is indeed merely descripéiof the specific thme of applicant’s
“pre- recorded videotapes, CD-ROMS, and DVDS featurindt &hiertainment” and its “entinment services, namely, a
television series featuring adult entertainment,” the additicdheotitle or form of address “MISS” to form the mark “MISS
NUDE CENTERFOLD SEARCH?” is suggestive of such goods and services inasmuch as it would be regardedrbgrso

as the title conveyed upon the prevailing “contestant” in an adaliity pageant contest or search to find a nude centerfold.
In garnering such a perception, consumers would need to eptagnough of a multi-stage reasoning process, or utilize at
least a minimum amount of imagination or thought, in ordatet@rmine the particular segi matter of applicant’'s goods
and services. The mark “MISS NUDE CENTERFOLD SEARCHTthisrefore suggestive rather than merely descriptive of
such adult-themed goods and services.

Finally, because the plethora of third-party registrations sulthbiteapplicant serve at the very least to raise some duatbt t
the relevant consuming public would regard applicant$S® NUDE CENTERFOLD SEARCHfark in its entirety as
immediately conveying the subject matter of its goods andcesiwve resolve such doubt, accordance with the Board’s
settled practice, in favor of the publication of applicant’s mark for opposition.

*8 Decision The refusal under Section 2(e)(1) is reversed.

! Ser. No. 76608812, filed on August 26, 2004, based upon an allegation of a bona fide intention to use such mark in
commerce.

2 TheExaminirg Attorney, citing Trademark Rule 2.14d), has ofected in her brief to apgknt’s reference in its bfie
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to what it asserts are its pending applications for the marks “MS NUDE CARNIVAL RIO” and “MS NUDE
CARNIVALE.” Inasmuchas the Examining Attorney isorrect that such applicatis “were not properly made o
record by applicant prior to the amd” since the mere mention thereto anlist or other reference thereto is
insufficient to make such applications part of record beedhe Board does not takeligial notice of applications
which have been filed in the U.S. Patent and Trademark Office, the objection is sustained. No further considerati
therefore, will be given to applicant’s claimed pending applications. T&s#emark Rule 2.14d@) and,_e.g./n re
Duofold Inc., 184 USPQ 638, 640 (TTAB 1974)

3 See alsdn re Conductive Systems, In@20 USPQ 84, 86 (TTAB 1983n re MortonNorwich Products, Inc., 209
USPQ 791 (TTAB 1981)andIn re Gourmet Bakers, Inc., 173 USPQ 565 (TTAB 1972)

4 Nett Designsaffirmed the Board'’s finding that the term LDIMATE,” as used in the mark “LOAD LLAMA THE
ULTIMATE BIKE RACK" and design which was sought to be registered on the Principal Registantéoralia,
“carrying racks for mounting on bicyclesgias merely descriptive thereof ahdnce was properly required to be
disclaimed. The court, on the basis of dictionary defing and advertising literature for such goods, held tha
“substantial evidence supports the Board’s finding that consumers will immediately regard THE ULTIMATE BIKE
RACK as a laudatory descriptive phrase that touts therisuipe of Nett Designs’ bike racks” and that, while “[t]he
record in this case contains mapyior registrations of marks including the term ULTIMATE,” “[tlhese prio
registrations do not conclusively rebut the Board’s finding that ULTIMATE is descriptive in the context of this
mark.” In re Nett Designs Inc., 236 F.3d 1139, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001)

5 While applicant indicated a willingness at the oral heatingt least disclaim the we “NUDE" and possibly the
word “CENTERFOLD,” any disclaner should be submitted prior to publication ofritark in the Official Gazette.
For the proper format of a disclaimattention is directed to TMEP Sectioh213.08(a) and (b) (4th ed. 2005).

6 Of the 28 thirdparty registrations relied upon by applicant, 18 awned by the same registrant; the other ten are
owned by nine different registrants; and all involve entertainment services in the nature opbgaatyts or beauty
contests. Although, for the first tenat oral argument, the Examininfttorney argued that the thinghrty
registrations were not relevant becatise services recited in such regasibns are different from the goods and
services for which applicant seeks stgition, we fail to see any meaningflifference between conducting a beauty
pageant or contest and either (i) producing a television dedaging a beauty pageant or contest or (ii) selling pre-
recorded videotapes, CD-ROMS and DVI@sathiring such entertainment. The thpalty registrations are therefore
relevant and the Examining Attorney has offered no exampliee contrary in which, for instance, the word “MISS”
is disclaimed when forming part of a rkaegistered on the Principal Registera mark incorporating such word is
registered on the Supplementalgi&er. Moreover, while applicant has additionally relied upon three phairy-
applications which it asserts have been “allowed,” such applications are proof of nothing more than that they were
filed and thus are without probative value. Se&zon Tire & Rubber Corp. v. General Motors Corp., 177 USPQ 467,
468 (TTAB 1973)at n. 3.

2006 WL 2558361 (Trademark Tr. & App. Bd.)
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GRUMA, S.A.B. DE C.V., AZTECA MILLING, L.P.
V.
INSTAMASA SOCIEDAD ANONIMA

Opposition No. 91216812
July 6, 2017
*1 John M. Conef Ferguson Braswell Fraser Basta PC, for Gruma, S.A.B. @eV. and Azteca Milling, L.P.
Jennifer Parkins Rabiof Akerman LLP, for Instamasa Sociedad Anonima

BeforeKuhlke, Kuczmaand Pologeorgis
Administrative Trademark Judges
Opinion byKuczma

Administrative Trademark Judge:

Instamasa Sociedad Anonima (“Applicant”) filed aplication to register the following mark:

for: Coffee, tea, cocoa and atrtificial coffee; ritapioca and sago; flour and preparations made
from cereals, namely, tortillas, tamales, arefiead, pastry and confectionery, namely, corn
chips and waffle rolls; ices; sugar, honey, treacle; yeast, bakiwdgy; salt; musird; vinegar,
condiments, namely, spices; ice, in International Class 30.

Gruma, S.A.B. de C.V. and Azteddilling, L.P. (“Opposers”) oppose regration of Applicant's mark under
Section 2(e)(1) of the Trademark Adt5 U.S.C. § 1052(e)(L)on the grounds that INSTA MASA is merely
descriptive of the goods; dnalternatively, is deceptiwelmisdescriptive when usegh non-instant masa flour
products; and is descriptive or deceptyvelisdescriptive as to others of th@ggeds which are not made of flour or
dough?

Opposer Gruma S.A.B. de C.V. (“Gruma”) of Mexico is the parent company of the Gruma Group of Companies
which includes Opposer Agca Milling L.P. (“Azteca”). Oposer Gruma and its compandstribute flour, tortillas,
and other corn and whea&ded food products, including corn masa flour.

Applicant denied the salient allegations of the Notic®pposition and pleaded a coepf affirmative defenses
which were not pursued. Accordingly, tldfirmative defenses are therefore waivédcatraz Media, Inc. v.
Chesapeake Marine Tours, Ind07 USPQ2d 1750, 1753 (TTAB 201&¥'d 565 Fed. Appx. 900 (Fed. Cir. 2014)
Trademark Board Manual of Procedure (“TBMP”) § 801.01 (June 2017).

I. Evidentiary Objections

Opposers raise several objenogoto Applicant’s evidenceOpposers first object to the testimony deposition of
Applicant’s witness, Alvaro Viquez Valverde, and move for its exclusion noting that Mr. Viquez does not speak



English, has spent little time in the U.S. and in retail stordhe U.S., is unfamiliawith the customers or trade
channels for corn flour in the U‘sand therefore his testimony regardismles and advertising for Applicant’s
products is irreleant because those activities tookqa in Costa Rica, not in the U.S.

*2 That Mr. Viquez does not speak English doesmatter as he testified through an interpretdowever, Mr.
Viguez has spent little time in the U.S. and in U.S. red@ites, and is not familiaritk the customers or trade
“sales” channels for corn flour sold in the U.Bhis directly impacts the relevem of his testimony and we will treat
his testimony accordingly. Turning to his testimony regngydales channels and customers for Applicant’'s products
which are sold outside of the U’Swe agree with Opposers that such testignis not relevant to this proceeding
which involves the U.S. market, and will disregard such testimony.

Opposers next object to Applicant’'s Exhibits QQQQ, RRRR and SSSS introduced in Applicant’s [Setioa f
Reliance’ Exhibits QQQQ and RRRR purport b@ copies of trademark regidtoms owned by Applicant for the
trademark INSTAMASA in El Salvadand the trademark INSTA MASA Y EQUETA in Honduas. Inasmuch as
Applicant’s application which is the subject of this proceeding did not claim priority or base its application on
Applicant’s registrations in El Salvador or Honduras undection 44(d) or (e), 15 U.S.@ 44(d) or (e) such
registrations are irrelevant to the registrability of INSTA MASA and Design in the U.S. andotkeerefve no
probative value even if they were sufficientiyithenticated as fagm public documentsSeeSociete Anonyme
Marne et Champagne v. Myei250 F.2d 374, 116 USPQ 153, 156 (CCPA 19Btyeau Nat'l Interprofessionnel
Du Cognac v. Int'| Better Drinks Corp6 USPQ2d 1610, 1618 (TTAB 198&ee alsd\abisco, Inc. v. George
Weston Ltd.179 USPQ 503, 507 (TTAB 1973Barash Co. v. Vitafoam Ltd155 USPQ 267, 267 n.3 (TTAB
1967) aff'd, 427 F.2d 810, 166 USPQ 88 (CCPA 197TBMP § 704.03(b)(1)(A). Additionally, Applicant’s
Exhibit SSSS purports to be a license issued by theisiy of Health of Cost Rica allowing export of
INSTAMASA brand flour from Costa Ra to Guatemala. This Exhibit ham®t been considered as it is not
authenticated and is not relevant to any issue in this proceeding.

Opposers object to Applicant’s Exhibit No. 70 contending it should not be admitted because it is not fully legible.
Applicant’s counsel apparently agrees that the Exhibiliegible. During cross-examination of Applicant’s witness
about wording contained in Applicant’'s Exhibit No. 70,plipant’s counsel instructeépplicant’s witness not to
answer Opposers’ counsel’s questions about the wording on the ground that such wording waslefoD&spite
Opposers’ subsequent requests to Applicant for a fully legible copy of the Exhibit, Applicant failed to produce a
fully legible copy. In view of the foregoing, Opposarsve that any testimony from Mr. Viquez relating to
Applicant’s Exhibit No. 70, and the Exhibit itself, not be admitted into evidénce.

*3 Federal Rule of Evidence 1@8ovides that if a party introduces part of a writing, an adverse party may require
the introduction of any other part of the writing whictgbtiin fairness be considered contemporaneously with it.
Beech Aircraft Corp. v. Raing¥88 U.S. 153, 172 (198@&hoting thatRule 106is “a reaffirmation of the obvious:

that when one party has made use of a portion of a document, such that misunderstanding or distdréion ca
averted only through presentation of another portion, the material required for completépssdastorelevant

and therefore admissible und®ules 401 and 402."). “[T]he rule afompleteness was stated succinctly by
Wigmore: ‘[T]he opponent, against whom a part of an utterance has been put im higyirn complement it by
putting in the remainder, in order to secure for the tribar@mplete understanding of the total tenor and effect of
the utterance.”ld. at 171 (citation omitted). Thus, Opposers were entitled to present evidence of additional
language in Applicant’s Exhibit No. 70. Inasmuch as the additional language in Applicant’s Exhibit No. 70 that
Opposers may have introduced was not legible, and Applicant did not produce another copy of itSNBxAiBi
where such language was legible, Applicant’s Exhibit No. 70 and all testimony regarding the Exhibit will be given
no consideration.

Opposers also object to Applicant’s Exhibits JJJ thndMdIN submitted with Applicars First Notice of Reliance
requesting they be “excluded as irrelevant.” AccordingOpposers, “Spanish-English dictionaries that do not
include a translation of the word INSTA are not relevargrobative of the meaning agmed by U.S. consumers to
the word INSTA appearing on packaging or labels for food products, particularly masidcoor? Additionally,
Opposers argue the fact that Google, Dictionary.com and Babylon (Exhibits WW, XX and YY to Applicestt's Fi
Notice of Reliance) offer “Urges Mass” as a translation ofn&ta Masa” is not probative of the public's
understanding of those words when they are seem mackage of corn flour in a U.S. retail stor®pposers also
assert that Applicant’'s Exhibits HHH, Il and OOO (in Applicant’s First Notice of Relignahowing that the



Spanish language includes a verb “instaganing to “urge,” the third persomgular form of which is “insta,” has

no relevance to the meaning ascribed by U.S. consumers to INSTA appearing on packaging for corn flour.
Applicant’s Exhibit WW will be given no consideration &ss a copy of a search results page which does not
provide information identifying where the translation shawiginated. Although Opposesummarily object to the

rest of the foregoing Exhibits on the grounds of relevatih®y, are admissible, but they have little, if any, probative
value to the issues in this case.

*4 Opposers next assert that Exhibits TTT through VVV should be excluded. Applicant offersthises Et]o
demonstrate that a signifidcanumber of individuals from Central America, where Applicant’s products have been
sold and distributed, have immigrated to and reside in the United Stdirs Viquez testified that he sold products

in Costa Rica, Honduras and El Salvador. However, agepuilt two factories in Honduras and El Salvador, he
stopped selling in those two countriesVith no further testimony regardjnthe duration or volume of sales in
Honduras and El Salvador, Applicant’s activities in those ¢euntries are not substantiated. As to Costa Rica, the
articles offer little information regarding the number of igrants coming to the U.S. from Costa Rica except that
in 2009, 3% of Central American immigrartsming to the U.S. were from Costa RitRue to the limited number

of immigrants from Costa Rica that came to the U.S., the information provided in Exhibits TTT through VVV
regarding immigrants from Central America will be ddesed for whatever limited probative value it may have.

Lastly, Opposers argue thapplicant’s Exhibit RRR Bould be excluded as irrelevaiat contested issues. Exhibit
RRR is a Company Description for “GrurSaa.b.-B” (presuntay the same company as @yser Gruma, S.A.B. de
C.V.) published at http://www.bloomberg.com/reaech/stocks/snapsiisnapshot article.asp?ticker=GPAGF...
containing the statement:

Competition: Within the corn industry, the brands of¢bepany’s main competitors are: Del Comal, Dofia Blanca,
Selecta, Bachosa, Més Tortilla, @timasa, Instamasa and Dofiaré&pa.

(from highlighted section of 20 TTABVUE 348)

Applicant offers Exhibit RRR tJo demonstrate thatyithin the corn flow industry, INSTAMASA is considered a
competing brand and trademark used by Opposem&s competitor, Instaasa, S.A. [Applicant]® In view of the
information provided therein, weonsider Exhibit RRR fowhatever limited prolave value it may have.

Il. The Record

The record includes the pleads and, by operation dfrademark Rule 2.122(b)(137 C.F.R. § 2.122(b)(1)
Applicant’s application file.

Opposer introduced the following testimony and evidence:

Testimony deposition of Rogelio Gonzalez on April 6, 2016, with Opposers’ Exhibit Nos. 1-29 aridaApgl
Exhibit No. 30 (22 TTABVUE):

Rebuttal Testimony deposition of Rogelio Gonzalez one®epér 8, 2016, with Opposers’ Exhibit Nos. 79-109;
*5 (Note: Opposers’ Testimony Exhibits are Exhibit Nos. 1-29 and 79-109);

Opposers’ First Notice of Reliance on third-party advertising and promotion of gosdsbdd with the word
“instant,” and Exhibit A ppA-01to A-44 (27 TTABVUE),

Opposers’ Second Notice of Reliance on goods offered usaer marks that include the term “insta,” and which
are also described using the term “instant,” and Exhibit BBgpl to B-24 (28 TTABVUE) and

Opposers’ Third Notice of Reliance on portions of TSDR Case View printouts showing applications for marks
including prefix “insta” and a respective Notice of Psedhrk issued in connection with each such application,
and Exhibit C pp. C-001 to C-418 (29 TTABVUE).



Additionally, Applicant submitted the following testimony and evidence:
Applicant’s First Notice of Reliance on U.S. Tradem&#gistrations and TrademaBE{ectronic Search System
(“TESS”) reports, and Applicant’s Exhibits A-PPPP (excluding Exhibits WW and SSSS) (20 TTABVUE);

Testimony of Alvaro Viquez Valver&eon June 7, 2016, with Applicant’s Exhibit Nos. 31-48, 52-64, 65 (redacted),
66-69, 71-73, 75-78 (30 TTABVUE); and

Applicant’s Testimony Exhibits are Exhibit Nos. 30-48 and 52-69, 71-78; Exhibit 65 is desigBanfidential;
Exhibit 70 has been excluded. Also, there is an intentional gap in the numbering of Applicant’'s Exhibits; thus,
Exhibit Nos. 49-51 were not assigréd.

Applicant did not submit a trial brief.
[ll. Standing

To establish standing, Opposers mustvstooth a real interest in the procegg$ as well as a reasonable belief of
damageEmpresa Cubana Del Tabaco v. Gen. Cigar,@83 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2014)
Ritchie v. Simpsqrl70 F.3d 1092, 50 USPQ2d 1023, 1025 (Fed. Cir. 199pn Indus., Inc. v. Ralston Purina
Co, 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 198%elief in likely damage can be shown by establishing a
direct commercial interesCunningham v. Laser Golf Corp222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed. Cir.
2000)

Here, Opposers established that they have sold and cotdisedt corn masa flour in the U.S. under the trademark
MASECA which is marketed as “MASECA Instant Masa Corn FléuB&cause Opposers oppose registration of
Applicant’s mark INSTA MASA on the grounds that it is melg descriptive of the goods, they need only assert an
equal right to use the mark for the goods. Proprietary rights owned by Opposersracgiinetl. Jewelers Vigilance
Committee Inc. Wllenberg Corp.,823 F.2d 490, 2 USPQ2d 2021, 2024 (Fed. Cir. 198&valt, Inc. v. Magna
Power Tool Corp.289 F.2d 656, 129 USPQ 275, 280 (CCPA 1961)

*6 Inasmuch as Opposers have esthblisa commercial interest in themntinued use of the terms “instant” and
“masa” in connection with their sale of competitive godtigy have established a reasonable basis for relief.
Therefore, they are not intermed and have standing to oppose registration of Applicant’s BadEmpresa
Cubana Del Tabaco v. Gen. Cigar C@11 USPQ2d at 1061-§€uban cigar manufacturer had standing to seek
cancellation of competitor's trademark registratiofd)iler v. Miller, 105 USPQ2d 1615, 1618 (TTAB 2013)
(competing law firm had standing to oppose competitor's applicattdeg. also, e.gl.ipton Industries, Inc. v.
Ralston Purina C9.213 USPQ at 18fne basis for standing includes “dégtive use of term in registered mark”).

IV. Background

Opposer Gruma is a leading producértortillas and corn masfiours in the world.Gruma owns Azteca which
manufactures and distributes corn masa products throughout tfe U.S.

Opposers’ witness, Rogelio Gonzalezs baen the Vice President of Saled Marketing for Opposer Azteca, since
November 201@. As a part of his job, he regularly visits retabrets selling corn masa flour, talks to the retailers
and customers, and is familiar with hdke product is sold in the storéf\ccording to Mr. Gonzalez, “masa” is a
term that customers in the U.S. use to identify a type mf ffour, which is called “corn masa flour” sold in grocery
stores and supermarkets, and it is also used to identifyhast.” Corn masa flour is the flour that one uses to
make masa. It is different than corn flour which is tagaorn meal that is pduced by a different process.

Years ago, customers would have to make their own ma%adan[ing] the corn first, then cook[ing] it with lime,
the mineral, and then let[ting] it rest for 4 to 5 hoansg then mill[ing] it and then you will have the masa.” Now,
customers can just buy a bag of corn masa flour, add water and “you will have the same*rdhdtqiblic
commonly identifies this type of flogroduct as masa, corn masa flour, masgantanea de maiz or instant mésa.
Opposer Azteca sells corn masa floursttack producers, tiila producers, food chainand retail stores in the



u.Sx

Applicant, Instamasa Sociad Anonima, is a Costa Rican company founded by Alvaro Viquez Valverde, who
served as its president and eventually retired from thpaay in 2007. He now advis¢he company in “business,
sales, and the financial aspect and maintenance” afamidiar with the sales and marketing of its proddtts.
Applicant’s products are currently sold in Costa Rica; it has never sold its products in th&it) Biquez testified

that “insta” has no meaning and “masaéans “dough” and is not used to identify or describe the dry corn flour
product sold by the parties. According to Mr. Viquez, corn flour for making “masa” is thad is described on
product packages as harina de maiz, precooked cornmeal, mixed cornmeal or cdfaseabn the other hand, is
made from cooked corn that has been dehydrated and tldesissoorn flour. When water is added to the corn flour,

it then forms a dugh or “masa®

V. Descriptiveness

*7 A term is merely descriptive within the meaning d2(®)(1) if it immediately conveys knowledge of a quality,
characteristic, function, feature, purpose or use of the goods with which it iSrused-hamber of Commerce of
the U.S. 675 F.3d 1297, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012¢ Gyulay 820 F.2d 1216, 3 USPQ2d 1009
(Fed.Cir.1987) Whether a particular term is merely descriptimest be determined not in the abstract, but in
relation to the goods and services for which registratioigyht, the context in which the term is used, and the
possible significance that the term is likely to have aherage prospective purchasacountering the goods and
services in the marketplacgeeln re Chamber of Commerc&02 USPQ2d at 121 re Bayer Aktiengesellschaft,
488 F.3d 960, 82 USPQ2d 1828, 1831 (Fed. Cir. 2067#e Abcor Development Corp588 F.2d 811, 200 USPQ
215, 217-18 (CCPA 1978 re Phoseon Technology Ind03 USPQ2d 1822, 1823 (TTAB 2012)

It is settled that “[t]he question is not whether someoregnted with only the mark could guess what the goods or
services are. Rather, the question is whether someon&nelaes what the goods or services are will understand the
mark to convey information about thenDuoProSS Meditech Corp. v. Inviro Medical Devices, ,L6®5 F.3d

1247, 103 USPQ2d 1753, 1757 (Fed. Cir. 20tR)ng In re Tower Tech Inc.64 USPQ2d 1314, 1316-17 (TTAB

2002); In re Swatch Group Management Services AT USPQ2d 1751, 1762 n.54 (TTAB 20&4fjd 599 Fed.

Appx. 959 (Fed. Cir. 2015)inally, when determining whether a mark having multiple components, is merely
descriptive, the Board may ascertain the meaning and weight of each of the components. Ultimately however, we
must consider the commercial impression of the raarl whole in the context of the goods at isSeeDuoProSS
Meditech Corp. v. Inviro Medical Devices Ltd03 USPQ2d at 175 re Nat'l Data Corp, 753 F.2d 1056, 224

USPQ 749, 752 (Fed. Cir. 1985)

Applicant’s mark is a composite mark comprised & words INSTA MASA placed on a banner design as shown
below:

Turning first to the design portion of Applicant’'s applied-for mark

=

, Opposers contend that the Design “components of the deariot contribute significantlio its identi[tly or the
commercial impression it createg Applicant has not challenged such contention. “It is settled that common basic
shapes such as circles, ovals, triaggtiamonds, stars and other geometric designs, when used as vehicles for the
display of word or letter marks, are not regarded as mditorigin for the goods to which they are applied in the
absence of a showing of secondary meaning in the design aRee?ermatex Company, Inc. v. California Tube



Products, Inc175 USPQ 764, 766 (TTAB 197Xee alsd\at'l| Rural Electric Cooperive Ass’n v. Suzlon Wind
Energy Corp,. 78 USPQ2d 1881, 1883 (TTAB 200&ff'd 214 Fed. Appx. 987 (Fed. Cir. 200We find the banner
design to fall into the category of a non-distinctive comrnbasic shape that merely serves as a carrier for the
wording INSTA MASA and would not be regarded as inherently distincBeeln re Wendy’s International, Inc.
227 USPQ 884 (TTAB 198Kproposed mark

ul

*8 mere background and not inherently distinctive),e Haggar Co,.217 USPQ 81 (TTAB 1984proposed mark

mere background and not inherently distinctive).

Inasmuch as the banner design cannatydhe mark, at least without a showing of secondary meaning, we turn to

the wording. We begin by examining the meaning of each component of Applicant’s appliedrk individually,

and then determine whether the mark as a wholduding the Design, is merely descriptivéee DuoProSS
Meditech Corp. v. Inviro Medical Devices Ltd03 USPQ2d at 1757, 1758 re Oppedahl & Larson LLP373

F.3d 1171, 71 USPQ2d 1370, 1372 (Fed. Cir. 2qbé)ding PATENTS.COM merely descriptive of computer
software for managing and tracking the status of database records noting that “the PTO may [separately] consider
the meaning of ‘patents’ and the meaning of ‘.com’ wibpect to the goods identified in the applicatiorsBe

alsoln re Nat'l Data Corp, 224 USPQ at 752

Applicant maintains that “masa” is not used to identify [on the label of] dry corn flour sold in Costa Rica, noting
Opposer Gruma’s packaging for the MASECA product shown in Applicant's Exhibits 71 and 72 [$oddtan

Rica] where the front and back sideglué packaging do not feature the témmasa.” As Mr. Viquez explained, in
Costa Rica, “they make you write aotly the name of the product.in view of the fact Mr. Viquez testified
through a qualified translator and inteter that Applicant’s products are cemtly sold only in Costa Rica and that

it has never sold its products in the US\pplicant’s argument is not relevant to sales in the U.S. It only addresses
labeling used by Opposer Gruma and Applicant on product packaging used in Costa Rica. Apdigantided

no evidence of the wording used in the U.S. market to describe dry corn flour used in making masa.

Opposers disagree with Mr. Viquez's testimony that “masa” only means dough and is not the term used for a dry
corn flour product such as Opposers’ MASECA product and Applicant’'s INSTA MASA product. In the U.S.
market, according to Mr. Gonzalez, m&sa dual meanings; “it can be a dry corn masa flour or the wet masa. It has
the two meanings® Indeed, the evidencehows that Applicant uses “masa” in connection with its corn flour
product. For example, Applicant’s adiising and packaging for its INSTA M2A dry corn flour product sold in
Costa Rica feature the slogan “jLa masa de ahora coad&ion de Siempre...!” vith means, according to Mr.
Gonzalez, “The masa of nomith the tradition of always:” Similarly, the packaging for several of Applicant’s corn
flour products use the term “masa”:cgaging for Applicant’s corn flour @s the slogan “Masa Especial para
Tamales,” which translates as “special masa for tanmtgl@sickaging for Applicant's Masarepa brand corn flour
uses the slogan “Masa especial para arepas, empansaaslgs,” which translates aspecial masa for arepas,
emapandas and tamalés’bther packaging contains the wording “100% Masa de Maiz Cascado,” which means
“100% Masa of broken corn” or “100% broken corn m&sdhus, Applicant uses “mason its packaging and in

its advertising in Costa Rica, to describe its corn flour products.

*9 The inclusion of “masa” as part of plicant’s applied-for mark for its dry co flour, as well as its advertising
for the INSTA MASA products featurinthe term “masa,” support the destitipness of “masa” for those goods.
Moreover, Applicant has disclaimed the descriptive term “mé&datias long been held that the disclaimer of a term
constitutes an admission of the merely descriptive natfirhat term, as applied to the goods or services in
connection with which it is registered, and an acknowledgofahie lack of an exclusiveght therein at the time of
the disclaimerQuaker State Oil Refining @o. v. Quaker Oil Corp.453 F.2d 1296, 172 USPQ 361, 363 (CCPA
1972) In re DNI Holdings Ltd. 77 USPQ2d 1435, 1442 (TTAB 200%) re Interco Inc, 29 USPQ2d 2037, 2038



(TTAB 1993)

Applicant also submits copies of four third-party registrations to “demonstrate that theDUS&PTiot require a
disclaimer of ‘MASA'’ in third party registrations” for use connection with tamalegnchiladas, tacos, tortillas;
flour; white and yellow pre-cooked corn flour; and corn flour, “and that the USPTO did not find the use of the term
‘MASA’ in th[o]se mark[s] to be merely descriptive’Exhibit QQ is Registration No. 2,020,245 for the mark “MlI
MASA ES SU MASA” and Exhibit SS is Registration No. 3,148,486 for SENORA MASA; both edeth
Registrations have been cancelled. It is well-establishatdan expired or cancelled registration is evidence of
nothing but the fact that it once issu&€dinnen Prods. Co. v. Sunex Int'l Int.USPQ2d 1744, 1747 (TTAB 1987)
Accordingly, we give those Registrations no considerafibat no disclaimer was required for the marks in the two
remaining registrations introduced by Applicant, Registration Nos. 3099692 for MASA BROSA @55996for
HARI MASA, is inconclusive as the USPTO “may requir@pécants to enter disclaimers of descriptive wofds.
U.S.C. § 1056(a)in any event, we note that Applicant itself logsclaimed “masa,” without objection, in response
to the Office Action of January 31, 2014.

Turning to the term “INSTA,"Opposers use the terms “instant” andstantanea” on their packaging to identify
their corn flour products. The packaging for Opposers’ products sold under the MASE@Mara shows the
names of the products as: Masa Instantanea de Maiz (Spanish) and Instant Corn Masa Flours(Btagiah)
Instantanea de Maiz Amarilla (Spanish) émstant Yellow Corn Masa Flour (Englisti)and Masa Instantanea de
Maiz Nixtamalizado (Spanish) and Corn Masa Flour (Englisfipe packaging for Opposers’ MASA NIXTA
product identifies the product as Instant Corn Fld@everal competitors selling corn masa flour products in the
U.S. label their products with the term “instant” or the Spanish equivéilestiantanea,” placed on their packaging
to indicate to purchasers that you just add water to the corn masa flour to instantly makeOppsaers submit
evidence showing that third parties sell similar producthénU.S. labelled with the following descriptive terms,
including “instant” and “instantane&”:

Exhibit No. Brand Description

10 Masabrosa Harina De Maiz
InstantCornMasa

11 Masabrosa Harina De Maiz Para Tamales

Instant Corn Masa For Tamales

12 Minsa Instant Corn Masa Flour

13 Goya Masarica Masa Instantanea De Maiz



14

15

16

17

18

19

20

21

Gonzalez

Casa Cardenas

Pueblo Lindo

La Michoacana

Hill Country Fare

Tio Santi

Don Pancho

Don Pancho

Instant Corn Masa Flour

Instant Corn Masa

Instantane®e Maiz

Instant Corn Masa Flour

Masa Instantanea De Maiz

Masa Instantanea De Maiz

Instant Corn Masa Flour

Instant Corn Masa Flour

Instant Masa Instantanea

Masa Instantanea De Maiz

Instant Corn Masa Flour

Instant Corn Masa Flour

Instant Corn Masa Flour



22 Pura Masa Masa Instantanea De Maiz

Instant Corn Masa Mix

23 Tio Flaco Instant ¢ Instantanea Masa

Corn Masa Flour Mix

24 Shurfine Masa Instantanea De Maiz

Stone Ground Masa Corn Flour

25 La Mas Rica Harina De Maiz

Masa Instantanea De Maiz

*10 Opposers and their competitors sell corn masa flol. 81 grocery stores in packaging bearing the wording
“instant” and/or “instantanea” to draw attention to thedsabf the product, that when mixed with water it instantly
forms a dough, which can then be baked into tortillas antdlesiproducts. Thus, “instant masa” is a commonly used
descriptive name for such produgts.

Indeed, “instant” has been used to promote a descrigtiieude of various food products including: Quaker Instant
Oatmeal, Medaglia d'Oro Instant Espresauffee, Bird's Instant Custard paatk Starbucks Via Instant Refreshers
drink, Pero Instant Natural Beverage, Thick-It Inst&ood and Beverage Thickeners, Abuelita Mexican Style
Instant Hot Chocolate Mix, Alpine Instant Spiced Apple Cider, Skinny Coffee Instant Coffee Mix and Maruchan
Instant Lunch Ramen Noodle Soup.

Based on the foregoing, the public understands that “instant” is used to descrilbeeadeatany different products

that are quickly converted to create or prepare edible food products. For example, several of the “instant” products
identified above are intended to be mixed with water andlikated to form the final food or beverage product. As

to the term “INSTA” used in Applicant's mark, Opposers mainthat “[tjoday ‘insta’ used as a prefix is generally
understood to be a short form of ‘instant’ and is used that way in connection witdtous products, particularly

food products®

Applicant disagrees with Opposers’ interpretation of “ifist&roducing eight dictionary extracts showing that the
term “insta” has no definitiort. The absence of a dictionary definition however, is not determinative of the meaning
of a term particularly where Oppasehave submitted a dictionary definition and other informational listings
showing that “insta” has a descriptive and slang meaning similar to “instant”:

* insta - indicating instant or quickly produced



Word Origin

C21: from instanhttp://www.collinsdictionary.com/dictionary/english/insta-

e insta: 1. (slang) instant
Definition from Wiktionary

https://en.wiktionary.org/wiki/insté-

* Urban Dictionary: insta

Top Definition: A prefix usually preceding a verb emaplzing and often exaggerating the haste of something,
especially a performed tadhttp://www.urbandictionary @m/define.php?term=insta

Based on the foregoing online definition and listings, &hshay be recognized by some consumers as a synonym,
or a shortened expression, for “instant.” This is suppdiyetthe testimony of Opposéhgice President of Sales and
Marketing that “insta” is a shortened term for “instant” in both the English and Spanish languages.

*11 In support of the public’s familiarity with the use‘@ista” as a shortened term for “instant,” Opposers submit
evidence of various products advertised for sale ubdand names that include the term “INSTA” where the
description of the product or service eals that a feature of the product orveee is that it provides an “instant”
result®®

Exhibit No. Brand Description

102 INSTAX Instant photo system

103 InstaFire Fire Starter packs, faster ... way
104 INSTA-SNOW Instant snow polymer

105 InstaCredit Auto Finance

106 INSTA-BEER Instant Beer



107 INSTA-FIX Instant skin retoucher

108 INSTA-TOX Gives an instant temporary lift

109 InstaKool Instant Cold Pack

Rather than showing “Insta” used descriptively as Oppasartend, these thirdparty uses show “Insta” used in a
suggestive manner. It is the descriptive language geaoyng each “Brand” name that describes the goods as
“instant.” Thus, this evidence does not support the descriptiveness of “Insta.”

In further support of the meaning of the term “insta,” Opposers argue that the USPTO recognizes that INSTA means
INSTANT when it includes the term BTANT as a pseudo mark for marks containing the term INSTA. As set
forth in 8104 of the Trademark Manual of Examining Procedure (April 2017):

For some marks, the USPTO has added a pseudo mark to the search data to assist users in
identifying relevant marks related to their sdaterm. The “pseudo mark” field, which is not
displayed, often contains spellings that are \@nyilar or phonetically equivalent to the word

mark. For example, if “4U” appears in the mark, the term “for you” would be added to the
pseudo-mark field. This provides an additional search tool for locating marks that contain an
alternative or intentionally corrupted spellifiy a normal English word. Pseudo mark entries

are not displayed or printed inglsearch results and are not perthe official application or
registration.

*12 Opposers submit numerous examples of applications where the USPTO generated a pseudoagiagk repl
INSTANT for INSTA in the applied-for mark.However, the USPTO states in tt@pies of the Notices of Pseudo
Marks submitted by Opposers, “[tlhe practice of geneggatnch pseudo marks is without legal significance.”
Moreover, a notice of pseudo mark was not issued in connection with Applicant’s application. Thus, this evidence is
not relevant.

Applicant submits copies of 54 third-party registratiéois marks containing “INSTA“to demonstrate that the
USPTO did not require a disclaimer of ‘INSTA™ and that “the USPTO did not find the term ‘INSTA’ in [these]
mark [s] to be merely descriptive”Seven of the registrations are for marks used on food or food-related products,
including products such as breath freshener and chemazhbfiditives for food manufacturing and for curing meat,
fish and poultr§?, and are evidence that the term “INSTA” is megarded as descripévof Applicant’s food
products. The remaining 47 registrations, covering a wide range of products, provide additiomalfsugipe non-
descriptiveness of “INSTA.Significantly, the term “INSTA” is not discimed in any of the fifteen registrations
showing “INSTA” as a separate worice(, not part of single-word or hyphenated marks).

The line between a mark that is merely descriptive and may not be registered absetgrgaoeaning, and one
that is suggestive and may be registered, is that a sivggesrk “requires imaginatn, thought and perception to
reach a conclusion as to the nature of the goods,” whiterely descriptive mark “fthrwith conveys an immediate
idea of the ingredients, qualities characteristics of the good®tioProSS Meditech Corp. v. Inviro Med. Devices,
Ltd.,, 103 USPQ2d at 175€quotingIn re Abcor Dev. Corp.588 F.2d 811, 200 USPQ 215, 218 (CCPA 1978)
guotingAbercrombie & Fitch Co. v. Hunting World, In&37 F.2d 4, 189 USPQ 759, 765 (2d Cir. 197&¥ also



See alson re George Weston Ltd228 USPQ 57 (TTAB 1985PEEDI BAKE for frozen dough found suggestive
because it only vaguely suggests a desirable characterifiizen dough, namely, thatquickly and easily may be
baked into bread).

Reviewing the evidence, Opposers have submitted one dictionary definition and a Wiktionary defiogether

with the testimony of its witness, which indicate that some people may understand “insta” to mean quickly or
instantly produced In response, Applicant submitted evidence freight dictionaries, showing no listing of a
definition for the term “insta,” together with 54 registrations for marks containing the undisclaimed term “Insta” for
food products and a wide variety of other goods.

*13 Third-party registrations can be submitted to demonstrate the meaning of a word or term which comprises a
mark, or a portion thereof, in the same way dictionary difirs are used to illustrate how a term is perceived in the
trade or industry. Registration evidence may show thatadarries a highly suggestive connotation in the relevant
trade or industry and therefore may be considered somewhat JgeakWolfskin Ausrustung Fur Draussen GmbH
& Co. KGAA v. New Millennium Sports, S.L.097 F.3d 1363, 116 USPQ2d 1129, 1136 (Fed. Cir. 2@&jence

of third-party registrations is relevant to “show the sense in which a mark is used arpm#nance;” that is, some
segment that is common to both parties’ marks may have “a normally understood and \gelzestdescriptive or
suggestive meaning”jjuice Generation, Inc. v. GS Enterprises |.[Z@4 F.3d 1334, 115 USPQ2d 1671, 1675 (Fed.
Cir. 2015) Even if “there is no evidence of actual use” of “third-party registrations,” such registrations “may be
given some weight to show the meaning of a mark in the same way that dictionaries aré& elgeshix, Inc. v.
Daktronics, Inc. 534 F.2d 915, 189 USPQ 693, 694-95 (CCPA 19W®nde Nast Publications, Inc. v. Miss
Quality, Inc, 597 F.2d 1404, 184 USPQ 422, 424-25 (CCPA 1@he) thirty-eight third-party registrations provide
at least some evidence that thirty-eight applicants ceresidthe suffixes of the parties’ marks to be suggestive of
electrical products)Couch/Braunsdorf Affinity, Inc. v. 12 Interactive, LLT10 USPQ2d 1458, 1471 (TTAB 2014)
(registrations have some value because they may be used in the manner of a dictionarythatshonark or a
portion of a mark is descriptive or suggestive of gools)g J.M. Originals InG.6 USPQ2d 1393, 1394 (TTAB
1987) (“Said third party registrations are of use only if they tend to demonstrate that a mark or a peréohis
suggestive or descriptive of certain goods and hence is @rititie narrow scope of protection. Used in this proper,
limited manner, ‘third party registrations are similar to dictionaries showing how languggedglly used.™);
United Foods Inc. v. J.R. Simplot C4.USPQ2d 1172, 1174 (TTAB 198{he existence of numerous third party
registrations in the food field for marks which includ@UICK” as a portion thereof, (including a number of marks
which include “QUICK ‘N"), buttresses the conclusiorath'QUICK” is a highly suggestive term, and these
registrations are entitled to some weight for that purpgése).

*14 Additionally, “INSTA” has been found to be highly suggestive, but not descrighgeGoodyear Tire &
Rubber Co. v. Dayco CorR01 USPQ 485, 491 (TTAB 1978here can be no doubt that the mark “INSTAFIND”
is highly suggestive as applied to opposer’'s V-belt meag@auges, in that it clearly conveys the idea of being
able to find belts quickly)insta-Foam Products, Inc. v. Instapak Cord89 USPQ 793, 799 (TTAB 1976)
(“INSTA” is highly suggestive of the goods (polyurethane foam precursor chemicdlpayurethane foam
spraying apparatus, and aerosol dispenser containers containing materials for producing uretharseéoalsg);
General Mills Inc. v. Health Valley Foodg4 USPQ 1270, 1277 (TTAB 1992) (“Although the registrations are not
evidence of use, the registrations show the sense in wigdbrth ‘fiber’ is employed ithe marketplace, similar to

a dictionary definition.”).

While each case must be decided omits facts and the Board is not bound by prior decisions involving different
records,In re Nett Designs, Inc236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001e Merrill Lynch,
Pierce, Fenner & Smith Inc828 F.2d 1567, 4 USPQ2d 1141, 1142 (Fed. Cir. 138&)number of registrations
containing the stand alone term “INSTA” with no disclairmecombined with merely descriptive or generic matter
cannot be ignored.

Opposers bear the burden of proving by a preponderance of the evidence that Applicant’'s marMNSY &
Design is merely descriptiv&tonCor Grp., Inc. vSpecialty Coatings, Inc759 F.3d 1327, 111 USPQ2d 1649,
1652 (Fed. Cir. 2014)see alsoDuoProSS Meditech Corpl03 USPQ2d at 175@lthough food products are
commonly advertised and described as “instant,” meaniegaped and/or ready to eat in a relatively short amount
of time, the evidence does not shthe word “INSTA” used in that manner. Instead, the evidence shows “INSTA”
being used in product brand names to suggest that thetémos, or the other goods, are readily available. In view



of the foregoing, “INSTA” as used with “MASA” in Applicant’'s mark INSTA MASA & Design renders the mark
suggestive.

VI. Deceptive Misdescriptiveness

We next turn to Opposers’ claim of deceptive misdpeeness. In order for Applicant's mark to be found
deceptively misdescriptiveithin the meaning of § 2(e)(1), and thugemgistrable, it mustnimediately convey an
idea about the goods, hiliat idea, though pladde, must be falseAnheuser-Busch Inc. v. HpR2 USPQ2d 1101,
1108 (TTAB 2009)In re Woodward & Lothrop Inc4 USPQ2d 1412, 1413 (TTAB 1987he test for determining
whether Applicant’s applied-fomark is deceptively misdescriptive agpéied to its goods involves a two-part
determination of: (1) whether the matter sought to bestexgid misdescribes the goods, and (2) whether anyone is
likely to believe the misrepresentatiddeeAnheuser-Busch Inc. v. HpB2 USPQ2d at 11080 re Quady Winery,

Inc., 221 USPQ 1213, 1214 (TTAB 1984)

*15 Marks, like Applicant's mark, that contain registrable matter in addition to deceptively misdescriptive
components can be registered watllisclaimer of the deceptively mestriptive matter, when appropriageeln

re Aluminum Co. of Americd 97 USPQ 761, 762 (TTAB 1978 6 of the Trademark Act allows registration of
deceptively misdescriptive matter as pafrtcomposite mark on Principal Register if such matter is disclaimed);
TMEP 8§ 1209.04. As noted above, the word “MASA,” whether it is considered to be descriptive or deceptively
misdescriptive, is disclaimed and Opposers have madtamo that the application nganot proceed to registration
absent a disclaimer for the word IN&TIndeed, as addressed above, “INST&\not descriptive but suggestive of

the goods.

Accordingly, Opposers have failed to meet the first prong of the test by showing that Applicantssraaskole is
deceptively misdescriptive. Opposetsave also not shown that consumers are likely to believe any
misrepresentation occasioned by the wording INSTA, MASA or INSTA MAS#Atained in Applicant’'s word and
design mark.

VII. Conclusion

Descriptiveness and deceptim@sdescriptiveness are determined by loolkabg\pplicant’s applied-for mark in its
entirety. The term “masa” is understood to describe and identify dry corn flour used to make “masa” andtthe do
made by mixing that flour with water. “Insta” is a segtive term used in connedtiovith a wide variety of
products, including food products. Thus, when “insta” ‘andsa” are used together with a non-descriptive design,
they form Applicant's suggestive mark INSTA MASA & Bign. In view of Applicatis disclaimer of “masa,”
Opposers’ claim that Applicant’s mark is deceptively misdescriptive fails.

Decision The Opposition on the grounds of descriptiveness and deceptive misdescriptiveness under 8§ 2(e)(1) is
dismissed.

! Application Serial No. 86085439 was filed on October 8, 2013, based on an allegatioonaf fedeintention to use
the mark in commerce under Section 1(b) of the TrademarklAdi].S.C. 88 1051(b)rhe application includes the
following description of the mark: “The mark consists'INSTA’ on a top line, followed by ‘MASA’ appearing
underneath ‘INSTA,’ all set forth withia rectangle shape.” Color is not clatires a feature of the mark. “MASA” is
disclaimed and the English translation of “MASA” in the mark is “dough.”

2 The Notice of Opposition also asserted a claim, made on information and belief, that Applicant did ndidvave a
fide intention to use the mark INSTA MASA & Design on all the goods listed in Application Serial No. 86085439.
Inasmuch as Opposers did not pursue this claim at trialiddhey argue it in their Trial Brief, that claim is deeme
waived.Research in Motion Ltd. v. Defining Presence Marketing Group 2 USPQ2d 1187, 1190 n.6 (TTAB
2012) Knight Textile Corp. v. Jones Investment,Gé. USPQ2d 1313, 1314 n.4 (TTAB 2005)
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See lll. Objections to Applicdls Evidence in Opposers’ Trial Brief pp. 3-6 (34 TTABVUE 8-11).

Viquez Testimony Dep. pp. 67:9-68:6 (30 TTABVUE 71-72).

Viguez Testimony Dep. pp. 5:5-9, 67:9-67:16 (30 TTABVUE 9, 71).

Viguez Testimony Dep. pp. 67:19-68:6 (30 TTABVUE 71-72).

Viquez Testimony Dep. p. 68:1-68:6 (30 TTABVUE 72).

21 TTABVUE 5-16.

Viquez Testimony Deposition pp. 84:17-85:21 (30 TTABVUE 88-89).

Opposers’ Trial Brief p. 4 (34 TTABVUE 9).

Applicant’s First Notice of Reliance (20 TTABVUE 12, 322-339).

Opposers’ Trial Brief p. 5 (34 TTABVUE 10).

Applicant’s First Notice of Reliance (20 TTABVUE 273-283).

Opposers’ Trial Brief pp. 5-6 (34 TTABVUE 10-11).

Applicant’s First Notice of Reliance p. 11 (20 TTABVUE 12, 314-325, 341).

Applicant’s First Notice of Reliance p. 12 (20 TTABVUE 13, 360-396).

ViquezTestimory Dep. p. 68:7-68:21 (30 TTABVUE 72).
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Applicant’s Exhibit TTT (20 TTABVUE 362).

Applicant’s Exhibit RRR (20 TTABVUE 348).

Applicant’s First Notice of Reliance p. 12 (20 TTABVUE 13).

Record citations are to TTABVUE, the Board's publicallyaidable docket history system. For material or testimony
that has been designated confidential and which dm¢sappear in the publidgl available TTABVUE, the
TTABVUE docket entry number where such material otitemy is located should be included in any citatiSee
Turdin v. Trilobite, Ltd. 109 USPQ2d 1473, 1476 n.6 (TTAB 2014)

Confidential Testimony of Alvaro Viquez Valverde giveat pp. 49 and 84 of his Testimony Deposition (31
TTABVUE 3, 4) and Applicant’s Exhibit 65 (31 TTABVUE 5-9) were filed under seal at 31 TTABVUE. No
testimony or exhibits designated “confidential” were discussed or relied on in this decision.

Viguez Testimony Dep. pp. 33:20-34:1 (30 TTABVUE 37-38).

Gonzalez Testimony Dep. pp. 6:22-24, 7:14-20, 72:20-25 (22 TTABVUE 8, 9, 74).

Gonzalez Testimony Dep. pp. 6:20-24, 7:14-20, 33:9-12 (22 TTABVUE 8-9, 35).

Mr. Gonzalez has been employed by Opposer Aztddhing since 2000. Azteca Milling manufactures dan
distributes corn masa products throughout the U.S. and in other countries. GonzateanyeBep. pp. 6:20-24,
7:17-8:4 (22 TTABVUE 8-10).

Gonzalez Testimony Dep. pp. 8:23-9:8 (22 TTABVUE 10-11).

When corn flour is mixed with water it forms “wet masa’dmugh that is used to make tortillas, sopes, tamalds an
other dishes. Gonzalez Testimony Dep. pp. 8:10-18, 10:3-22, 35:25-36:8 (22 TTABVUE 10, 12, Qpiders’
Appeal Brief p. 7 (34 TTABVUE 12). See also, Viquez Testimony Dep. p. 59:4-24 (30 TTABVUE 63).

GonzaleZTestimory Dep. p. 19:8-17 (22 TTABVUE 21).
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Gonzalez Testimony Dep. pp. 19:21-22, 26:24-27:6 (22 TTABVUE 21, 28-29).

Gonzalez Testimony Dep. p. 8:10-13, 8:19-22 (22 TTABVUE 10).

Viguez Testimony Dep. pp. 6:13-7:9 (30 TTABVUE 10-11).

Viguez Testimony Dep. pp. 11:13-20, 68:1-21. (30 TTABVUE 15, 68).

Viquez Testimony Dep. pp. 16:4-10, 53:7-25, 57:18-60:21 (30 TTABVUE 20, 57, 61-64).

Opposers’ Appeal Brief p. 1, fn.1. (34 TTABVUE 6).

Viguez Testimony Dep. pp. 57:24-62:6, 62:20-22 (30 TTABVUE 61-65); Gonzalez Testimony Dep. voB:B-148
(33 TTABVUE 10).

Viquez Testimony Dep. pp. 5:22-24, 11:13-20, 68:1-21. (30 TTABVUE 9, 15, 72).

Gonzalez Testimony Dep. p. 67:15-21 (22 TTABVUE 69), Gonzalez Testimony Dep. vol. Il p. 883318 (
TTABVUE 9) (“It is a dry corn masa flour and it's a wet masa.”).

Viguez Testimony Dep. p. 15:4-22 (30 TTABVUE 19), Applicant’'s Exhibit No. 32 (30 TTABVUE 138) an
Gonzalez Testimony Dep. vol. Il pp. 89:23-91:17 (33 TTABVUE 10-12), Opposers’ Exhibit No. 89 (33 TTABVUE
72).

Opposers’ Exhibit No. 90, Gonzalez Testimony Dep. vol. Il pp. 91:18-92:4 (33 TTABVUE 12-13).

Opposers’ Exhibit No. 91, Gonzalez Testimony Dep. vol. Il p. 92:5-20 (33 TTABVUE 13).

Opposers’ Exhibit No. 91, Gonzalez Testimony Dep. vol. Il p. 92:21-93:7 (33 TTABVUE 13-14).
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March 11, 2014 Response to Office Action.

Applicant’s First Notice of Reliance, Applicant Exhibits QQ (Registration No. 2020245 for MI MASA ES SU
MASA), RR (Registration No. 3099692 for MASA BROSA & Design), SS (Registration No. 3148486 for SENORA

MASA) and VV (Registration No. 3695599 for HARI MASA & Design) (20 TTABVUE 9-10, 219-230, 269-272).

Opposers’ Exhibit Nos. 1, 2, 4, 5 (22 TTABVUE 84-87, 90-93).

Opposers’ Exhibit No. 3 (22 TTABVUE 88-89).

Opposers’ Exhibit Nos. 6-8 (22 TTABVUE 94-99).

Opposers’ Exhibit No. 9 (22 TTABVUE 100-101).

Gonzalez Testimony Dep. pp. 20:3-26:18 (22 TTABVUE 22-28).

Gonzalez Testimony Dep. pp. 20:1-26:15 (22 TTABVUE 22-28) and Opposers’ Exhibit Nos. 10-PbABX UE
102-133).

Gonzalez Testimony Dep. p. 26:16-27:6 (22 TTABVUE 28-29).

Opposers’ Exhibit Nos. 92-101 (33 TTABVUE 79-80, 87, 90, 95-96, 101, 104, 107, 110-111, 113 and 121)

Opposers’ Trial Brief pp. 14-15 (34 TTABVUE 19-20).

Opposers’ Brief p. 15 (34 TTABVUE 20).

Applicant’s Exhibits YA OxfordDictionaries (Us English)
http://www.oxforddictionaries.com/ispellcheck/american english/?g+insta AAA dictionary.com
http://www.dictionary.com/misspelling?term=insta&s=BBB Merriam Webter Dictionary http://www.merriam-
webster.com/dictionary/suggestions/insta CCC Cambridge Dictionaries Online

http://dictionary.cambridge.org/us/spellcheck/english?g=insta DDD Babylon's English Dictionary
http://dictionary.babylon-software.com/english/ EEE ~ Longman Dictionary of Contemporary English
http://www.docenline.com/spellcheck/?g=insta FFF Free Dictiongr
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57
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http://www.freedictioary.org/?Query=ista&button=Search and GGG Dictionary nehttp:// www.dictionary.nét
(20 TTABVUE 10-11, 284-312).

Gonzalez Testimony Dep. p. 29:4-12 (22 TTABVUE 31), Opposers’ Exhibit No. 28 (22 TTABVUE 131tid2
definition submitted by Opposers appears to be the Britigigbndefinition for the term “insta” published by Collins
English Dictionary. Inasmuch as Applicant did not object to the use of the definition during the testimony o
Opposers’ witness, Mr. Gonzalez, we have considered it.

Gonzalez Testimony Dep. p. 28:9-19 (22 TTABVUE 30), Opposers’ Exhibit No. 26 (22 TTABVUE 134-135);
Applicant did not object to the accuracy tbe definition from the Wiktionary referencBeeln re Cook Medick
Technologies LLC105 USPQ2d 1377, 1382 fn.2 (TTAB 20X®Yiktionary.com definition considered inasmuch as
examining attorney, ake non-offering party, had an opportunity to rebut that evidence).

Gonzalez Testimony Dep. pp. 28:22-28:25 (22 TTABVUE, &pposers’ Exhibit No. 27 (22 TTABVUE 138). The
Board will consider dictionary definitions taken from Urban Dictionary, a collaborative online dictionary gf slan
terms, so long as the non-offering party has an opportunity to rebut that evidence by submitting other defititions th
may call into question the accuracy of the particular bactionary definitions. Our consideration of the Urban
Dictionary definitions is with the recognition of the limitations inherent in this dictionary, given that anyone can
submit or edit the definitionsn re Star Belly Stitcher, Inc107 USPQ2d 2059, 2062 fn.3 (TTAB 2018pplicart

did not object to the accuracy of thefinition from theUrban Dictionary.

Gonzalez Testimony Dep. p. 27:19-27:23 (22 TTABVUE 2% translations of “insta masa” Applicant submitted
from the Internet (Applicant's Exhibits XX and YY indditing “urges mass” and “urges earth” (20 TTABVUE 276-
283)), provide only the translated language; no additiofiafrimation was provided. On the otherhand, the testimony
of Opposers’ witness and Opposers’ Exhibits including Exhibit Nos. 1-5, 10-25, 81-82, 85, Br:516:4, 20:3-
26:11, 96:22-97:2, 98:22-99:6, 102:13-103:7, 103:22-104:4 (22 TTABVUE 13-18, Z32B[ABVUE 17-18, 19-
20, 23-25) provide more probative support for the meaning of “insta masa.”

Gonzalez Testimony Dep. vol. Il pp. 112:6-115:16 (33 TTABVUE 33-36); Opposers’ Exhibit Nos. 102309 (3
TTABVUE 123-146).

Opposers’ Trial Brief pp. 15-16 (34 TTABVUE 20-21@Qpposers’ Third Notice of Reliance, Exhibit C (29
TTABVUE 2-422) (consisting of numerous examples of the Notices of Pseudo Mark issuech@ttimon with
pending applications where the pseudo mark INSTANT was generated by the USPTO for INSTA in the applied-fc
marks to assist in identifying relevant marks related to the applied-for marks).

Applicant’s First Notice of Reliance pp. 1-8, 13-16 (20 TTABVUE 2-9, 14-17). Six of the registrations have been
cancelled and are not consider&tbeApplicant’s First Notice of Reliance including Exhibits covering candelle
registrations: C, K, L, Z, EEEE, FFFF (20 TTABVUE 28-%®1-63, 65-67, 135-138, 8451). Thirty-nine of the
third-party registrations Applicant submits are for marks wHEBN&TA” either forms part of a single wordmark, or is
hyphenated with another wor8eeTrademark Manual of Examining Proced (“TMEP”) 8§ 12.13.05, 1213.05(a)

and 1213.05(a)(ii) (no disclaimer of an element of a unitaak is required; no disclaimer necessavhen a



62

63

64

65

66

compound word is formed by hyphenating two words or terms, one of which would be unregiatoaiele
Applicant’s First Notice of Reliance including Exhibits cowngrihyphenated marks: A, B;H, J, M, Q, S, W, EE-

HH, KK-LL, OO, YYY-ZZZ, BBBB-DDDD, GGGG, Illl, NNNN-OOOO (20 TTABVUE 20-2,32-34, 40-50, 57-

59, 69-72, 89-92, 99-102, 120-123, 160-178, 190-198, 210-213, 421-427, 433-443, 453-455, 461-463, 484-491); &
Exhibits covering single-word marks: U, V, AAED JJ, NN, PP, HHHH, KKKK-MMMM (20 TTABVUE 109-113,
115-118, 140-158, 185-188, 205-208, 215-218, 457-459, 470-482). The remaining fiftegarlyincdgistrations are

for marks containing the stand-alone term “INST8&eApplicant’s First Notice of Reliance including Exhibits B, E,

I, N, O-P, R, T, X-Y, ll, MM, AAAA, JJJJ, PPPP (20 TTABVUE 24-26, 36-38,52-55, 74-87, 94-97, 104267

133, 180-183, 200-203, 429-431, 465-468, 493-495).

SeeApplicant’s First Notice of Reliance showing: Regisibn No. 1536586 for the mark INSTA-BAKE for “Flou
baking mix” (Applicant's Exhibit A (20 TTABVUE 19-21)); Registration No. 1,754,585 for mhark INSTA
GRAINS for “Processed grains in the form of flour, #gkor whole grain” (Applicant’s Exhibit B (20 TTABVUE 23-
25)); Registration No. 4,079,825 for the mark INSTA CREM for “Arrangements of cut fruit comprised of fresh fruits
cut into flower shapes and at least partially coated etititolate; Beverages with harolate base; Bread; Chocolate;
Cocoa beverages with milk; Coffee and t€affee beverages with milk; Coffdmsed beverage containing milk; Ice
cream; Ice milk; Spices and ice” pflicant’'s Exhibit O (20TTABVUE 78-81)); Regstration No. 4777897 fo
INSTA-CUP for “Coffee sold in singlserve pod containers for use irelwing machines” (Applicant’s Exhibit HH

(20 TTABVUE 174-177)); Registration No. 4859688 for INSTA FRESH for “Breath freshener” (Applicant’s Exhibi
No. Il (20 TTABVUE 179-182)); Registration No. 4933772 for INSTA*POTATO for “Maltodextrin food additive fo
food manufacturing” (Applicant's Exhibit No. OO (20 TTABVUE 209-212)); Registration No. 282%or INSTA
CURE for “Chemical compound consisting of a mixture of sodium nitrites for curing meat, fish and poultry”
(Applicant’s Exhibit No. AAAA (20 TTABVUE 428-430)).

SeeApplicant’s First Notice of Reliance including Exhibits B, E, I, N, O-P, RX,, 1l, MM, AAAA, JJJJ, PPPP
(20 TTABVUE 24-26, 36-38,52-55, 74-87, 94-97, 104-107, 125-133, 180-183, 200-203, 425B8368, 493-495).

Wiktionary https://en.wiktionary.org/wiki/Wiktionary:Main Pagé/22/2017: “Welcome to the English-language
Wiktionary, a collaborative project to produce a free-content multilingual dictionary. It aims to describe all fwords o
all languages using definitions and degstions in English. ... Wiktionary ia wiki, which means that you can edit it,

... In particular, we have sttilayout conventions and inclusion critedi@arn how to start a ga, how to edit entries,
experiment in the sandbox and visit our Community Portal to see how you can participate in the development
Wiktionary.” However, as indicated by the foregoing language on Wiktionary’s home pagj@nitinternet source
whose contents are continuously subject to change via collaborative useiSiegut.re Jimmy Moore LLC119
USPQ2d 1764, 1768 (TTAB 201€)Wikipedia is an Internet source whose contents are continuously subject to
change via collaborative user-input”).

The top definition provided by Urban Dictionary indicates a somewhat different meaningpréf} usually
preceding a verb emphasizing and often exaggerating thedfasimething, especially @reformed task,” and thus,
is not merely descriptive of Applicant’s goods.

If a compound word mark consists of an unregistrable component and a registrable componeetdotoba single

word, no disclaimer of the unregistrable component efcimpound word will be required; similarly, no disclaime

is required when a compound word is formed by hyphenating two words or terms one of which would be
unregistrable alone&seeln re Driven Innovations, Inc115 USPQ2d 1261, 1267 (TTAB 2015) re Box Solutions
Corp,, 79 USPQ2d 1953, 1955 (TTAB 2008)MEP § 1213.05(a) and 1213.05(a)(i).
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JI'S TESTIMONY AND EXHIBITS is being filed electronically with the TTAB and served to
Opposer’s counsel by electronic mail at:
jigang.jin@jfuslaw.com

gianan.li@bigcool.com
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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

HANGZHOU MENGKU TECHNOLOGY CO.,
LTD., and FUZHOU MENGKU TECHNOLOGY| Opposition No. 91272143

CO,, LTD.,
Mark: App. Ser. No. 90371133

Opposers,

V.

SHANGHAI ZHENGLANG TECHNOLOGY
CO,, LTD.,

Applicant.

DECLARATION OF RUIHUA JI IN SUPPORT OF
APPLICANT’S OPPOSITION TO OPPOSER’'S MOTION TO STRIKE

I, Ruihua Ji, hereby declare the following:

I am the President of Shanghai Zhenglang Technology Co., Ltd., (“Applicant”) the Applicam
abovecaptioned trademark opposition proceeding.

I am fully competent to make this declaration, and | have direct knowledge of thedatained herein
based upon, among other things, my personal knowladgemy business experience, includmgre
than 10 years working in the mobile app industry

| submit this declaration (“Declaration”) in support of Applicant’'s Opposition ppd3ers’ Motion for
Strike

. Applicant designs, develops, and distributes mobile applications and gaming soffwaate,
Applicant has released more than 30 games in the Google Play store worldwide.

In the Statista report attached as Exhibit 2 to my Testimony Declaration (38 YUEB] 8 and Ex. 2),
there is a link titledShow sources informatiohBy clicking on the link a list is revealed indicating the
sources as Google, Android, Data.ai, Appbrain. Attachdexhgit A to this declaration is a true and
correct copy of the June 19, 2023 Statista report titled “Number of availableatippiicin the Google

Play Store from December 2009 to June 2023/ available online at



https://www.statista.com/statistics/266210/numbfeavailableapplicationsin-the-googleplay-store

accessed November 30, 2023. Exhibis the same as Exhibit 2 to the Testimony Declaration of Ruihua
Ji (38 TTABVUE 1 8 and Ex. 2), except that it shows the page after the “Show soucresatidn” is
clicked.
In the normal course of business, to monitor marketplace trends and obtain competiligeriote
Applicant and others in the mobile app industry regularly rely upon data and analytics framssour
including Google, Android, Data.ai (formerly App Annie), Sensor Tower, and Appbrain,oand
compilations and reports of this data from industry publications such as Saatistdne Business of
Apps Indeed, Applicant is a customer of Data.ai and currently subscribes to its servicesoanseal
Sensor Toweto understandnarket trends and collect competitive information.
These sites advertise themselves as trustworthy and reliable sources of data, and | am notaaware of
specific facts or circumstances that would lead me to believe the information tHesy peilfalse. For
example:
a. Statista’s “About” page describes Statista as a “thought leader” striving to “empower
factbased decisiomaking that positively impacts society” through data that is
“transparent, reliable, and trustworthfttached asExhibit B to this declaration is a true
and correct copy of Statista's “About” page, available online at

https://www.statista.com/aboutwsccessed November 30, 2023.

b. The Business of App¥About” page describes the site as a “leading” platform “for the
global app industry” and an “essential resource for people building, marketing and
monetising mobile appsAttached a€Exhibit C to this declaration is a true and correct
copy of Statista’s “About” page, available online at

https://www.businessofapps.com/team/abaatessed November 30, 2023.

c. The International Journal of Human Computing Stud{@3HCS) describes itself as a
peerreviewed journal, which is published by Research Parks Publishing tauts a

“editorial team comprising some of the world’s leading researd¢herd dedicated to


https://www.statista.com/statistics/266210/number-of-available-applications-in-the-google-play-store
https://www.statista.com/aboutus
https://www.businessofapps.com/team/about

advancing technological innovation and excellence.” Attached as Exhibit D to this
declaration is a true and correct copy of the [THCS website including an “About™ section.

available online at https:/www.neliti.com/journals/ijhcs, accessed November 30, 2023.

Attached as Exhibit E to this declaration is a true and correct copy of the Research Parks

website including an “About™ section, available online at https:/researchparks.org,

accessed November 30, 2023.

[ declare under penalty of perjury under the laws of the United States of America that the foregoing is true
and correct.

Executed in Shanghai, China, on

Dec [ ,2023 RMA AW//T;

Ji Ruihua
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WHO WE ARE

The company behind the success

Statista is a global data and business intelligence platform with an extensive collection of
statistics, reports, and insights on over 80,000 topics from 22,500 sources in 170 industries.
Established in Germany in 2007, Statista operates in 13 locations worldwide and employs
around 1,100 professionals.

Empowering people with data. Our pursuit of knowledge and innovation drives us to be
thought leaders in the field. As pioneers in shaping the future of the data economy, our
ultimate goal is to create a world that is more transparent, reliable, and trustworthy. We

strive to empower fact-based decision-making that positively impacts society.

18m

monthly visits

4Am-+

registered users

22,500

renowned sources

170

industries

10

years of experience

https://www.statista.com/aboutus/#:~:text=Statista is a global data,and employs around 1%2C100 professionals. 1/6
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Our services

((

OUR PLATFORMS

Statista.com consolidates statistical data on over 80,000 topics from more than
22,500 sources and makes it available on four platforms: German, English, French
and Spanish.

- Search our databases

Q

STATISTA Q

Statista Q is a combined provider of market research as well as research and
analysis services. We help corporate customers collect and prepare market,
customer and competitive information.

= Submit an individual research request

CONTENT & DESIGN

Statista Content & Design sees itself as a research and information design agency.
We create customized infographics, videos, presentations and publications in the
corporate design of our customers.

- Request information design for your company

https://www.statista.com/aboutus/#:~:text=Statista is a global data,and employs around 1%2C100 professionals. 2/6
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-

ECOMMERCE INSIGHTS

eCommerce Insights is the starting point for market analyses, benchmarking and
lead generation in the eCommerce sector. The database provides insights into
detailed revenue information of 20,000 online shops worldwide.

= Visit eCommerce Insights

CONSUMER INSIGHTS

The Consumer Insights allow analyses of consumer behavior and media usage in the
on- and offline world based on the data of 1,700,000 consumers from 56 countries

and territories, who were surveyed about 50 industries and topics and 14,500
international brands.

=* Learn more about the Consumer Insights

l~”

MARKET INSIGHTS

Our Market Insights cover a wide range of industries, from consumer goods to
technology and mobility. We provide market sizes, forecasts, and other indicators
for up to 152 countries and territories.

= Explore the Market Insights

Your career with us

https://www.statista.com/aboutus/#:~:text=Statista is a global data,and employs around 1%2C100 professionals.
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The combination of the pioneering spirit of a start-up with the stability of an established
company makes Statista an exceptional employer, which walks unconventional and
innovative paths. We prefer fast decision-making, flat hierarchies and a company culture
based around learning by doing - all this makes us more successful than ever.

If you would like to be a part of Statista’s success history, love challenges and have a
passion for data, then Statista is the right choice for you.

See our job offers

Statista is committed to sustainability

Statista has been climate neutral since June 2021.
Climate change is one of the most urgent threats of
our time. This is our way of contributing to the fight
against climate change as a company. Together with
ClimatePartner, we are offsetting our unavoidable
emissions through reforestation and forest protection
in Latin America. How can climate neutrality be
achieved?

J’J@ Reforestation in
Nicaragua

Through the reforestation
of the native bamboo
species as well as the
protection against
deforestation, this project
not only makes an

At Statista, environmental awareness is part of our
corporate culture
Our Hamburg office has already been running on 100

percent green electricity and doing most of its important contribution to

curbing global warming,
but it also creates new
opportunities for the
locals.

accounting digitally since 2016. Beyond that, many of
our employees ride their bicycles, use public
transportation, or walk to get to work; they are also
regularly involved in sustainable initiatives.

Together with ClimatePartner, Statista’s carbon
footprint was calculated. Based on this calculation, we
offset our unavoidable emissions by contributing to

. . . Forest protection
climate protection projects. We are happy to support % P

. : . : in Brazil
the following projects in Nicaragua and Brazil.

With this climate
protection project, we
support the long-term

More information about Statista’s climate neutrality
and the climate protection projects supported by us is
available under the ClimatePartner tracking 1D 15477-
2106-1001.

preservation of the
Amazon rainforest. In
addition to protecting the

https://www.statista.com/aboutus/#:~:text=Statista is a global data,and employs around 1%2C100 professionals. 4/6
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rainforest from commercial
deforestation, this project

(‘. qubon neUtrql also creates alternative

Company ]
ClimatePartner.com/15477-2106-1001 sources of income for local

families, e.g., through the
trade of acai berries.

Security and data protection

Statista’s account activation process meets the highest security requirements. All of our
customers’ payment and contact details are transmitted using SSL encryption. Statista’s
technical payment processing is carried out by Stripe Payments Europe Ltd. In addition to
the maximum degree of security, we also offer our customers a payment process which is
as convenient as possible. All services provided by Statista can be paid for via credit card
and also via invoice.

Data protection and transparency are important to us. All stored individual data is
anonymized and encrypted. More information about data protection can be found in our
Imprint. Feel free to contact support@statista.com or eu.support@statista.com (Europe
support) for suggestions and criticism.

Empowering
people with data

Any more questions?

Employees

For further information please
download the company factsheet.

Download factsheet

mstatistacom iz statista%

https://www.statista.com/aboutus/#:~:text=Statista is a global data,and employs around 1%2C100 professionals. 5/6
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About Us

Business of Apps is the leading B2B media and information platform for the global app
industry. Our site reaches 500k users a month and has become the essential resource

for people building, marketing and monetising mobile apps.

Connecting the app industry © ~»
= Waich later  Share
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Business
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The Business of Apps is operated by Soko Media which also runs the App Promotion

Watch on B YouTube

Summit series of events and the App Growth Awards.

We are based just outside of London, UK and have been trading now since 2012.

QOur mission is to connect and grow the app industry and create unrivalled

opportunities for our team.

Our Values:

Collaborative & Friendly

Always Learning

Committed

High Performance

Contact Us



We're always open to feedback, questions and for opportunities for partnerships or

contributions. You can get in touch with us here

Quoted By
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"Daily active users of BeReal, last "That’s still well below the 270
year's social media app sensation, million people using Microsoft
are down nearly 50 per cent from Teams every month, or the 20
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from Business of Apps." according to an estimate from

Business of Apps."

Team

Qur team is made up of people from all over the world with a passion for the app

industry and app startups. You can find more contact information here and if you want

to advertise then go here
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Editor
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Data Editor
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Research Parks Publishing
Scientific Journals

Research Parks Publishing is a research platform of
the different scientific journals. It will serve
researchers to publish their original analyses. All

journals are under open access policy.
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About Us

Research Parks Publishing is an independent international publisher of 4 open access,
online, peer-reviewed journals covering a wide range of academic disciplines. with an
editorial team comprising some of the world's leading resedrchers, Research Parks
Publishing is dedicated to advancing technological innovation and excellence for the
benefit of humanity. There are also a series of special issues and conference papers in
the related fields like journals from luckybird. We ensure that scientists and
researchers get the recognition and rewards that they deserve and the opportunity to
play a significant role in the global scientific community.
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