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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Omega Psi Phi Fraternity, Inc.

Granted to Date 09/29/2021
of previous ex-
tension

Address 3951 SNAPFINGER PARKWAY

DECATUR, GA 30035
UNITED STATES

Attorney informa- | WEI WEI JEANG

tion GRABLE MARTIN FULTON PLLC

P.O. BOX 2006

AZLE, TX 76098

UNITED STATES

Primary Email: docketing@grablemartin.com
469-878-8643

Docket Number OMEG-OPP

Applicant Information

Application No. 90304435 Publication date 06/01/2021
Opposition Filing | 09/22/2021 Opposition Peri- 09/29/2021
Date od Ends

Applicant Houston lll, James, E

7 GREENBRUSH CT
WINDSOR MILL, MD 212441381
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Clothing, namely, base layers; Clothing,
namely, crops; Clothing, namely, Sweatshirts, sweatpants, T-shirts, shorts, socks, hoodies, jackets,
vests, hats and tops and bottoms; Body suits for adults, men, women and children; Bottoms as cloth-
ing for adults, men, women and children; Coats for adults, men, women and children; Combinations;
Headwear for adults, men, women and children; Hooded sweatshirts for adults, men, women and
children;Hoodies; Jackets for adults, men, womenand children; Jerseys; Perspiration absorbent un-
derwear clothing; Shirts for adults, men, women and children; Short sets; Shorts for adults, men, wo-
men and children; Sweaters for adults, men, women and children; Sweatpants for adults,
men,women and children; Sweatshirts for adults, men, women and children; T-shirts for adults, men,
women and children; Topsas clothing for adults, men, women and children; Wearable garments and
clothing, namely, shirts; Women's clothing, namely, shirts, dresses, skirts, blouses; Woven shirts for
adults, men, women and children



https://estta.uspto.gov

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 5784014 Application Date 07/20/2009

No.

Registration Date | 06/25/2019 Foreign Priority NONE
Date

Word Mark NONE

Design Mark

Description of
Mark

The mark consists of Greek letter OmegaPsi Phi.

Goods/Services

Class 006. First use: First Use: 1970/01/15 First Use In Commerce: 1970/01/15
Metal dog tags and metal key chains

Class 014. First use: First Use: 1970/01/15 First Use In Commerce: 1970/01/15
Tie pins; Cuff Links; Rings; medallions; all of the foregoing promoted in the col-
legiate, fraternity, and sorority affinity merchandise channels of trade

Class 021. First use: First Use: 1970/01/15 First Use In Commerce: 1970/01/15
drinking glass, glass ornament, drinking mugs, mugs and shot glasses

Class 025. First use: First Use: 1970/01/15 First Use In Commerce: 1970/01/15
T-Shirts; Polo Shirts; Vests; Sweatshirts; Jerseys; Tank Tops; Hats; Caps; Vi-
sors; Socks; Belts; Ties; Stoles; Shorts; Dress Shirts; Shoes; sandals; rubber

clogs; slippers; all of the foregoing promoted in the collegiate, fraternity, and sor-
ority affinity merchandise channels oftrade

U.S. Registration | 2389677 Application Date 07/16/1999

No.

Registration Date | 09/26/2000 Foreign Priority NONE
Date

Word Mark OMEGA PSI PHI FRATERNITY

Design Mark

OMEGA PSI PHI FRATERNITY

Description of
Mark

NONE

Goods/Services

Class 041. First use: First Use: 1914/11/11 First Use In Commerce: 1914/11/11

Arranging and conducting educational conferences in the field of leadership,
personal growth and development, business and fraternity ethics, debt and
money management, [ public relations, ] volunteerism and empowering the black
male; conducting entertainment [ exhibits ] in thenature of a golf tournament,
formal ball, [ casino nite, happy hour ] and step show, all of the above for




fraternal members

U.S. Registration | 4108723 Application Date 07/25/2011

No.

Registration Date | 03/06/2012 Foreign Priority NONE
Date

Word Mark OMEGA PSI PHI

Design Mark

OMEGA PSI PHI

Description of
Mark

NONE

Goods/Services

Class 200. First use: First Use: 1911/11/17 First Use In Commerce: 1911/11/17
Indicating membership in a fraternal organization

U.S. Registration | 5784013 Application Date 12/18/2007

No.

Registration Date | 06/25/2019 Foreign Priority NONE
Date

Word Mark

OMEGA PSI PHI FRATERNITY GRAND CONCLAVE

Design Mark

Omega Psi Phi Fraternity
Grand Conclave

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1912/03/12 First Use In Commerce: 1912/03/12

Clothing, namely, shirts, polo shirts, sweat shirts, T-shirts, tank tops, jackets,
hats, pants, shoes, socks, jogging suits, shorts, sweat suits, sweat pants, under-
wear, swim wear, coats, leather coats, bandannas, boots, sweat bands, gym
shoes, aerobic shoes, tennis shoes, and walking shoes; all of the foregoing pro-
moted in the collegiate, fraternity, and sorority affinity merchandise channels of-
trade

Class 041. First use: First Use: 1912/03/12 First Use In Commerce: 1912/03/12

Organizing and conducting educational and entertainment activities for fraternal
members, namely, conducting seminars and workshops in the field of issues
thataffect African American men, issues related to belonging to a fraternity, is-
sues related to the history of the fraternity and issues concerning the overall vi-




ability and growth of the fraternity, issues related to sustaining the fraternity; and
arranging and conducting entertainment events in the nature of step shows and
a variety of competitions, namely, synchronized dance competitions

U.S. Application 90534500 Application Date 02/18/2021

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark OMEGA PSI PHI

Design Mark

OMEGA PSI PHI

Description of
Mark

NONE

Goods/Services

Class 014. First use: First Use: 1990/06/26 First Use In Commerce: 1990/06/26

Jewelry, namely, jewelry lapel pins, watch chains, charms, cuff links, neck
chains, necktie fasteners, tie pins, tie clips, ornamental lapel pins, ornamental
pins, pendants, keychains, buttons, rings, bracelets, earrings, and watches; jew-
elry for the marketing and promotion of fraternity membership and sponsored
events

Class 025. First use: First Use: 1990/06/26 First Use In Commerce: 1990/06/26

Clothing, namely, shirts, polo shirts, sweatshirts, T-shirts, sweaters, vests, ties,
tank tops, jackets, hats, caps, pants, capris pants, leggings, socks, jogging suits,
shorts, sweatsuits, sweatpants, underwear, swim wear, coats, bandanas,
handkerchiefs, sweatbands, shoes, tennis shoes, aerobic shoes, walking shoes,
gym shoes, shoelaces, and boots; clothing, headgear, and accessories for the
marketing and promotion of fraternity membership and sponsored events

Class 035. First use: First Use: 1990/06/26 First Use In Commerce: 1990/06/26

Association services, namely, organizing chapters of a fraternity and promot-
ingthe interests and welfare of the members; association services, namely, or-
ganizing chapters, activities, and events of a fraternity to promote scholarship,
leadership, and excellence; organizing fundraising and entertainment activities
andevents; providing information via the internet relating to the fraternity to act-
ive and alumni members; providing information by, about, and for members of
thefraternal organization; organizing and conducting educational and entertain-
mentactivities for fraternal members; organizing and conducting activities and
conferences in the field of scholarship, leadership, social awareness, civic parti-
cipation, health, personal growth and development, and empowerment for active
and alumni members

U.S. Application 76593848 Application Date 05/24/2004

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark NONE




Design Mark

Description of The colors "Purple and Gold" in combination outline the outer edges of the
Mark mark.The Greek Letter is the color Gold and is placed on a background being
the color Purple

Goods/Services Class 025. First use: First Use: 1912/01/01 First Use In Commerce: 1912/01/01

Clothing, namely, shirts, polo shirts, sweat shirts, T-shirts, tank tops, jackets,
hats, pants, shoes, socks, jogging suits, shorts, sweat suits, sweat pants, under-
wear, swim wear, coats, leather coats, bandannas, boots, sweat bands, gym
shoes, aerobic shoes, tennis shoes, and walking shoes
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Signature /Wei Wei Jeang/

Name WEI WEI JEANG

Date 09/22/2021




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OMEGA PSI PHI FRATERNITY, INC. )
)
Opposer, ) Opposition No.
)
) In the Matter of:
) Serial No. 90/304435
v. ) Mark: Omega
) Filing Date: November 6, 2020
James E. Houston III ) Publication Date: June 1, 2021
)
Applicant )
)
NOTICE OF OPPOSITION

Opposer OMEGA PSI PHI FRATERNITY, INC., is a 501(c)(7) nonprofit corporation organized
and existing under the laws of District of Columbia with a principal place of business at 3951 Snapfinger
Parkway, Decatur, Georgia 30035 (hereinafter “Opposer”), believes that it will be damaged by the
registration of Application Serial No. 90/304435, and hereby opposes same pursuant to Section 13(a) of
the Lanham Trademark Act of 1946 ("Lanham Act”), 15 U.S.C. § 1063(a).!

The grounds for opposition are as follows:

1. Opposer is the first international fraternity organization founded on the campus of a
historically black college. Opposer was founded on November 17, 1911 at Howard University. In its rich
110-year history, Opposer has been associated with men who are dedicated to the fraternity’s cardinal
principles of manhood, scholarship, perseverance, and uplift. From the initials of the Greek phrase
meaning “friendship is essential to the soul,” the name Omega Psi Phi was derived.

2. Opposer has approximately 24,370 members with 750 chapters throughout the world.

3. Opposer owns a portfolio of registered trademarks and actively licenses its trademarks to
vendors who manufacture and sell a variety of merchandize including clothing. In 2021, 124 vendors are
licensed by Opposer, many of whom are engaged in the retail business of selling clothing bearing
Opposer’s trademarks. Through the licensing activity, Opposer seeks to ensure that only goods of high
quality are associated with Opposer. As part of its vendor approval process, samples of goods are
submitted with vendor applications for inspection and acceptance. Vendors must apply for the license on
an annual basis.

! Opposer timely filed a request for an extension of time to oppose the Application, which the Trademark Trial and Appeal
Board granted, allowing Opposer until September 29, 2021 to file this opposition.



4. Among Opposer’s authorized vendors’ offerings are goods that incorporate Opposer’s
colors, which are royal purple and old gold.

5. Opposer’s trademark portfolio includes several reg.istrations and pending applications that

are based on Opposer’s name, including the Greek symbols 1.')® (Reg.No. 5784014), the
OMEGA PSI PHI word mark (Reg.Nos. 2389677, 4108723, 5784013; App.No. 90/534500) in classes 6,
14, 21, 25, 35, 41, and 200. Opposer has a lapsed trademark application (App.No. 76593848) for a color-
specific omega Greek letter in class 25. Opposer is diligently working on filing a future application on the
Greek symbol Q in class 25.

6. Opposer has engaged legal counsels and agencies who actively police and enforce its
trademark rights. For example, over the course of a month in 2021, at least 100 unauthorized Amazon
listings were taken down.

7. Opposer expends substantial time, money and resources to vet, approve, and license its
authorized vendors. The goods offered by Opposer’s approved vendors are of high quality and must meet
and maintain the quality standards set by Opposer.

8. On November 6, 2020, Applicant filed a 1(b) registration of a design (below) for clothing
in class 25, that was assigned Application Serial No. 90304435. The design consists of the Greek letter
Omega with a small stylized S as one of its legs. The application was approved for publication on April
27,2021 and was published on June 1, 2021.

—_—

9. As part of its trademark enforcement program, Opposer’s trademark counsel (the
undersigned counsel) identified Application ‘435. Opposer filed for an extension of time to oppose and
subsequently contacted the Applicant.

10. Opposer’s undersigned counsel has learned from Applicant’s legal counsel, Mr. Bert
Jennings, that the Applicant, Mr. James E. Houston III, is a non-financial member? of the Opposer
fraternity and that he would like to sell clothing that incorporate this proposed trademark, including
clothing that feature royal purple and old gold. Although Applicant was aware of Opposer’s licensing
program, he has never applied to become a licensed vendor. Although a number of conditions for co-
existence has been discussed, including prominent disclaimers of non-association and no merchandize
that are royal purple and old gold, the parties could not reach an agreement.

2 Applicant was initiated into the Fraternity in 1976. The last time Applicant paid membership dues is 2010.



FIRST GROUND FOR OPPOSITION -- LIKELIHOOD OF CONFUSION

11. On information and belief, Applicant views Opposer’s former and existing members as his
customers and intends to target them in his advertising and marketing efforts.

12. Pursuant to Section 13(a) of the Lanham Act, 15 U.S.C. § 1063(a), Opposer believes that
it will be damaged by the registration of Applicant’s mark because members of the purchasing public will
likely to be confused and misled as to the source of goods.

13. Applicant’s proposed mark is barred from registration because it consists of or comprises
a mark which is based on Opposer’s registered and unregistered marks as to be likely, when used in
connection with the alleged goods of Applicant, to cause confusion, mistake, or deception within the
meaning of 15 U.S.C. § 1052(d).

14. If Applicant is granted the registration herein opposed, it would thereby obtain a prima
facie exclusive right to the use a mark that is confusingly similar to Opposer’s marks. Such registration
would be a source of damage and injury to Opposer.

15. If Applicant is granted the registration herein opposed, it would be a bar to Opposer’s future
applications that incorporate the omega Greek symbol. Such registration would be a source of damage
and injury to Opposer.

SECOND GROUND FOR OPPOSITION - BAD FAITH

16. On information and belief, Applicant’s attempt to register the proposed mark is based in
his bad faith desire to bypass Opposer’s vendor license program and sell merchandize that would be
confusingly similar to those offered by Opposer’s approved vendors. Applicant’s desire to feature goods
with royal purple and old gold colors is especially revealing and alarming.

17. A reasonable conclusion can be drawn from the surrounding circumstances and facts that
Applicant knew of Opposer’s legitimate interests and rights in a mark based on the omega Greek symbol
and his attempt to register the proposed mark is based in a desire to subvert them.

18. Applicant’s conduct in applying for the proposed mark is inconsistent with norms of
reasonable, honest, and fair commercial behavior.



WHEREFORE, Opposer respectfully prays that its opposition be sustained and that registration to
Applicant be refused.

Dated: September 22, 2021

Respectfully submitted,
Grable Martin Fulton PLLC

/Wei Wei Jeang/
Wei Wei Jeang, Esq.
Grable Martin Fulton PLLC
2709 Dublin Road
Plano, Texas 75093
Telephone: 469.878.8643
Email: W]eang@GCHub.com

Attorneys for Opposer
OMEGA PSI PHI FRATERNITY, INC.



CERTIFICATE OF SERVICE

I hereby certify that on September 22, 2021 I caused a true and correct copy of the foregoing Notice of

Opposition to be served by United States First Class Mail, post prepaid, and electronic mail, upon
Applicant:

Bethew Bertrand Jennings II1
Jennings Law Group, PLLC
P.O. Box 841496

Pearland, TX 77584-0138
jenningslawgroup @yahoo.com

/Denise Wilson/
Denise Wilson
Paralegal for Attorney for Opposer




