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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Xero Limited

Granted to Date
of previous ex-
tension

09/15/2021

Address 19-23 TARANAKI STREET
TE ARO, WELLINGTON, 6011
NEW ZEALAND

Attorney informa-
tion

RANDY MICHELS
TRUST TREE LEGAL, P.C.
798 BERRY ROAD #41400
NASHVILLE, TN 37204
UNITED STATES
Primary Email: randy@trust-tree.com
Secondary Email(s): docket@trust-tree.com
6154690438

Docket Number

Applicant Information

Application No. 90282387 Publication date 05/18/2021

Opposition Filing
Date

09/15/2021 Opposition Peri-
od Ends

09/15/2021

Applicant Cornerstone Technical Solutions LLC
1776 HERITAGE CENTER DRIVE, SUITE 204
WAKE FOREST, NC 27587
UNITED STATES

Goods/Services Affected by Opposition

Class 042. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Providing on-line non-downloadable soft-
ware for use as aÂ software development platform for developing on-line software-as-a-service ap-
plications, namely,Â building, securing, testing, releasing, and operating on-line software-as-a-service
applications

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Trademark Act Section 2(a)

https://estta.uspto.gov


Other Common law rights as asserted in the Notice of
Opposition

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3850387 Application Date 04/30/2007

Registration Date 09/21/2010 Foreign Priority
Date

11/01/2006

Word Mark XERO

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2008/12/22 First Use In Commerce: 2008/12/22
[ Computer software, namely, software packages and manuals sold as a unit in
the fields of business management and business administration, namely, ac-
counting and financial transaction management andanalysis ]
Class 036. First use: First Use: 2008/12/22 First Use In Commerce: 2008/12/22
Financial services, namely, financial transactions and reconciliation processing;
electronic banking services; electronic accounts payable debiting services;
funds, money and currency transfer services; the provision of financial informa-
tion relating to the aforesaid services; the aforesaid services being provided
electronically or by other means
Class 042. First use: First Use: 2008/12/22 First Use In Commerce: 2008/12/22
Computer services, namely, acting as anapplication service provider in the field
of financial affairs by hosting computer software which allows users to, online,
upload and process transactional data, undertake statistical analysis, produce
reports, prepare invoices, and store and share financial data and information

U.S. Registration
No.

4745603 Application Date 01/14/2014

Registration Date 06/02/2015 Foreign Priority
Date

07/16/2013

Word Mark XERO

Design Mark

Description of
Mark

NONE



Goods/Services Class 035. First use: First Use: 0 First Use In Commerce: 0
Retail and wholesale store services in the field of software, namely, software for
business management and business administration, namely, accounting and fin-
ancial transaction management and analysis, and manuals for use therewith; ac-
counting services; accountancy services; provision of information in the fields of
accounting and accountancy; tax consultancy; business management con-
sultancy; business administration, business management, business assistance,
business advisory services and business consultancy in the fields of accounting,
accountancy, business accounts management, namely, accounting consulting,
cost accounting, administrative accounting; business advisory, consultancy and
provision of business information in the fields of accounting,accountancy and fin-
ancial transaction management; the aforesaid services being provided online,
electronically or by other means

U.S. Registration
No.

4810531 Application Date 01/14/2014

Registration Date 09/15/2015 Foreign Priority
Date

07/16/2013

Word Mark XERO

Design Mark

Description of
Mark

The mark consists of the wording "XERO", with the "O" in the word with a dot
inthe middle.

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
Computer software in the field of accounting, management, and reporting for ac-
countants, tax management, financial and annual reporting, documentation, on-
line training, subscription management; computer software for accounting sys-
tems; computer software for accounting, management and reporting for account-
ants, tax management, financial and annual reporting,documentation, online
training, and subscription management; downloadable computer software;
downloadable electronic publications in the nature of manuals, brochures, flyers,
information sheets, and guidelines in the field of accounting, management and
reporting for accountants,tax management, financial and annual reporting, docu-
mentation, online training,subscription management marketing and sales
Class 035. First use: First Use: 0 First Use In Commerce: 0
Retail and wholesale store services in the field of software, namely software for



business management and business administration, namely, accounting and fin-
ancial transaction management and analysis, and manuals for use therewith; ac-
counting services; accountancy services; provision of information in the fields of
accounting and accountancy; tax consultancy; business management con-
sultancy; business administration, business management, business assistance,
business advisoryservices and business consultancy in the fields of accounting,
accountancy and financial transaction management, business accounts man-
agement, namely, accounting consulting, cost accounting, administrative ac-
counting; business advisory, consultancy and provision of business information
in the fields of accounting, accountancy and financial transaction management;
the aforesaid services being provided online, electronically or by other means
Class 036. First use: First Use: 0 First Use In Commerce: 0
Financial services, namely, financial transaction services, namely, providing se-
cure payment services; electronic payment services via a global computer net-
work; electronic on-line banking services; electronic accounts payable services;
electronic funds, money and currency transfer services; financial advisory, con-
sultancy and provision of financial information relating to the aforesaid ser-
vices;the aforesaid services being provided electronically or by other means
Class 042. First use: First Use: 0 First Use In Commerce: 0
Software as a service (SaaS); software as a service (SaaS) services, featuring
software for accounting, management and reporting for accountants, tax man-
agement, financial and annual reporting, documentation, online training, sub-
scription management, marketing and sales; providing a website featuring non-
downloadable software for accounting, management and reporting for account-
ants, tax management, financial and annual reporting, documentation, online
training, subscription management, marketing and sales; cloud computing fea-
turing software for accounting, management, and reporting for accountants, tax
management, financial and annual reporting, documentation, online training,
subscription management, marketing and sales; online provision of web-based
software; software development; software design; updating of computer soft-
ware; advisory services relating to computer software in the field of accounting,
management, and reporting for accountants, tax management, financial and an-
nual reporting, documentation, online training, subscription management, mar-
keting andsales; computer software advisory services in the field of accounting,
management, and reporting for accountants, tax management, financial and an-
nual reporting, documentation, online training, subscription management, mar-
keting and sales;computer software consultancy; computersoftware develop-
ment; computer softwareengineering, namely, computer software design; com-
puter software design; computer support services namely technical support ser-
vices, namely, troubleshooting in the nature of diagnosing computer hardware
and software problems; computer software programming services for others;
hosting of software as a service (SaaS) services, namely, hosting software for
use by others for use in accounting, management, and reporting for account-
ants, tax management, financial and annual reporting, documentation, online
training, subscription management, marketing and sales

U.S. Registration
No.

5383151 Application Date 07/31/2015

Registration Date 01/23/2018 Foreign Priority
Date

NONE

Word Mark XEROCON



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 0 First Use In Commerce: 0
Arranging and conducting of business conferences
Class 041. First use: First Use: 0 First Use In Commerce: 0
Educational and training services, namely, classes, seminars, workshops,
conferencesÂ relating to computers, computer software and software as a ser-
vice (SaaS) services; arranging of exhibitions for educational purposes; arran-
ging and conducting ofÂ educationalÂ conferences; arranging of award
ceremoniesÂ to demonstrate excellence in the fields of accounting, customer
service, customer support, provision of online services, computer applications,
and the provision of professional services
Class 042. First use: First Use: 0 First Use In Commerce: 0
software as a service (SaaS) services, featuring software for accounting, man-
agement and reporting for accountants, taxmanagement, financial and annual
reporting, documentation, online training, subscription management, marketing
and sales; providing a website featuring non-downloadable software for account-
ing, management and reporting for accountants, taxmanagement, financial and
annual reporting, documentation, online training, subscription management,
marketing and sales; cloud computing featuring software for accounting, man-
agement, and reporting for accountants, tax management, financial and annual
reporting, documentation, online training, subscription management, marketing
and sales; online temporary,provision of web-based software for accounting,
management and reporting for accountants, tax management, financial andan-
nual reporting, documentation, onlinetraining, subscription management, mar-
keting and sales; software development; software design; updating of computer
software; advisory services relating to computer software in the field of account-
ing, management, and reporting for accountants, tax management, financial and
annual reporting, documentation, online training, subscription management,
marketingand sales; computer software advisory services in the field of account-
ing, management, and reporting for accountants, tax management, financial and
annual reporting, documentation, online training, subscription management,
marketing and sales; computer software consultancy; computer software devel-
opment; computer software engineering, namely, computer software design;
computer software design; computer support services, namely, technical support
services, namely, troubleshooting in the nature of diagnosing computer hard-
ware and software problems; computer software programming services for oth-
ers; hosting of software as a service (SaaS) services, namely, hosting software
for use by others for use in accounting,management, and reporting for account-
ants, tax management, financial and annualreporting, documentation, online
training, subscription management, marketing and sales

U.S. Registration
No.

5402132 Application Date 12/16/2015

Registration Date 02/13/2018 Foreign Priority NONE



Date

Word Mark XERO TAXTOUCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2016/03/04 First Use In Commerce: 2016/03/04
Computer software for accounting, tax management, financial and annual re-
porting, creating and organizing documentation, online training and subscription
management for accounting systems; downloadable computer software for ac-
counting, taxmanagement, financial and annual reporting, creating and organiz-
ing documentation, online training and subscription management for accounting
systems; downloadable electronic publications in the nature of manuals, bro-
chures, flyers, information sheets, and guidelines in the fields of accounting,
management and reporting for accountants, tax management, financial and an-
nual reporting, accounting documentation, online training, subscription manage-
ment and marketing and sales; downloadable electronic data files and data-
bases, namely, business and tax forms, for use with computer software; tax
management software

U.S. Registration
No.

6098229 Application Date 07/06/2017

Registration Date 07/14/2020 Foreign Priority
Date

01/06/2017

Word Mark XERO

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
Computers; computer keyboards; rechargeable batteries; battery chargers for
mobile phones and portable electronic devices; computer software for account-
ing management, management of client relationships, data, inventory, tax man-
agement, financial and annual reporting, documentation management, online
training in the field of business management, marketing, and account subscrip-
tion management; computer hardware for use in the fields of accounting, man-
agement and reporting foraccountants, tax management, financial and annual
reporting, documentation, online training, and subscription management; com-
puter peripherals; mobile phones and related parts and accessories, namely,
cell phone backplates, cell phone covers, cell phone cases, carrying cases for-
cell phones; headphones; sleeves for laptops; earbuds; calculators; lanyards



specially adapted for cameras; lanyards specially adapted for mobile phones;
lanyards specially adapted for holding spectacles; eyeglass lanyards
Class 016. First use: First Use: 0 First Use In Commerce: 0
Printed matter, namely, photographs, magazines, books, printed periodicals,
newsletters, brochures in the fields of accounting, management and reporting for
accountants, tax management, financial andannual reporting, documentation,
onlinetraining, and subscription management; books in the fields of for account-
ing, management and reporting for accountants,tax management, financial and
annual reporting, documentation, online training,and subscription management;
desktop business card holders
Class 021. First use: First Use: 0 First Use In Commerce: 0
Household containers; beverage glassware; cups; coffee cups; mugs; drinking
cups; glass drinking cup; bottles, sold empty; aluminum bottles, sold empty
Class 035. First use: First Use: 0 First Use In Commerce: 0
Incentive award programs to promote thesale of products and services of others,
namely, marketing services provided inthe nature of incentive programs and
schemes, privileges and loyalty recognition programs, customer loyalty incentive
programs and schemes; organization, operation and supervision of incentive
schemes in the nature of conducting an incentive awards program to promote
the sale ofgoods and services of others and providing marketing and business
information for issuing of tokens of value, benefits,and incentives related to such
incentive awards program; market analysis relating to frequent use bonus in-
centive schemes; organization and management of incentive awards program
and sales promotion programs being frequent buyer programs that promote the
goods and services of others; retail and wholesale store services in relation to
computers, computer keyboards, rechargeable batteries, portablebattery char-
gers, computer software andcomputer hardware, computer peripherals, mobile
phones and related parts and accessories, headphones, sleeves for laptops,
earbuds, calculators, lanyards for cameras, lanyards for mobile phones, lan-
yards for holding spectacles, eyeglass lanyards, desktop business card holders,
household or kitchen utensils and containers, glassware, cups, coffee cups,
mugs,drinking cups, glass drinking cup, bottles, aluminum bottles; the provision
of the foregoing services being offered online
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Xero Limited,     ) 

      ) 

  Opposer   ) 

      ) Opposition No.     

  v.    ) Serial No.: 90282387 

) Mark: ZEERO 

Cornerstone Technical Solutions LLC ) 

    ) 

  Applicant   ) 

____________________________________) 

 

NOTICE OF OPPOSITION 

 

Xero Limited, a New Zealand limited liability company, with an address of 19-23 

Taranaki Street, Te Aro, Wellington, 6011, New Zealand (“Opposer”) believes that it will 

be damaged by registration of the ZEERO trademark shown in U.S. Trademark Application 

Serial No. 90282387 and therefore opposes the same. 

As grounds for opposition, it is alleged: 

1. Opposer is in the business of providing cloud-based accounting software. 

2. Opposer has used the XERO mark for cloud-based accounting software 

continuously since at least as early as 2008 in the United States. 

3. Opposer is the owner of U.S. Trademark Registration No. 3850387 on the 

Principal Register for the XERO mark covering “Financial services, namely, financial 

transactions and reconciliation processing; electronic banking services; electronic accounts 

payable debiting services; funds, money and currency transfer services; the provision of 

financial information relating to the aforesaid services; the aforesaid services being 

provided electronically or by other means” in International Class 36 and “Computer 

services, namely, acting as an application service provider in the field of financial affairs 

by hosting computer software which allows users to, online, upload and process 
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transactional data, undertake statistical analysis, produce reports, prepare invoices, and 

store and share financial data and information” in International Class 42. 

4. Opposer is the owner of U.S. Trademark Registration No. 4745603 on the 

Principal Register for the XERO mark covering “Retail and wholesale store services in the 

field of software, namely, software for business management and business administration, 

namely, accounting and financial transaction management and analysis, and manuals for 

use therewith; accounting services; accountancy services; provision of information in the 

fields of accounting and accountancy; tax consultancy; business management consultancy; 

business administration, business management, business assistance, business advisory 

services and business consultancy in the fields of accounting, accountancy, business 

accounts management, namely, accounting consulting, cost accounting, administrative 

accounting; business advisory, consultancy and provision of business information in the 

fields of accounting, accountancy and financial transaction management; the aforesaid 

services being provided online, electronically or by other means” in International Class 35. 

5. Opposer is the owner of U.S. Trademark Registration No. 4810531 on the 

Principal Register for the XERO & design mark covering “Computer software in the field 

of accounting, management, and reporting for accountants, tax management, financial and 

annual reporting, documentation, online training, subscription management; computer 

software for accounting systems; computer software for accounting, management and 

reporting for accountants, tax management, financial and annual reporting, documentation, 

online training, and subscription management; downloadable computer software; 

downloadable electronic publications in the nature of manuals, brochures, flyers, 

information sheets, and guidelines in the field of accounting, management and reporting 
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for accountants, tax management, financial and annual reporting, documentation, online 

training, subscription management marketing and sales” in International Class 9; “Retail 

and wholesale store services in the field of software, namely software for business 

management and business administration, namely, accounting and financial transaction 

management and analysis, and manuals for use therewith; accounting services; 

accountancy services; provision of information in the fields of accounting and 

accountancy; tax consultancy; business management consultancy; business administration, 

business management, business assistance, business advisory services and business 

consultancy in the fields of accounting, accountancy and financial transaction 

management, business accounts management, namely, accounting consulting, cost 

accounting, administrative accounting; business advisory, consultancy and provision of 

business information in the fields of accounting, accountancy and financial transaction 

management; the aforesaid services being provided online, electronically or by other 

means” in International Class 35; “Financial services, namely, financial transaction 

services, namely, providing secure payment services; electronic payment services via a 

global computer network; electronic on-line banking services; electronic accounts payable 

services; electronic funds, money and currency transfer services; financial advisory, 

consultancy and provision of financial information relating to the aforesaid services; the 

aforesaid services being provided electronically or by other means” in International Class 

36; and “Software as a service (SaaS); software as a service (SaaS) services, featuring 

software for accounting, management and reporting for accountants, tax management, 

financial and annual reporting, documentation, online training, subscription management, 

marketing and sales; providing a website featuring non-downloadable software for 
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accounting, management and reporting for accountants, tax management, financial and 

annual reporting, documentation, online training, subscription management, marketing and 

sales; cloud computing featuring software for accounting, management, and reporting for 

accountants, tax management, financial and annual reporting, documentation, online 

training, subscription management, marketing and sales; online provision of web-based 

software; software development; software design; updating of computer software; advisory 

services relating to computer software in the field of accounting, management, and 

reporting for accountants, tax management, financial and annual reporting, documentation, 

online training, subscription management, marketing and sales; computer software 

advisory services in the field of accounting, management, and reporting for accountants, 

tax management, financial and annual reporting, documentation, online training, 

subscription management, marketing and sales; computer software consultancy; computer 

software development; computer software engineering, namely, computer software design; 

computer software design; computer support services namely technical support services, 

namely, troubleshooting in the nature of diagnosing computer hardware and software 

problems; computer software programming services for others; hosting of software as a 

service (SaaS) services, namely, hosting software for use by others for use in accounting, 

management, and reporting for accountants, tax management, financial and annual 

reporting, documentation, online training, subscription management, marketing and sales” 

in International Class 42. 

6. Opposer is the owner of U.S. Trademark Registration 5383151 on the 

Principal Register for the XEROCON mark covering “Arranging and conducting of 

business conferences” in International Class 9; “Educational and training services, namely, 
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classes, seminars, workshops, conferences relating to computers, computer software and 

software as a service (SaaS) services; arranging of exhibitions for educational purposes; 

arranging and conducting of educational conferences; arranging of award ceremonies to 

demonstrate excellence in the fields of accounting, customer service, customer support, 

provision of online services, computer applications, and the provision of professional 

services” in International Class 41; and “software as a service (SaaS) services, featuring 

software for accounting, management and reporting for accountants, tax management, 

financial and annual reporting, documentation, online training, subscription management, 

marketing and sales; providing a website featuring non-downloadable software for 

accounting, management and reporting for accountants, tax management, financial and 

annual reporting, documentation, online training, subscription management, marketing and 

sales; cloud computing featuring software for accounting, management, and reporting for 

accountants, tax management, financial and annual reporting, documentation, online 

training, subscription management, marketing and sales; online temporary, provision of 

web-based software for accounting, management and reporting for accountants, tax 

management, financial and annual reporting, documentation, online training, subscription 

management, marketing and sales; software development; software design; updating of 

computer software; advisory services relating to computer software in the field of 

accounting, management, and reporting for accountants, tax management, financial and 

annual reporting, documentation, online training, subscription management, marketing and 

sales; computer software advisory services in the field of accounting, management, and 

reporting for accountants, tax management, financial and annual reporting, documentation, 

online training, subscription management, marketing and sales; computer software 
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consultancy; computer software development; computer software engineering, namely, 

computer software design; computer software design; computer support services, namely, 

technical support services, namely, troubleshooting in the nature of diagnosing computer 

hardware and software problems; computer software programming services for others; 

hosting of software as a service (SaaS) services, namely, hosting software for use by others 

for use in accounting, management, and reporting for accountants, tax management, 

financial and annual reporting, documentation, online training, subscription management, 

marketing and sales” in International Class 42. 

7. Opposer is the owner of U.S. Trademark Registration No. 5402132 on the 

Principal Register for the XERO TAXTOUCH mark covering “Computer software for 

accounting, tax management, financial and annual reporting, creating and organizing 

documentation, online training and subscription management for accounting systems; 

downloadable computer software for accounting, tax management, financial and annual 

reporting, creating and organizing documentation, online training and subscription 

management for accounting systems; downloadable electronic publications in the nature of 

manuals, brochures, flyers, information sheets, and guidelines in the fields of accounting, 

management and reporting for accountants, tax management, financial and annual 

reporting, accounting documentation, online training, subscription management and 

marketing and sales; downloadable electronic data files and databases, namely, business 

and tax forms, for use with computer software; tax management software” in International  

Class 9. 

8. Opposer is the owner of U.S. Trademark Registration No. 6098229 on the 

Principal Register for the XERO mark covering, among other things, “Computers; 
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computer keyboards; rechargeable batteries; battery chargers for mobile phones and 

portable electronic devices; computer software for accounting management, management 

of client relationships, data, inventory, tax management, financial and annual reporting, 

documentation management, online training in the field of business management, 

marketing, and account subscription management; computer hardware for use in the fields 

of accounting, management and reporting for accountants, tax management, financial and 

annual reporting, documentation, online training, and subscription management; computer 

peripherals; mobile phones and related parts and accessories, namely, cell phone 

backplates, cell phone covers, cell phone cases, carrying cases for cell phones; headphones; 

sleeves for laptops; earbuds; calculators; lanyards specially adapted for cameras; lanyards 

specially adapted for mobile phones; lanyards specially adapted for holding spectacles; 

eyeglass lanyards” in International Class 9 and “Incentive award programs to promote the 

sale of products and services of others, namely, marketing services provided in the nature 

of incentive programs and schemes, privileges and loyalty recognition programs, customer 

loyalty incentive programs and schemes; organization, operation and supervision of 

incentive schemes in the nature of conducting an incentive awards program to promote the 

sale of goods and services of others and providing marketing and business information for 

issuing of tokens of value, benefits, and incentives related to such incentive awards 

program; market analysis relating to frequent use bonus incentive schemes; organization 

and management of incentive awards program and sales promotion programs being 

frequent buyer programs that promote the goods and services of others; retail and wholesale 

store services in relation to computers, computer keyboards, rechargeable batteries, 

portable battery chargers, computer software and computer hardware, computer 



	 8 

peripherals, mobile phones and related parts and accessories, headphones, sleeves for 

laptops, earbuds, calculators, lanyards for cameras, lanyards for mobile phones, lanyards 

for holding spectacles, eyeglass lanyards, desktop business card holders, household or 

kitchen utensils and containers, glassware, cups, coffee cups, mugs, drinking cups, glass 

drinking cup, bottles, aluminum bottles; the provision of the foregoing services being 

offered online” in International Class 35. 

9. True and correct copies of registration certificates from the United States 

Patent and Trademark Office database for the above-identified registrations are attached as 

Exhibit A. 

10. Opposer will also rely on its common law trademark rights in this 

proceeding. 

11. The XERO trademark is inherently distinctive; it is a fanciful and coined 

term with no meaning other than to identify Opposer’s services. 

12. Since introducing its XERO services, Opposer has spent substantial time, 

effort, and money to promote the sale of its services in the United States under the XERO 

mark. Opposer has provided and continues to provide a substantial number of services 

under the XERO mark in the United States. 

13. By virtue of Opposer’s substantial use, sales, advertising, and promotion of 

the XERO mark throughout the United States, the publicity and media attention accorded 

the mark, and the inherently distinctive nature of the mark, the XERO mark has become a 

well-known mark and has become distinctive of Opposer’s services. 

14. Despite Opposer’s long prior common law and statutory rights in the XERO 

mark, Applicant Cornerstone Technical Solutions, LLC (“Applicant”), with constructive 
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notice of Opposer’s federal registrations, and long after Opposer established rights in and 

to the XERO mark, adopted and filed an application for registration of the ZEERO mark 

for “Providing on-line non-downloadable software for use as a software development 

platform for developing on-line software-as-a-service applications, namely, building, 

securing, testing, releasing, and operating on-line software-as-a-service applications” in 

International Class 42, as set forth in the Notice of Publication for the subject application. 

15. Opposer’s XERO mark has priority over Applicant’s mark because the 

filing date of Opposer’s initial trademark application for the XERO mark is April 30, 2007, 

and Opposer’s date of first use is December 22, 2008, well prior to the October 27, 2020 

filing date of Applicant’s application. 

16. Applicant’s ZEERO mark is substantially or highly similar to the XERO 

mark in sound, appearance, and commercial impression. 

17. The services set forth in the subject application are highly related to the 

services for which Opposer’s XERO mark is registered and used, in that the various 

services set forth in the subject application could encompass services offered for the same 

or similar indications as Opposer’s XERO services, or could reasonably be expected to 

originate from the same source as services offered under the XERO mark, such that many 

consumers who encounter Applicant’s ZEERO mark in connection with such services are 

likely to think that Applicant or Applicant’s ZEERO services are authorized by, sponsored 

by, licensed by, affiliated with, or related to the company that offers Opposer’s XERO 

services. 
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18. As a result, Applicant’s applied-for mark ZEERO, if used in conjunction 

with the services set forth in the subject application, is likely to cause confusion, mistake, 

or to deceive as to the origin, source, sponsorship, or affiliation of Applicant’s services. 

19. Accordingly, Applicant’s applied-for mark ZEERO so resembles Opposer’s 

previously used and registered XERO mark, as to be likely, when applied to the services 

set forth in Applicant’s application, to cause confusion, mistake, or deception within the 

meaning of 15 U.S.C. § 1052(d). 

20. Applicant’s applied-for mark ZEERO is a close approximation of 

Opposer’s previously used and registered XERO mark, which is a name or identity of 

substantial reputation that is closely identified with Opposer, to be likely, when applied to 

the services set forth in Applicant’s application, to point uniquely to Opposer and to falsely 

suggest a connection with the Opposer within the meaning of 15 U.S.C. § 1052(a). 

WHEREFORE, Opposer respectfully prays that this Opposition be sustained and 

that registration to Applicant be refused. 

 

 Respectfully submitted, 

 

 

s/Randy Michels    

Randy Michels 

TRUST TREE LEGAL, P.C. 

798 Berry Road #41400 

Nashville, TN 37204 

Telephone: (615) 469-0438 

randy@trust-tree.com 

docket@trust-tree.com 

 

Attorney for Opposer 

 

 



 

 

 

 

 

EXHIBIT A 















Reg. No. 6,098,229 

Registered Jul. 14, 2020 

Int. Cl.: 9, 16, 21, 35

Service Mark

Trademark

Principal Register 

XERO LIMITED  (NEW ZEALAND Registered New Zealand Company )

3 Market Lane

Wellington 6011

NEW ZEALAND

CLASS 9: Computers; computer keyboards; rechargeable batteries; battery chargers for

mobile phones and portable electronic devices; computer software for accounting

management, management of client relationships, data, inventory, tax management, financial

and annual reporting, documentation management, online training in the field of business

management, marketing, and account subscription management; computer hardware for use

in the fields of accounting, management and reporting for accountants, tax management,

financial and annual reporting, documentation, online training, and subscription management;

computer peripherals; mobile phones and related parts and accessories, namely, cell phone

backplates, cell phone covers, cell phone cases, carrying cases for cell phones; headphones;

sleeves for laptops; earbuds; calculators; lanyards specially adapted for cameras; lanyards

specially adapted for mobile phones; lanyards specially adapted for holding spectacles;

eyeglass lanyards

CLASS 16: Printed matter, namely, photographs, magazines, books, printed periodicals,

newsletters, brochures in the fields of accounting, management and reporting for accountants,

tax management, financial and annual reporting, documentation, online training, and

subscription management; books in the fields of for accounting, management and reporting

for accountants, tax management, financial and annual reporting, documentation, online

training, and subscription management; desktop business card holders

CLASS 21: Household containers; beverage glassware; cups; coffee cups; mugs; drinking

cups; glass drinking cup; bottles, sold empty; aluminum bottles, sold empty

CLASS 35: Incentive award programs to promote the sale of products and services of others,

namely, marketing services provided in the nature of incentive programs and schemes,

privileges and loyalty recognition programs, customer loyalty incentive programs and

schemes; organization, operation and supervision of incentive schemes in the nature of

conducting an incentive awards program to promote the sale of goods and services of others

and providing marketing and business information for issuing of tokens of value, benefits,

and incentives related to such incentive awards program; market analysis relating to frequent

use bonus incentive schemes; organization and management of incentive awards program and

sales promotion programs being frequent buyer programs that promote the goods and services

of others; retail and wholesale store services in relation to computers, computer keyboards,

rechargeable batteries, portable battery chargers, computer software and computer hardware,

computer peripherals, mobile phones and related parts and accessories, headphones, sleeves

for laptops, earbuds, calculators, lanyards for cameras, lanyards for mobile phones, lanyards

for holding spectacles, eyeglass lanyards, desktop business card holders, household or kitchen

utensils and containers, glassware, cups, coffee cups, mugs, drinking cups, glass drinking cup,

bottles, aluminum bottles; the provision of the foregoing services being offered online

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY
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PRIORITY DATE OF 01-06-2017 IS CLAIMED

OWNER OF INTERNATIONAL REGISTRATION 1380083 DATED 07-06-2017,

EXPIRES 07-06-2027

SER. NO. 79-223,002, FILED 07-06-2017
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REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal

between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with

the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use

(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).

The time periods for filing are based on the U.S. registration date (not the international registration date).  The

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for

nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations

do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying

international registration at the International Bureau of the  World Intellectual Property Organization, under

Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the

date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the

international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h

ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.
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Principal Register 

Xero Limited (NEW ZEALAND COMPANY)

3 Market Lane

Wellington, NEW ZEALAND 6011

CLASS 35: Arranging and conducting of business conferences

CLASS 41: Educational and training services, namely, classes, seminars, workshops,

conferences relating to computers, computer software and software as a service (SaaS)

services; arranging of exhibitions for educational purposes; arranging and conducting

of educational conferences; arranging of award ceremonies to demonstrate excellence in the

fields of accounting, customer service, customer support, provision of online services,

computer applications, and the provision of professional services

CLASS 42: software as a service (SaaS) services, featuring software for accounting,

management and reporting for accountants, tax management, financial and annual reporting,

documentation, online training, subscription management, marketing and sales; providing a

website featuring non-downloadable software for accounting, management and reporting for

accountants, tax management, financial and annual reporting, documentation, online training,

subscription management, marketing and sales; cloud computing featuring software for

accounting, management, and reporting for accountants, tax management, financial and

annual reporting, documentation, online training, subscription management, marketing and

sales; online temporary, provision of web-based software for accounting, management and

reporting for accountants, tax management, financial and annual reporting, documentation,

online training, subscription management, marketing and sales; software development;

software design; updating of computer software; advisory services relating to computer

software in the field of accounting, management, and reporting for accountants, tax

management, financial and annual reporting, documentation, online training, subscription

management, marketing and sales; computer software advisory services in the field of

accounting, management, and reporting for accountants, tax management, financial and

annual reporting, documentation, online training, subscription management, marketing and

sales; computer software consultancy; computer software development; computer software

engineering, namely, computer software design; computer software design; computer support

services, namely, technical support services, namely, troubleshooting in the nature of

diagnosing computer hardware and software problems; computer software programming

services for others; hosting of software as a service (SaaS) services, namely, hosting software

for use by others for use in accounting, management, and reporting for accountants, tax

management, financial and annual reporting, documentation, online training, subscription

management, marketing and sales

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY

PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF NEW ZEALAND , REG. NO. 1011411, DATED 06-23-2015, EXPIRES



06-23-2025

SER. NO. 86-710,817, FILED 07-31-2015
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REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal

between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with

the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use

(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).

The time periods for filing are based on the U.S. registration date (not the international registration date).  The

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for

nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations

do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying

international registration at the International Bureau of the  World Intellectual Property Organization, under

Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the

date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the

international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h

ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.
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Int. Cl.: 9

Trademark

Principal Register 

Xero Limited (NEW ZEALAND COMPANY)

3 Market Lane

Wellington, NEW ZEALAND 6011

CLASS 9: Computer software for accounting, tax management, financial and annual

reporting, creating and organizing documentation, online training and subscription

management for accounting systems; downloadable computer software for accounting, tax

management, financial and annual reporting, creating and organizing documentation, online

training and subscription management for accounting systems; downloadable electronic

publications in the nature of manuals, brochures, flyers, information sheets, and guidelines in

the fields of accounting, management and reporting for accountants, tax management,

financial and annual reporting, accounting documentation, online training, subscription

management and marketing and sales; downloadable electronic data files and databases,

namely, business and tax forms, for use with computer software; tax management software

FIRST USE 3-4-2016; IN COMMERCE 3-4-2016

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY

PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF U.S. REG. NO. 4810531, 3850387, 4745603

SER. NO. 86-851,122, FILED 12-16-2015



REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal

between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with

the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use

(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).

The time periods for filing are based on the U.S. registration date (not the international registration date).  The

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for

nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations

do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying

international registration at the International Bureau of the  World Intellectual Property Organization, under

Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the

date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the

international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h

ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.
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