Trademark Trial and Appeal Board Electronic Filing System. htips://estta.uspto.gov

ESTTA Tracking number: ESTTA1152568
Filing date: 08/11/2021

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Arise Virtual Solutions Inc.

Granted to Date
of previous ex-
tension

08/11/2021

Address

3450 LAKESIDE DRIVE
SUITE 620

MIRAMAR, FL 33027
UNITED STATES

Attorney informa-
tion

NEDA LAJEVARDI

LOTT & FISCHER, PL

P.O. BOX 141098

CORAL GABLES, FL 33134

UNITED STATES

Primary Email: nlajevardi@Iottfischer.com

Secondary Email(s): nlajevardi@Ilottfischer.com, ufischer@lottfischer.com,
kclayman®@lottfischer.com, teas@lottfischer.com, igonzalez@lottfischer.com
305-448-7089

Docket Number

22051.5802

Applicant Information

Application No. 90061330 Publication date 04/13/2021
Opposition Filing 08/11/2021 Opposition Peri- 08/11/2021
Date od Ends

Applicant

Zhang,Xiaojuan

NO.79-183, BEIPO VIL., HUSHI TN., XIUYU
JIAOZUO, 517362

CHINA

Goods/Services Affected by Opposition

Class 009. First Use: 2020/01/09 First Use In Commerce: 2020/03/25

All goods and services in the class are opposed, namely: 3D spectacles; Car stereos; Digital voice
recorders; Dog whistles; Dust protective goggles and masks; Electrical plugs and sockets; Electronic
pens; Face masksfor diving; Laser rangefinders; Liquid crystal displays; Microphone stands; Multime-
dia projectors; Protective spectacles; Safety goggles; Smartwatch straps; Stands adapted for mobile
phones; Stands adapted for tablet computers; Swivelling stands adapted for computers; Thermomet-
ers not for medical purposes; Wireless cellular phone headsets; Wireless chargers; Wireless ear
buds; Wireless routers; Wireless telephony apparatus

Grounds for Opposition



https://estta.uspto.gov

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 5583568 Application Date 08/07/2017

No.

Registration Date | 10/16/2018 Foreign Priority NONE
Date

Word Mark ARISE

Design Mark

ARISE

Description of
Mark

NONE

Goods/Services

Class 038. First use: First Use: 2007/02/00 First Use In Commerce: 2007/02/00

Telecommunications services, namely, routing calls and emails from customers
ofthird party clients to third-party virtual contact centers

Class 041. First use: First Use: 2007/02/00 First Use In Commerce: 2007/02/00

Educational services, namely, providinginstruction via web based courses in the
fields of healthcare, financial and tax services, business services, travel, tele-
communications, technology, utilities, auto rental and other related services,
home services, retail, and insurance, for service providers providing business-
process services including contact center services, customer service, customer
satisfaction, sales, technical support, and data processing and management;
Educational services, namely, providing instruction via web based courses for
education of service providers providing business process services including
contact center services, customer service, customer satisfaction, sales, technic-
al support, and data processing and management, for certification in the fields of
healthcare, financial and tax services, business services, travel, telecommunica-
tions,technology, utilities, auto rental and other related services, home services,
retail, and insurance

Class 042. First use: First Use: 2007/02/00 First Use In Commerce: 2007/02/00

Providing temporary use of on-line non-downloadable software and applications
for providing virtual business process outsourcing services; providing temporary
use of non-downloadable software and applications for scheduling of personnel,
resources and appointments; providing temporary use of non-downloadable
software and applications for communications relating to scheduling of person-
nel, resources and appointments; providing temporaryuse of non-downloadable
software and applications for reporting relating to scheduling of personnel, re-
sources and appointments

U.S. Registration | 4894078 Application Date 09/07/2012

No.

Registration Date | 02/02/2016 Foreign Priority NONE
Date

Word Mark ARISE




Design Mark

~

Arise

Description of
Mark

The mark consists of the word "ARISE" followed by a pinwheel with five vanes.

Goods/Services

Class 035. First use: First Use: 2012/10/15 First Use In Commerce: 2012/10/15

Outsourcing services, namely, connecting businesses with remote customer ser-
vices representatives certified to work in the fields of telephone and electronic
contact center services, customer service, customer satisfaction, sales, technic-
al support, and data processing and management

Class 041. First use: First Use: 2012/10/15 First Use In Commerce: 2012/10/15

Educational services, namely, providinginstruction via web based courses for
certification and continuing education ofcustomer service representatives in
thefields of telephone and electronic contact center services, customer service,
customer satisfaction, sales, technical support, and data processing and man-
agement

U.S. Registration | 3520450 Application Date 03/28/2008

No.

Registration Date | 10/21/2008 Foreign Priority NONE
Date

Word Mark ARISE

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 2007/02/00 First Use In Commerce: 2007/02/00

Outsourcing services, namely, connecting businesses with remote customer ser-
vices representatives certified to work in the fields of telephone and electronic
contact center services, customer service, customer satisfaction, sales, technic-
al support, and data processing and management

Class 041. First use: First Use: 2007/02/00 First Use In Commerce: 2007/02/00

Educational services, namely, providinginstruction via web based courses for
certification and continuing education ofcustomer service representatives in
thefields of telephone and electronic contact center services, customer service,
customer satisfaction, sales, technical support, and data processing and man-
agement
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Arise Virtual Solutions Inc., a Delaware

Corporation, Opposition No.:
Opposer, Application Serial No.: 90/061,330
V. Date of Publication: April 13, 2021
Mark: ARISE

Xiaojuan Zhang, a citizen of China,
Applicant.

NOTICE OF OPPOSITION

Opposer, Arise Virtual Solutions Inc. (“Opposer”), a corporation organized and existing
under the laws of the state of Delaware, located and doing business at 3450 Lakeside Drive,
Suite 620, Miramar, Florida 33027, believes that it is or will be damaged by Application Serial
No. 90/061,330 (hereinafter referred to as “the Opposed Application”), and, pursuant to 15

U.S.C. § 1063(a) and TBMP § 303.01, hereby opposes same.

As grounds for this Opposition, Opposer alleges as follows:
1. Upon information and belief, Xiaojuan Zhang, a citizen of China, with an address
at No.79-183, Beipo Vil.,, Hushi Tn., Xiuyu, Jiaozuo, China 517362, filed the Opposed

Application on July 20, 2020, for the mark ARISE (“Applicant’s Trademark”).

2. Applicant seeks registration of the Opposed Application on the Principal Register
in respect of “3D spectacles; Car stereos; Digital voice recorders; Dog whistles; Dust protective
goggles and masks; Electrical plugs and sockets; Electronic pens; Face masks for diving; Laser
rangefinders; Liquid crystal displays; Microphone stands; Multimedia projectors; Protective

spectacles; Safety goggles; Smartwatch straps; Stands adapted for mobile phones; Stands

1

LOTT & FISCHER, PL ¢ P.O. Drawer 141098 « Coral Gables, Florida 33114-1098
Telephone: (305) 448-7089 « Facsimile: (305) 446-6191



adapted for tablet computers; Swivelling [sic] stands adapted for computers; Thermometers not
for medical purposes; Wireless cellular phone headsets; Wireless chargers; Wireless ear buds;
Wireless routers; Wireless telephony apparatus,” in Class 9 (the “Goods”).

3. Opposer believes that it will be damaged by registration of Applicant’s
Trademark.

4. Opposer is the owner of, and has long used, the mark ARISE and ARISE
and Design.

5. Opposer 1s the owner of three federal trademark registrations for ARISE
and ARISE and Design (collectively referred to as the “ARISE Mark”): Registration
No. 3,520,450 dated October 21, 2008 for “Outsourcing services, namely, connecting
businesses with remote customer services representatives certified to work in the fields of
telephone and electronic contact center services, customer service, customer satisfaction,
sales, technical support, and data processing and management,” in Class 35, and
“Educational services, namely, providing instruction via web based courses for
certification and continuing education of customer service representatives in the fields of
telephone and electronic contact center services, customer service, customer satisfaction,
sales, technical support, and data processing and management,” in Class 41; Registration
No. 4,894,078 dated February 2, 2016 for “Outsourcing services, namely, connecting
businesses with remote customer services representatives certified to work in the fields of
telephone and electronic contact center services, customer service, customer satisfaction,
sales, technical support, and data processing and management,” in Class 35, and
“Educational services, namely, providing instruction via web based courses for

certification and continuing education of customer service representatives in the fields of
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telephone and electronic contact center services, customer service, customer satisfaction,
sales, technical support, and data processing and management,” in Class 41; and
Registration No. 5,583,568 dated October 16, 2018 for “Telecommunications services,
namely, routing calls and emails from customers of third party clients to third-party
virtual contact centers,” in Class 38, “Educational services, namely, providing instruction
via web based courses in the fields of healthcare, financial and tax services, business
services, travel, telecommunications, technology, utilities, auto rental and other related
services, home services, retail, and insurance, for service providers providing business
process services including contact center services, customer service, customer
satisfaction, sales, technical support, and data processing and management; Educational
services, namely, providing instruction via web based courses for education of service
providers providing business process services including contact center services, customer
service, customer satisfaction, sales, technical support, and data processing and
management, for certification in the fields of healthcare, financial and tax services,
business services, travel, telecommunications, technology, utilities, auto rental and other
related services, home services, retail, and insurance,” in Class 41, and “Providing
temporary use of on-line non-downloadable software and applications for providing
virtual business process outsourcing services; providing temporary use of non-
downloadable software and applications for scheduling of personnel, resources and
appointments; providing temporary use of non-downloadable software and applications
for communications relating to scheduling of personnel, resources and appointments;
providing temporary use of non-downloadable software and applications for reporting

relating to scheduling of personnel, resources and appointments,” in Class 42. Opposer’s
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federal trademark Registration No. 3,520,450 for ARISE is incontestable under 15
U.S.C. § 1065.

6. Opposer’s ARISE Mark is a well-known and distinctive trademark that
Opposer has advertised, promoted, and used since at least as early as February 2007 with
respect to its ARISE mark, in connection with the services covered by its Registration
Nos. 3,520,450 and 5,583,568, and at least as early as October 15, 2012 with respect to
its ARISE and Design mark, in connection with the services covered by its Registration
No. 4,894,078. Opposer’s use of its mark has been valid and continuous since the time it
first started using the mark. Its mark is symbolic of extensive goodwill and consumer
recognition built by Opposer through substantial amounts of time, resources and effort in
advertising and promotion.

7. Opposer’s use of its ARISE Mark commenced before Applicant’s use of
Applicant’s Trademark, and Opposer is therefore the senior user.

8. Applicant’s Trademark is confusingly similar in appearance, sound, and
commercial impression to Opposer’s ARISE Mark. Specifically, Opposer’s ARISE
Mark and Applicant’s Trademark are identical — both are comprised of the term
“ARISE.” Additionally, Applicant’s Trademark includes goods that overlap with the
services under Opposer’s ARISE Mark.

9. In view of the parties’ identical respective marks, and the overlapping
nature of the parties’ respective goods and services, Applicant’s Trademark so resembles
Opposer’s ARISE Mark so as to be likely to cause consumers to be confused, mistaken,
or deceived into believing that Applicant’s Goods originate from Opposer, or are in some

way related to, associated with, or sponsored by Opposer.
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10. Accordingly, registration of Applicant’s Trademark is barred by the
provisions of Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), in that Applicant’s
Trademark consists of or comprises a mark which so resembles a mark previously used in
the United States by Opposer in respect of related services so as to be likely to cause the
public to be confused, mistaken or deceived.

11. Registration of Applicant’s Trademark would be a source of damage to
Opposer because relevant end users are likely to attribute the source or sponsorship of

Applicant’s Goods to Opposer.

PRAYER FOR RELIEF

WHEREFORE, Opposer respectfully requests that the instant opposition be

granted and that Application Serial No. 90/061,330 be denied registration.

Date: August 11, 2021 Respectfully submitted,
LOTT & FISCHER, PL

/s/ Neda Lajevardi

Neda Lajevardi, Esq.

Ury Fischer, Esq.

P.O. Drawer 141098

Coral Gables, FL 33114-1098
(305) 448-7089

Attorneys for Opposer
Docket No. 23015-5802 Arise Virtual Solutions Inc.
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