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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 
 

 

 : 

GREEN CARD PAYMENTS, LLC, : 

  : 

 Opposer, : 

 : 

  :  

v. : Opposition No. 91270981 

 

  : 
 : 

PREPAY NATION, LLC, : 

 : 

 Applicant. : 

: 
 

 

 

STIPULATED MOTION  

TO SUSPEND PROCEEDINGS 

 

 

Pursuant to 37 C.F.R. § 2.117 (c), Applicant, by and through its counsel, hereby 

moves for an order suspending these proceedings pursuant to 37 C.F.R. § 2.117(c) for a period of 

thirty (30) days in accordance with the proposed scheduling order attached hereto as Exhibit A.   

Opposer’s counsel, Gary L. Eastman, Esquire, stipulated to this suspension in a 

telephone discussion with the undersigned on November 18, 2022.  It is understood that either party 

may request resumption of these proceedings upon motion to the Trademark Trial and Appeal 

Board.   

On November 21, 2022, the parties had previously submitted a stipulated Consent 

Motion to Extend.  However, in an Order dated November 28, 2022, that Motion was denied by the 

Board without prejudice inasmuch as the parties had omitted a progress report on the status of the 

parties’ negotiations.  Accordingly, the parties hereby submit as part of this Motion a current 
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progress report and respectfully request that the Board vacate its Order dated November 28, 2022 

and grant the instant Motion. 

As such, and in accordance with the Board’s Order dated September 22, 2022, the 

parties are required to file a written motion which includes a showing of good cause in the form of 

a status report.  In this regard, the parties have been actively engaged in settlement discussions, 

have agreed upon settlement terms in principle, and have exchanged drafts of a Trademark 

Settlement, Coexistence and Consent Agreement (the “Settlement Agreement”).  The current draft 

of the Settlement Agreement is presently being reviewed by the parties for additional revisions and 

final execution.  In this regard, negotiations have been protracted, at least in part, because of the 

parties’ respective travel schedules and other business demands.   

Good cause in support of this motion is present in view of the current posture of the 

settlement discussions between the parties.  Trademark Rule 2.117(c) provides that, "[p]roceedings 

may also be suspended for good cause, upon motion or a stipulation of the parties approved by the 

Board." Good cause is established when the parties are engaged in settlement negotiations. See 

Trademark Trial and Appeal Board Manual of Procedure § 510.03(a).  

In view of the significant progress which has been made by the parties toward 

amicably resolving the instant Opposition, the parties believe that there is good cause to continue 

the suspension of the subject Opposition for an additional thirty (30) days and to reset the trial dates 

in accordance with the proposed trial dates set forth in Exhibit A in order to enable the parties to 

finalize and execute the Settlement Agreement.   

This request is made in the interests of justice, not for the purposes of undue delay, 

and granting such a suspension should result in economies of time and expense to the Trademark 

Trial and Appeal Board as well as to the parties.   

WHEREFORE, for the foregoing reasons, the parties respectfully requests that the 
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Board suspend proceedings for an additional thirty (30) days in accordance with the proposed 

scheduling order attached hereto as Exhibit A.   

 

Respectfully submitted, 

 

       

/John W. Goldschmidt, Jr./ 

      John W.  Goldschmidt, Jr. 

      Attorney of Record 

Registration No. 34,828 and  

Pennsylvania Bar Member No. 55,298 

Date: November 28, 2022   FERENCE & ASSOCIATES LLC 

      409 Broad Street 

Pittsburgh, Pennsylvania 15143 

Telephone: (412) 741-8400 

Facsimile: (412) 741-9292 

 

Attorneys for Applicant 

Prepay Nation LLC 
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CERTIFICATE OF SERVICE 

       

 

I, John W. Goldschmidt, Jr., do hereby certify that I have, this 28th day of November 2022, 

served the following with a true and correct copy of the foregoing STIPULATED MOTION TO 

SUSPEND PROCEEDINGS by electronic mail at the e-mail address set forth below:   

 

Gary L. Eastman, Esq.   

Eastman IP   

401 West A Street   

Suite 1785   

San Diego, California 92101   

Gary@EastmanIP.com 

 

 

 

/John W. Goldschmidt, Jr./         

John W. Goldschmidt, Jr. 
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EXHIBIT A 
 
 

PROPOSED SCHEDULING ORDER 
 

 

Proceedings to resume on 12/18/2022. 

 

Time to Answer  12/18/2022  

Deadline for Discovery Conference 01/17/2023  

Discovery Opens 01/17/2023  

Initial Disclosures Due 02/16/2023  

Expert Disclosures Due 06/16/2023  

Discovery Closes 07/16/2023  

Plaintiff’s Pretrial Disclosures Due  08/30/2023  

Plaintiff’s 30-day Trial Period Ends  10/14/2023  

Defendant’s Pretrial Disclosures Due  10/29/2023  

Defendant’s 30-day Trial Period Ends  12/13/2023  

Plaintiff’s Rebuttal Disclosures Due  12/28/2023  

Plaintiff’s 15-day Rebuttal Period Ends  01/27/2024  

Plaintiff’s Opening Brief Due  03/27/2024  

Defendant’s Brief Due  04/26/2024  

Plaintiff’s Reply Brief Due  05/11/2024  

Request for Oral Hearing (optional) Due 05/21/2024  

 


